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United  States  Court  of  Appeals  for  the 
Ninth  Circuit. 


No.  16132. 


JAMES  MOON  ET  AL., 

PLAINTIFFS,   APPELLANTS, 

V. 

CABOT  SHOPS,  INC.,  et  al., 

DEFENDANTS,  APPELLEES. 


BRIEF  FOR  APPELLEES. 

Appellees  have  given  a  general  outline  of  the  case  on 
appeal  in  their  brief  as  cross-appellants,  which  brief  deals 
principally  with  the  issue  of  validity  of  the  patent  in  suit. 
It  is  the  purpose  of  this  brief  to  present  appellees'  posi- 
tion with  respect  to  the  matter  of  infringement  and  in  sup- 
port of  the  holding  by  the  District  Court  of  non-infringe- 
ment. 

In  discussing  the  issue  of  infringement  we  prefer  to 
State  appellees'  position  positively  rather  than  respond  in 
detail  to  appellants'  brief. 


The  Gist  of  Appellees*  Position  on  Infringement. 

When  Moon  filed  his  application  for  patent,  he  sought 
broadly  to  claim  a  portable  telescoping  derrick  so  mounted 
on  a  vehicle  that  it  pivoted,  from  horizontal  road  position 
to  vertical  operating  position,  about  a  hinge  disposed  at 
the  forward,  or  driver's,  end  of  the  truck.  For  five  years 
the  Patent  Office  flatly  refused  to  grant  a  patent  of'  such 


breadth,  asserting,  quite  properly,  that  it  did  not  amount 
to  patentable  invention  merely  to  transpose  the  parts  of 
the  well-known  prior  art  portable  derricks,  merely  hinging 
the  derrick  at  the  front  of  the  truck  rather  than  at  the  rear 
as  had  been  customary.  Finally  Moon  accepted  a  patent 
specifically  limited  to  an  arrangement  in  which  the  legs  of 
the  derrick  straddle  the  driver's  position.  That  simply 
means  that,  when  you  sit  in  the  driver's  seat  and  look  out 
the  side  windows  of  the  cab,  you  see  two  derrick  legs  at  one 
side  of  the  cab  and  two  other  legs  at  the  other  side.  In 
defendants'  accused  structures  the  legs  of  the  derrick  are 
all  out  ahead  of  the  driver's  position,  the  hinge  being  dis- 
posed, not  over  the  driver's  head,  but  out  in  front  of  him. 

The  History  of  the  Moon  Patent  Application. 

For  the  sake  of  convenience  we  reproduce  on  an  adjoin- 
ing page  Fig.  3  of  the  patent  in  suit.  We  respectfully  draw 
the  attention  of  the  Court  to  the  rear  legs  34  of  the  derrick 
18.  These  legs  are  disposed  on  either  side  of  the  driver's 
position,  as  is  evidenced  by  the  location  of  the  steering 
wheel  and  driver's  seat,  shown  in  the  figure.  The  patent 
states,  column  4,  line  20  et  seq.,  record,  page  647 : 

''It  will  be  observed  that  no  equipment  associated 
with  the  truck  is  positioned  in  front  of  the  driver.  Par- 
ticularly, as  will  be  seen,  the  derrick  legs  straddle  the 
cab,  and  the  derrick,  while  it  is  being  erected  or  re- 
tracted to  rest  position,  does  not  obstruct  the  view  of 
the  operator  of  the  cab." 

By  way  of  example  we  here  quote  claim  1  of  the  patent  in 
suit,  in  which  we  have  printed  in  red  those  parts  which 
clearly  define  the  necessary  relationship  between  the  legs 
of  the  derrick  of  the  driver's  position. 


'*1.    A  portable  derrick,  comprising  a  chassis,  front 
wheels  mounted  on  an  axle  positioned  adjacent  the 
front  end  of  the  chassis,  rear  wheels  mounted  on  an 
axle  positioned  adjacent  the  rear  end  of  the  chassis, 
a  driver's  position  with  steering  and  motive  power 
controls   positioned   adjacent   the    front    end   of   said 
chassis  and  extending  forward  of  the  front  axle,  a  col- 
lapsible and  extensible  derrick  pivotally  mounted  on 
the  chassis  to  move  from  a  rest  position  on  said  chas- 
sis with  the  top  end  of  the  derrick  positioned  rear- 
wardly  of  said  chassis  and  the  bottom  of  said  derrick 
being  positioned  on  said  chassis  toward  the  front  end 
of  said  chassis,  spaced  two  front  and  two  rear  legs 
for  said  derrick,  cross  bracing  between  said  legs  with 
a  free  area  between  a  portion  of  the  rear  legs,  said 
derrick  comprising  a  lower  section  and  an  upper  sec- 
tion, means  for  moving  said  upper  section  relative  to 
said  lower  section  to  extend  and  to  collapse  said  der- 
rick, a  hinge  on  said  derrick  positioned  near  the  bot- 
tom end  of  said  derrick,  said  hinge  also  positioned  on 
said  chassis  intermediate  the  forwardmost  limits  of 
said  chassis  and  the  front  axle  and  above  said  driver's 
position,  and  means  for  rotating  said  derrick  about 
said  hinge  to  an  erect  position  adjacent  the  front  end 
of  said  chassis,  said  means  including  a  rotation  power 
transmitting  member  connected  to  said  derrick  at  a 
point  on  said  derrick  spaced  from   said  hinge,   said 
transmitting  member  transmitting  rotative  power  to 
said  derrick  to  rotate  said  derrick  about  said  hinge, 
and  a  load  transmitting  connection  between  said  mem- 
ber and  said  chassis,  said  connection  being  positioned 
on  said  chassis  between   said  front   and  rear   axles, 
lower  portions  of  said  legs  being  spaced  apart  trans- 
versely with  respect  to  said  chassis  a  distance  greater 
than  the  transverse  extent  of  said  driver's  position, 


and  said  lower  leg  portions  and  said  hinge  being 
located  with  respect  to  the  longitudinal  axis  of  said 
chassis  to  cause  a  portion  of  the  driver's  position  to 
enter  said  free  area  and  the  lower  rear  leg  portions 
to  straddle  said  driver's  position  when  the  derrick  is 
in  said  erect  position." 

Now  let  us  contrast  the  issued  claim  with  the  claims 
Moon  originally  tried  to  secure.  When  the  application  for 
the  patent  was  filed,  its  first  claim  read  as  follows  (Ex.  T, 
p.  9,  Appendix,  p.  14). ^ 

''1.  A  portable  drilling  derrick  comprising  a  truck 
chassis,  a  cab  mounted  at  the  front  of  said  chassis,  a 
derrick  positioned  on  said  chassis,  the  legs  of  said  der- 
rick protruding  ahead  of  said  cab,  a  hinge  on  said 
derrick,  the  hinge  point  of  said  hinge  being  mounted 
on  said  chassis  adjacent  said  cab,  and  means  positioned 
on  said  chassis  to  rotate  said  derrick  about  said  hinge 
point  to  move  said  derrick  to  an  erect  position." 

That  claim  is  typical. 

The  first  action  from  the  Patent  Office  comprised  a  single 
paragraph  rejecting  all  of  the  claims  in  view  of  the  patent 
to  McEwen,  appearing  at  page  898  of  the  record,  the  gist 
of  the  action  being  that  it  did  not  amount  to  invention  to 
reverse  the  position  of  McEwen 's  derrick. 

''Applicant  has  merely  taken  McEwen 's  derrick 
structure  and  reversed  the  position,  enclosing  Mc- 
Ewen's  standards  (7)  in  the  cab  of  the  truck  and 
causing  the  derrick  to  be  raised  forward  of  the  truck 

1  We  have  reproduced  as  an  appendix  to  this  brief  several  pao^ 
from  Exhibit  T,  certified  copy  of  the  file  wrapper  of  the  patent'in 
suit. 


rather  than  to  the  rear  of  the  truck.  Applicant's 
change  of  position  is  a  matter  of  mechanical  expedi- 
ence and  is  not  considered  to  involve  invention."  (Ex. 
T,  p.  16,  Appendix,  p.  16.) 

Thereafter,  as  Exhibit  T  shows,  Moon's  counsel  filed  a 
lengthy  amendment,  together  with  an  affidavit  signed  by 
Moon,  all  arguing  that  Moon  should  be  granted  a  patent 
on  the  original  claims  together  with  new  claim  6,  appearing 
at  page  17,  Ex.  T,  and  Appendix,  p.  18.  Then  there 
was  a  further  amendment  filed  on  June  22,  1950,  containing 
additional  claims  and  more  argument  urging  the  allowance 
of  broad  claims  to  the  general  concept  of  a  derrick  hinged 
at  the  front  end  of  the  truck  rather  than  at  the  rear  end. 
Moon's  counsel  stated  (Ex.  T,  p.  31,  Appendix,  p.  20) : 

"Each  of  said  claims  is  directed  to  the  feature 
whereby  the  derrick  may  be  driven  onto  the  job  head- 
on.  Each  of  the  claims  calls  for  the  top  end  of  the  der- 
rick to  be  positioned  toward  the  rear  of  the  chassis. 
This  is  in  contradistinction  to  the  prior  art  in  which 
the  top  end  of  the  derrick  is  positioned  toward  the 
front  end  of  the  chassis." 

Then  followed  an  official  action  of  January  31,  1951, 
again  rejecting  the  claims.  The  action  referred  to  addi- 
tional prior  art  in  which  devices  other  than  oil  well  der- 
ricks had  hoisting  mechanism  mounted  at  the  front  end  of 
a  vehicle.  This  brought  forth  a  response  from  Moon's 
counsel  containing  further  argument  directed  to  his  at- 
tempt to  secure  a  patent  broadly  covering  a  front  mounted 

derrick. 

Once  more  the  Patent  Office,  on  April  25,  1952,  issued  an 
official  action  again  refusing  claims  to  the  broad  concept. 


We  now  approach  the  critical  event  in  the  history  of  the 
Moon  application.  On  September  18,  1952,  Moon's  counsel 
again  filed  a  lengthy  amendment,  accompanied  by  a  long 
affidavit  again  signed  by  Moon.  Moon's  comisel  refers  to 
an  interview  which  had  been  granted  by  the  Patent  Office 
Examiner,  saying: 

*'.  .  .  the  examiner  indicated  that  a  claim  similar 
to  new  claim  14  would  be,  in  his  view,  favorably  con- 
sidered if  presented.  One  of  the  features  which  the 
examiner  indicated  as  possibly  carrying  the  claim  over 
the  then  cited  references  was  the  straddling  of  the  cab 
by  the  derrick  when  erected.  It  is  respectfully  urged 
that  the  new  references  do  not  in  any  way  meet  this 
claim,  either  alone  or  in  combination  with  the  cited 
references."     (Ex.  T,  p.  48,  Appendix,  p.  26.) 

''New  claim  14"  referred  to  in  counsel's  remarks  ap- 
pears at  pages  44  and  45  of  Ex.  T,  Appendix,  pp.  22  and  24, 
and  we  draw  attention  of  the  Court  to  the  last  clause,  read- 
ing as  follows : 

"the  legs  of  said  derrick  straddling  said  cab  when  said 
derrick  is  in  said  erect  and  extended  position." 

After  that,  on  May  28,  1953,  the  Examiner  issued  a  fur- 
ther action  largely  raising  some  formal  objections  to  the 
language  of  the  proposed  claims  and  indicating  that  they 
would  be  allowable  when  revised.  Thereafter  there  was 
another  interview  with  the  Examiner  (Ex.  T,  p.  75,  Appen- 
dix, p.  28) ;  the  claims  were  rewritten  as  claims  1-4  of  the 
issued  patent.  There  was  yet  another  interview  with  the 
Examiner  (see  Ex.  T,  p.  87,  Appendix,  p.  30),  and  the 
patent  was  then  issued  after  some  further  inconsequential 
formalities. 


8 

We  respectfully  submit  that  a  fair  reading  of  the  file 
wrapper  reveals  an  exceptionally  clear  case  of  file  wrapper 
estoppel.  In  other  words,  Moon  first  sought  the  allowance 
of  broad  claims  but  thereafter  accepted  claims  of  limited 
scope,  in  view  of  the  art  and  the  position  of  the  Patent 
Office.'  He  cannot  now  properly  expand  the  language  of  the 
claims  in  the  patent  to  cover  territory  which  the  file  wrap- 
per shows  very  clearly  that  he  yielded. 


Defendants'  Structure  does  Not  Infringe. 

As  the  District  Court  held,  appellees'  accused  structures 
are  correctly  shown,  for  example,  in  Exhibits  57  and  95. 
We  have  reproduced  them,  for  convenience,  in  the  appen- 
dix of  this  brief.    Note  Exhibit  57,  for  example,  in  which 
the  hinge  26,  about  which  the  derrick  pivots,  is  disposed  as 
far  forward  as  possible,  that  is  to  say,  at  the  extreme  upper 
front  corner  of  the  truck.    The  same  relationship  appears 
in  the  other  exhibits  referred  to.    While  drawings  are  of 
course  necessary  and  valuable  in  this  connection,  photo- 
graphs tell  a  more  graphic  story.     Here  we  refer  to  Ex- 
hibits C  and  AF,  also  reproduced  in  our  appendix,  received 
in  evidence  at  pages  459  and  464  of  the  record,  respectively. 
Exhibit  C  is  a  photograph  of  the  accused  structure  with 
the  derrick  in  the  flat  over-the-road  position,  while  Exhibit 
AF  is  a  photograph  of  similar  apparatus  with  the  der- 
rick erected  and  the  cab  covered  by  a  tarpaulin  appearing 
at  the  left  center  of  the  photograph.    These  exhibits  dem- 
onstrate the  fact  that  in  the  accused  structure  the  derrick 
has  been  moved  bodily  forward  so  that  the  relationship  of 
the  legs  of  the  derrick,  the  steering  wheel  and  the  driver's 
seat  is  no  longer  that  which  appears  in  the  patent  (see  re- 
production of  Fig.  3  thereof,  supra).    In  defendants'  struc- 
ture the  derrick  is  all  forward  of  the  vehicle  when  in  erected 
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position.  That  arrangement  simply  does  not  correspond 
to  the  language  of  the  claims  of  the  patent  in  suit,  such,  for 
example,  as  that  of  claim  2,  which  requires : 

"said  hinge  being  positioned  with  respect  to  the  longi- 
tudinal axis  of  said  chassis  locating  said  driver 's  posi- 
tion between  the  said  leg  portions  with  the  said  leg 
portions  straddling  said  driver's  position  when  the 
derrick  is  in  said  erect  position." 


That  is  to  say,  it  is  quite  plain  that  the  language  of  the 
claim  is  not  literally  infringed  by  defendants'  structures. 
Of  course  that  gives  rise  to  the  question  as  to  whether  the 
difference  is  one  of  substance  or  one  which  is  only  colorable 
and  does  not  avoid  infringement.  One  is  also  disposed  to 
look  at  the  doctrine  of  equivalents.  That  is  where  the  file 
wrapper  comes  in.  The  claims  Moon  originally  sought  to 
obtain  from  the  Patent  Office  would  very  definitely  be  in- 
fringed by  the  defendants'  structures.  Since  he  limited 
his  claims  specifically  to  include  the  straddling  feature,  it 
seems  evident  that  Moon  is  now  estopped  by  the  file  wrap- 
per from  asserting  the  claims  against  a  non-straddling 
structure,  whether  by  way  of  interpretation  of  claim  lan- 
guage itself  or  by  the  route  of  the  doctrine  of  equivalents. 


An  Interesting  Question. 

It  is  abundantly  clear  from  the  file  wrapper  that  Moon 
was  not  granted  a  patent  covering  broadly  a  telescoping 
derrick  hinged  for  erection  at  the  front  end  of  a  truck  or 
chassis,  the  final  word  from  the  Patent  Office  being  that 
such  a  claim  would  be  invalid  as  involving  nothing  more 
than  an  obvious  reversal  of  the  parts  of  the  McEwen  de- 
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vice,  well  within  the  skill  of  the  worker  in  the  art  and  con- 
stituting nothing  more  than  ordinary  mechanical  expedi- 
ency. Therefore,  it  is  established  that  the  public  has  the 
right  to  build  portable  derricks  which  are  hinged  at  the 
front  of  the  truck.  Now  the  patent  claims  state,  in  effect, 
that  in  so  doing  the  public  must  be  careful  that  the  legs  of 
the  derrick  do  not  straddle  the  cab  or  driver's  position, 
since,  if  they  do,  the  Moon  patent  would  be  infringed.  The 
fallacy  of  appellants'  position  on  this  matter  of  infringe- 
ment is  well  demonstrated  by  the  following  question: 

"...  If  the  public  is  free  to  build  front  mounted 
portable  derricks  but  not  free  to  build  front  mounted 
derricks  in  which  the  legs  straddle  the  cab,  how  else 
can  the  public  actually  build  non-infringing  derricks 
other  than  by  moving  the  hinge  point  forwardly  far 
enough  to  avoid  straddling?" 

We  most  respectfully  submit  that  defendants'  structures 
cannot  be  held  to  infringe  the  claims  of  the  patent  in  suit 
without  thereby  rendering  it  impossible  for  anyone  to  build 
a  front-mounted  derrick  without  infringement,  in  spite  of 
the  fact  that  the  Patent  Office  very  specifically  refused 
to  grant  such  broad  rights  to  Moon. 


Appellants'  Brief. 

We  have  carefully  studied  appellants'  brief.  We  do  not 
propose  to  comment  on  it  in  any  detail,  since  it  appears 
necessary  only  to  point  out  that  the  brief  is  based  on  a 
fundamental  refusal  to  face  the  facts  evidenced  in  the  file 
wrapper.  If  Moon  Jiad  originally  sought  from  the  Patent 
Office  the  same  claims  he  was  granted,  and  if  the  file  wrap- 
per contained  no  evidence  of  the  refusal  of  the  Patent 
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Office  to  grant  broad  protection  on  a  front-mounted  derrick, 
then  appellants  could  certainly  have  argued  with  force  that 
the  patent  claims  were  entitled  to  a  reasonable  range  of 
equivalents  and  that  the  claims  were  thereby  infringed  by 
defendants'  structures.  Indeed,  appellants  quote  the  ar- 
gument of  appellees'  counsel  before  the  District  Court  in 
w^ich  it  was  made  crystal  clear  that  the  determining  fac- 
tor in  this  issue  of  infringement  is  the  estoppel  which 
arises  from  the  file  wrapper  (Eecord,  p.  501  et  seq.). 

When  the  force  of  the  estoppel  from  the  file  wrapper  is 
applied  to  the  claims  and  to  defendants'  devices,  it  becomes 
crystal  clear  that  the  District  Judge  was  eminently  correct 
in  ruling  that  the  claims  of  the  patent  in  suit  had  not  been 
infringed. 


The  Law. 

We  know  that  the  Court  is  conversant  with  the  law  per- 
taining to  file  wrapper  estoppel  and  therefore  feel  that  an 
extended  discussion  would  be  unnecessary.  We  cite  a  few 
representative  cases  in  support  of  our  position  and  note 
that  perhaps  the  leading  case  on  the  subject  is  Exliihit 
Supply  Co.  V.  Ace  Patents  Corp.,  315  U.S.  126,  86  Law.  Ed. 
736,  in  which  Mr.  Chief  Justice  Stone  held  that,  where  the 
claims  granted  in  a  patent  are  narrower  than  the  claims 
originally  sought,  the  difference  is  in  effect  a  disclaimer. 
Then  he  states  (p.  137) : 

''The  difference  which  he  thus  disclaimed  must  be 
regarded  as  material,  and  since  the  amendment  oper- 
ates as  a  disclaimer  of  that  difference  it  must  be 
strictly  construed  against  him.  ...  As  the  question 
is  one  of  construction  of  the  claim,  it  is  immaterial 
whether  the  examiner  was  right  or  wrong  in  rejecting 
the  claim  as  filed." 
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This  Court  had  occasion  to  consider  a  very  similar  situa- 
tion inDdH  Electric  Co.  v.  M.  Stephens  Mfg.,  Inc.,  233  F. 
2d  879, 110  U.S.P.Q.  469.  The  principles  and  the  cases  cited 
in  that  opinion  are  obviously  applicable  here.  In  that  case 
Judge  Stephens  stated  (pp.  883-884) : 

"Having  asserted  the  novelty  of  the  right  angle 
principle  in  order  to  secure  the  patent,  appellant  can- 
not now  expand  his  coverage  to  include  other  claims 
which  were  denied  him  in  the  proceedings  before  the 
patent  office.  This  is  simply  the  exercise  of  the  doc- 
trine of  'file  wrapper  estoppel'— the  gravamen  of 
which  is  that  an  applicant  who  acquiesces  in  the  rejec- 
tion of  his  claim,  and  accordingly  modifies  it  to  secure 
its  allowance,  will  not  subsequently  be  allowed  to  ex- 
pand his  claim  by  interpretation  to  include  the  prin- 
ciples originally  rejected  or  their  equivalents." 

If  in  the  above  quotation  the  words  "right  angle"  were 
replaced  by  "straddling,"  the  quoted  paragraph  would  be 
entirely  dispositive  of  the  case  at  bar. 
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Conclusion. 

We  respectfully  submit  that  the  Court  below  is  entirely 
right  in  holding  that  there  had  been  no  infringement  in  this 
ease.  The  claims  originally  applied  for  would  be  infringed 
by  defendants '  structures ;  the  granted  claims  are  not.  The 
granted  claims  cannot  be  interpreted  as  the  equivalent  of 
the  denied  claims,  and,  unless  that  be  done,  there  can  be  no 
infringement  of  the  claims  of  the  patent  by  the  devices  of 
appellees. 

LYOX  &  LYON, 
CHAELES  G.  LYON, 

711  West  Seventh  Street, 

Los  Angeles,  California. 
KENWAY,  JENXEY,  WITTEE  &  HILDEETH, 
HEEBEET  P.  KENWAY, 
GEOEGE  W.  CEOWLEY, 

24  School  Street, 

Boston,  Massachusetts. 
KENNETH  W.  BEOWN, 

77  Franklin  Street, 

Boston,  Massachusetts. 
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[From  Exhibit  T] 
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I  claim: 

1.  A  portable  drilling-  derrick  comprising  a  truck  chassis, 
a  driver's  cab  fixedly  mounted  at  the  front  of  said  chassis, 
a  derrick  positioned  on  said  chassis,  the  legs  of  said  der- 
rick protruding  ahead  of  said  cab,  a  hinge  on  said  der- 
rick, the  hinge  point  of  said  hinge  being  mounted  on  said 
chassis  adjacent  said  cab,  and  means  positioned  on  said 
chassis  to  rotate  said  derrick  about  said  hinge  point  to 
move  said  derrick  to  an  erect  position. 

2.  A  portable  drilling  derrick  comprising  a  truck 
chassis,  a  driver 's  cab  fixedly  mounted  on  the  front  of  said 
chassis,  front  and  rear  wheels  and  axles  for  said  chassis, 
a  derrick  positioned  on  said  chassis,  the  legs  of  said  der- 
rick protruding  ahead  of  said  cab,  a  hinge  on  said  derrick, 
the  hinge  point  of  said  hinge  being  mounted  on  said  chassis 
adjacent  said  cab  and  ahead  of  said  front  wheels,  and  an 
extensible  hydraulic  jack  pivotally  mounted  on  said  chas- 
sis behind  said  front  axles  and  hingedly  mounted  on  said 
derrick  behind  said  hinge  point. 

.3.  A  portable  drilling  derrick  comprising  a  chassis,  a 
driver's  cab  fixedly  mounted  on  the  front  end  of  said 
chassis,  a  plurality  of  standards  mounted  on  said  chassis 
adjacent  said  cab,  bearings  mounted  on  said  standards,  a 
derrick  positioned  on  said  chassis,  the  bottom  of  the  legs 
of  said  derrick  protruding  ahead  of  said  cab,  a  cross  mem- 
ber for  said  derrick  positioned  near  the  end  of  said  derrick, 
said  cross  member  being  journalled  in  said  bearings,  and 
means  for  rotating  said  derrick  on  said  cross  member  in 
said  bearings  to  elevate  said  derrick. 
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DEPARTMEN- 


COMMERCE 


id  helmc  a  communication  Jrom  the  EXAMIMCR 
,  of  this  application.        /     .„  _     JLA/^l 


Philip  Subkow 

4  35  Roosevelt  Building 

Lo3  Angeles  \U  ,   California 


33  -  Room  5087 
,;  James  Uoon 

'     va       35,666 

June   28,   1948 
DERRICK  MOUNTING  FOR 

PORTABLE   DRILLING  AND   SERVICING 

RIGS 


This  application  has  been  examined. 
Reference  made  of  record: 


rl^cEwen  et  al . 


2.331.558 


References  of  interest; 


Dow 
.  '.Voody 
; Flelschmann 

Donley  et  al. 


2,175,331 
2.204,716 
2,471,735 
2,251,013 


Oct.  12,  1943 


Oct.  10.  1939 
June  18,  1940 
May  31,  1949 
July  29,  1941 


189-14 
189-11 
254-86 
255-19.1 


Clalns  1-5  are  rejected  as  falling  to  patentably 
differ  froc  the  patent  to  IcEwen  et  al.   Applicant  has 
merely  taken  UcEwen's  derrick  structure  and  reversed  the 
position,  enclosing  UcEwen's  standards  (7)  in  the  cab  of 

lok  to  be  raised  forward  of 
the  truck  rather  than  to  the  r..ar  of  the  truck.  Appli- 
cant's change  of  position  is  a  matter  of  mechanical  ex- 
pedience and  is  not  considered  to  involve  invention. 


-^,,^^l..J^J^^^ 
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This  application  has  been  examined. 
Reference  made  of  record: 

McEwen  et  al.       2,331,558  Oct.    12,  1943        189-14 

References  of  interest: 

Dow  2,175,381  Oct.    10,  1939  189-14 

Woody  2,204,716  June  18,  1940  189-11 

Fleischmann  2,471,735  May  31,  1949  254-86 

Donley  et  al.  2,251,013  July  29,  1941  255-19.1 

Claims  1-5  are  rejected  as  failing  to  patentably  differ 
from  the  patent  to  McEwen  et  al.  Applicant  has  merely 
taken  McEwen 's  derrick  structure  and  reversed  the  posi- 
tion, enclosing  McEwen 's  standards  (7)  in  the  cab  of  the 
truck  and  causing  the  derrick  to  be  raised  forward  of  the 
truck  rather  than  to  the  rear  of  the  truck.  Applicant's 
change  of  position  is  a  matter  of  mechanical  expedience 
and  is  not  considered  to  involve  invention. 

W.  J.  MUSHAKE 
DMS/ec  Examiner 
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DiY.   33 
RooB  5087 

JAMES  UOOM 

DERRICK  MOUfclING  FOR  PORTABLE 

DRILLING  AMD  SERVICING  RIGS 

Filed  June  28,  19^8 

Serial  Mo.  35,666 


ow\so^^^ 


Los  Angeles,  California,  April  5,  1950 


Hon.  Connissioner  of  fatei 
Washington  25,  D.C. 


In  response  to  Office  action  dated  October  18, 
19^9,  please  amend  the  above- it^entified  application  as 

follows: 

Add  the  following  nev;  claim; 


/y^6.   A  portable  dcming  derrick,  comprising 
a  ▼ehide  chassis,  front  enrt^^ar  wheels  for  said  chassis, 
the  ends  of  the  l^syif  a^d  derrick  protruding  ahead  of 
\  said  front  wheels  aAd/lhe   top  end  of  said  derrick  being 
^  positioned  tQ*ard/Urte  rear  of  said  chassis,  a  hinge  on  stid 
{     derrick,  sallyiUnge  beiijg  mounted  at  the  front  end  of  said 
chassis,  a*flm»inrt'  positioned  on  said  chassis  to  rotate  said 
derrick^bout  said  hinge  point  to  move  said  derrick  to  an 
ere^  position.  /*^f  , 


The  rejection  is  traversed. 

The  applicant,  in  reversing  the  position  of  the 
derrick  so  that  the  truck  can  drive  head-on  into  position 
and  need  not  back  into  position,  has  obtained  advantages  not 


possible  with  the  cited  prior  art  structures. 

The  McEwen  relerence  is  no  different  froc:  the 
Uliite  Patent  No.'  2,204,713  cited  at  page  1,  line  21,  oi  tlu 


L,  line  21,  oi  the 
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Los  Angeles,  California,  April  5,  1950 

Hon.  Commissioner  of  Patents 

Washington  25,  D.C. 

Sir: 

In  response  to  Office  action  dated  October  18,  1949,  please 
amend  the  above-identified  application  as  follows: 

Add  the  following  new  claim: 

***6.  A  portable  drilling  derrick,  comprising  a  vehicle 
chassis,  front  and  rear  wheels  for  said  chassis,  the  ends  of 
the  legs  of  said  derrick  protruding-  ahead  of  said  front 
wheels  and  the  top  end  of  said  derrick  being  positioned 
toward  the  rear  of  said  chassis,  a  hinge  on  said  derrick, 
said  hinge  being  mounted  at  the  front  end  of  said  chassis, 
and  means  positioned  on  said  chassis  to  rotate  said  derrick 
about  said  hinge  point  to  move  said  derrick  to  an  erect 
position. 


*** 


REMARKS 

The  rejection  is  traversed. 

The  applicant,  in  reversing  the  position  of  the  derrick 
so  that  the  truck  can  drive  head-on  into  position  and  need 
not  back  into  position,  has  obtained  advantages  not  pos- 
sible with  the  cited  prior  art  structures. 

The  McEwen  reference  is  no  different  from  the  White 
Patent  No.  2,204,713  cited  at  page  1,  line  21,  of  the 
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IE.      j:   portJ-tie  'irilline   -lerric- 


track  chassis. 


LO'JTltid     01. 


front   and   retr  aJftleB   lor 


traCK,    \  r.ecxi    _.. 


said  standards,  th--  ttep  end  ol  said  derricr.  Lei:, 
toward  the  retr  of  salck  chassis,  -^r.^.  z.e:.ns.  t,o  tl 
to  an  upright  positlc 


(i   cr.^   sai'^    hir.^c-. 


ip.    ,A  portatYe  driiiii.e   derric/.  cc...  ri.lr.      a 

£t^'^*-'ii^*^^  \  -      c        ■  ■  ■    ■  I 

track  chassis,   a.  cabyL.oai.t.='\oi.   Lne  i  ront   =i.n   of   s<.i     u..,.---y^ 

front  and   rear  axl.^   lor  SaS-UracK,    v.huexs  .ri.yjntcr    ..    :    -- 
axles,    standards  D.o-ont-^d   or.   salV   chassis  ar."    .j-.c-t^.n-      -: 
said    cab   ahead   of   sai-:    Ir-i.t    cxxV,    a    -err-c,.    ...:.    :.-^.. 
en   said    btai-dards,    iiic   top   ex.d  oi  Neaic   -eriic.    >cli.^,    ,..--•--    . 
toward   th'i   rear  of   Siin    chajj^-S,    ^.n\  an   exic.  ..-l--.    „cO-:   .  -:. 
uioonted   on   said   chassis   at  a    point    f.\r..-r"    ci    :.    -'    -r.;.-.      .<- 

\  ° 

sai"   jacK  belfit  niiitiedxy  uoonLec   on   bc>V:   -  erricv.  ..-.   ..    .--..: 


rearward   of   the  hinfce  point  oi    sai'    jacAio   s<  i-    cna.^-. 


The   above   ciaicis   aie   tc-xicvi 


reasons  advanced    in   thi 


ji.d_.e;.t  datt 


.rix    :,    ^-r.j 


said    claius   is   'directed    i.o    tnv.-   it^.tai* 


be  ''riven  onto  the  job  hu..d-on.  -cc;.  ci  •.;.-■  ci  *  .-  .-.  -  -  - 
the  top  end  of  th-s  derric/.  tc  :«  pusiti:n"'  t..  ."  •-..  i-  •• 
the  chassis.  Ihis  is  in  contra'-istinction  -.c  t...  .-r  .r  :■ 
v.hicn  the  top  of  the  derr-cn  is  positiom-c  to...  i'  -..-  .  r.  i  : 
of   the   chassis. 
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12.  A  portable  drilling  derrick  comprising  a  truck 
chassis,  a  driver's  cab  fixedly  mounted  on  the  front  end  of 
said  chassis,  front  and  rear  axles  for  said  truck,  wheels 
mounted  on  said  axles,  standards  mounted  on  said  chassis 
and  positioned  in  said  cab  ahead  of  said  front  axles,  a  der- 
rick hingedly  mounted  on  said  standards,  the  top  end  of 
said  derrick  being  positioned  toward  the  rear  of  said 
chassis,  and  means  to  rotate  said  derrick  to  an  upright 
position  about  the  said  hinge. 

13.  A  portable  drilling  derrick  comprising  a  truck  chas- 
sis, a  driver 's  cab  fixedly  mounted  on  the  front  end  of  said 
chassis,  front  and  rear  axles  for  said  truck,  wheels  mounted 
on  said  axles,  standards  mounted  on  said  chassis  and  posi- 
tioned in  said  cab  ahead  of  said  front  axles,  a  derrick 
hingedly  mounted  on  said  standards,  the  top  end  of  said 
derrick  being  positioned  toward  the  rear  of  said  chassis, 
and  an  extensible  jack  hingedly  mounted  on  said  chassis 
at  a  point  rearward  of  said  front  axles,  said  jack  being 
hingedly  mounted  on  said  derrick  at  a  point  rearward  of 
the  hinge  point  of  said  jack  to  said  chassis.  -  -  - 

REMARKS 

The  above  claims  are  believed  patentable  for  the  reasons 
advanced  in  the  amendment  dated  April  5,  1950.  Each  of 
said  claims  is  directed  to  the  feature  whereby  the  derrick 
may  be  driven  onto  the  job  head-on.  Each  of  the  claims 
calls  for  the  top  end  of  the  derrick  to  be  positioned  toward 
the  rear  of  the  chassis.  This  is  in  contradistinction  to  the 
prior  art  in  which  the  top  of  the  derrick  is  positioned  to- 
ward the  front  end  of  the  chassis. 
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Div.  33 
JAMES  MOON 

DERHICK  MOUWTING  FOR  PORTABLE 
DRILLING  AND  SERVICING  RIGS 
Filed  June  28,  19'+8 
Serial  No.  35,666 


Los  Angeles,  Callfornl*,  September  15,  1952 


Hon.  Comilssloner  of  Patents 
Washington  25,  D.C. 


In  response  to  Office  action  dated  April  25,  1952, 
please  amend  the  above-identified  application  as  follows: 
Cancel  the  claims  now  in  the  case. 

Add  the  following  new  claimaj 

\ ~ 


■-l»t.   A  portable  derrick,  a  chassis,  front  wheels 
mountad\n  an  axle  positioned  adjacent  the  front  end  of  the 
chassis,  i^r  wheels  mounted  on  an  axle  positioned  adjacent 
the  rear  end\f  the  chassis,  a  driver's  cab  posltloned^t  the 
front  end  of  thVchassls,  a  collapsible  and  extensible  derrick 
pivotally  mounted  on  the  chassis  to  move  from  a  rest  position 
on  said  chassisM^h  Vhe  top  end  of  the  derrick  positioned 


rearwardly  of  «i/fij  chasks  behind  said  cab  and  the  bottom  of 
said  derrick  belr^  posltlohed  on  said  chassis  toward  the  front 
end  of  said  chassis,  spaced  Kont  and  rear  legs  for  said  derrick, 
cross  bracing  between  said  legs\said  derrick  comprising  a 
lower  section  and  an  upper  sectionVsineans  for  moving  said  upper 
section  to  collapse  said  derrick  and  \o  reduce  the  length  of 
said  derrick  when  said  derrick  is  in  sai«  collapsed  position  in 
said  rest  position  on  said  chassis,  a  hingV  on  said  derrick 
positioned  near  the  bottom  end  of  said  derrick,  said  hinge  also 
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Los  Angeles,  California,  September  15,  1952 

Hon.  Commissioner  of  Patents 

Washington  25,  D.C. 

Sir: 

In  response  to  Office  action  dated  April  25,  1952,  please 
amend  the  above-identified  application  as  follows: 

Cancel  the  claims  now  in  the  case. 

Add  the  following  new  claims: 

14.  A  portable  derrick  consisting  of  a  chassis,  front 

wheels  mounted  on  an  axle  positioned  adjacent  the  front 
end  of  the  chassis,  rear  wheels  mounted  on  an  axle  posi- 
tioned adjacent  the  rear  end  of  the  chassis,  a  driver's  cab 
positioned  at  the  front  end  of  the  chassis,  a  collapsible  and 
extensible  derrick  pivotally  mounted  on  the  chassis  to  move 
from  a  rest  position  on  said  chassis  with  the  top  end  of  the 
derrick  positioned  rearwardly  of  said  chassis  behind  said 
cab  and  the  bottom  of  said  derrick  being  positioned  on  said 
chassis  toward  the  front  end  of  said  chassis,  spaced  front 
and  rear  legs  for  said  derrick,  cross  bracing  between  said 
legs,  said  derrick  comprising  a  lower  section  and  an  upper 
section,  means  for  moving  said  upper  section  to  collapse 
said  derrick  and  to  reduce  the  length  of  said  derrick  when 
said  derrick  is  in  said  collapsed  position  in  said  rest  posi- 
tion on  said  chassis,  a  hinge  on  said  derrick  positioned 
near  the  bottom  end  of  said  derrick,  said  hinge  also  posi- 
tioned on  said  chassis  adjacent  the  front  end  of  said  chassis 
and  in  front  of  said  front  axle,  means  for  rotating  said 
derrick  about  said  hinge  to  an  erect  position  adjacent  the 
front  end  of  said  chassis,  said  means  including  a  rotation 
power  transmitting  member  connected  to  said  derrick  at  a 
point  on  said  derrick  spaced  from  said  hinge,  said  trans- 
mitting member  transmitting  rotative  power  to  said  der- 
rick to  rotate  said  derrick  about  said  hinge,  and  a  load 
transmitting   connection   between   said   member   and   said 
chassis,  said  connection  being  positioned  on  said  chassis 
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a^  In  front  of  said  front  axlo,  neans  for  rotating  said 
dartick  about  said  hinga  to  an  eract  position  adjacent  the 
front\and  of  said  chassis,  said  aeans  Including  a  rotation 
povar  transmitting  BeBber  connacted  to  said  derrick  at  a  point 
on  said  derrick  spaced  from  said  hinge,  said  transmitting 
MBbar  trai 

said  derrlcJt\ about  said  hinge,  and  a  load  transBltting  con- 
naetlon  batve*n  said  Maber  and  said  chassis,  said  connection 
baing  positioner 

alias, /and  aeans  \o  erect  said  upper  section  on  said  lower  s< 
tlon  to  oxtand  saitfyderrick  when  said  derrick  is  in  an  erect 
posltloJ,  the  logs  ot  said  derrick  straddling  said  cab  when 
said  derrick  is  iyliaiti  erect  and  extended  position. 

V       \  c»-^-iV-N^\ 

15.  A  i^^able\derrlck,  a  chassis,  front  wheels 
■oonted  on  an  axle  positlotaed  adjacent  the  front  end  of  the 
chassis,  rear  wheels  aounteA,  on  an  axle  positioned  adjacent 
tha  reap  and  of  the  chassis,  k  driver's  cab  positioned  at  the 
front  end  of  the  chassls,(aotlVe  power  unit  positioned  adjacent 
the  rear  end  of  said  chassis,  a  \lnch  positioned  in  said  chassis 
between  the  aotive  power  unit  and^aid  cab^  a  collapsible  and 
extensible  dapplck  plvotally  aountek  on  the  chassl^,  above 
said  cab,  winch  and  power  unit,)  to  adve  from  a  rest  position  on 


said  chassis  with  the  top  end  of  the  derrick  positioned  rear- 
wardly  of  said  chassis  behind  said  cab,\the  bottom  of  said 
derrick  being  positioned  on  said  chassis Voward  the  front  end 
of  said  chassis,  spaced  front  and  rear  leg\  for  said  derrick, 
cross  bracing  between  said  legs,  said  derrick  coaprlslng  a 
lower  section  and  an  upper  section,  aeans  foA  aovlng  said  upper 
section  to  col"     ""''"  ■"   '*''  *"''  *"  —'•""-  *^*  i-n<»th  r.f 
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between  said  front  and  rear  axles,  and  means  to  erect  said 
upper  section  on  said  lower  section  to  extend  said  der- 
rick when  said  derrick  is  in  an  erect  position,  the  legs  of 
said  derrick  straddling-  said  cab  when  said  derrick  is  in 
said  erect  and  extended  position. 

15.  A  portable  derrick,  consisting  of  a  chassis,  front 
wheels  mounted  on  an  axle  positioned  adjacent  the  front 
end  of  the  chassis,  rear  wheels  mounted  on  an  axle  posi- 
tioned adjacent  the  rear  end  of  the  chassis,  a  driver's  cab 
positioned  at  the  front  end  of  the  chassis,  motive  power 
unit  positioned  adjacent  the  rear  end  of  said  chassis,  a 
winch  positioned  on  said  chassis  between  the  motive  power 
unit  and  said  cab,  a  collapsible  and  extensible  derrick 
pivotally  mounted  on  the  chassis,  above  said  cab,  winch 
and  power  unit,  to  move  from  a  rest  position  on  said 
chassis  with  the  top  end  of  the  derrick  positioned  rear- 
wardly  of  said  chassis  behind  said  cab,  the  bottom  of  said 
derrick  being  positioned  on  said  chassis  toward  the  front 
end  of  said  chassis,  spaced  front  and  rear  legs  for  said 
derrick,  cross  bracing  between  said  legs,  said  derrick  com- 
prising a  lower  section  and  an  upper  section,  means  for 
moving  said  upper  section  to  collapse  said  derrick  and  to 
reduce  the  length  of 
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REMARKS 

The  applicant  wishes  to  express  his  appreciation 
for  an  oral  Interview  had  with  the  Exa 
prior  to  the  issuance  of  the  last  Office  action.   At  that  time 
the  references  in  the  case  were  discussed,  proposed  claims  were 
informally  submitted,  and  the  Examiner  Indicated  that  a  claim 
similar  to  new  claim  iW  would  be,  in  his  view,  favorably  con- 
sidered if  presented.   One  of  the  features  which  the  Examiner 
indicated  as  possibly  carrying  the  claim  over  the  then  cited 
references  was  the  straddUng  of  the  cab  by  the  derrick  when 
erected.   It  is  respectfully  i  _ 
not  In  any  way  meet  this  claim,  either  alone  or  in  combination 
with  the  cited  references.  The  additional  claims  15  to  17 
likewise  patentable. 

The  rejection:   , 

Applicant  understands  the  rejection  to  be  as 


(1)  MaE'«ren  shows  an  oil  derrick  of  the  same 
class  as  is  used  by  applicant. 

(2)  Derricks  have  b>e;i  mounted  on  trucks  so 
that  they  are  hinged  at  the  front  end  of  the  truck  and  Donley 
points  out  that  in  so  doing  the  driver  can  drive  directly  to  the 

he  wishes  to  erect  the  derrick.   Derricks  have  been 
,....6Jd  on  the  top  of  the  cab  of  cranes  (Deist);  and  that 

(3)  Therefore,  there  is  no  Invention  in  doing 
the  same  thing  in  the  McEwen  derrick,  and  no  Invention  in  hin^in? 
the  derrick  on  the  front  of  the  derrick  and  over  the  cab. 
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bearing  away  from  said  truck  at  an  acute  angle  to  the  ver- 
tical when  said  derrick  is  in  an  erect  position. 


REMARKS 

The  applicant  wishes  to  express  his  appreciation  for  an 
oral  interview  had  with  the  Examiner  in  February  of  1952, 
prior  to  the  issuance  of  the  last  Office  action.  At  that 
time  the  references  in  the  case  were  discussed,  proposed 
claims  were  informally  submitted,  and  the  Examiner  indi- 
cated that  a  claim  similar  to  new  claim  14  would  be,  in  his 
view,  favorably  considered  if  presented.  One  of  the 
features  which  the  Examiner  indicated  as  possibly  carry- 
ing the  claim  over  the  then  cited  references  was  the  strad- 
dling of  the  cab  by  the  derrick  when  erected.  It  is  respect- 
fully urged  that  the  new  references  do  not  in  any  way  meet 
this  claim,  either  alone  or  in  combination  with  the  cited  ref- 
erences. The  additional  claims  15  to  17  are  likewise  pat- 
entable. 

The  rejection: 

Applicant  understands  the  rejection  to  be  as  follows: 

(1)  McEwen  shows  an  oil  derrick  of  the  same  class  as  is 
used  by  applicant. 

(2)  Derricks  have  been  mounted  on  trucks  so  that  they 
are  hinged  at  the  front  of  the  truck  and  Donley  points  out 
that  in  so  doing  the  driver  can  drive  directly  to  the  spot 
where  he  wishes  to  erect  the  derrick.  Derricks  have  been 
hinged  on  the  top  of  the  cab  of  cranes  (Deist) ;  and  that 

(3)  Therefore,  there  is  no  invention  in  doing  the  same 
thing  in  the  McEwen  derrick,  and  no  invention  in  hinging 
the  derrick  on  the  front  of  the  derrick  and  over  the  cab. 
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^leg  portions  and  aald  hinge  being  l°<=^'^«^^jf^^'"^^ 
^       to  the  longitudinal  axis  of  said  chassls^-i 

portion  of  the  driver- »  position  to  be  positioned  betwee 
the  said  leg  portions,  said  leg  portions  extending  from 
said  hinge  to  rest  on  the  ground  and  straddle  said 
driver's  position  with  the  derrick  in  said  erect  posi- 
tion with  the  hinged  derrick  in  load  transference  re- 
lationship to  the  ground, ^■f       -^^zzz-iz:- 


Appllcant  expresses  his  appreciatiDn  for  the 
courteous  interviews  recently  accorded  his  attorney. 
A3  a  result  of  these  interviews,  the  above  four  cialms 
lB-21  are  substituted  for  the  claims  rrevlously  in  ihe 
application. 

Before  considering  the  present  claims,  it  Ir 
desired  to  briefly  summarize  wherein  the  pr-^sent  Brr  11  ca- 
tion emboil<»«  patentable  invention.   Arplleant  is  t:.e 
first  to  provide  a  rortatle  oil  well  der-lck  wherein  tr.e 
derrick  is  erected  adjacent  the  front  end  of  a  self 
powered  mobile  unit,  such  as  a  tnick.   Since  these  -ler- 
rlcks  .must  be  Dositloned  with  precision,  the  aivnn'.t  .-es 
attendant  this  construction  are  otvlous.   Previously 
filed  affidavits  attest  to  the  comnerclal  success  of  tnlr 
structure  and  the  recognition  of  Us  advanteees  by  tne 
trade.   The  Examiner  has  cited  numerous  patents  fror.  the 
art  of  truck  mounted  booms  and  masts  of  various  p'j"|0"  r. 
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leg  portions  and  said  hinge  being  located  with  respect  to 
the  longitudinal  axis  of  said  chassis  causing  a  portion  of 
the  driver's  position  to  be  positioned  between  the  said  leg 
portions,  said  leg  portions  extending  from  said  hinge  to 
rest  on  the  ground  and  straddle  said  driver 's  position  with 
the  derrick  in  said  erect  position  with  the  hinged  derrick 
in  load  transference  relationship  to  the  ground.  *  * 

REMARKS 

Applicant  expresses  his  appreciation  for  the  courteous 
interviews  recently  accorded  his  attorney.  As  a  result  of 
these  interviews,  the  above  four  claims  18-21  are  substi- 
tuted for  the  claims  previously  in  the  application. 

Before  considering  the  present  claims,  it  is  desired  to 
briefly  summarize  wherein  the  present  application  embod- 
ies patentable  invention.  Applicant  is  the  first  to  provide 
a  portable  oil  well  derrick  wherein  the  derrick  is  erected 
adjacent  the  front  end  of  a  self  powered  mobile  unit,  such 
as  a  truck.  Since  these  derricks  must  be  positioned  with 
precision,  the  advantages  attendant  this  construction  are 
obvious.  Previously  filed  affidavits  attest  to  the  commer- 
cial success  of  this  structure  and  the  recognition  of  its  ad- 
vantages by  the  trade.  The  Examiner  has  cited  numerous 
patents  from  the  art  of  truck  mounted  booms  and  masts  of 
various  purposes. 
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said   chassis    a  distance   greater   taan  the    transverse   extent 
of   said  driver's   position;    and   said    lower   ends,    si^ld  means 
cooperating  therewith,    and   said  hinge    being  located  with 
respect   to  the  longitudinal   axis    of    said   cnassis    locating 
■  aid   lower   ends   of   one   pair   of  front   and   rear    ler.s   and 
tnelr  respectlre    cooperating  means   to   one   side    of   said 
driver'*   position  and  the    lower   ends  of   the    other   pair 
of  front   and  rear   legs   and   their   respective    cooperating 

eans  to   the   other  side    of  said   driver's   position  with 
the  derrick  in  said  erect   position. ^(t  ;        ^    N, 

REMARKS 


Applicant   expresses   nls    appreciation   for    the 
courteous   and  helpful   Interview  recently  accorded   his 
attorney.      At  this    interview  it  was   ai^reed  tnat    if  tne 
foregoing  changes   were  made    in  claims   1&-21   originally 

-,   by  amendment    filed   November  25,    1953,    but    not 
entered,    the    two   amendments   would   be   entered   concurrently, 
and    the    application  would   be   allowed.       It    was    also    agreed 
that    added  claim   22    is   allowable   for  reasons    set   fortii 
here inbe low. 

Claims   16-21   are   amended   as   to  overcome    the 
Btaminer's  holding   of   inaccurate,    indefinite,    and   func- 
tional.     Also,    the    present    amendment   eliminates    a  double 
inclusion  originally  present    in   claims    IC,    19,    and   21. 
That   claims    16-21   set   forth    patentable    invention   has 
been  fully  discussed   in  the    previous  amendment,      by  •-■le 
present   amendnent,    these    claims   are    placed  in  condition 
for   allowance. 
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said  chassis  a  distance  greater  than  the  transverse  extent 
of  said  driver's  position;  and  said  lower  ends,  said  means 
cooperating  therewith,  and  said  hinge  being  located  with 
respect  to  the  longitudinal  axis  of  said  chassis  locating 
said  lower  ends  of  one  pair  of  front  and  rear  legs  and  their 
respective  cooperating  means  to  one  side  of  said  driver's 
position  and  the  lower  ends  of  the  other  pair  of  front  and 
rear  legs  and  their  respective  cooperating  means  to  the 
other  side  of  said  driver's  position  with  the  derrick  in  said 
erect  position.  *  * 

REMARKS 

Applicant  expresses  his  appreciation  for  the  courteous 
and  helpful  interview  recently  accorded  his  attorney.  At 
this  interview  it  was  agreed  that  if  the  foregoing  changes 
were  made  in  claims  18-21  originally  submitted  by  amend- 
ment filed  November  25,  1953,  but  not  entered,  the  two 
amendments  would  be  entered  concurrently,  and  the  appli- 
cation would  be  allowed.  It  was  also  agreed  that  added 
claim  22  is  allowable  for  reasons  set  forth  hereinbelow. 

Claims  18-21  are  amended  as  to  overcome  the  Examin- 
er's holding  of  inaccurate,  indefinite,  and  functional.  Also, 
the  present  amendment  eliminates  a  double  inclusion  origi- 
nally present  in  claims  18,  19,  and  21.  That  claims  18-21 
set  forth  patentable  invention  has  been  fully  discussed  in 
the  previous  amendment.  By  the  present  amendment, 
these  claims  are  placed  in  condition  for  allowance. 
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I. 

The  issues  on  the  cross-appeal  relate  to  validity  of  the  patent  and 
were  limited  by  the  pretrial  order 1 

II. 

The  presumption  of  validity  and  the  findings  of  fact  and  judg- 
ment of  validity  impose  a  burden  on  cross-appellees  to  show 
that  the  findings  and  judgment  are  clearly  wrong  and  to  estab- 
lish the  invalidity  of  the  patent  beyond  a  reasonable  doubt 4 

III. 

The  contention  that  Moon  by  cancelling  his  Claim  6  admitted  that 
his  invention  was  limited  to  a  particular  location  of  the  derrick 
legs  with  respect  to  the  driver's  position  at  the  front  of  the 
chassis  is  without  merit r 

IV. 

The  contention  that  unless  the  claims  are  limited  to  the  structure 
as  shown  in  Fig.  3  of  the  patent,  the  claims  are  for  an  obvious 
reversal  of  the  McEwen  and  White  devices  is  without  merit....     7 

V. 

The  contention  that  making  the  legs  "straddle"  the  driver's  posi- 
tion was  not  invention  is  without  merit g 

A.  Cross-appellants,  when  they  first  learned  of  Mr.  Moon's 
design,  were  skeptical  of  its  praticability  and  tried  various 
other  schemes  for  solving  the  problem g 

B.  Defendants  built  their  drive-in  unit  by  copying  the  Moon 
design    jQ 

C.  The  patented  structure  has  obtained  a  large  commercial 
success  ,  ^ 
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Appellants-Cross-Appellees, 
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Cabot  Shops,  Inc.,  and  Howard  Supply  Company, 

Appellees-Cross-Appellants. 


CROSS-APPELLEES'  REPLY  BRIEF. 


I. 
The  Issues  on  the  Cross-Appeal  Relate  to  Validity  of 
the   Patent   and   Were   Limited   by   the   Pretrial 
Order. 

As  a  preliminary  to  the  consideration  of  Cross-Appel- 
lants' Brief  it  is  important  to  recall  : 

(1)  That  this  is  an  appeal  from  a  judgment  holding 
the  claims  of  the  patent  valid  : 

^  (a)  as  directed  to  an  inventive  advance  over  the 
cited  prior  art,  as  shown  in  Exhibits  M  through  S 
and  in  T,  i.e.,  as  contained  in  Exhibit  T-1  ; 

(b)  as  not  disclosed  in  the  aforesaid  patents  and 
prmted  publications  more  than  one  year  prior  to  ap- 
pHcant's  filing  date;  and 
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(c)  specifically  that  it  does  not  appear  from  the 
evidence  that  the  devices  described  in  the  printed  pub- 
lications embody  the  invention  of  the  patent  in  suit, 
the  details  not  being  apparent  from  the  advertise- 
ments [Exs.  M  through  R;  Findings  of  Fact  and 
Judgment,  R.  pp.  88-90] ; 

(2)  That  the  question  as  to  whether  or  not  the  claims 
are  to  be  construed  to  include  or  exclude  Cross-Appel- 
lants' drive-in  units  are  outside  the  issues  of  this  cross- 
appeal.  It  is  the  issue  in  Cross-Appellees'  appeal  and  it  is 
discussed  in  the  Appellants'  Opening  Brief ; 

(3)  That  the  issue  as  to  the  validity  of  the  patent  was 
fixed  by  a  pretrial  order  and  limited  to  two  main  issues : 
Issue  1,  in  two  parts,  raised  the  issue  of  novelty  over 
certain  patents  and  publications  identified  in  the  Answers 
to  Plaintiffs'  Interrogatories,  under  Section  102(b)  of 
Title  35  U.  S.  C,  and  Issue  2  raised  the  issue  of  invention 
over  the  same  patents  and  publications  under  Section  103 
of  Title  35  U.  S.  C.  [R.  pp.  62  and  63] : 

(a)  That  the  patents  and  pubUcations  referred  to 
in  the  Answers  to  the  Interrogatories  made  prior  to 
the  Pretrial  Order  signed  March  3,  1958  [R.  pp.  25- 
27],  are  those  Exhibits  M-S  and  T  [see  App.  Op. 
Br.  pp.  2-7,  and  R.  pp.  25-27,  62-63,  86  and  87]. 

Defendants,  after  the  signing  of  the  Pretrial  Order,  in 
their  further  Answers  to  Interrogatories  filed  March  21, 
1958  [R.  p.  85],  included  the  patents  "which  appear  in 
connection  with  Exhibit  T."  The  order  was  never  amended 
nor  was  there  any  application  for  its  amendment. 

Thus  all  other  defenses  under  issues  other  than  as 
formulated  in  the  Pretrial  Order  were  waived  and  the  ac- 
tion was  tried  on  these  limited  issues.     The  Cross-Appel- 
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lants  are  bound  by  this  order.  {Harry  X.  Bergman,  et  al. 
V.  Aluminum  Shingle  Corp.  of  America  (9th  C.  C.  A., 
1958),  251  F.  2d  801  at  p.  802;  Johnson  v.  United  States 
(9th  C.  C.  A.,  1951),  193  F.  2d  969  at  pp.  970-971; 
Fowler  v.  Crown  Zellerbach  Corp.  (9th  C.  C.  A.,  1947),' 
163  F.  2d  77?>;  Fernandez  v.  United  States  Fruit  Co.  (2nd 
C.  C.  A.,  1952),  200  F.  2d  414,  cert.  den.  73  S.  Ct  797 
345  U.  S.  935,  97  L.  Ed.  1363;  McCarthy  v.  Lerner  Stores 
Corp.  (D.  C.  of  D.  C,  1949),  9  F.  R.  D.  31;  Cla^rk  et  ux. 
V.  United  States  (D.  C.  Dist.  of  Ore.,  1952)  13  F  R  D 
342,  at  p.  344.) 

(4)  Further  and  in  conformance  with  the  Pretrial 
Order,  the  factual  issues  were  Hmited  by  the  limitation 
imposed  on  the  prior  art  offered  by  Cross-Appellants  in 
Exhibit  T-1.  These  were  offered  and  received  into  evi- 
dence only  for  purposes  of  aiding  the  interpretation  of  the 
file  wrapper  and  not  on  the  issue  of  validity  and  were  ac- 
cepted into  evidence  for  this  limited  purpose  only  [R.  pp. 
300-302,  Z^:)!-^^^^. 

They  are  thus  for  this  additional  reason  not  available 
for  any  other  purpose  and  they  are  not  available  on  the 
issue  of  validity.  (88  C.  J.  S.  p.  195,  Sec.  %7 ',  Island  v. 
Fireman's  Fund  Indemnity  Co.  (1947),  30  Cal  2d  541  at 
p.  546,  183  P.  2d  153.) 

The  McEwen  patent  [R.  p.  898  and  referred  to  at  p  3 
of  Cross-Appellants'  Br.]  is  part  of  Exhibit  T-1  and  not  of 
Exhibit  S  and  thus  the  issue  as  to  whether  the  Moon 
patent  is  invalid  as  a  mere  reversal  of  the  parts  of  the 
McEwen  patent  is  outside  the  issues  on  this  appeal  We 
will  discuss  the  merits  of  Cross-Appellants'  argument  at 
another  place  herein. 

^    The  patent  to  Evans  is  not  competent  evidence  on  the 
issue  of  validity  under  the  issues  as  formulated,  since  it 


was  patented  and  published  on  November  15,  1949,  after 
the  date  of  invention  and  after  the  fiUng  date  of  the  patent 
June  28,  1948.  We  have  shown  in  our  Opening  Brief  that 
this  patent  neither  discloses  the  claimed  invention  nor  has 
any  pertinency  on  the  issue  of  invention  (see  Appellants' 
Op.  Br.  pp.  7  and  68). 

The  Exhibits  M-R  are  competent  evidence  only  on  the 
issues  under  Section  102(b)  of  Title  35  U.  S.  C.^  The 
Court  found  correctly  that  they  do  not  disclose  the  inven- 
tion. We  will  show  below  that  they  are  of  dates  less  than 
one  year  prior  to  the  effective  filing  date  of  the  patent  in 
issue  (see  Appellants'  Op.  Br.  p.  65). 

II. 
The  Presumption  of  Validity  and  the  Findings  of  Fact 
and  Judgment  of  Validity  Impose  a  Burden  on 
Cross-Appellees  to  Show  That  the  Findings  and 
Judgment  Are  Clearly  Wrong  and  to  Establish  the 
Invalidity   of   the   Patent    Beyond   a   Reasonable 
Doubt. 
( 1 )  Further,  we  wish  to  point  out  that  the  Trial  Court's 
judgment  was  based  on  certain  specific  findings  of   fact 
based  on  the  evidence  presented  in  Court  and  on  admissions 
of   fact  stipulated  to  be  true  in  the   stipulated  Pretrial 
Order. 

These  findings  are  the  statements  adopted  as  findings  by 
the  Court  [see  Fdg.  No.  2;  see  Pretrial  Conference  Order, 
p.  12,  R.  p.  60  incorporating  the  Pretrial  Statement  of 
Facts,  R.  p.  49]-  The  statements  so  incorporated  are  as 
follows:  2a  and  b,  3a-c,  4a,  5a-c  [R.  pp.  28  and  29]; 
8  [R.  p.  30] ;  13a-b,  14a  and  b,  16a  and  b,  17  [R.  pp  31 
and  32]  ;  21a,  24a  [R.  pp.  34  and  35] ;  48a  and  b,  49a-d, 
50a,  b,  d  and  e  [R.  pp.  41-43] ;  55A-D,  H,  I,  J  and  L  (a-d) 
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[R.  pp.  45-47] ;  and  see  also  Pretrial  Conference  Order 
No.  16  [R.  pp.  60-61]. 

These  findings  of  fact  are  thus  to  be  taken  together 
with  the  finding  of  fact  that  the  patents  and  pubHcations 
cited  by  Cross-Appellant  do  not  anticipate  the  claims  and 
that  the  claims  are  for  an  inventive  advance  over  the  prior 
art.     {Faulkner  v.  Gibbs  (9th  C.  C.  A.,  1948)    170  F  2d 
34  at  p.  37,  afd  338  U.  S.  912,  70  S.  Ct.  62,  94  L.  Ed.  62, 
SZ  U.  S.  p.  Q.  192;  Maulsby  v.  Comevoy  (9th  C  C  A  ' 
1947),  161  F.  2d  165  at  p.  167  (quoted  in  Appendix  p.' 
19);  and  Ralph  N.  Brodie  Co.,  et  aL  v.  Hydraulic  Press 
Mfg.  Co.  (9th  C.  C.  A.,  1945),  151  F.  2d  91  at  p    94 
(quoted  in  Appendix  p.   10)  ;  Refrigeration  Engineering 
V.  York  Corporation  (9th  C.  C.  A.,  1948),  168  F.  2d  896.) 
Cross-Appellants   must   show   that   these   findings    are 
clearly  erroneous  and  must  do  so  by  showing  that  the 
record  in  this  case  makes  them  so  clearly  erroneous. 

(2)  To  this  we  add  that  the  burden  of  establishing  the 
lack  of  validity  rests  on  the  Cross-Appellees.  {Biunchi 
V.  Barili  (9th  C.  C.  A.,  1948),  168  F.  2d  793  at  pp.  795- 
796  (quoted  in  Appendix  p.  9).) 

III. 
The  Contention  That  Moon  by  Cancelling  His  Claim  6 
Admitted  That  His  Invention  Was  Limited  to  a 
Particular  Location  of  the  Derrick  Legs  With  Re- 
spect to  the  Driver's  Position  at  the  Front  of  the 
Chassis  Is  Without  Merit. 

While  this  may  be  material  to  the  issues  of  infringe- 
ment (see  Appellants'  Op.  Br.  pp.  77-97),  it  is  not  mate- 
rial  on  the  issue  of  vaHdity. 

The  contention  stated  at  pages  4  to  6  of  Cross-Appel- 
lants' Brief  that  by  cancelling  the  broad  claims  by  amend- 


ment  and  by  substitution  of  narrower  claims,  Moon  ad- 
mitted that  his  invention  was  Hmited  to  a  particular  loca- 
tion of  the  derrick  legs  as  shown  in  Figure  3  of  the  patent, 
is  certainly  not  correct.  As  was  stated  in  International 
Cellucotton  Products  Co.  v.  Sterilek  Co.  (2nd  C.  C.  A., 
1938),  94  F.  2d  10  at  p.  12  (quoted  in  Appendix  p.  15), 
"When  an  inventor  consents  to  limit  his  monopoly,  there 
is  no  reason  in  fact  to  impute  to  him  the  belief  that  his 
only  patentable  advance  lies  in  the  element  introduced." 
(See  also,  Texas  Co.  v.  Globe  Oil  &  Ref.  Co.  (D.  C.  N.  D. 
111.  E.  D.,  1953),  112  Fed.  Supp.  455  at  pp.  478,  483, 
afd  225  F.  2d  725  (quoted  in  Appendix  p.  27)  ;  Protec- 
tive Closure  Co.  v.  Clover  Industries  (D.  C.  W.  D.  of 
N.  Y.,  1954),  129  Fed.  Supp.  941.) 

The  fact  of  the  matter  is  that  contrary  to  the  assertion 
of  the  Cross-Appellants,  applicant  always  insisted  that  he 
was  entitled  to  a  claim  broader  than  claim  1  of  the  patent 
and  the  Examiner  finally  allowed  such  claims  2-5.  Cross- 
Appellant  quotes  out  of  context  only  a  portion  of  the  his- 
tory of  the  prosecution.  We  have  stated  it  fully  in  Appel- 
lants' Opening  Brief,  pp.  87-94.  We  call  special  attention 
to  pages  91  and  92  of  the  Appellants'  Opening  Brief  in 
which  the  report  of  the  interview  is  given  more  fully  than 
is  reported  by  Cross-Appellants.  We  have  analyzed  and 
applied  these  claims  to  Cross-Appellants'  drive-in  structure 
in  the  Appellants'  Opening  Brief,  pp.  53-63. 
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IV. 

The  Contention  that  Unless  the  Claims  Are  Limited 
to  the  Structure  as  Shown  in  Fig.  3  of  the  Patent, 
the  Claims  Are  for  an  Obvious  Reversal  of  the 
McEwen  and  White  Devices  Is  Without  Merit. 

(See  Cross-App.  Br.  pp.  4  and  5.) 

Cross-Appellants  state  but  advance  no  reason  nor  make 
any  reference  to  anything-  in  the  record  to  support  such  a 
contention.     No  evidence  was  introduced  at  the  trial  to 
show  that  it  would  have  been  obvious  to  the  man  skilled  in 
the  art  at  the  time  of  Moon's  invention  to  obtain  the  pat- 
tented  invention  by  merely  reversing  the  structure  shown 
in  White  or  McEwen.     We  have  shown  above  that  Mc- 
Ewen is  not  available  to  Cross-Appellants  as  evidence  on 
this  issue.     It  will  be  observed  that  this  contention  was 
also  considered  by  the  Patent  Office  in  rejecting  claims 
14-17  [Ex.  T-1,  pp.  66-67],  and  the  claims  of  the  patent 
were  subsequently  allowed.     We  have  discussed  this  in 
Appellants'  Opening  Brief  at  pages  91-93.  This  contention 
was  first  urged  by  Cross-Appellants  in  oral  argument  at 
the  close  of  the  trial  [R.  pp.  486-488].    It  is  significant  to 
note  that  the  White  patent  was  not  included  by  Cross- 
Appellants  when  it  selected  the  best  references  [R  pp  86 
128  and  368].  '      ' 

The  Court  found  to  the  contrary  [see  Fdgs.  4,  5,  6  and 
9,  R.  p.  89].  Cross-Appellants  have  not  shown  that  these 
findings  are  clearly  erroneous. 

^  In  fact,  the  evidence,  both  by  testimony  and  by  admis- 
sions, is  clearly  to  the  contrary  and  support  the  Court's 
findings  as  we  discuss  below. 
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V. 
The  Contention  That  Making  the  Legs  "Straddle"  the 
Driver's  Position  Was  Not  Invention  Is  Without 
Merit. 

(See  Cross- App.  Br.  pp.  5  and  6.) 

We  have  shown  in  our  Brief  on  Appeal  on  the  Issue  of 
Infringement  that  the  position  of  the  derrick  hinge  and 
the  cooperating  members  with  respect  to  the  driver's  posi- 
tion at  the  forward  end  of  the  chassis ;  the  location  of  the 
derrick  erecting  means  between  the  rear  and  front  wheels 
and  the  location  of  the  engine  at  the  rear  of  the  chassis  all 
resuhed  in  a  safe,  stable,  legal  and  easily  spotted  unit.  The 
old  back-in  units,  such  as  shown  in  White  and  McEwen, 
did  not  and  could  not  produce  a  safe,  stable,  legal  and 
easily  spotted  unit.  We  have  discussed  the  evidence,  the 
admissions  and  the  Pretrial  Order  on  this  point  at  pages 
16-34  of  Appellants'  Opening  Brief,  see  particularly  pages 
16-22  and  28-34  and  reference  is  made  thereto. 

That  this  is  clearly  invention  is  further  evidenced  by  the 
following  which  are  fully  established  by  the  evidence  and 
by  admissions  in  the  Pretrial  Order: 

A.  Cross-Appellants,  When  They  First  Learned  of  Mr. 
Moon's  Design,  Were  Skeptical  of  Its  Practicability  and 
Tried  Various  Other  Schemes  for  Solving  the  Problem. 

As  early  as  September,  1946,  Mr.  Woody,  Chief  Engi- 
neer for  Cross-Appellants,  obtained,  from  sources  un- 
known, information  of  a  design  which  Mr.  Moon  was  con- 
sidering. Mr.  Woody  wrote  a  letter  to  the  President  of 
the  Franks  Manufacturing  Corp.,  the  predecessor  of  De- 
fendant, Cabot  Shops,  Inc.  This  letter  is  in  evidence  as 
Exhibit  91.  (It  was  Exhibit  49  and  49 A  of  the  Woody 
Deposition  [see  R.  pp.  628  and  629].)     This  is  admitted 


by  Cross-Appellants  and  found  as  a  fact  by  the  Court 
[Fdg.  of  Fact  No.  2  incorporating  Pretrial  Order  111(12) 
which  incorporated  Item  48(a)  and  (b)  of  Plaintiffs' 
Pretrial  Statement,  R.  pp.  41  and  42]. 

This  letter  [Ex.  91,  R.  pp.  775-777]  describes  Moon's 
drive-in  idea  and  is  eloquent  evidence  of  the  novelty  of  the 
idea  to  Mr.  Woody  and  also  of  his  skepticism  as  to  the 
practicality  of  the  idea. 

Mr.  Woody  testified  the  first  step  taken  by  Franks,  to 
solve  the  problem  of  legality  was  to  reduce  the  weight  of 
the  back-in  unit.    This  failed  [R.  p.  599]. 

They  next  tried  to  modify  the  semi-trailer  unit  [see 
Ex.  85,  originally  Ex.  33  of  the  Woody  Deposition],  and 
this  failed  [R.  p.  600]. 

They  sought  help  from  others  who  were  also  unsuccess- 
ful in  their  efforts.  We  have  now  reached  the  year  about 
1949,  according  to  Mr.  Woody,  and  by  this  time,  as  is 
admitted  by  Cross-Appellants,  the  competition  from  Wal- 
drip,  the  licensee  under  the  Moon  patent  [R.  pp.  214-216], 
forced  them  to  again  attempt  to  design  a  legal  unit.  They 
sought  advice  from  the  Dart  Manufacturing  Co.,  a  builder 
of  trucks.  It  is  to  be  noted  that  defendants  still  use  Dart 
trucks  in  their  drive-in  units  [Ex.  AA].  The  Dart  solu- 
tion is  shown  in  Trial  Exhibit  70  (originally  Ex.  19  of 
the  Woody  Deposition).  Mr.  Woody  is  entirely  uncom- 
plimentary of  this  design  [R.  pp.  523,  524,  620-624]. 

Franks  sent  an  engineer  named  Mr.  Auler  to  California 
to  try  to  design  a  legal  unit  [R.  pp.  603,  604].  He  tried 
to  modify  the  back-in  unit  in  order  to  make  it  legal.  He 
was  entirely  unsuccessful  [R.  p.  604].  This  is  admitted 
by  defendants  and  found  as  a  fact  by  the  Court  [Fdg.  of 
Fact  No.  2,  incorporating  Par.   111(12)    of  the  Pretrial 
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Order,   incorporating   Par.   49 (a) -(d)    of   the   Plaintiffs' 
Statement  of  Facts,  R.  p.  42]. 

According  to  Mr.  Woody,  Mr.  Auler's  design  proved  to 
be  entirely  impractical,  not  only  because  it  made  an  entirely 
unsatisfactory  design  [R.  p.  607]  but  also  because  it  did 
not  give  much  protection  to  the  driver  and  could  place  the 
driver  in  serious  danger  [R.  pp.  616,  617]. 

B.     Defendants  Built  Their  Drive-In  Unit  by  Copying  the 

Moon  Design. 

The  design  of  the  Defendants'  drive-in  unit  was  started 
by  Franks  in  1949  [R.  p.  597],  and  the  first  unit  was  com- 
pleted in  1952  [R.  p.  598],  taking  3  years  to  design  and 
build  this  unit.  Mr.  Woody  stated  that  the  design  was 
started  after  "exhausting  the  possibilities  of  other  ap- 
proaches." 

Mr.  Woody  testified: 

"Q.  When  did  you  start  the  design  of  the  struc- 
ture that  was  completed  in  1952?  A.  Oh,  the  first 
work  was  probably  done  in  '49  or  maybe  even  before 
'49,  and  it  was  only  initiated  after  exhausting  the 
possibilities  of  other  approaches,  that  is  through 
trailer  vehicles  which  were  supposed  to  be  an  answer 
to  the  legal  problem,  but  it  developed  that  they  are 
no  solution  of  legality,  and  that  the  only  conceivable 
way  of  producing  the  equipment  that  we  were  most 
hurt  on  and  the  industry  was  most  hurt  on,  was  to 
simplify  and  eliminate  all  duplications,  and  that  is 
what  we  had  in  mind  in  attacking  the  problem.  It 
wasn't  just  a  new  design.  It  was  a  development  that 
was  initiated  by  the  highway  enforcement  officials" 
[R.  p.  598]. 

And  how  were  Cross-Appellants  placed  on  the  right 
track  to  the  only  "conceivable  way  of  producing  the  equip- 
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ment"  after  its  long  history  of  failure  to  find  the  "way"  ? 
They  did  so  after  they  obtained  a  copy  of  a  confidential 
brochure  issued  by  Waldrip,  and  learned  of  the  details  of 
Moon's  design,  and  they  copied  this  design. 

During  the  period  of  the  design  of  the  unit  by  Mr. 
Moon  at  Waldrip,  he  prepared  a  confidential  brochure  giv- 
ing the  details  of  this  design,  to  be  used  and  held  confi- 
dential in  the  company  and  shown  in  confidence  to  custom- 
ers. This  brochure  is  in  evidence  as  Exhibit  H  (it  was 
Ex.  8  in  the  Moon  Deposition)  [see  R.  pp.  222,  223].  It 
gives  the  details  of  the  design  [see  section  under  321, 
Ex.  H]. 

The  following  facts  are  admitted  by  Cross-Appellants 
and  found  as  a  fact  by  the  Court: 

"50.  (a)  During  and  prior  to  the  completion  of 
the  design  of  the  first  Clipper  unit  by  Franks  they 
had  learned  of  the  Moon  design  of  the  drive-in  unit 
manufactured  by  Waldrip. 

"(b)  They  had  obtained  a  copy  of  a  brochure  pre- 
pared by  Moon  for  Waldrip"  [Fdg.  of  Fact  No.  2, 
incorporating  Par.  111(12)  of  the  Pretrial  Order  in- 
corporating Par.  50(a)  and  (b)  of  Plaintiffs'  Pretrial 
Statement  of  Facts,  R.  pp.  42-43]. 

How  defendants  obtained  this  brochure  has  never  been 
explained  [see  Answer  to  Interrogatory  XIV,  Pltf.  Ex. 
102,  R.  p.  20]. 

Notwithstanding  the  skill  and  competence  of  the  Franks 
organization,  which  had  been  manufactured  and  selling 
back-in  units  for  many  years  prior  to  the  Moon  inven- 
tion, they  had  been  unable  to  solve  the  problems  inherent 
in  the  back-in  unit.  They  had  been  aware  of  its  defi- 
ciencies for  many  years  and  tried  and  obtained  the  help 
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of  others  to  try  to  solve  the  problem.  Yet  Cross-Appel- 
lants, who  had  not  thought  of  Moon's  drive-in  invention, 
now  say  it  was  always  obvious  to  them. 

C.     The  Patented  Structure  Has  Obtained  a  Large 
Commercial  Success. 

We  have  shown  how  the  drive-in  principle  satisfied  the 
engineering  and  legal  requirements,  whereas  the  back-in 
portable  derricks  did  not.  This  was  admitted  as  true  by 
Cross- Appellants  and  found  as  a  fact  by  the  Court  (see 
our  discussion  of  this  point  in  Appellants'  Op.  Br.  at  pp. 
23-34).  The  ease  of  spotting  was  also  an  important  fea- 
ture. The  result  is  a  unit  which  satisfied  the  needs  of  the 
industry  and  has  largely  replaced  the  prior  art  portable 
derrick.  We  have  discussed  the  point  at  pages  28-31  of 
Appellants'  Opening  Brief.  Cross-Appellants  have  paid 
eloquent  tribute  to  the  drive-in  principle  in  their  advertis- 
ing. We  have  quoted  from  these  advertisements  at  pages 
31-32  of  the  Appellants'  Opening  Brief. 

These  results  derive  from  the  drive-in  principle  and  is 
so  admitted  by  the  Cross-Appellants  and  found  as  a  fact 
by  the  Court  [see  Appellants'  Op.  Br.  pp.  32  and  34,  and 
Fdg.  of  Fact  No.  2  incorporating  Par.  111(12)  of  the  Pre- 
trial Order  incorporating  Plaintiffs'  Pretrial  Statement  of 
Fact,  55A-D,  H-J  and  L,  R.  pp.  45-47]. 

The  simple  fact  of  the  matter  is  that  no  one  prior  to 
Moon  thought  to  abandon  the  old  type  of  truck  and  to 
combine  the  derrick,  hinge,  engine  and  elevating  mecha- 
nism in  the  patented  fashion.  This  solution  was  not  indi- 
cated by  the  prior  art  and  produced  a  highly  useful  im- 
provement as  is  established  by  the  evidence  discussed  in 
Appellants'  Opening  Brief  at  pages  28-34  to  which  this 
Court  is  respectfully  referred. 
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This  amounts  to  invention.  {Pointer  v.  Six  Wheel 
Corp.  (9th  C.  C.  A,  1949),  177  F.  2d  153  at  pp.  160-161 
(quoted  in  Appendix  p.  23);  see  also  Patter son-Ballagh 
Corp.,  et  al.  v.  Moss,  et  al.  (9th  C.  C.  A.,  1953),  201  F. 
2d  403  at  pp.  405-406  (quoted  in  Appendix  p.  21)  ;  Stauf- 
fer  V.  Slender ella  Systems  of  California  (9th  C.  C.  A., 
1957),  254  F.  2d  127  at  p.  128  (quoted  in  Appendix  p. 
26).) 

Whether  a  rearrangement  of  parts  amounts  to  invention 
depends  on  the  particular  facts  of  the  case.  (Walker  on 
Patents  (Deller's  Ed.),  Sec.  33,  p.  195;  Grever  v.  United 
States  Hoffman  Co.  (6th  C.  C.  A.,  1913),  202  Fed.  923 
at  p.  925  (quoted  in  Appendix  p.  15);  Patterson-Ballagh 
Corp.,  et  al.  v.  Moss,  et  al,  supra,  at  pp.  405-406  (quoted 
in  Appendix  p.  21).) 

Was  the  drive-in  unit  an  obvious  variation  of  the  back-in 
unit? 

When  the  drive-in  principle  was  first  revealed  to  Cross- 
Appellants  they  were  very  skeptical  of  the  workability  of 
the  idea.  Now  that  it  is  successfully  demonstrated,  they 
say  that  it  was  always  obvious. 

The  law  has  other  tests  and  Cross-Appellants'  skepti- 
cism when  they  first  heard  of  the  idea  is  eloquent  evidence 
of  the  non-obviousness  of  the  solution.  (Zonolite  Co.  v. 
United  States  (U.  S.  Ct.  of  CI.,  1957),  149  Fed.  Supp. 
953  at  p.  957;  Brown  v.  Brock  (4th  C.  C.  A.,  1957),  240 
F.  2d  723  at  p.  727.) 

The  above  evidence  establishes  that  the  need  for  solution 
of  the  problems  presented  by  the  back-in  unit  was  long 
known  to  the  trade,  as  well  as  to  Cross-Appellants,  that 
Cross-Appellants  tried  various  solutions  and  failed  and 
that  not  until  they  copied  the  patented  unit,  by  obtaining 
a  confidential  bulletin  prepared  by  Moon,  were  they  able  to 
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design  a  stable,  safe,  legal  and  easily  spotted  drive-in  unit. 
That  such  units  have  been  widely  accepted  and  displaced 
the  back-in  units  is  established  by  the  above  evidence 
(Appellants'  Op.  Br.  p.  30).  If  there  be  any  doubt  as  to 
validity  this  circumstance  should  weigh  heavily  in  the  pat- 
ent's favor.  {Safety  Car  Heating  &  Lighting  Co.,  Inc. 
V.  General  Electric  Co.  (2nd  C.  C.  A.,  1946),  155  F.  2d 
937  at  p.  939  (quoted  in  Appendix  p.  26),  cited  and 
quoted  in  Pointer  v.  Six  Wheel  Corp.,  supra,  at  p.  162; 
Florence-Mayo  Nuway  Co.  v.  Hardy  (4th  C.  C.  A.,  1948), 
168  F.  2d  778  at  pp.  781-782  (quoted  in  Appendix  p. 
13),  cited  and  quoted  in  Filtex  Corporation  v.  Amen 
Atiyeh  (9th  C.  C.  A.,  1954),  216  F.  2d  443  at  p.  445; 
see  also,  Diamond  Rubber  Co.  v.  Consolidated  Tire  Co., 
220  U.  S.  428,  435,  31  S.  Ct.  444,  55  L.  Ed.  527  at  p.  532.) 

The  Cross-Appellants  who  succeeded  in  solving  the  prob- 
lem they  had  theretofore  been  incapable  of  solving,  only 
by  copying  the  Moon  structure,  having  first  obtained  a 
confidential  bulletin  disclosing  the  design,  now  state  that  it 
was  always  obvious.  The  facts  are  certainly  persuasive 
evidence  of  its  unobvious  character.  {Florence-Mayo  Nu- 
way Co.  V.  Hardy,  supra;  Kurtz  v.  Belle  Hat  Lining  Co. 
(2nd  C.  C.  A.,  1922),  280  Fed.  277  at  p.  281  (quoted  in 
Appendix  p.  17).) 

VI. 
The  Contention  That  the  Waldrip  Advertisements  Dis- 
close the  Invention  Is  Without   Merit. 

(Cross-App.  Br.  pp.  6-12.) 

It  should  be  noted  that  the  Trial  Court's  Findings  Nos. 
4,  5  and  6  were  made  after  testimony  was  introduced  by 
way  of  expert  evidence  by  Cross-Appellants.  This  testi- 
mony was  conflicting  and  the  findings  were  made  by  reso- 
lution of  this  conflicting  testimony  and  after  weighing  the 
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credibility  of  the  evidence  against  the  disclosure  in  the 
advertisements  themselves.     We  discuss  this  below. 

That  the  publications  were  advertisements  intended  to 
stimulate  an  interest  in  the  Waldrip  portable  derrick  and 
not  disclosures  of  the  construction  of  the  devices  appears 
from  the  advertisements. 

In  appraising  their  evidentiary  value  on  the  issue  of 
validity,  it  must  be  remembered  that  they  are  not  compe- 
tent evidence  on  the  issue  of  the  presence  or  absence  of 
invention  under  Section  103  since  they  were  published  at 
a  date  later  than  the  date  of  invention,  December  12,  1946. 

They  were  offered  and  received  as  anticipating  novelty 
under  Section  102(b). 

In  such  case  these  advertisements  are  each  competent 
evidence  only  of  what  can  be  read  in  them  and  not  on  what 
may  he  read  into  them  as  being  necessary  or  desirable  be- 
cause of  the  experts'  additional  knowledge  and  experience. 
They  must  describe  the  identical  invention  claimed  in  the 
patent. 

This  requirement  is  predicated  upon  the  express  lan- 
guage of  the  statute  which  states  in  Section  102  that: 
"a  person  shall  be  entitled  to  a  patent  unless  the  in- 
vention was  *  *  *  described  in  a  printed  publication 
before  the  invention  thereof  by  the  applicant  for  pat- 
ent (Sec.  102(a))  *  *  *  or  more  than  one  year  prior 
to  the  date  of  the  application.      (Sec.   102(b).)" 

Section  103  states  that  if  the  invention  is  not  identically 
disclosed  or  described  as  set  forth  in  Section  102  then  the 
patent  must  stand  the  test  of  Section  103  which  will  be 
discussed  later  on. 
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On  logical  and  established  rules  of  statutory  construction 
Section  102  and  Section  103  must  be  read  together  and 
all  the  words  given  meaning. 
82  C.  /.  S.,  Sec.  348. 

Section  103  qualifies  Section  102  in  this  respect.  This 
has  always  been  the  law  and  the  purpose  of  the  enactment 
of  the  Patent  Act  of  1952  was  for  the  purpose  of  clarify- 
ing and  specifying  this  distinction  between  the  defense  of 
novelty  under  Section  102  and  the  defense  of  lack  of  in- 
vention under  Section  103.  This  is  made  clear  by  the 
Report  of  the  Committee  on  the  Judiciary  submitted  May 
12,  1952  (see  Reviser's  Note,  U.  S.  C.  A.,  Sec.  103,  p. 
715),  in  which  the  Committee  in  describing  Sections  102 
and  103  had  the  following  to  say  with  respect  to  Sec- 
tion 103: 

"Section  103,  for  the  first  time  in  our  statute,  pro- 
vides a  condition  which  exists  in  the  law  and  has  ex- 
isted for  more  than  100  years,  but  only  by  reason  of 
decisions  of  the  court.  An  invention  which  has  been 
made,  and  which  is  nezu  in  the  sense  that  the  same 
thing  has  not  been  made  before,  may  still  not  be  pat- 
entable if  the  difference  between  the  new  thing  and 
what  was  known  before  is  not  considered  sufficiently 
great  to  warrant  a  patent.  That  has  been  expressed 
in  a  large  variety  of  ways  in  decisions  of  the  courts 
and  in  writing.  Section  103  states  this  requirement 
in  the  title.  It  refers  to  the  difference  between  the 
subject  matter  sought  to  be  patented  and  the  prior 
art,  meaning  what  ivas  known  before  as  described  in 
Section  102.  If  this  difference  is  such  that  the  sub- 
ject matter  as  a  whole  would  have  been  obvious  at  the 
time  to  a  person  skilled  in  the  art,  then  the  subject 
matter  cannot  be  patented"  (emphasis  added). 
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Sections  102(b)  and  103  thus  merely  codify  what  has 
long  been  the  interpretation  placed  by  the  courts  on  the 
requirements  of  the  law  with  respect  to  evidences  of  lack 
of  novelty  as  distinguished  from  lack  of  invention. 

As  was  stated  by  this  Court  in  Staujfer  v.  Slenderella 
Systems  of  California,  supra,  at  p.  128 : 

''Anticipation  is  strictly  a  technical  defense.  Un- 
less all  of  the  same  elements  are  found  in  exactly  the 
same  situation  and  united  in  the  same  way  to  perform 
the  identical  functions  as  a  prior  pleaded  patent,  there 
is  no  anticipation." 

(See  also,  Alexander  Anderson,  Inc.  v.  Eastman  Oil  Sur- 
vey Co.  of  Cal.  (D.  C.  S.  D.  of  Cal.  C.  D.,  1936),  16 
Fed.   Supp.   513   at  p.   522    (quoted  in  Appendix  p.'g); 
Crowell  V.  Baker  Oil  Tools  (9th  C.  C.  A.,  1946),  153  F.' 
2d  972  at  p.  973 ;  Jacussi  Bros.,  Inc.  v.  Berkeley  Pump 
Co.  (9th  C.  C.  A.,  1951),  191  F.  2d  632  at  p.  6Z7  (quoted 
in  Appendix  p.  17)  ;  Lincoln  Stores,  Inc.  v.  Nashua  Mfg 
Co.  (1st  C.  C.  A.,  1946),  157  F.  2d  154  at  p.  160,  cert,  den 
329  U.  S.  811,  67  S.  Ct.  623,  91  L.  Ed.  692  (quoted  in 
Appendix    p.    18);    Balaban,    et    al.    v.    Polyfoto    Corp. 
(D.  C.  D.  of  Del.,  1942),  47  Fed.  Supp.  472  at  pp.  477 
and  478  (Appendix  p.  9).) 

The  distinction  between  the  defense  of  novelty  and  de- 
fense of  lack  of  invention  is  explained  in  Walker  on  Pat- 
ents (Deller's  Ed.),  Vol.  1,  pp.  254  and  255  (quoted  in 
Appendix  p.  7). 

The  publication  must  give  the  same  directions  as  does 
the  patent.  (Cold  Metal  Process  Co.  v.  Carnegie-Illinois 
Steel  Corporation  (3rd  C.  C.  A.,  1939),  108  F.  2d  322, 
323,  cert.  den.  309  U.  S.  655,  op.  withdrawn  upon  stip.' 
115  F.  2d  33   (quoted  in  Appendix  p.   11).) 
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The  publication  must  itself  give  the  requisite  informa- 
tion and  extrinsic  evidence  may  not  be  employed  to  supply 
deficiencies  in  the  publication.  (Permutit  Co.  v,  Harvey 
Laundry  Co.  (2nd  C.  C.  A.,  1922),  279  Fed.  713  at  p.  719; 
cert.  den.  259  U.  S.  588  (quoted  in  Appendix  p.  23); 
/.  A.  Mohr  &  Son  v.  Alliance  Securities  Co.  (9th  C.  C.  A., 
1926),  14  F.  2d  799  at  p.  800  (quoted  in  Appendix  p. 
20).) 

Nor  is  a  publication  an  anticipation  if  it  must  be  altered 
or  features  supplied  to  accomplish  the  results  of  the  patent 
even  though  the  alterations  appear  obvious.  (Bianchi  v. 
Barili  (9th  C.  C.  A.,  1948),  supra,  at  p.  796  (quoted  in 
Appendix  p.  9)  ;  Line  Material  v.  Brady  Electric  &  Mfg. 
Co.  (D.  C.  D.  Conn.,  1924),  299  Fed.  882  at  p.  824,  aff'd 
7  F.  2d  50;  Trico  Prod.  Corp.  v.  Ace  Prod.  Corp.  (D.  C. 
D.  of  Conn.,  1929),  30  F.  2d  688,  691;  United  Shoe  Ma- 
chinery Corp.  V.  Mathey  (1st  C.  C.  A.,  1941),  117  F.  2d 
331  at  p.  332.) 

This  is  particularly  true  where  the  publication  is  in  the 
form  of  a  drawing.  (Trussell  Mfg.  Co.  v.  Wilson-Jones 
Co.  (2nd  C.  C.  A.,  1931),  50  F.  2d  1027  at  p.  1029  (quoted 
in  Appendix  p.  29).) 

The  case  of  Willamette-Hyster  Co.  v.  Pacific  Car  & 
Foundry  Co.  (9th  C.  C.  A.,  1941),  122  F.  2d  492,  497, 
quoted  by  Cross- Appellants  at  page  13  of  their  brief,  is 
not  apposite.  The  Court  found  as  a  fact  that  the  claims 
of  the  patent  claimed  the  structure  broadly  and  every  ele- 
ment of  the  claims  so  broadly  claimed  was  found  in  the 
prior  art.  The  patent  in  that  case  was  claimed  to  be  a 
basic  patent  (p.  495).  The  elements  of  the  claims  are 
illustrated  at  page  495.  The  Court  found  in  the  publica- 
tion every  element  of  the  claims.  Its  comment  that  the 
prior  publication  is  as  definitive  as  the  patent  relates  to 
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the  application  of  mechanical  and  engineering  skill  neces- 
sary to  construct  the  device  from  the  disclosed  invention. 
The  Court  concluded  that  no  more  was  required  of  the 
publication  (p.  497).  The  case  is  not  authority  for  any 
proposition  that  a  publication  is  an  anticipation,  if  ele- 
ments of  the  claims  not  present  in  the  disclosure  may  be 
supplied  by  the  exercise  of  engineering  or  mechanical  skill. 
In  the  present  case,  the  elements  are  claimed  specifically 
and  many  of  these  elements  are  not  found  in  the  advertise- 
ments. 

A.    Exhibits  M  and  N. 

The  following  elements  of  the  claims  are  not  to  be  found 
described  or  shown  in  the  Exhibits  M  and  N. 

Item :  The  four-legged  derrick  specified  in  all  the  claims 
with  two  legs  on  each  side  of  the  driver's  position  is  not 
shown. 

Only  a  side  view  is  shown  in  these  exhibits  and  thus 
only  two  legs  appear.  It  cannot  be  seen  whether  the  two 
legs  shown  in  the  picture  are  above  to  one  side  of  the  cab 
or  above  and  over  the  top  of  the  cab. 

Item:  The  hinge  positioned  on  the  derrick  and  on  the 
chassis  is  not  shown. 

The  derrick  in  the  exhibits  may  be  just  resting  on  top 
of  the  cab  to  be  removed  in  some  undisclosed  way. 

Item:  The  hinge  support  [claim  4,  item  la,  R.  p.  653] 
or  the  means  [see  claim  5,  Item  L  and  its  subdivisions, 
R.  p.  656]  which  place  the  legs  in  load  transference  rela- 
tion to  the  ground  and  positioned  on  each  side  of  the  hinge 
supporting  framework  is  not  shown  in  the  exhibits. 

Item:  The  hinging  of  the  erecting  means  to  the  chassis 
between  the  rear  and  front  wheels  is  not  shown  in  the 
exhibits  nor  its  hinging  to  the  derrick. 
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Something  is  shown  extending  downward  from  the  der- 
rick near  the  top  of  the  derrick  behind  the  rear  wheels  and 
also  between  the  front  and  rear  wheels.  What  they  are  is 
not  disclosed.  The  derrick  may  be  just  supported  on  these 
elements  to  be  removed  by  some  undisclosed  means. 

B.  Exhibit  O. 

This  exhibit  has  the  same  deficiencies  as  Exhibits  M-N. 
An  inspection  of  the  perspective  view  in  the  upper  left- 
hand  corner  will  show  that  the  derrick  is  not  hinged  to 
the  chassis  above  the  driver's  position.  The  exhibit  as  re- 
produced in  Cross-Appellants'  Brief  at  page  29  is  on  a 
reduced  scale,  and  the  absence  of  a  hinge  is  directly  obvious 
even  from  this  reduced  scale  reproduction.  The  space  be- 
tween the  derrick  legs  and  the  top  of  the  cab  is  clear  and 
there  is  no  connection  between  the  derrick  and  the  cab  or 
chassis  above  the  driver's  position. 

C.  Exhibit  P. 

What  has  been  said  of  Exhibits  M-0  applies  to  Ex- 
hibit P.  Cross-Appellants  have  referred  to  the  trademark 
at  the  lower  left  of  the  drawing  arguing  that  this  trade- 
mark makes  the  disclosure  of  a  four-legged  derrick  obvi- 
ous, pointing  to  Mr.  Groner's  testimony.  Ignoring  for  the 
moment  the  fact  that  Mr.  Groner  testified  that  [R.  pp. 
401-402]  he  could  see  only  a  two-legged  derrick  and  if  it 
were  a  two-legged  derrick  it  could  be  erected  on  the  side  of 
the  chassis,  the  evidence  in  this  case  shows  the  following : 

That  the  lower  picture  is  a  trademark  employed  by  Wal- 
drip  in  connection  with  various  portable  derricks  including 
the  two-legged  derricks  [see  Ex.  17,  R.  pp.  180-181]. 

Cross-Appellants  point  to  the  trademark  as  showing  that 
the  structure  in  the  upper  picture  has  pivoted  about  a  point 
over  the  steering  wheel.  If  the  trademark  is  closely  in- 
spected, it  will  be  seen  that  the  diagonal  between  the  upper 


—21— 

and  lower  leg  terminates  adjacent  the  lower  leg  in  the 
upper  picture.  However,  in  the  trademark  this  diagonal 
terminates  at  this  leg  at  a  point  below  the  top  of  the  cab. 
If  this  picture  discloses  anything,  the  intersection  between 
the  diagonal  and  the  bottom  leg  is  shifted  downward  in 
comparison  with  the  position  in  the  upper  picture.  This  is 
inconsistent  with  the  presence  of  a  hinge  between  the 
derrick  and  the  top  of  the  cab. 

The  truth  of  the  matter  is  that  the  lower  picture  in  Ex- 
hibit P  and  the  upper  picture  in  Exhibit  17  are  trademarks 
and  a  very  sketchy  artist's  rendering  which  by  their  very 
nature  are  not  descriptive.  No  one  would  look  to  them  for 
engineering  information. 

We  wish  to  say  one  more  thing  with  respect  to  two- 
legged  derricks  and  that  is  that  there  are  two-legged  der- 
ricks in  the  form  of  double  pole  masts  as  appears  from  the 
evidence  [see  upper  lefthand  corner,  p.  1830  of  Ex.  55]. 
Their  existence  is  further  established  by  the  admissions 
made  by  Cross-Appellants  in  the  Pretrial  Order  and  in  the 
Findings  of  Fact  [Fdg.  of  Fact  No.  2,  incorporating  Par. 
111(12)  of  the  Pretrial  Order  incorporating  Par.  8,  R.  p. 
30].  Other  types  of  latticed  two-legged  telescopic  derricks 
are  also  known  [see  Ex.  17]. 

^  The  fact  that  Mr.  Groner  did  not  know  of  this  type  of 
oil  field  mast  is  simply  that  he  is  admittedly  not  familiar 
with  the  art  to  which  the  invention  pertains.  We  discuss 
this  below. 

D.    Exhibits  Q  and  R. 

These  advertisements  suffer  from  the  same  infirmities 
and  are  of  no  greater  pertinency  than  Exhibits  M-P.  They 
are  not  even  discussed  in  Cross-Appellants'  Brief. 

In  addition  to  the  publications  themselves,  two  expert 
witnesses  testified  on  behalf  of  the  Cross-Appellants. 
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E.    Mr.  Purdum's  Testimony. 

Defendant  offered  Mr.  Purdum  as  an  expert  to  read  the 
advertisements  [Ex.  M].  Mr.  Purdum  was  unable  to  dis- 
tinguish between  what  was  described  in  the  advertisements 
and  what,  from  his  experience  in  this  art  and  from  his 
study  of  the  patent  in  suit,  he  felt  was  obvious  to  him  and 
"must"  be  contained  in  the  structures  pictured  in  the  ad- 
vertisements, if  they  were  to  be  an  operative  drive-in  unit, 
with  the  derrick  hinged  at  the  front  of  the  vehicle. 

This  was  admitted  by  the  Cross-Appellants  at  the  trial 
and  in  their  brief  at  page  11. 

Mr.  Lyon  [R.  pp.  388-389],  in  introducing  Mr.  Groner, 
stated : 

"The  point  of  the  whole  thing,  your  Honor,  is  that 
Mr.  Subkow  would  quite  properly  argue  that  Mr. 
Purdum  is  an  expert  in  this  art,  that  he  knows  all 
about  the  patent  in  suit,  and  knows  all  about  the  ac- 
cused device,  and  can  take  the  drawings  and  find  the 
various  elements  of  the  patent,  because  he  knows  what 
would  be  done.  But  here  is  a  man  absolutely  inno- 
cent of  that  special  knowledge,  and  I  want  to  show 
you  he  can  do  as  good  a  job  of  that  as  Mr.  Purdum 
did." 

It  was  simply  impossible  for  Mr.  Purdum  to  disassoci- 
ate himself  from  what  subjectively  he  thought  would  be 
obvious  to  him  as  required  to  complete  the  structure  shown 
in  the  advertisements  to  produce  what  he  had  seen  in  the 
patent. 

The  following  appears  on  page  445  of  the  Record: 

"Q.  Now,  Mr.  Purdum,  don't  you  think  it's  a  fair 
statement  that,  taking  that  drawing  and  reading  it, 
you  have  read  into  it  not  only  what  there  is  in  it  but 
what  your  experience  and  knowledge  with  the  prior 
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art  would  supply  to  that  drawing  to  supplement  what 
is  not  there?  A.  I  believe  it  would  be  a  little  diffi- 
cult to  separate  the  knowledge  that  one  has  from,  on 
(sic)  from  the  other.  I  imagine  that  I  did  draw  on 
some  of  the  things  that  I  know  to  be  mechanical  ex- 
pedients and  ordinarily  used  in  machine  design." 

It  is  to  be  remembered  that  Mr.  Purdum  came  to  the 
conclusion  that  there  was  a  four-legged  derrick  present 
which  was  wider  than  the  cab  because  he  had  also  come 
to  the  conclusion  that  the  derrick  was  hing-ed  [see  R    o 
380].  '  ^' 

Mr.  Purdum's  reasoning  appears  to  be  as  follows: 

(1)  The  mast  is  hinged.  The  hinge  is,  Mr.  Purdum 
admits,  "real  small,"  but  he  sees  it  [R.  p.  376].  He  ad- 
mitted, however,  that  he  saw  a  hinge  because  he  saw  a 
contact  between  the  derrick  and  the  cab  top  at  one  point. 
He  agreed  it  could  be  merely  a  rest  support  [R.  p.  444]. 

(2)  That  while  the  derrick  shown  is  two-legged,  it  must 
be  four-legged,  for  otherwise,  since  it  is  hinged,  it  couldn't 
pass  outside  of  the  cab  [R.  p.  380]. 

(3)  Although  a  hinge  support  is  not  shown,  there  must 
be  a  hinge  support,  because,  from  his  experience,  in  order 
to  hinge  the  derrick  some  support  other  than  the  cab  must 
be  provided  [R.  p.  443]. 

(4)  He  concludes  that  the  derrick  is  hinged  because  he 
sees  what  he  interprets  to  be  a  jack  and  he  interprets  the 
drawing  from  his  experience  of  the  prior  art  to  mean  that 
the  jack  must  be  pivoted  at  its  lower  end  and  therefore  in 
order  for  the  jack  to  rotate  at  its  lower  end,  the  derrick 
must  be  hinged  [R.  pp.  444-445]. 

This  reasoning  and  argument  not  only  assumes  the  an- 
swer, but  requires  the  expert  to  resort  to  his  knowledge 
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and  to  add  to  the  disclosure  in  the  patent.  Mr.  Purdum 
was  reading  the  drawing  by  reading  into  it  what  he  felt 
from  his  experience  he  would  place  in  the  drawing  to 
make  it  do  what  the  patented  structure  did. 

This  is  impermissible  under  Section  102(b)  (see  supra). 
Mr.  Purdom's  testimony  thus  raised  the  issue  as  to  credi- 
bility of  Mr.  Purdum's  testimony  that  he  saw  a  four- 
legged  derrick  with  the  legs  on  each  side  of  the  cab, 
hinged  on  a  support  mounted  on  the  chassis  with  a  jack 
hinged  to  the  derrick  and  to  the  chassis  between  the  rear 
and  front  wheels. 

It  required  the  resolution  of  the  conflict  in  his  testimony 
in  which,  on  direct  examination,  he  stated  he  saw  some  of 
the  elements  of  the  claims  in  the  advertisements  and  his 
testimony  on  cross-examination  that  he  read  these  elements 
into  the  advertisements,  not  because  they  were  there,  but 
because  from  his  experience  he  knew  it  would  be  necessary 
to  have  them  there  and  obvious  to  him  to  supply  them. 

The  Court  having  the  advertisements  before  it,  and 
appraising  the  credibility  of  the  testimony  as  to  what  the 
advertisements  showed  and  resolving  the  conflict  in  the 
testimony,  found  that  the  advertisements  did  not  disclose 
the  invention,  a  finding  of  fact  which  Cross-Appellants 
have  not  shown  to  be  erroneous.  I 

F.    Mr.  Groner's  Testimony.  ■ 

We  now  come  to  Mr.  Groner's  testimony.  Mr.  Groner 
was  offered  as  one  who,  while  expert  in  aircraft  fuel 
pumps,  has  no  skill  in  or  knowledge  of  the  art  to  which 
the  invention  pertains  [see  R.  pp.  387-388]. 

Mr.  Groner's  testimony  establishes  that  he  was  unable 
to  read  in  these  advertisements  [Exs.  M-R]  the  presence 
of  a  four-legged  derrick  which  was  wider  than  the  cab 


—25— 

and  was  hinged  to  the  chassis.  On  his  direct  examination, 
Mr.  Groner  identified  the  jack  and  stated  that  the  derrick 
was  hinged  [see  R.  p.  391].  Mr.  Groner,  upon  his  cross- 
examination,  changed  his  mind  as  to  the  showing  of  a 
hinge  between  the  derrick  and  the  vehicle. 

He  testified  on  cross-examination  that  he  could  not  tell 
from  the  Exhibits  M-N  and  P-R,  whether  the  advertise- 
ments showed  a  two-legged  or  a  four-legged  derrick  since 
all  he  could  see  was  two  legs.  While  he  could  only  see  a 
two-legged  derrick,  he  stated  this  two-legged  derrick  need 
not  be  necessarily  within  the  lateral  sides  of  the  cab;  that 
it  could  be  on  either  side  of  the  cab  or  on  top  of  it.  He 
stated  he  could  not  tell  from  the  picture  whether  "this 
two-legged  derrick"  was  on  the  side  of  the  truck  or  on  top 
of  the  truck  [R.  pp.  401-402]. 

However,  he  testified,  his  doubts  were  resolved  when  he 
looked  at  Exhibit  O.  He  stated  that  Exhibit  O  gave  him 
the  same  information  that  all  of  the  other  exhibits  [Exs. 
M,  N,  P-R]  gave  him,  and  in  addition  gave  him  the  addi- 
tional information  which  completed  his  knowledge  and  that 
this  additional  information  was  that  the  derrick  was  four- 
legged  [see  R.  p.  402]. 

However,  when  he  reviewed  the  pictures  of  Exhibit  O 
after  the  picture  in  the  upper  lefthand  corner  was  called  to 
his  attention,  he  conceded  that  no  hinge  was  shown  and  he 
could  not  tell  whether  the  derrick  was  wider  than  the  cab 
[seeR.  p.  403]. 

The  point  made  by  Mr.  Groner  is  clearly  shown,  even 
on  the  reproduction  of  Exhibit  O  in  reduced  scale  included 
in  Cross-Appellants'  Brief  at  page  29  (see  the  clear  white 
line  between  the  derrick  and  the  top  of  the  cab  in  the 
upper  left-hand  perspective  view). 
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Mr.  Groner's  testimony  thus  raised  the  same  issue  as  to 
the  credit  which  may  be  attached  to  his  testimony  that  he 
saw  the  elements  of  the  claims  in  the  advertisements  and 
required  the  resolution  of  the  conflict  in  his  testimony 
given  on  direct  examination  and  his  testimony  on  cross- 
examination  as  to  the  presence  of  a  four-legged  derrick 
hinged  to  the  chassis  above  the  driver's  position. 

The  Court's  finding  referred  to  above  answered  the  ques- 
tion as  to  the  credibility  of  this  witness'  testimony  and  re- 
solved the  conflict  by  finding  that  in  view  of  the  evidence 
these  advertisements  did  not  disclose  the  invention. 

VII. 
The  Contention  and  the  Court's  Conclusion  of  Law 
That  the  Filing  Date  of  the  Patent  Cannot  Be 
Carried  Back  to  a  Period  of  Time  Less  Than  One 
Year  Prior  to  the  Date  of  the  Advertisements  Is 
Clearly  Erroneous. 

This  issue  arises  because  of  earlier  filed  applications  by 
Moon  [Exs.  44,  45  and  46,  the  last  having  been  filed  Feb- 
ruary 24,  1948]  which  make  the  advertisements  incompe- 
tent evidence  of  anticipations  under  Section  102(b).  We 
discuss  the  facts  below. 

The  Court  found  as  a  fact  that  the  reference  to  these 
applications  does  not  appear  on  the  face  of  the  patent  and 
as  a  matter  of  law  that  the  Moon  patent  was  not  entitled 
to  the  dates  of  filing  of  these  earlier  applications  [R.  pp. 
89  and  90] .  This  conclusion  became  moot  when  the  Court 
decided  that  the  advertisements  did  not  disclose  the  inven- 
tion. It  becomes  material,  thus,  only  if  this  Court  should 
find  to  the  contrary. 

We  will  first  analyze  the  pertinent  statutes  and  the  deci- 
sions to  show  that  the  Court  misapplied  the  law  to  the  facts 
of  this  case. 
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Our  position  is  that  the  right  of  the  patent  in  issue  to 
refer  back  to  previous  appHcations  for  its  effective  filing 
date  is  not  dependent  on  Section  120  but  arises  under  Re- 
vised Statute  Section  4886  in  force  when  the  Moon  appli- 
cation v^as  filed  on  June  28,  1948,  and  that  under  that 
statute  no  reference  to  the  earlier  applications  is  required. 

The  patent  application  was  pending  when  the  Patent  Act 
of  1952  (PubHc  Law  593,  82nd  Cong.  2nd  Sess.,  Chap. 
950,  6G  Stat.  792)  was  enacted.  This  act  (Public  Law  593) 
is  in  five  sections  (Sec.  485,  quoted  in  Appendix  p.  1). 
Section  4  of  the  act  provides  under  subsection  (a)  that  the 
act  shall  take  efifect  on  January  1,  1953,  and 

"*  *  *  shall  apply  to  all  applications  for  patents  filed 
on  or  after  such  date  and  to  all  patents  granted  on 
such  application.  It  shall  apply  to  further  proceedings 
on  applications  pending  on  such  date  and  to  patents 
granted  on  such  applications  except  as  otherwise  pro- 
vided. It  shall  apply  to  unexpired  patents  granted 
prior  to  such  date  except  as  otherwise  provided"  (em- 
phasis added). 

Section  5  of  the  act  repeals  the  sections  of  the  Revised 
Statutes  and  Statutes  at  Large  codified  in  this  act  with 
the  proviso  that  ''Any  rights  or  liabilities  now  existing 
under  such  sections  or  parts  thereof  shall  not  he  affected 
by  this  repeal."  One  of  the  sections  so  repealed  is  the 
Revised  Statute  Section  4886  upon  which  Sections  101 
and  102  of  the  Patent  Act  of  1952  are  predicated.  Moon, 
at  the  time  of  the  repeal  of  Revised  Statute  Section  4886, 
had  a  right  under  Section  4886  to  rely  on  the  earlier  ap- 
plications for  his  efifective  filing  date  without  specific 
notice  in  his  application  of  the  earlier  applications.  This 
saving  clause  specifically  preserves  that  right  for  him. 
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We  have  been  unable  to  find  any  case  predicated  upon 
the  factual  situation  here  presented.  However,  we  have 
found  a  case  upon  a  similar  situation  in  which  the  retro-  i 
active  effect  of  the  Patent  Act  of  1952  was  considered,  j 
(See  Diehold,  Inc.  v.  Record  Files,  Inc.  (D.  C.  N.  D.  Ohio  | 
E.  D.,  1953),  114  Fed.  Supp.  375  at  p.  376  (quoted  in 
Appendix  p.  12).) 

Under  Revised  Statute  4886,  Section  31   of  Title  35, 
U.   S.   C,  then  in  effect,  and  under  the  decisions  inter- 
preting this  statute,  Moon  on  fihng  his  appHcation  and 
certainly  up  to  January  1,  1953,  had  the  right  to  rely  on 
the  earlier  applications  for  his  effective  filing  date.    {The 
Suffolk  Company  v.  Hay  den,  3  Wallace,  70  U.  S.  315  at 
pp.  318  and  319;  General  Picture  Corp.  v.  Western  Elec- 
tric Co.,  304  U.  S.  175  at  p.  183,  58  S.  Ct.  849,  82  L.  Ed. 
1272;  Veaux  v.  Southern  Wagon  Sales  (D.  C.  D.  Ore., 
1940),  33  Fed.  Supp.  605,  aff'd  123  F.  2d  455;  General 
Electric  Co.  v.  Independent  Lamp  &  Wire  Co.  (D.  C.  D. 
N.  J.,  1920),  267  Fed.  824  at  p.  836;  Badische  Anilin  & 
Soda  Fabrik  v.  Kalle  &  Co.,  et  al.  (2nd  C.  C.  A.,  1900), 
104  Fed.  802;   Victor  Talking  Mach.   Co.   v.  American 
Graphophone  Co.  (C.  C.  S.  D.  of  N.  Y.,  1905),  140  Fed. 
860;  Victor  Talking  Mach.  Co.  v.  American  Graphophone 
Co.  (2nd  C.  C.  A.,  1906),  145  Fed.  350;  Victor  Talking 
Mach.  Co.  V.  Duplex  Phonograph  Co.  (C.  C.  W.  D.  Mich. 
S.  D.,  1909),  177  Fed.  248;  lacquard  Knitting  Mach.  Co. 
V.  Ordinance  Gauge  Co.  (D.  C.  E.  D.  Penna.  1951),  95 
Fed.  Supp.  902 ;  lacquard  Knitting  Mach.  Co.  v.  Ordinance 
Gauge  Co.  (D.  C.  E.  D.  Penna.,  1952),  108  Fed.  Supp. 
59  at  p.  67;  lacquard  Knitting  Mach.  Co.  v.  Ordinance 
Gauge  Co.  (3rd  C.  C.  A.,  1954),  213  F.  2d  503;  Harder, 
et  al.  V.  Hayward  (C.  C.  P.  A.,  1945),  150  F.  2d  256;  see 
also:  Manual  of  Patent  Examining  Procedure,  issued  by 
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U.  S.  Patent  Office,  Ed.  of  Nov.  15,  1949,  Sees.  201.08 
and  201.11    (quoted  in  Appendix  p.  5).) 

Applications  filed  under  the  Patent  Statutes  prior  to  the 
Patent  Act  of  1952  were  entitled  to  the  benefit  of  the 
filing  date  of  prior  applications  without  specific  reference 
thereto  in  the  application.  {Ex  parte  Roberts,  1887  C.  D. 
61-64,  40  O.  G.  573  (quoted  in  Appendix  p.  24)  ;  Timken- 
Detroit  Axle  Co.  v.  Eaton  Axle  &  Spring  Co.  (D.  C. 
N.  D.  Ohio  E.  D.,  1931),  56  F.  2d  651  at  pp.  651-652 
(quoted  in  Appendix  p.  28);  Ex  parte  Clarke  (P.  O. 
Board  of  Appeals,  1953),  97  U.  S.  P.  Q.  165  at  p.  172.) 

The  above  rules  of  law  make  Exhibits  M  through  R 
incompetent  as  evidence  under  Section  102(b)  of  Title  35 
because  of  the  pendency  of  earlier  filed  applications. 

The  basis  of  our  contention  is  the  fact  that  prior  to 
April,  1947,  Moon  had  filed  a  series  of  patent  applications 
[Exs.  44,  45  and  46].  The  only  question  with  respect  to 
these  applications  arises  from  the  fact  that  the  printed 
patent  in  issue  here  does  not  carry  a  reference  to  these 
applications.  It  has  never  been  contended  by  Cross-Appel- 
lants that  Moon  would  not  be  entitled  to  these  filing  dates 
for  any  reason  other  than  the  absence  of  such  notice  in  the 
printed  patent. 

Application  Serial  No.  776,631,  filed  September  29, 
1947;  now  Patent  No.  2,662,797  [Ex.  44,  R.  pp.  685- 
702].  This  application  is  noted  on  the  file  jacket  of  the 
patent  in  suit  [Ex.  T-1]  and  can  be  seen  under  the  certifi- 
cation when  the  certificate  is  lifted.  It  is  covered  up  in  the 
reproduction  in  the  Appendix  to  Cross-Appellants'  Brief, 
page  ZZ. 

Application  Serial  No.  785,165,  filed  November  10, 
1947;  now  Patent  No.  2,565,777  [Ex.  45,  R.  pp.  703-771]. 
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Note  the  binders  have  disarranged  the  pagination  of  Ex- 
hibit 45  in  Volume  III  of  the  Record. 

Application  Serial  No.  10,412,  filed  February  24,  1948 
[Ex.  46].  It  became  abandoned  July  27,  1953,  by  failure 
to  respond  to  the  office  action  of  January  26,  1953.  The 
exhibit  is  not  in  the  Exhibit  Book,  Volume  III ;  pertinent 
parts  of  the  exhibit  are  printed  in  the  Appendix  to  this 
brief  at  pages  31. 

Reference  to  Figures  1  to  4,  and  page  4  of  the  specifica- 
tion of  Exhibit  46  (see  Appendix  p.  34)  will  show  that 
this  application  discloses  the  mounting  of  the  derrick  on  a 
hinge  adjacent  the  front  of  the  truck  and  above  the  driver's 
position  in  the  cab.  Specifically  it  discloses  the  extending 
jack  hinged  to  the  derrick  and  to  the  chassis  between  the 
front  and  rear  wheels.  It  discloses  one  of  the  trusses 
which  carry  the  hinge  and  which  the  specification  states 
are  positioned  on  each  side  of  the  derrick.  It  refers  to  the 
application  Serial  No.  776,631  [Ex.  44;  see  drawings,  R. 
p.  752,  and  the  specification,  p.  736  et  seq.,  particularly 
p.  739]. 

Application  Exhibit  44  describes  the  mounting  frame 
shown  as  3  on  Figure  1  and  states  [see  p.  4  of  the  specifi- 
cation Ex.  44,  R.  p.  691  ]  that  this  mounting  is  also  shown 
in  application  Serial  No.  35,666  (the  patent  in  suit)  and 
in  application  Serial  No.  10,417  [Ex.  46]. 

The  disclosures  of  the  above  exhibits  are  much  more 
complete  disclosures  than  the  advertisements  and  show  ele- 
ments of  the  claims  which  are  omitted  from  the  advertise- 
ments. If  the  advertisements  disclose  the  invention,  which 
we  have  shown  above  is  not  true,  certainly  these  prior  filed 
applications  do  so  much  more  completely. 
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Since  each  of  these  appHcations  was  filed  prior  to  the 
fihng-  of  the  appHcation  for  the  patent  in  suit  and  was 
pending  when  the  appHcation  was  filed  and  when  the  publi- 
cation of  the  advertisements  was  made,  Exhibits  44,  45 
and  46  were  filed  less  than  one  year  from  the  earliest 
advertisement   [Ex.  Q,  April   1947]. 

If,  as  we  believe  is  so,  the  law  permits  Moon  to  have  the 
benefit  of  the  filing  dates  of  these  applications  for  all  com- 
mon subject  matter,  then  these  three  earlier  applications 
make  the  advertisements  of  no  competent  value  not  only 
because  they  do  not  disclose  the  invention  of  the  patent,  as 
required  by  Section  102(b)  but  also,  if  they  are  construed 
to  disclose  the  invention,  then  they  are  not  early  enough 
in  time  as  required  by  that  statute.  They  are  less  than  a 
year  prior  to  the  date  of  these  earlier  applications  and  are 
later  than  the  date  of  Moon's  invention,  December  12, 
1946  (see  Appellants'  Op.  Br.  p.  4). 

VIII. 
The    Contention    That    the    Patented    Drive-In    Unit 
Lacks   Invention   Over   the   Morton   Patent,   the 
Downie  Patent  and  the  Evans  Patent  Is  Without 
Merit. 

We  have  previously  in  this  brief  shown  that  the  Evans 
patent  is  not  competent  evidence  on  this  issue  in  view  of 
the  Pretrial  Order.  The  Evans  patent  has  no  teaching 
which  is  of  any  utility  in  designing  a  portable  oil  well 
servicing  derrick.  We  respectfully  refer  the  Court  to  the 
discussion  at  pages  67  and  68  of  the  Appellants'  Opening 
Brief,  where  this  patent  and  the  evidence  given  with  re- 
gard thereto  is  discussed. 

The  Morton  patent  966,346  is  also  discussed  at  pages 
66  and  67  of  the  Appellant's  Opening  Brief  and  need  not 
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be  repeated  here.  We  wish  to  point  out  here,  however, 
that  while  the  Morton  patent  was  not  cited  by  the  Ex- 
aminer, a  closely  similar  patent,  i.e.^  the  Preston  patent 
414,578  [see  Ex.  T-1,  R.  p.  940]  was  cited. 

Both  patents  relate  to  horse-drawn  fire  wagon  ladder 
trucks.  The  ladders  are  both  hinged  in  the  same  manner. 
Compare  Figures  1  and  9  of  the  Preston  patent  (Item  (d), 
lower  end  of  Fig.  1 )  with  the  hinge  49  of  Morton  Figures 
2,  7  and  24.  The  driver  sits  on  top  of  the  ladder  in  both 
patents  (see  R  in  Preston  Fig.  1  and  seat  400  of  Morton 
Figs.  2  and  10).  The  hinge  is  positioned  below  the  driver's 
position  in  both  cases.  The  Examiner  withdrew  the  Pres- 
ton reference  and  did  not  rely  on  it  in  any  of  the  following 
actions  [see  the  Examiner's  action,  April  25,  1952,  p.  42 
of  Ex.  T]. 

The  Downie  patent  was  discussed  by  us  in  the  Appel- 
lants' Opening  Brief,  page  69.  The  Court  is  respectfully 
referred  to  that  brief  for  the  discussion. 

None  of  the  above  patents  have  any  teaching  which  has 
any  utility  in  solving  the  problem  of  stabiHty,  safety, 
legality  or  of  spotting  solved  by  the  drive-in  unit. 

A.  There  is  no  teaching  that  the  cab  should  be  placed 
at  the  head  of  the  chassis  and  the  engine  which  drives  the 
truck  be  placed  at  the  rear. 

Morton's  driver  is  at  the  front  of  the  vehicle  where  he 
holds  the  reins  of  the  horses.  He  backs  the  wagon  against 
the  curb  or  draws  up  alongside  the  curb  (see  Appellant's 
Op.  Br.  p.  67).  While  it  is  suggested  other  motive  power 
may  be  employed,  how  this  is  to  be  accomplished  is  not 
suggested.  Downie  has  no  driver  or  engine  for  driving 
his  wagon  and  Evan's  driver  is  in  the  middle  of  the  tractor. 
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I  B.  There  is  no  teaching  that  the  derrick  should  be 
i  hinged  above  the  driver  so  that  two  legs  and  the  cooper- 
ating positioning  members  are  on  each  side  of  the  driver. 
Morton's  ladder  is  hinged  below  the  driver  and  is  not 
I  erected  on  the  ground,  and  in  Downie  there  is  no  driver's 
;  position.  In  Evans  the  rails  on  which  the  lift  operates  are 
,  not  spread  wider  than  the  driver's  position  and  obscure  his 
i    vision. 

C.  There  is  no  teaching  of  any  erecting  means  hingedly 
connected  to  the  chassis  and  to  the  lower  end  of  the  derrick 
spaced  from  the  hinge. 

It  will  be  remembered  that  this  mechanism  contributes 
to  the  stability  of  the  structure  during  erection  (see  Appel- 
lants' Op.  Br.  pp.  25  and  26).  No  such  device  is  employed 
by  Downie  or  Evans. 

^^      In  Morton,  the  ladder  erecting  mechanism  is  similar  to 
the  screw  type  mechanism  shown  in  the  back-in  unit  (see 
Appellants'  Op.  Br.  pp.  20-24),  which  in  the  back-in  unit 
contributed  to  its  instability.     The  lever  50  in  Morton, 
instead  of  being  connected  to  a  crosshead  as  in  the  Woody 
patent  Exhibit  11  (see  Appellants'  Op.  Br.  p.  17),  is  con- 
nected to  a  piston  rod  (see  Item  193,  Figs.  1,  6  and  7  of 
Morton  patent).     Instead  of  hinging  the  lever  50  to  the 
lower  end  of  the  ladder  at  a  point  on  the  ladder  spaced 
from  the  hinge,  the  rod  50  is  hinged  to  a  plate  49  posi- 
tioned at  the  bottom  of  the  ladder.     There  is  no  evidence 
m  this  case  that  this  form  of  connection  has  any  function 
similar  to  that  of  the  patented  invention  in  producing  a 
stable  balance  of  forces. 
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IX. 
Conclusion. 

Cross-Appellant  has  not  shown  that  the  Trial  Court's 
findings  of  fact  are  clearly  erroneous.     The  Court's  find- 
ings, conclusions  and  judgment  as  to  the  validity  of  the 
patent  on  the  issues  of  law  formulated  by  the  Pretrial  Or- 
der were  correct  and  fully  supported  by  the  evidence.    This 
evidence  was  that  the  patented  device  was  a  new  combina- 
tion which  functioned  in  a  different  way  from  prior  art 
portable    derricks    to    give    a    stable,    safe,    legal,    easily 
spotted,  portable  derrick,  where  prior  art  portable  derricks 
were  not  stable,  were  not  safe,  were  not  legal  and  were 
difficult  to  spot.    The  problem  solved  by  the  patented  unit 
was  one  long  before  the  industry  and  the  solution  long 
desired.     Cross-Appellants  were  originally  very  skeptical 
of  the  practicality  of  the  drive-in  principle.     They  made 
many  other  efforts  to  solve  the  problem  and  failed.    They 
were  finally  forced  by  competition  to  copy  the  Moon  design. 
This  they  did  by  obtaining  a  confidential  bulletin  prepared 
by  Mr.  Moon. 

The  drive-in  principle  has  displaced  the  prior  art  portable 
derrick,  outselling  all  other  types.  Cross-Appellees  in  their 
advertising  have  been  complimentary  of  the  "singular  ad- 
vance" made  by  the  drive-in  principle. 

The  prior  art  introduced  on  the  issue  of  validity  has  no 
relation  to  the  problem  of  portable  oil  well  derricks.  The 
only  prior  art  which  shows  a  portable  telescopic  derrick 
are  the  back-in  units  which  have  not  been  urged  either  at 
the  trial  or  this  appeal  as  prior  art  against  the  patent.  The 
Downie  and  the  Morton  patents  are  simply  irrelevant.  The 
Evans  patent  is  no  better  and  is  not  competent  evidence  in 
this  action.    The  advertisements  are  simply  sketchy  artist 
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presentations  for  sales  purposes.  They  are  not  descriptive 
and  lack  the  features  which  are  important  elements  of  the 
claims.  The  Court  did  not  see  the  elements  in  the  adver- 
tisements and  did  not  believe  Cross-Appellants'  experts. 
It  did  not  believe  Mr.  Purdum  and  Mr.  Groner,  who  testi- 
fied on  direct  that  they  saw  the  elements  of  the  claims  in 
the  advertisements  and  whose  testimony  on  cross-examina- 
tion contradicted  their  testimony  on  direct.  The  Court's 
findings  of  fact  are  thus  based,  not  only  on  the  documen- 
tary evidence,  but  involved  the  credibility  of  witnesses' 
testimony  and  a  resolution  of  conflict  in  the  evidence. 

We  submit  that  the  Cross-Appellants  have  not  shown 
that  upon  the  evidence  in  this  record  the  Court's  findings 
were  clearly  wrong.  We  submit  that  the  evidence  fully 
supports  the  Court's  findings  that  the  advertisements  and 
the  other  pleaded  prior  art  do  not  disclose  the  patented  in- 
vention and  that  the  patented  invention  is  an  inventive  ad- 
vance over  the  prior  art. 

While  we  believe  the  point  to  be  moot,  however,  we 
have  also  shown  that  the  advertisements  are  incompetent 
as  evidence  on  the  issue  of  anticipation,  since  they  are  less 
than  a  year  prior  to  the  filing  date  to  which  the  patent  in 
issue  is  entitled  and  are  later  than  the  date  of  invention. 
I  We  submit  that  this  Court  should  affirm  the  Court's 
judgment  that  the  patent  and  each  claim  thereof  are  good 
and  valid  in  law. 

Respectfully  submitted, 

Philip  Subkow, 

In  Propria  Persona  and  Attorney  for 
Cross-Appellees. 
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APPENDIX. 

Public  Law  593,  82nd  Congress,  Second  Session, 
Ch.  950,  66  Stat.  792. 
Sec.  4.  (a)  This  Act  shaU  take  effect  on  January  1, 
1953  and  shall  apply  to  all  applications  for  patent  filed  on 
or  after  such  date  and  to  all  patents  granted  on  such  ap- 
plications. It  shall  apply  to  further  proceedings  on  appli- 
cations pending  on  such  date  and  to  patents  granted  on 
such  applications  except  as  otherwise  provided.  It  shall 
apply  to  unexpired  patents  granted  prior  to  such  date 
except  as  otherwise  provided. 

(b)  Section  102  (d)  of  Title  35,  as  enacted  by  section  1 
hereof,  shall  not  apply  to  existing  patents  and  pending 
applications,  but  the  law  previously  in  effect,  namely  the 
first  paragraph  of  R.  S.  4887  (U.S.  Code,  title  35,  sec.  Z2 
first  paragraph,  1946  ed.),  shall  apply  to  such  patents  and 
applications. 

(c)  Section  119,  second  paragraph,  of  Title  35  as  en- 
acted by  section  1  hereof  shall  not  apply  to  existing 
patents, 

(d)  The  period  of  one  year  specified  in  section  102 
(b)  of  Title  35  as  enacted  by  section  1  hereof  shall  not 
apply  in  the  case  of  applications  filed  before  August  5, 
1940,  and  patents  granted  on  such  applications,  and  with 
respect  to  such  applications  and  patents,  said  period  is 
two  years  instead  of  one  year. 

_  (e)  Nothing  contained  in  Title  35,  as  enacted  by  sec- 
tion 1  hereof,  shall  operate  to  nullify  any  judicial  finding 
prior  to  the  effective  date  of  this  Act  on  the  validity  of 
any  patent  by  a  court  of  competent  jurisdiction. 

(f )  Nothing  in  Title  35,  as  enacted  by  section  1  hereof, 
shall  affect  any  provision  of  the  Atomic  Energy  Act  of 
1946  (Aug.  1,  1946,  ch.  724,  60  Stat.  755) 
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(g)  The  period  of  one  year  specified  in  section  4  of 
Title  35  as  enacted  by  section  1  hereof  shall  not  apply 
in  the  case  of  applications  filed  before  the  effective  date 
of  this  Act. 

(h)  The  repeal  of  sections  1-9,  11,  12  of  the  Act  of 
Congress  approved  February  1,  1952  (ch.  4,  66  Stat.  3), 
shall  not  affect  any  rights  or  liabilities  existing  on  the 
date  of  approval  of  this  Act.  An  order  of  secrecy  issued 
under  or  in  effect  under  the  repealed  Act  and  in  effect  on 
the  date  of  approval  of  this  Act,  shall  be  considered  as 
issued  under  this  Act,  and  any  claims  arising  under  the 
repealed  Act  or  subject  to  presentation  and  determina- 
tion pursuant  thereto  and  unsettled  as  of  the  effective 
date  of  this  Act,  may  be  presented  and  determined  pursu- 
ant to  the  provisions  of  this  Act. 

Sec.  5:  The  sections  or  parts  thereof  of  the  Revised 
Statutes  or  Statutes  at  Large  enumerated  in  the  follow- 
ing schedule  are  hereby  repealed.  Any  rights  or  liabili- 
ties now  existing  under  such  sections  or  parts  thereof 
shall  not  be  affected  by  this  repeal. 

United  States  Code,  Title  35 ;  Patents 
§  101.  Inventions  patentable 

Whoever  invents  or  discovers  any  new  and  useful  pro- 
cess, machine,  manufacture,  or  composition  of  matter,  or 
any  new  and  useful  improvement  thereof,  may  obtain  a 
patent  therefor,  subject  to  the  conditions  and  requirements 
of  this  title.  (R.  S.  4886;  35  U.  S.  C,  1946  ed.,  31.) 
§   102.  Conditions  for  patentability;  novelty  and  loss  of 
right  to  patent 
A  person  shall  be  entitled  to  a  patent  unless— 
(a)   the  invention  was  known  or  used  by  others  in  this 
country,  or  patented  or  described  in  a  printed  publication 


■— 3— 

in  this  or  a  foreign  country,  before  the  invention  thereof 
by  the  appHcant  for  patent,  or 

(b)  the  invention  was  patented  or  described  in  a 
printed  publication  in  this  or  a  foreign  country  or  in  public 
use  or  on  sale  in  this  country,  more  than  one  year  prior  to 
the  date  of  application  for  patent  in  the  United  States,  or 

(c)  he  has  abandoned  the  invention,  or 

(d)  the  invention  was  first  patented  or  caused  to  be 
patented  by  the  applicant  or  his  legal  representatives  or 
assigns  in  a  foreign  country  prior  to  the  date  of  the  appli- 
cation for  patent  in  this  country  on  an  application  filed 
more  than  twelve  months  before  the  filing  of  the  applica- 
tion in  the  United  States,  or 

(e)  the  invention  was  described  in  a  patent  granted  on 
an  application  for  patent  by  another  filed  in  the  United 
States  before  the  invention  thereof  by  the  applicant  for 
patent,  or 

i     (f)  he  did  not  himself  invent  the  subject  matter  sought 
to  be  patented,  or 

(g)  before  the  applicant's  invention  thereof  the  inven- 
tion was  made  in  this  country  by  another  who  had  not 
abandoned,  suppressed  or  concealed  it.  In  determining 
priority  of  invention  there  shall  be  considered  not  only  the 
respective  dates  of  conception  and  reduction  to  practice  of 
the  invention,  but  also  the  reasonable  diligence  of  one  who 
was  the  first  to  conceive  and  last  to  reduce  to  practice, 
from  a  time  prior  to  conception  by  the  other  (R  s' 
4886,  4887,  4923;  35  U.  S.  C,  1946  ed.,  31,  32,  72.)  ' 

§  103.  Conditions   for  patentability;  non-obvious   subject 
matter 

A  patent  may  not  be  obtained  though  the  invention  is 
not  identically  disclosed  or  described  as  set  forth  in  section 


102  of  this  title,  if  the  differences  between  the  subject  mat- 
ter sought  to  be  patented  and  the  prior  art  are  such  that 
the  subject  matter  as  a  whole  would  have  been  obvious  at 
the  time  the  invention  was  made  to  a  person  having  ordi- 
nary skill  in  the  art  to  which  said  subject  matter  pertains. 
Patentability  shall  not  be  negatived  by  the  manner  in  which 
the  invention  was  made. 

§  120.  Benefit  of  earlier  filing  date  in  the  United  States 
An  application  for  patent  for  an  invention  disclosed  in 
the  manner  provided  by  the  first  paragraph  of  section  112 
of  this  title  in  an  application  previously  filed  in  the  United 
States  by  the  same  inventor  shall  have  the  same  effect,  as 
to  such  invention,  as  though  filed  on  the  date  of  the  prior 
application,  if  filed  before  the  patenting  or  abandonment 
of  or  termination  of  proceedings  on  the  first  appHcation  or 
on  an  appHcation  similarly  entitled  to  the  benefit  of  the 
filing  date  of  the  first  application  and  it  contains  or  is 
amended  to  contain  a  specific  reference  to  the  earher  filed 
application. 

United  States  Code,  Title  35;  Section  31 

§  31.  Inventions  patentable 

Any  person  who  has  invented  or  discovered  any  new 
and  useful  art,  machine,  manufacture,  or  composition  of 
matter,  or  any  new  and  useful  improvements  thereof,  or 
who  has  invented  or  discovered  and  asexually  reproduced 
any  distinct  and  new  variety  of  plant,  other  than  a  tuber- 
propagated  plant,  not  known  or  used  by  others  in  this 
country,  before  his  invention  or  discovery  thereof,  and  not 
patented  or  described  in  any  printed  publication  in  this  or 
any  foreign  country,  before  his  invention  or  discovery 
thereof,  or  more  than  one  year  prior  to  his  application,  and 
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not  in  public  use  or  on  sale  in  this  country  for  more  than 
one  year  prior  to  his  application,  unless  the  same  is  proved 
to  have  been  abandoned,  may,  upon  payment  of  the  fees 
required  by  law,  and  other  due  proceeding  had,  obtain  a 
patent  therefor.  R.S.  §  4886;  March  3,  1897,  c.  391,  §  1, 
29  Stat.  692;  May  23,  1930,  c.  312,  §  1,  46  Stat. '376,- 
Aug.  5,  1939,  c.  450,  §  1,  53  Stat.  1212. 

Manual  of  Patent  Examining  Procedure  U.  S. 
Patent  Office,  Department  of  Commerce,  (Edition 
OF    Nov.    15,    1949)    201.08    Continuation    in    Part 

A  continuation-in-part  is  an  application  filed  during  the 
lifetime  of  an  earlier  application  by  the  same  appHcant, 
repeating  some  substantial  portion  or  all  of  the  earlier 
application  and  adding  matter  not  disclosed  in  the  said 
earlier  case.     (In  re  Klein,  1930,  CD.  2:  393  O.G.  519) 

A  continuation-in-part  filed  by  a  sole  applicant  may  also 
derive  from  an  earlier  joint  application  showing  a  portion 
only  of  the  subject  matter  of  the  later  application,  subject 
to  the  conditions  stated  in  the  case  of  a  sole  divisional  ap- 
plication stemming  from  a  joint  application  (201.06)  and 
the  further  condition  that  the  applicant  present  an  exact 
line  of  division  between  matters  of  joint  invention  and  sole 
invention.     (In  re  Perrin,  1944  CD.  380;  565  O.C  151.) 

For  notation  to  be  put  on  the  file  jacket  by  the  Ex- 
aminer in  the  case  of  a  continuation-in-part  application  see 
202.02. 

201.11  Continuity  Between  Applications:  When  Entitled  to 
Filing  Date 

A  division,  continuation,  or  continuation-in-part  is 
linked  by  co-pendency  with  the  original  or  parent  applica- 
tion ;  and  contains,  in  whole  or  in  part,  identical  disclosure 


in  common  with  the  original  application.  Such  applica- 
tions are  entitled  to  the  effective  filing  date  of  the  original 
application  for  only  the  common  subject  matter  disclosed. 

A  division,  continuation,  or  continuation-in-part  may  be 
filed  at  any  time  during  the  pendency  of  the  parent  appli- 
cation. Such  continuing  application  may  be  filed,  for  ex- 
ample, after  an  appeal  to  the  Board  or  to  the  Court,  pro- 
vided the  parent  application  has  not  become  abandoned 
(1215)  ;  or  after  the  application  has  gone  to  issue  (In  re 
Febrey,  1943,  CD.  510;  554  O.G.  377).  In  the  latter  case 
the  period  of  pendency  includes  the  three  months'  exten- 
sion when  the  final  fee  is  paid  and  a  three  months'  ex- 
tension for  the  issuance  of  the  patent  is  obtained. 

*     *     * 

202.02  Notation  as  to  Parent  Application  on  Jacket  and 
and  in  File  of  a  Divisional,  Continuation,  Continu- 
ation-in-Part,  or  Substitute  Application 

The  identifying  data  of  a  parent  or  prior  application 
must  be  given  in  the  specification  and  must  be  inserted  by 
the  Examiner  on  the  left  margin  of  the  file  jacket  in  the 
case  of  a  division,  a  continuation,  or  a  substi- 
tute   Application.      The    file    jacket    bears    on    the    left 

hand  margin,  the  legend:  "Division  of  Application  No 

,   filed ,   19 "  This   is  to  be 

filled  in  at  the  time  of  the  first  action  with  the  serial  num- 
ber and  date  of  any  prior  application  of  which  the  one  in 
question  is  a  division,  a  continuation,  or  a  substitute,  the 
word  "Division"  being  replaced  by  Continuation,  and  the 
words  "Division  of"  replaced  by  Substitute  for  abandoned, 
as  may  be  required.  If  the  prior  application  has  issued  as 
a  patent,  the  patent  number  and  date  should  also  be  sup- 
plied.   If  the  application  at  hand  is  a  division  of  a  division, 
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the  data  of  all  cases  involved  should  be  given.  (Order  No. 
1832,  Revised.) 

In  the  case  of  a  continuation-in-part  the  identifying 
data  of  the  parent  or  prior  application  must  be  given  in  the 
specification  and  the  Examiner  must  stamp  only  the  letter 
C~P.  on  the  file  jacket. 

One  of  the  reasons  for  these  notations  being  put  on  the 
file  jacket  is  that  they  indicate  to  the  Docket  Clerk  when  an 
application  is  a  division,  continuation,  continuation- 
in-part  or  a  SUBSTITUTE.  These  four  types  of  appHcations 
must  be  sent  to  the  Assignment  Branch  for  a  title  search 
when  in  condition  for  allowance.  (Order  No.  3411,  Re- 
vised.) See  306  for  work  done  by  the  Assignment  Branch 
pertaining  to  these  particular  types  of  applications. 

Only  the  letters  C~P.  (without  data)  are  placed  on  the 
file  jacket  in  the  case  of  a  continuation-in-part  because  the 
printer  does  not  use  the  data  of  the  prior  application  in 
setting  up  the  heading  when  printing  a  continuation-in- 
part  patent. 

Walker  on  Patents,  Deller's  Edition 

"The  novelty  required  in  order  that  an  invention  may  be 
protected  by  a  patent  is  that  it  must  be  new.  Statements 
that  some  things  are  not  patentable  because,  though  new  in 
a  commercial  sense,  they  are  not  new  in  the  eye  of  the 
patent  law,  occur  in  a  few  reported  cases.  Boston  Pencil 
Pointer  Co.  v  Auto.  Pencil  Sharpener  Co.,  276  Fed.  910, 
CCA.  2  (1921).  In  every  such  instance,  however,  it 
would  have  been  more  accurate  to  say  that  some  things 
are  not  patentable  because,  though  new  things,  they  are  not 
invented  things.  Such  things  lack  patentability  not  be- 
cause they  lack  newness,  but  because  they  lack  invention. 
Boston  Pencil  Pointer  Co.  v.  Auto.  Pencil  Sharpener  Co., 
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supra;  Aro  Equip.  Corp.  v.  Herring-Wissler  Co.,  84  F. 
(2d)  619,  CCA.  8  (1936).  The  question  belongs  to  the 
domain  of  invention  and  not  to  that  of  novelty,  and  it  is 
therefore  treated  in  the  third  chapter  of  this  book.  With 
this  explanation,  it  is  not  untrue  nor  misleading  to  say 
that  whatever  is  really  new,  is  new  in  the  eye  of  the 
patent  law.  Therefore  in  order  to  negative  novelty  or,  as 
it  is  usually  expressed,  to  "anticipate"  an  invention,  it  is 
necessary  that  all  of  the  elements  of  the  invention  or  their 
equivalents  be  found  in  one  single  description  or  structure 
where  they  do  substantially  the  same  work  in  substantially 
the  same  way.  Imhaeuser  v.  Buerk,  101  U.S.  647,  660, 
25  L.Ed.  945  (1879) ;  Bates  v.  Coe,  98  U.S.  31,  25  L.Ed. 
68  (1878)  ;  Ottumwa  Box  Car  Loader  Co.  v.  Christy  Box 
Car  Loader  Co.,  215  Fed.  362,  CCA.  8;  Ventilated 
Cushion  &  Spring  Co.  v.  D'Arcy,  232  Fed.  468,  CCA.  6 
(1916)  ;  Dow  Chem.  Co.  v.  WilHams  Bros.  Well  Treating 
Co.,  81  F(2d)  495,  501,  CCA.  10  (1936);  Universal  Oil 
Products  Co.  V.  Winkler-Kock  E.  Co.,  6  F.Supp.  763,  770, 
D.C,  D.  Del.  (1934),  aff'd  7  F.  (2d)  991,  CCA.  3 
(1935)."  (Vol.  1,  pp.  254,  255.) 

Alexander  Anderson,  Inc.  v.  Eastman  (D.C.S.D.  of  Cal. 
CD.  1936),  16  F.Supp.  513. 

'Whenever  printed  publications,  and  particularly  those 
in  foreign  languages,  are  relied  upon  as  anticipations  or  to 
negative  novelty  in  a  method  claim  of  a  domestic  patent, 
the  publication  must,  within  their  four  corners,  clearly  and 
fully  describe  the  method  claimed  in  the  patent  and  under 
consideration,  Seymour  v.  Osborne,  11  Wall.  516,  20 
L.Ed.  33;  Permutit  Co.  v.  Harvey  Laundry  Co.  (C.C.A.2) 
279  F.  713,  718;  Permutit  Co.  v.  Wadham  (C.C.A.6)  13 
F.  (2d)  454,  456;  Loew  Filter  Co.  v.  German- American 
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Filter  Co.  (C.C.A.6)  164  F.  855;  Naylor  v.  Alsop  Process 
Co.  (C.C.A.8)  168  F.  911,  917;  Fulton  Co.  v.  Bishop  & 
Babcock  Co.  (D.C.)  17  F.(2d)  99."  (P.  522) 

Balahan  et  al.  v.  Polyfoto  Corporation,  47  Fed.  Supp. 
472  at  477,  478. 

"A  device  is  new  within  the  meaning  of  the  patent  laws 
unless  all  its  elements  can  be  found  in  a  single  prior  descrip- 
tion or  structure  where  they  do  the  same  work  in  sub- 
stantially the  same  way.     Chicago  Lock  Co.  v.  Tratsch, 
7  Cir.,  72  F.2d  482,  487.    As  we  have  already  pointed  out, 
the  prior  art  cited  by  the  defendant  in  this  case  does  not 
do  the  same  work  as  the  patent  in  suit  and,  consequently, 
not  in  substantially  the  same  way.    An  invention  is  not  an- 
ticipated by  an  accidental,  incidental  or  unintentional  use 
of  some  of  its   features   unless  the  benefits  or  ensuing 
results    from    such    use    are    appreciated    or    recognized. 
Tilghman  v.  Proctor,  102  U.S.  707,  711,  26  L.Ed.  279; 
Edison  Electric  Light  Co.  v.  Novelty  Incandescent  Lamp 
Co.,  3  Cir.,  167  F.  977,  980.    The  fact  that,  by  transpos- 
ing parts  of  the  Wilson  patent,  the  order  of  the  Balaban 
invention  can  be  obtained  is  not  anticipation,  for  Wilson 
neither  disclosed  a  combination  such  as  the  Balaban  device 
nor  did  he  appreciate  the  results  to  be  obtained  from  such 
a  combination."  (p.  478) 

Bianchi  v.  Barili  (9th  CA  1948),  168  F.(2d)  793  p 
796. 

"In  TopHff  V.  Tophff  and  Another,  145  U.S.  156,  161, 
12  S.Ct.  825,  828,  36  L.Ed.  658,  the  Court  said:  It  is  not 
sufficient  to  constitute  an  anticipation  that  the  device  re- 
lied upon  might,  by  modification,  be  made  to  accomplish 
the  function  performed  by  the  patent  in  question,  if  it 
were  not  designed  by  its  maker,  nor  adapted,  nor  actually 
used,  for  the  performance  of  such  functions.'  "  (p.  796) 
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Ralph  N.  Brodie  Co.  et  al.  v.  Hydraulic  Press  Mfg.  Co. 
(9th  CCA.  1945),  151  R2d  91. 

"Both  patents  were  regularly  issued.  Hence  both  pat- 
ents and  all  claims  thereof  were  presumptively  vaHd.^^ 
Hence  the  burden  of  establishing  the  invalidity  of  claims 
7,  9,  10,  11,  14  and  15  of  patent  No.  2,067,265  and 
claims  7,  8,  9  and  10  of  patent  No.  2,136,240  rested  on 
appellants. ^^ 

All  these  claims  were  for  combinations.  Appellants 
alleged,  in  substance  and  effect,  that  these  combinations 
were  not  new,^^  and  that  therefore  the  claims  were  in- 
valid for  lack  of  novelty.  The  question  thus  presented 
was  one  of  fact.^*  On  this  question,  appellants  had  the 
burden  of  proof.^^ 

Appellants  alleged,  in  substance  and  effect,  that  the 
combinations  did  not  involve  invention,  but  were  merely 
the  product  of  ordinary  skill,  and  that  therefore  the 
claims   were   invalid   for   lack   of   invention.     The  ques- 


i^Radio  Corporation  of  America  v.  Radio  Engineering  Labora- 
tories 293  U.  S.  1,  7-10,  54  S.  Ct.  752,  7^  L.  Ed.  1453;  Reinharts 
V.  Caterpillar  Tractor  Co.,  9  Cir.,  85  F.  2d  628,  630. 

^^See  cases  cited  in  footnote  11. 

i^See  §4886  of  the  Revised  Statutes,  35  U.  S.  C.  A.  §31. 

i^Battin  v.  Tagger,  17  How.  74,  84,  15  L.  Ed.  37;  Reckendorfer 
V.  Faber,  92  U.  S.  347,  352,  23  L.  Ed.  719;  Leeds  &  Cadin  Co.  v. 
Victor  Talking  Machine  Co.,  213  U.  S.  301,  312,  29  S.  Ct.  495,  53 
L.  Ed.  805;  American  Sales  Book  Co.  v.  Bullivant,  9  Cir.,  117  F. 
255,  258;  Parker  v.  Stebler,  9  Cir.,  177  F.  210,  212. 

I'^Mumm  V.  Jacob  E.  Decker  &  Sons,  301  U.  S.  168,  171,  57  S. 
Ct.  675,  81  L.  Ed.  983;  Parker  v.  Stebler,  supra;  San  Francisco 
Cornice  Co.  v.  Beyrle,  9  Cir.,  195  F.  516,  518;  Diamond  Patent  Co. 
V  S.  E.  Carr  Co.,  9  Cir.,  217  F.  400,  402;  Los  Angeles  Lime  Co.  v. 
Nye,  9  Cir.,  270  F.  155,  163;  Schumacher  v.  Buttonlath  Mfg.  Co., 
9  Cir.,  292  F.  522,  531. 
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tion  thus  presented  was  one  of  fact/^     On  this  question, 
appellants  had  the  burden  of  proof /^ 

On  both  questions, — the  question  of  novelty  and  the 
question  of  invention — the  evidence^^  was  conflicting.  Re- 
solving the  conflicts  in  favor  of  appellee,  the  court  found 
that  the  combinations  were  new,  that  they  involved  in- 
vention, and  that  therefore  the  claims  were  not  invaHd 
for  lack  of  novelty  or  for  lack  of  invention.  These 
findings  are  supported  by  substantial  evidence,  are  not 
clearly  erroneous  and  should  not  be  set  aside."^^ 

In  Cold  Metal  Process  Co.  v.  Carnegie-Illinois  Steel 
Corporation,  (3rd  C.  C.  A.  1939),  108  F.  2d  322,  323; 
cert.  den.  309  U.  S.  665;  op.  withdrawn  upon  Stip. 
115  F.  2d  ZZ. 

"In  considering  the  prior  art  as  embodied  in  the 
many  patents  cited  to  show  lack  of  novelty  in  Steckel's 
combination,  we  here  note  case  of  Skelly  Oil  Co.  v. 
Universal  Oil  Products  Co.,  3  Ci.,  31  F.  2d  427,  431, 
where,  speaking  for  this  court,  Judge  Woolley  admirably 
stated  the  test  as  follows:    'A  patent  relied  upon  as  an 


i«Thomson  Spot  Welder  Co.  v.  Ford  Motor  Co.  265  U  S  445 
446,  44  S.  Ct.  533,  68  L.  Ed.  1098;  Stoody  Co.  v.  Mills  Alloys  9 
S^-'  ^U-  2d  807,  812;  Reinharts  v.  Caterpillar  Tractor  Co.,  supra; 
Wire  Tie  Machinery  Co.  v.  Pacific  Box  Corp.,  9  Cir.,  102  F  2d 
543,  552;  Research  Products  Co.  v.  Tretolite  Co.,  9  Cir!,  106  F.  2d 

i^Hunt  Bros.  Fruit  Packing  Co.  v.  Cassidy,  9  Cir.,  53  F.  257,  259  • 
Reinharts  v.  Caterpillar  Tractor  Co.,  supra;  National  Nut  Co  v' 
Sontag  Chain  Stores  Co.,  9  Cir.,  107  F.  2d  318,  ?>?>Z. 

^^The  evidence  consisted  of  43  exhibits  and  the  testimony  of  four 
witnesses.  The  exhibits  included  copies  of  the  patents  (Nos.  2,067,- 
265  and  2,136,240)  here  involved  and  copies  of  17  prior  patents. 
The  witnesses  included  appellee's  expert,  Arthur  M.  Greene,  Jr  and 
appellants'  expert,  Alanson  P.  Brush. 

■^^See  Rule  52(a)  of  the  Federal  Rules  of  Civil  Procedure  28 
U.  S.  C.  A.  following  section  723c  (p.  94). 
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anticipation  must  itself  speak.  Its  specification  must 
give  in  substance  the  same  knowledge  and  the  same 
directions  as  the  specification  of  the  patent  in  suit. 
Otto  V.  Linford,  46  L.T.  (N.S.)  35,  44.  It  is  not 
enough  to  prove  that  a  method  or  apparatus  described 
in  an  earlier  specification  can  be  made  to  produce  this 
or  that  result.  Flour  Oxidizing  Co.  v.  Carr  &  Co., 
35  R.P.C.  457.  A  singularly  sensible  test  of  the  rule 
of  anticipation  is  given  in  British  Thomson-Houston  Co. 
V.  Metropolitan  Vickers  Electrical  Co.,  45  R.P.C.  22, 
by  asking  the  question — "Would  a  man  who  was  grap- 
pling with  the  problem  solved  by  the  patent  attacked, 
and  having  no  knowledge  of  that  patent,  if  he  had  had 
the  alleged  anticipation  in  his  hand,  have  said:  'That 
gives  me  what  I  wish?'  "  The  Pope  Alliance  Corporation 
v.  The  Spanish  River  Pulp  &  Paper  Mills,  Ltd.  (Privy 
Council  Appeals  No.  33  of  1926).' 

This  was  restated  in  this  circuit  in  Worthington  Mower 
Co.  V.  Gustin,  3  Cir.,  80  F.  (2d)  594,  petition  for  certio- 
rari denied,  297  U.  S.  725,  56  S.  Ct.  500,  80  L.  Ed. 
1008,  and  in  American  Safety  Table  Co.  v.  Singer 
Sewing  Mch.  Co.,  3  Cir.,  95  F.  2d  543,  550,  certiorari 
refused,  305  U.  S.  622,  59  S.  Ct.  82,  83  L.  Ed.  397."  (p. 
323) 

Diehold,  Inc.  v.  Record  Files,  Inc.,  114  Fed.  Supp.  375 
(1953)  D.  C.  N.  D.  Ohio  E.  D. 

'The  application  of  the  Patent  Codification  Act  to 
pending  suits  and  suits  on  unexpired  patents  instituted 
after  January  1,  1953,  its  effective  date,  must  depend 
upon  the  particular  section  of  the  Act  invoked  and 
whether  the  facts  giving  rise  to  a  new  claim  or  de- 
fense  under   the   Act   occurred   after    its    effective   date. 
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While  it  is  true  that  there  are  expressions  of  opinion 
in  the  decisions  of  the  courts  and  in  the  legislative 
history  that  the  Act  was  intended  to  be  a  codification, 
only,  of  the  existing  law  (see  Thys  Co.  v.  Oeste,  D.C 
111  F.  Supp.  665;  New  Wrinkle,  Inc.,  v.  Watson, 'd  c' 
Cir.,  206  F.  2d  421,  cited  by  defendant,)  it  'also  is* 
clear  that  some  substantive  changes  were  enacted  by 
the  Congress. 

"Section  253  relating  to  disclaimers  and  now  under  con- 
sideration is  one  instance  of  such  change.  See  Reviser's 
note  under  this  Section,  and  Section  1,321,  amended 
Rules  of  Practice  of  the  U  S.  Patent  Office,  35  U.S.C.A. 
Appendix.  Thus,  under  the  new  Section  only  a  claim 
'as  a  whole'  may  now  be  disclaimed. 

"This  change  in  the  law  relating  to  disclaimers  cannot 
benefit  the  present  defendant,  however,  for  the  disclaimer 
in  this  case  was  filed  under  the  old  statute.  The  con- 
stitutional principle  of  due  process  prohibits  the  retro- 
active application  of  the  new  statute  and  a  resultant  in- 
vahdation  of  the  plaintififs'  patent  claims."   (p.  376) 

Florence-Mayo  Nuway  Co.  v.  Hardy  (4th  CCA  194^^ 
168  F.  2d  77S.  '    •^•'^^^>' 

"The  combination  of  Mayo,  then,  was  new  and  useful 
and  not  anticipated  in  the  prior  art.     We  think  it  un- 
questionably  involved   patentable   invention   and   not   the 
application  of  mere  mechanical  skill.     It  is  easy  to  say 
now  that  what  Mayo  did  was  simple  and  obvious;  but 
nobody   seems   to   have   thought   of   doing   what   he   did 
until  he  did   it.     Knowledge  after   the  event   is   always 
easy,  and  problems  once  solved  appear  as  never  having 
presented    difficulty.      We    must    try,    however,    to   avoid 
the  danger  which  Judge  Evans  has  recently  pointed  out 
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of  thinking  there  is  no  invention  merely  because  we  can 
understand  a  mechanism  after  it  has  been  explained  to 
us.    National  Slug  Rejectors  v.  A.  B.  T.  Mfg.  Co.,  7  Cir., 
164  F.  2d  333,  336.     As  said  by  Mr.  Justice  McKenna 
in  the  Grant  Tire  Case,  'the  law  has  other  tests  of  the 
invention   than   subtle   conjectures    of   what   might   have 
been   seen   and  yet   was   not.      It   regards   a   change   as 
evidence  of  novelty,  the  acceptance  and  utility  of  change 
as  a  further  evidence,  even  as  demonstration.'     Diamond 
Rubber    Co.    v.    Consolidated    Tire    Co.,    220   U.S.    428, 
435,  31  S.Ct.  444,  447,  55  L.Ed.  527;  U.  S.  Industrial 
Chemical  Co.  et  al  v.  Theroz  Co.,  4  Cir.,  25  F.  2d  387; 
Frick  Co.  V.  Lindsay,  4  Cir.,  27  F.  2d  59.     Applicable 
also    is    the    following    statement    from    the    opinion    in 
Black  &  Decker  Mfg.  Co.  v.  Baltimore  Truck  Tire  Serv- 
ice Corp.,  4  Cir.,  40  F.   2d  910,   914,   where  we   said: 
To  the  presumption  of   validity  attaching  to  the   grant 
of  the  patent  by  the   Patent   Office,   there   is   the  addi- 
tional presumption  arising  from  the  fact  that  the  inven- 
tion filled  a  want  arising  from  a  new  situation,  that  it 
entered  into  immediate  use,   and  that  it  met  with  pro- 
nounced commercial  success.    Tenco  Electric  Motor  Co.  v 
Apco  Mfg.  Co.,  275  U.S.  319,  48  S.Ct.  170,  72  L.Ed. 
298;  Diamond  Rubber  Co.  v.  Consolidated  Rubber  Tire 
Co.,  220  U.S.  428,  31   S.Ct.  444,  55  L.Ed.  527;  Pang- 
born  Corporation  v.  W.  W.  Sly  Mfg.  Co.,  4  Cir.,  284  F. 
217.     And  in  addition  to  this  is  the  presumption  arising 
from  the  imitation  of  the  patented  article  by  the  manu- 
facturer  of   the   alleged   infringing   device.      As   to   this, 
we  agree  with  what  was  said  by  Judge  Hough,  speaking 
for  the  Circuit  Court  of  Appeals  of  the  Second  Circuit 
in   Kurtz   v.   Belle   Hat   Lining   Co.,   280   F.   277,   281: 
"The  imitation  of  a  thing  patented  by  a  defendant,  who 
denies  invention,  has  often  been  regarded,  perhaps  espe- 
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;    cially  in  this  circuit,  as  conclusive  evidence  of  what  the 
defendant  thinks  of  the  patent,  and  persuasive  of  what 
;    the  rest  of  the  world  ought  to  think."  ' 

"See  also  Goodyear  Tire  &  Rubber  Co.  v.  Ray-0-Vac 
Co.,  321  U.S.  275,  279,  54  S.Ct.  593,  88  L.Ed.  721, 
and  Hoeltke  v.  C.  M.  Kemp  Mfg-.  Co.,  4  Cir.,  80  F.  2d 
912;  Brown  and  Sharpe  Mfg.  Co.  v.  Kar  Engineering 
Co.  Inc.,  1  Cir.,  154  F.  2d  48."  (p.  781  and  782.) 

Grever  v.   United  States  Hoffman  Co.    (6th  CCA 
1913)   202  F.  923. 

"It  was  not  merely  a  reversal  of  parts,  but  a  dis- 
covery that,  by  the  reversal  of  the  parts,  and  adaptation 
that  was  simple  enough  after  the  reason  for  the  change 
was  observed,  he  could  get  a  new  result,  and  that  the 
parts  so  combined  would  co-act  in  a  different  manner, 
and  from  such  new  co-action  and  such  new  result  it 
follows  there  was  invention."  (p.  925) 

Intermitional  Cellucotton  Products  Co.  v.  Sterilek  Co 
^nc.    (2d  C.  C.  A.  1938),  94  F.  2d  10. 

"The  validity  of  the  other  claims  in  suit,  depends  upon 
what   the  art   had   known.      There  had   been   a   machine 
in  use  smce  1910  or  1912-AIarcus,  No.  1 ,038,493-which 
I  made    such   pads    by   cutting   sections    of    filler    from    a 
'  continuous  web,  depositing  them  upon  a  gauze  web  and 
foldmg  the  wrapper  around  them.     The  pads  themselves 
were  composite,  being  first  built  up  out  of  two  layers- 
and  the  mechanism  for  wrapping  both  the  outer  layer  of 
the   pads    and   the   gauze,    was    in   general   the    same   as 
Bauer's.     This  was  the  nearest  reference  in  the  imme- 
diate   field,    and    to    it    we    shall    recur.      However     the 
examiner  cited  against  these  claims,  as  well  as  against 
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claim  19,  the  ''Johnson  &  Johnson  machine,"  which  we 
have  just  mentioned,  but  about  whose  structure  the  file- 
wrapper  tells  very  Httle.     To  escape  this  reference  Bauer 
limited   the   claims   in   suit   to   a   machine   in   which   the 
gauze  ran  at  right  angles  to  the  filler  web,  just  as  he 
introduced  into  claim  19,  the  other  clause  just  considered. 
The  defendant  bases  its  case  very  largely  on  the  assump- 
tion that   by   so   doing  he   conceded   that   the   prior   art 
anticipated  the  claims  except  for  this  interpolated  feature. 
This  has  been  sometimes  said  in  the  case  of  disclaimers, 
which  are  in  substance  Hmitations  imposed  after   issue; 
but  it  is  a  mistaken  view  of  the  law.     When  an  inventor 
consents   to  Hmit  his   monopoly,   there   is   no   reason   in 
fact  to  impute  to  him  the  belief  that  his  only  patentable 
advance  lies  in  the  element  so  introduced.    He  may  merely 
think  that  he  still  retains  enough  for  practical  purposes, 
and  that  the  examiner's  insistence  does  not  justify  the 
expense  of  an  appeal.     Nor  is  there  any  reason  to  impose 
upon  him  the  same  consequence  as  though  he  had  for- 
mally so  conceded;  it  is  enough  that  he  has   freed  the 
art  except  as  the  claim  reads,  and  that  he  has  surrendered 
any  power  under  the  doctrine  of  equivalents  to  resume 
what  he  has  given  up.     He  has  done  nothing  which  need 
prevent  him   from   insisting  in  support  of   the  claim   as 
allowed  that  his  invention  was  broader  than  the  examiner 
supposed;  he  is  not  confined  to  the  examiner's  reasoning 
or  committed  to  his  mental  processes.     United  Chromium 
V.   International   Silver   Co.,   2   Cir.,   60  F.2d   913,   915. 
We  cannot  therefore  recognize  the  'Johnson  &  Johnson 
machine'  for  any  purpose  whatever;  it  was  not  proved 
as  a  prior  use,  and  until  it  was,  the  defendant  might  not 
rely  upon  it."  (p.  12) 
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Jacussi  Bros.,  Inc.  v.  Berkeley  Pump  Co     r9th  C  C  A 
1951)  191  F.  2d  632.  *     '     * 

"A  true  combination  which  performed  a  new  function 
necessarily  must  be  found  as  a  whole  in  a  prior  patent 
1  or  publication  in  order  to  accomplish  destruction  of  a 
I  grant  of  monopoly.  Imhaeuser  v.  Buerk,  101  U.S.  647, 
j  660,  25  L.Ed.  945;  Adams  v.  Bellaire  Stamping  Co  141 
j  U.S.  539,  542,  12  S.Ct.  66,  35  L.Ed.  849."  (p.  6^7)  ' 
t 

Kirsch  Mfg.   Co.   v.   Gould  Mersereau  Co     Inc     (2d 
C.  C.  A.  1925),  6  F.  2d  793. 

"*  *  *  An  invention  is  a  new  display  of  ingenuity  be- 
yond the  compass  of  the  routineer,  and  in  the  end'  that 
IS  all  that  can  be  said  about   it.     Courts   cannot  avoid 
I    the  duty  of  divining  as  best  they  can  what  the  day  to 
day  capacity  of  the  ordinary  artisan  will  produce.     This 
they  attempt  by  looking  at  the  history  of  the  art    the 
occasion   for   the   invention,    its   success,   its   independent 
repetition  at  about  the  same  time,  and  the  state  of  the 
underlying  art,  which  was  a  condition  upon  its  appear- 
ance at  all.      Yet,   when   all   is   said,   there   will   remain 
cases    when    we    can    only    fall    back    upon    such    good 
sense   as    we   may   have,    and   in   these   we   cannot   help 
exposing  the  inventor  to  the  hazard  inherent  in  hypostatiz- 
mg  such  modifications  in  the  existing  arts  as  are  within 
the  limited  imagination  of  the  journeyman.     There  comes 
a  point  when  the  question  must  be  resolved  by  a  subjective 
opimon  as  to  what  seems  an  easy  step  and  what  does  not » 
(p.  794) 

Kurts  V.  Belle  Hat  Lining  Co.   (2nd  CCA    192?^ 
280  F.  277.  "     '      '         ^' 

"The  imitation   of  a   thing  patented   by   a   defendant 
who  denies  invention,  has  often  been  regarded,  perhaps 
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especially  in  this  circuit,  as  conclusive  evidence  of  what 
the  defendant  thinks  of  the  patent,  and  persuasive  of  what 
the  rest  of  the  world  ought  to  think.  David  v.  Harris, 
206  Fed.  902,  904,  124  CCA.  477;  Smith  v.  Peck 
(CCA.)  262  Fed.  415,  417.  Commercial  success  has 
been  too  recently  and  too  often  considered  to  justify  much 
citation;  but,  however  unsafe  as  a  guide  (Boston,  etc. 
Co.  V.  Automatic  [CCA.]  276  Fed.  910),  it  has  always 
been  a  powerful  piece  of  evidence,  especially  when  the 
prior  art  shows  no  success  along  the  same  lines  (David  v. 
Harris,  supra)."  (p.  281) 

In  Lincoln  Stores  v.  Nashua  Mfg.  Co.,  (1st  CCA. 
1946),  157  F.  2d  154;  cert.  den.  329  U.  S.  811;  67  S.  Ct. 
623;  91  L.  Ed.  692. 

'The  prior  art  will  not  anticipate  a  patent  for  a  com- 
bination unless  it  discloses  'all  the  elements  of  such  combi- 
nation, or  their  mechanical  equivalents,  functioning  in 
substantially  the  same  way  to  produce  substantially  the 
same  result';  and  a  prior  patent  does  not  anticipate  a 
subsequent  patent  where  the  prior  patent  failed  to  solve 
the  problem  which  the  subsequent  patent  solves  success- 
fully. Williams  Iron  Works  Co.  v.  Hughes  Tool  Co.. 
supra,  109  F.  2d  at  page  506,  510."    (p.  160) 

Loew  Filter  Co.  v.  German-American  Filter  Co.  of  N.Y. 
(6th  C.  C  A.  1908),  164  F.  855. 

''Neither  do  we  think  the  Zimmer  article  an  antici- 
pation of  Stockheim's  first,  second,  or  fourth  claim.  While 
Zimmer  points  out  that  'no  air  should  be  allowed  to  pass 
into  the  filter,'  and  that  a  deUvery  of  foamless  beer 
from  the  outlet  side  of  the  filter  is  dependent  upon  there 
being  'no  air  in  the  apparatus'  and  a  proper  back  pressure, 
yet  he  does  not  disclose  how  the  admission  of  air  is  to 
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be  prevented,    or   how   air    which   may   be   originally    in 
the  apparatus,  or  which  may  enter  during  the  operation, 
is  to  be  expelled  without  passing  through  the  filter,   to 
the  injury  of  the  filter  material  as  well  as  to  the  beer. 
Zimmer  seems  to  refer  chiefly  to  preventing  the  admis- 
sion of  air  to  the  apparatus,  meaning,  probably,  during 
the  operation  of  filtering.     Touching  such  admissions,  he 
refers  to  the  use  of  a  well-known  'special  contrivance  pro- 
vided to  prevent  this.'     What   this   contrivance  was,   or 
how  it  operated,  he  does  not  tell  us,  nor  have  we  any 
means  of  knowing.     Prof.  Mabery,  an  expert  for  appel- 
lants, gives  it  as  his  opinion  that  by  this  reference  to  the 
exclusion  of  atmospheric  air  he  meant  the  1uft  sammler,' 
or  air  collector,  which  is  attached  to  the  large  filter  used 
by  the  Hammels  at  Socorro  and  described  in  Michel  Brew- 
ery Book.     The  contrivance  referred  to  by  Zimmer  can 
only  be  shown  by  evidence  that  it  was  either  in  known 
common  use  or  had  been  described  by  some  publication 
of  which  the  general  public  must  take  notice.    The  Zimmer 
publication  must  be  given  efifect  as  an  anticipation  only 
to  the  extent  that  it  actually  gave  to  the  public  informa- 
tion of  a  process  of  filtration.     It  is   not  competent  to 
read  into  such  a  publication  information  which  it  does  not 
give,  or  by  expert  opinion  explain  an  otherwise  uninform- 
ing  statement  by  evidence  of  some  apparatus  or  article 
not  itself  competent  as  an  anticipation.     Badische  Anilin 
&  Soda  Fabrik  v.  Kalle  &  Co.,  104  Fed.  802,  44  C.C  201  " 
(p.  860) 

Maulsby  v.  Conzevoy  (9th  C.  C.  A.  1947)    161  F    2d 
165. 

"Appellee  alleged,  in  substance  and  efifect,  that  the  meth- 
ods   described    in    the    claims    were    not    new,    and    that 
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therefore   the   claims    were   invahd   for    lack   of    novelty. 
The  question  thus  presented  was  one  of  fact.^ 

''Appellee  alleged,  in  substance  and  effect,  that  the 
methods  described  in  the  claims  did  not  involve  invention, 
but  were  merely  the  product  of  ordinary  skill,  and  that 
therefore  the  claims  were  invalid  for  lack  of  invention. 
The  question  thus  presented  was  one  of  fact.^ 

"On  both  questions — the  question  of  novelty  and  the 
question  of  invention — the  evidence  was  conflicting.  Re- 
solving the  conflicts  in  favor  of  appellee,  the  court  found 
that  the  methods  were  not  new,  that  they  did  not  involve 
invention,  and  that  therefore  the  claims  were  invalid  for 
lack  of  novelty  and  for  lack  of  invention.  These  findings 
are  supported  by  substantial  evidence,  are  not  clearly 
erroneous  and  should  not  be  disturbed.'"' 

/.  A.  Mohr  '&  Son  v.  Alliance  Securities  Co.,  14  Fed.  2d, 
799. 

'Tt  is  to  be  borne  in  mind  that  the  prior  art  here 
relied  upon  consists  entirely  of  patents,  and  that  when 


^Battin  v.  Taggert.  17  How.  74,  84,  15  L.  Ed.  2>7 ;  Reckendorfer 
V.  Faber,  92  U.  S.  347,  352,  23  L.  Ed.  719 ;  Leeds  &  Catlin  Co.  v. 
Victor  Talking  Machine  Co.,  213  U.  S.  301,  312,  29  S.  Ct.  495,  53 
L.  Ed.  805;  American  Sales  Book  Co.  v.  Bullivant,  9  Cir.,  117  F. 
255  258;  Parker  v.  Stebler,  9  Cir.,  177  F.  210,  212;  Ralph  N. 
Brodie  Co.  v.  Hydraulic  Press  Mfg.  Co.,  9  Cir..  151  F.  2d  91,  94. 

^Thomson  Spot  Welder  Co.  v.  Ford  Motor  Co.,  265  U.  S.  445, 
446,  44  S.  Ct.  533,  68  L.  Ed.  1098;  Stoody  Co.  v.  Mills  Alloys,  9 
Cir.,  67  F.  2d  807,  812;  Reinharts  v.  Caterpiller  Tractor  Co.,  9  Cir., 
85  F.  2d  628,  630;  Wire  Tie  Machinery  Co.  v.  Pacific  Box  Corp., 
9  Cir.,  102  F.  2d  543,  552 ;  Research  Products  Co.  v.  Tretolite  Co., 
9  Cir.',  106  F.  2d  530,  534;  Ralph  N.  Brodie  Co.  v.  Hydraulic 
Press  Mfg.  Co.,  supra;  Crowell  v.  Baker  Oil  Tools,  9  Cir.,  153  F. 
2d  972,  978. 

4Rule  52(a)  of  the  Federal  Rules  of  Civil  Procedure,  28  U.  S. 
C.  A.  following  section  723c;  Ralph  N.  Brodie  Co.  v.  Hydraulic 
Press  Mfg.  Co.,  s^pra  (p.  167). 
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it  is  sought  by  means  of  prior  patents  to  ascertain  the 
state  of  the  art,  'nothing  can  be  used  except  what  is 
discosed  on  the  face  of  those  patents.  They  cannot  be 
reconstructed  in  the  Hght  of  the  invention  in  suit,  and 
then  used  as  a  part  of  the  prior  art.'  Naylor  v.  Alsop 
Process  Co..  168  F.  911,  94  CCA.  315;  Frey  v.  Marvel 
Auto  Supply  Co.,  236  F.916,  150  CCA.  178."   (p.  800) 

Patterson-Ballagh  Corp.  et  al  v.  Moss  et  a/  (9th  C  C  A 
1953),  201  F.  2d  403. 

''  *  *  *  It  is  agreed  that  the  spooler  disclosed  in  the 
Moss  patent  shows  every  element  of  the  Reed  patent,  ex- 
cept that  in  the  Moss  patent  the  spooler  is  suspended  from 
a   hinging   line   attached   to   an   eye   at    the   top   of    the 
spooler   in   such   a   manner   as   to   enable   the   spooler   to 
hang  substantially  parallel  to  the  drilling  line  which  passes 
through   it.      In   the   Reed   patent   the   eye   is    placed   in 
the  middle  or   longitudinal  center  of  the  spooler.      It  is 
conceded  that  hanging  the  spooler  from  the  middle  eye 
causes  greater  pressure  upon  the  drilling  hne   from  the 
spooler,  and,  therefore,  more  rapid  wear.  *  *  *"  (p.  405) 
"The  Moss  spooler  represents  one  of  the  more  recent 
efforts   to  deal  with  an  old  problem,   that   is,   the   prob- 
lem of  lateral  whip  of  the  drilling  line  between  the  crown 
block    and    the    cylinder    drum.      Previous    spoolers    had 
succeeded  at  least  to  some  extent  in  diminishing  the  whip 
of  the  cable.     However,  the  Moss  spooler,  with  its  eye 
for  the  hanging  line  at  the  top,  was  the  first  spooler  not 
only  to  diminish  the  lateral  whip  of  the  line  but  also  to 
substantially    eliminate    the    frictional    wear    on    the    line 
caused   by   the   spooler   itself   when   hung   in   a   different 
manner,  for  example,  from  a  middle  eye  as  in  the  Reed 
patent. 

''  *  *  * 


—22— 

"It  is  quite  apparent  that  simplicity  alone  will  not 
preclude  invention.  Hindsight  tends  to  color  the  seeming 
obviousness  of  that  which  in  fact  is  true  contribution  to 
prior  art.  'Knowledge  after  the  event  is  always  easy, 
and  problems  once  solved  present  no  difficulties,  indeed, 
may  be  represented  as  never  having  had  any,  and  expert 
witnesses  may  be  brought  forward  to  show  that  the  new 
thing  which  seemed  to  have  eluded  the  search  of  the 
world  was  always  ready  at  hand  and  easy  to  be  seen 
by  a  merely  skillful  attention.'  Diamond  Rubber  Co.  v. 
Consolidated  Rubber  Tire  Co.,  1911,  220  U.S.  428,  435, 
31  S.Ct.  444,  447,  55  L.Ed.  527. 

"If  hanging  a  spooler  from  an  eye  at  the  top  was 
obvious  to  one  skilled  in  the  art,  including  a  practical 
man  of  the  oil  fields,  we  do  not  understand  why  appel- 
lants manufactured  their  spoolers  with  an  eye  in  the 
middle  from  July  1936  to  July  1937.  There  are  other 
unanswered  questions.  If  appellants  finally  changed  the 
eye  on  their  spoolers  from  the  middle  to  the  top  in 
July  1937  in  response  to  suggestions  received  from  men 
working  in  the  oil  fields,  as  they  allege,  why  were  these 
men  not  brought  forward  to  testify?  If  these  sugges- 
tions were  received  in  1936  and  1937,  why  were  they 
not  incorporated  in  a  patent  application  for  a  spooler  filed 
by  appellants  in  December  1936,  and  the  Reed  patent  ap- 
plication filed  in  May  1937? 

<<    j1=    *    *    * 

"Appellants  had  the  burden  of  proof  on  the  question 
of  the  validity  of  the  Moss  patent  since  a  presumption 
of  validity  arises  from  the  issuance  of  a  patent.  Mumm  v. 
Jacob  E.  Decker  &  Sons,  1937,  301  U.S.  168,  171,  57 
S.Ct.  675,  81  L.Ed.  983;  Radio  Corporation  of  America 
V.  Radio  Engineering  Laboratories,  Inc.,  1934,  293  U.S. 


I,  7,  55  S.Ct.  928,  79  L.Ed.  163.  Reasonable  doubts 
must  be  resolved  in  favor  of  the  validity  of  the  patent. 
The  presumption  created  by  the  action  of  the  Patent 
Office  is  the  result  of  the  expertness  of  an  administrative 
body  acting  within  its  specific  field  and  can  be  overcome 
only  by  clear  and  convincing  proof.  The  District  Court 
found  that  the  appellants  had  not  met  this  burden  of 
proof.     It  did  not  err."  (p.  406) 

Permiitit  Co.  v.  Harvey  Laundry  Co.    (2d  CCA 
1922)  279  F.  713,  719,  cert.  den.  259  U.  S.  588.  ' 

*Tf  prior  patents  and  publications  can  be  reconstructed 
by  extraneous  efiforts  to  fit  the  exigency  of  the  case,  it 
would,  as  was  said  in  Badische  Anilin  &  Soda  Fabrik  v. 
Kalle  &  Co.,  104  Fed.  802,  44  C.  C.  A.  201,  require  an 
inquiry,  not  only  as  to  what  the  publication  communicates 
to  the  public,  but  'it  will  be  transferred  to  an  endeavor 
to  ascertain  what  its  author  intended  to  communicate.' 
We  cannot  read  into  this  article  what  is  not  there,  and 
which  it  would  be  necessary  to  obtain  from  the  later 
development  of  the  art  in  order  to  meet  with  appellee's 
success."     (p.  719) 

Pointer  v.  Six  Wheel  Corporation,  (9th  CCA   1949) 
177  F.  2d  153. 

"A  test  which  has  been  found  very  useful  and  generally 
followed  is  that  adverted  to  by  Mr.  Chief  Justice  Taft  in 
the  case  just  referred  to,— namely,  the  discovery  of  the 
source  of  the  difficulty  and  the  application  of  a  remedy 
not  thought  of  before.     *  *  * 

"Of  course,  if  in  solving  the  difficulty,  the  inventor 
merely  does  what  would  have  been  manifest  to  one 
skilled  in  the  art,  merely  substitutes  an  obvious  element 
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for  another,  or  recombines  old  elements,  there  is  no 
invention.     *  *  * 

"By  the  same  token,  invention  cannot  be  defeated  merely 
by  showing-  that,  in  one  form  or  another,  each  element 
was  known  or  used  before.    *  *  * 

"The  question  is:  Did  anyone  before  think  of  combin- 
ing them  in  this  manner  in  order  to  achieve  the  particular 
unitary  result, — a  new  function?  //  not,  there  is  inven- 
tion.   *  *  * 

"At  times,  the  result  is  accomplished  by  means  which 
seem  simple  afterwards.  But,  although  the  improvement 
be  shght,  there  is  invention,  unless  the  means  were  plainly 
indicated  by  the  prior  art."     (pp.  160-161) 

Ex  Parte  Roberts,  1887  C.  D.  61-64,  40  O.  G.,  573. 

"On  January  10,  1887,  an  application.  Serial  No.  217,- 
773,  previously  filed  by  applicant,  was  allowed,  showing  and 
describing  a  certain  construction  of  a  smoke-condenser, 
comprised  of  a  number  of  parts,  which,  though  they  could 
be  used  together  as  a  complete  and  practicable  apparatus, 
were  so  far  independent  as  to  one  or  two  of  them  that  they 
could  be  used  separately.  The  apphcation  was  capable  of 
division.  One  of  these  features,  called  the  'globular  re- 
volving sprinkler,'  or  'central  chamber,'  had  not  been 
claimed  specifically,  though  in  the  second  claim  it  was  men- 
tioned in  combination  with  another  feature. 

"On  February  8,  1887,  appHcant  petitioned  the  Commis- 
sioner for  permission  to  withdraw  the  case  from  issue,  and 
to  amend  by  adding  claims  embodying  this  feature.  The 
request  was  disapproved  by  the  Examiner,  and  the  Com- 
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missioner  denied  the  petition  upon  the  ground,  stated  in 
his  decision,  that  appHcant's  remedy  was  to  file  a  separate 
appHcation  for  this  feature  of  his  invention.     It  will  not 
escape  notice  that  there  was  no  reservation  in  the  original 
application,  and  in  this  state  of  the  case  applicant  had  no 
other  alternative  but  to  rely  upon  a  second  application, 
I.   which  he  did,  filing  the  same  on  March  12,  1887,  a  few 
j   days  before  the  patent  in  the  original  case  issued.     The 
Office  required  no  cross-references  and  none  were  filed. 
The  Examiner   rejected  this   second  application,   holding 
that  when  two  applications  are  pending,  one  showing  but 
not  claiming  an  invention  claimed  in  the  other,  if  cross- 
disclaimers  are  not  filed  under  Rule  42,  a  patent  issued  upon 
the  former  application  is  a  bar  to  the  issuance  of  a  patent 
upon  the  latter.     He  accordingly  refused  to  consider  the 
appHcation,  his  decision  being  expressed  as  follows: 

"The  above  application  can  not  be  considered,  as  appli- 
cant has  failed  to  insert  a  disclaimer  in  appHcation  filed 
November  2,  1886,  now  Patent  No.  360,052,  as  required  by 
Rule  42.  (See  Ex  parte  Ransom,  39  O.  G.,  119.) 

^  "From  this  decision  applicant  appeals  to  the  Commis- 
I  sioner. 

"Rule  42  provides  that  when  there  are  two  or  more  ap- 
plications pending — 

I  relating  to  the  same  subject-matter  of  invention,  all  show- 
|mg  but  only  one  claiming  the  same  thing,  those  not  claim- 
iing  It  must  contain  disclaimers  thereof,  with  reference  to 
the  application  claiming  it. 

"But  there  is  nothing  in  the  rules,  nor  is  there  any  statu- 
tory provision  to  the  effect  that  a  failure  to  file  such  dis- 
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claimer  should  deprive  applicant  of  his  right  to  a  patent,  or 
invalidate  one  issued  upon  the  second  application.  The  rule 
does  not  and  could  not  constitute  a  statutory  bar"  (pp. 
62-63). 

He       *       *       *       *       * 

"The  action  of  the  examiner  is  reversed,  and  the  case  is 
remanded,  with  directions  to  consider  the  application  and  to 
proceed  in  its  consideration  in  accordance  with  the  prin- 
ciples announced  in  this  decision."  (p.  64) 

Safety  Car  Heating  &  Lighting  Co.,  Inc.  v.  General 
Electric   Co.    (2d   CCA.    1946),    155    F.2d   937. 

''Courts  made  up  of  laymen  as  they  must  be,  are  likely 
either  to  underrate,  or  to  overrate,  the  difficulties  in  making 
new  and  profitable  discoveries  in  fields  with  which  they  can- 
not be  familiar;  and,  so  far  as  it  is  available,  they  had  best 
appraise  the  originality  involved  by  the  circumstances  which 
preceded,  attended  and  succeeded  the  appearance  of  the  in- 
vention.   Among  these  will  figure  the  length  of  time  the  : 
art,  though  needing  the  invention,  went  without  it:   the 
number  of  those  who  sought  to  meet  the  need,  and  the  per- 
iod over  which  their  efforts  were  spread:  how  many,  if  any, 
came  upon  it  at  about  the  same  time,  whether  before  or 
after:  and— perhaps  most  important  of  all— the  extent  to 
which  it  superseded  what  had  gone  before."  (p.  939) 

Stauffer  v.  Slender ella  Systems  of  California  (9th 
CCA.  1957),  254  F.2d  127. 

"Anticipation  is  strictly  a  technical  defense.  Unless  all 
of  the  same  elements  are  found  in  exactly  the  same  situa- 
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tion  and  united  in  the  same  way  to  perform  the  identical 
function  m  a  prior  pleaded  patent,  there  is  no  anticipation. 
"The  advances  in  the  prior  art  may  be  such  that,  al- 
though there  is  no  strict  anticipation  and  even  though  the 
devices  involved  may  not  be  similar,  a  trained  mechanic 
would,  if  presented  with  the  problem,  solve  it  without  diffi- 
culty.^ The  court  found  affirmatively  that  the  Stauffer 
device  did  not  contain  invention. 

"There  was  a  collateral  question  in  the  case  introduced 
under  the  theory  that  imitation  of  a  device  is  a  pragmatic 
test  of  invention  and  that  commercial  success  of  a  device  is 
evidence  of  utility,  and  an  inference  of  the  existence  of 
mvention  may  also  be  found  therein.  This  Court  and  other 
courts  have  used  these  factors  as  some  evidence  to  sustain  a 
finding  of  fact  of  patentability."^ 

In  Texas  Co.  v.  Globe  Oil  &  Refining  Co  (DC  N  D 
111.  E.D.  1953),  112  F.  Supp.  455;  aff'd  225  F.  2d  'yiS. 

"In  evaluating  the  prior  art,  it  is  to  be  considered  from 
the  standpoint  of  the  men  in  the  art  at  the  time  the  inven- 
tion was  made,  and  may  not  be  reconstructed  in  the  light  of 

art  to  which  said  subject  matter  pertains."  35  USCA  8  103 
Oriental  Foods,  Inc.  v.  Chun  King  Sales.  Inc.  (9  Cir  )  244  F  2d 
909;  Schmeiser  v.  Thomasian  (9  Cir.),  227  F.  2d  ^7S 

miniSTlklliv^  'ti'' ?  "^A^  ^'  '"^^"  ^"^°  consideration  in  deter- 
^Z^^^J^-^^^  I  t^  -  -  ^  -^-ei,ht  only 

i^nt^^'^P^t:^^ 

153,  156,  and  cases  cited  therein.  ^^i-;,  i//  -t^.  Zd 
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the  present  day  knowledge;  National  Slug  Rejectors,  Inc.  v. 
A.B.T.  Mfg.  Corporation,  7  cir.,  1947,  164  F.2d  333.  In 
considering  the  bearing  of  the  patents  and  publications 
cited  as  prior  art  or  anticipation,  the  basic  question  is  what 
does  the  cited  reference  itself  say— not  what  it  might  have 
said  or  what  might  be  done  with  it  by  a  present  day  expert, 
adding  present  day  knowledge.  Young  Radiator  Company 
V.  Modine  Mfg.  Co.,  7  Cir.,  1931,  55  F.2d  545."  (p.  483) 
Timken-Detroit  Axle  Company  v.  Eaton  Axle  &  Spring 
Company,  (D.C.,  N.D.  Ohio  E.D.  1931)   56  F.2d  651 

"...  The  rule  permitting  the  inventor  to  have  the  bene- 
fit of  an  earlier  filing  date,  in  the  case  of  two  appHcations, 
limits  such  advantage  to  subject  matter  common  to  both 
applications.  I  think  the  formaUties  of  the  application  are 
not  controlling  where  it  may  be  fairly  determined  that  the 
inventor  was  endeavoring  to  secure  protection  for  the  same 
idea  in  the  latter  as  in  the  earlier  application,  and  that  the 
substantial  features  of  his  conception  are  disclosed  in  the 
earlier  application.  It  is  not  essential  that  every  detail  be 
common  to  both.  * 

"An  examination  of  the  two  applications,  with  the  at- 
tendant treatment  and  patent  office  history,  justifies  the 
finding  and  conclusion  that  Rockwell  is  entitled  to  the  bene- 
fit of  the  earlier  date.  Disclosure  was  substantially  made  to 
those  skilled  in  the  art,  in  the  earlier  application,  though  no 
reference  appears  by  words  in  the  latter.  I  find  that  plain- 
tiff is  entitled  to  the  benefit  of  November  6,  1922,  as  the 
date  of  application  for  the  patent  in  suit."  (Emphasis  add- 
ed.)  (pp.  651-652) 
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Trussell  Mfg.   Co.   v.   Wilson-Jones  Co     r2nd   CCA 
1931),  50  R2d  1027.  *    ^ 

"Concededly  the  best  reference  is  the  patent  to  F.  Von 
Schlegel,  issued  in  1908.     It  is  urged  that  this  shows  a 
binder  having  a  back-plate  embedded  in  flaps  of  the  cover 
which  must  have  been  sHtted  or  skived  to  received  it.  But 
this  contention  depends  altogether  upon  the  drawings  and 
the  hatchings  which  they  show.  We  need  not  say  that  never 
in  any  circumstances  could  drawings  alone  be  enough  to 
prove  an  anticipation,  though  the  language  used  in  some  of 
the  cases  might  seem  to  go  so  far.  See  A.  R.  Hosier  &  Co 
V.  Lurie,  209  F.  364,  m  (CCA.  2)  ;  Gray  Telephone  Pay 
I  Station  Co.  v.  Baird  Mfg.  Co.,  174  F.  417,  421   (CCA 
[  7).     But  even  if  drawings  may  at  times  be  enough,  the 
rule  is  perfectly  settled,  and  it  is  a  useful  one,  that  to  be 
an  anticipation  the  disclosure  must  be  clear.   Atlantic  Gulf 
&  Pac.  Co.  V.  Wood,  288  F.  148,  155  (CCA.  5);  Skelly 
Oil  Co.  V.  Universal  Oil  Products  Co.,  31  F.  (2d)  427,  431 
(C.CA.3) ;  Cauda  v.  Mich.  Malleable  Iron  Co.,  124  F.486, 
492  (C.CA.6).    Von  Schlegel's  patent  does  not  meet  this 
requirement.     It  is  pure  conjecture,  and  that  merely  from 
the  drawings  without  the  aid  of  any  text,  whether  Von 
Schlegel  meant  what  Trussell  later  disclosed,  or  meant  only 
the  familiar  built-up  type  of  cover. 

"This  is  equally  true  of  the  German  patent  to  Gebruder 
Friedrichs,  which  was  not  pleaded  as  a  technical  anticipa- 
tion, but  was  offered  in  evidence  to  show  the  state  of  the 
art.  The  construction  of  this  cover  and  back  is  even  more 
difficult  to  conjecture  than  is  Von  Schlegel's.  This  dis- 
I 
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closure  is  not  sufficiently  clear  to  satisfy  the  rule  already 
mentioned.  Indeed,  it  has  been  urged  that  that  rule  must 
be  applied  more  strictly  to  foreign  than  to  domestic  patents. 
Much  may  be  found  in  the  books  which  seems  to  support 
such  a  distinction.  See  Seymour  v.  Osborne,  11  Wall.  516, 
555,  20  L.Ed.  33;  Hanifen  v.  E.  H.  Godshalk  Co.,  84  F. 
649,  651  (CCA.  3) ;  In  re  Ek,  57  App.  D.C  203,  19  F. 
(2d)  677,  678.  However,  we  see  Httle  basis  for  it.  An 
inventor  is  charged  with  knowledge  of  whatever  the  prior 
art  discloses,  but  the  disclosure,  to  be  an  anticipation,  must 
be  clear  and  certain.  Why  it  need  be  more  clear  in  a  for- 
eign patent  than  domestic  one,  we  confess  is  not  obvious 
to  us.  But  we  need  not  now  determine  whether  the  dis- 
tinction is  too  firmly  established  to  be  disregarded.  We^ 
mention  it  merely  by  way  of  a  caveat."  (p.  1029) 


:f^.2. 


J^^.3. 
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Pages  1-5  of  Specification  of  Serial  No.  10,412;  filed  Feb. 

24,  1948  (Ex.  46) 

Specification 

1.    to  all  whom  it  may  concern: 

Be  it  known  that  I,  James  Moon,  a  citizen  of  the 
United  States  residing  in  Altadena,  County  of  Los 
Angeles,  State  of  California,  have  invented  a  new  and 

5.     useful    ERECTION    AND    EXTENSION     MECHANISM     FOR 

PORTABLE  MASTS,  of  which  the  following  is  a  specifi- 
cation : 

Portable  drilling  and  servicing  rigs  are  commonly 
employed  in  the  petroleum  production  for  the  drilling 
and  servicing  of  wells.     Such  rigs  are  usually  trans- 
10.    ported  on  trucks  or  trailers  which  carry  a  mast  or 
derrick  which  may  be  positioned   on   the  truck  and 
erected  at  the  drilling  site.     These  masts  are  usually 
composed  of  one  or  more  sections,   usually  two,   in 
such  form  that  the  upper  section  may  be  telescoped 
15.    into  the  lower  section  when  the  derrick  is  to  be  trans- 
ported, and  upon  erection  of  the  lower  section,  by  ro- 
tation of  this  section  about  a  hinge  point  on  the  truck, 
the  telescoped  derrick  may  be  withdrawn  or  extended 
from  the  lower  section  to  give  a  mast  of  the  desired 
20.    height.  ^  This  type  of  mast  for  such  purposes  is  now 
conventional  and  is  described  in  Patent  No.  2,204,713 
and  in  my  co-pending  appHcations  Serial  Nos.  677  031 
and  785,165. 

Since  such  masts  are  called  upon  to  carry  tremen- 
25.    dous  loads  on  the  order  of  200,000  pounds,  it  is  im- 
portant that  when  the  derrick  is  extended  the  extens- 
ible portion  be  securely  latched  in  position  in  the  lower 
portion. 
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1.  In  a  co-pending  application,  Serial  No.  785,165,  I 
have  disclosed  an  automatic  latching  mechanism  which 
is  independent  of  the  human  element  and  acts  to  auto- 
matically latch  the  extensible  section  of  the  mast  to  the 
5.  lowermost  section  when  the  extensible  mast  section 
has  reached  a  predetermined  position  in  relation  to  the 
lower  section  during  the  extension  thereof  and  will 
hold  the  upper  section  securely  in  position  under  all 
loads  designed  to  be  taken  by  the  derrick,  and  will  also 
10.  automatically  unlatch  and  move  into  an  inoperative 
position  when  the  derrick  is  to  be  retracted  and  remain 
in  that  position  during  the  retracton  thereof. 

It  is  a  particular  object  of  the  present  application 
to  devise  a  mechanism  for  erecting  the  derrick  from  a 
15.    horizontal  to  a  vertical  position  and  also  provide  mech- 
anism for  extending  the  derrick  during  its  erection. 
It  is  a  further  object  of  my  invention  to  provide  an 
elevating  and  erecting  mechanism  in  which  the  tele- 
scoping derrick  section,  during  elevation  thereof  from 
20.    a  horizontal  position  on  the  truck  to  an  erect  position, 
is  withdrawn.     The  force  exerted  on  the  telescoping 
section  during  the  withdrawal  thereof  is  suppHed  by 
its  mechanism  for  erecting  the  derrick.     The  conse- 
quence of  my  erecting  and  elevating  mechanism  is  that 
25.    there  is,  during  the  erection  thereof,  a  net  reactive 
restoring  force  acting  to  move  the  derrick  to  hori- 
zontal  position    against    the    applied    erecting    force. 
Means  are  also  provided  whereby  the  weight  of  the 
telescoping  section  also  acts  as  a  restoring  force  to 
1.    move  the  derrick  to  collapsed  and  horizontal  positions 
and  means  for  controlling  this  rate  of  collapse  and 
restoration. 
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These  objects  are  accomplished  by  hanging  the  tele- 
5.  scoping  section  on  a  Hne  fixed  at  one  end  to  the  der- 
rick support  and  carried  on  the  lower  hinged  section. 
Upon  elevation  of  the  lower  section  by  rotation  of  the 
lower  section  on  its  hinge,  the  telescoping  derrick  is 
withdrawn. 

10.  ^  I  may  elevate  the  derrick  by  means  of  any  mechan- 
ism such  as  the  screw  and  lever  arrangement  shown  in 
Patent  No.  2,204,716  or  in  my  co-pending  application 
Serial  No.  691,717,  filed  August  20,  1946,  but  I  prefer 
to  employ  a  hinged  hydraulic  jack  for  this  purpose.     I 

15.  may  thus  erect  and  extend  the  derrick  by  extending 
the  jack  and  because  of  the  net  restoring  or  reactive 
load  I  may,  by  bleeding  the  cylinder  of  the  hydrauHc 
jack,  cause  the  derrick  to  collapse  and  settle  back  upon 
the  derrick  by  means  of  the  dashpot  action  of  the 
20.    hydraulic  jack. 

These  and  other  objects  of  my  invention  will  appear 
clear  from  the  following  description  taken  together 
with  the  drawings,  in  which 

Fig.  1  is  a  side  elevation,  partly  schematic,  of  the 
25.    extensible  mast  of  my  invention  in  its  fully  retracted 
position  on  the  vehicle. 

Fig.  2  shows  the  derrick  in  partly  erected  position; 

Fig.  3  shows  the  derrick  in  fully  erected  position. 

Fig.  4  is  a  schematic  load  and  force  diagram  show- 
ing the  forces  acting  on  the  erecting  and  extending 
mechanism ; 

1-  Fig.  5  is  a  section  taken  along  the  line  5-5  of  Figs.  6 
and  7,  showing  also  the  valves  and  lines  in  schematic 
form ; 

Fig.  6  is  a  section  taken  along  the  Hne  6-6  of  Fig.  5 ; 
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5.    Fig.  7  is  a  vertical  elevation  of  the  derrick  with  parts 
broken  away  for  a  more  clear  showing; 

Fig.  8  is  a  detail  section  taken  along  line  8-8  of 
Fig.  7; 

Fig.  9  is  a  section  taken  along  the  line  9-9  of  Fig. 

10.    10,  showing  the  details  of  the  latching  mechanism; 

Fig.  10  is  a  section  taken  along  line  10-10  of  Fig.  9; 

Fig.  11  is  a  fragmentary  detail  of  one  of  the  legs  of 

the  extensible  section  showing  the  relationship  between 

the  legs  and  the  valve  actuating  mechanism  in  one  posi- 

15.    tion. 

Fig.  12  is  similar  to  Fig.  11,  but  showing  the  valve 
actuating  mechanism  in  another  position;  and 

Fig.  13  is  a  section  of  the  jack  erecting  mechanism. 

Derrick  1  may  be  mounted  upon  truck  2  in  any  con- 

20.    ventional  manner,  such  as  shown  in  Patent  No.  2,204,- 

713  or  in  my  co-pending  application  Ser.  No.  691,717, 

where  it  is  usually  mounted  upon  the  end  of  the  truck, 

or  may  be  mounted  upon  the  front  of  the  truck,  as 

is  shown  in  my  co-pending  application  Ser.  No.  776,- 

25.    631,  filed  September  29,  1947. 

The  derrick  or  mast  is  hingedly  mounted  at  3  (adja- 
cent the  lower  end  of  the  lower  section)*  upon  a  pair 
of  trusses  4,  one  mounted  upon  each  side  of  the  truck 
2  whose  chassis  forms  a  platform  on  which  the  mast  is 
mounted.  The  derrick  or  mast  is  retracted  onto  the 
platform  or  is  erected  by  rotation  around  hinge  3  by 
an  extensible  jack  5  which  is  hingedly  connected  to 
derrick  1  at  6  and  to  truck  2  at  hinge  6'.  Such  connec- 
1.    tion  of  the  extensible  hydraulic  jack  5  for  the  erection 


♦Inserted  by  amendment  5/9/52. 
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and  retraction  of  the  derrick  is  conventional  and  is 
shown  in  the  aforementioned  patent. 

The  derrick  1  is  composed  of  a  lower  section  7  and 
5.  an  upper  section  8  which  is  telescoped  into  section  7 
when  the  derrick  is  retracted,  and  may  be  extended 
from  section  7  to  an  elevated  position  as  shown  in  Fig. 
3.  Lower  section  7  is  separated  into  a  number  of 
panel  sections  by  horizontal  box  girders  9a  to  9f,  in- 
10.  elusive,  9a  forming  the  top  girder  of  the  lower  section 
and  9f  forming  the  lowermost  girder  thereof.  These 
girders  connect  the  front  legs  12  and  13  and  the  rear 
legs  10  and  11  of  the  lower  section,  as  shown  in  Figs. 
5  and  6. 

15.        Mounted  on  the  front  end  of  each  of  the  box  girders 
adjacent  the  front  legs  12  and  13  are  guide  channels  14 
which  extend  between  each  of  the  adjacent  box  gir- 
ders 9a  to  9f,  inclusive.    These  are  connected  to  the 
box  girders  in  the  manner  shown  most  clearly  in  Fig. 
20.    6.     At  each  of  the  box  girders  adjacent  each  of  the 
legs  10,  11,  12,  and  13  is  a  semi-circular  channel  mem- 
ber 13'  welded  to  the  box  girders  and  connected  to  the 
legs  10,  11,  12,  and  13,  respectively,  by  a  gusset  13a. 
Circular  guide  channels  14  are  connected  (by  weld- 
25.    ing)  by  spacers  15  to  the  channels  13'  to  provide  a 
space  between  the  channels  14  and  13'  for  purposes  to 
be  described  hereinbelow. 

The  front  legs  of  the  upper  telescoping  section, 
shown  at  17,  are  guided  in  the  channel  member  14 
mounted  adjacent  the  front  legs  12  and  13,  and  the 
back  legs  18  of  the  telescoping  inner  section  are 
mounted  and  guided  in  guide  channels  14  mounted 
adjacent  the  rear  legs  10  and  11.     The  inner  section 
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1.  Appellees  Have  Avoided  Answering  the  Appellants 
on  Most  of  the  Issues  Raised  by  the  Appeal. 

In  Appellants'  Opening  Brief  at  pages  47  and  48  we 
stated  the  questions  upon  whose  answer  it  was  believed  the 
issue  of  infringement  turned.  We  respectfully  refer  the 
Court  to  this  statement. 

The  Appellees  have  ignored  these  issues  and  have  based 
their  support  of  the  Court's  judgement  solely  on  a  file 
wrapper  estoppel.    They  have  baldly  asserted  that  claim  2 
IS   not   "hterally  infringed"   by  Appellees'  drive-in   units 
and  have  ignored  all  of  the  other  claims  on  this  issue 
They  have  abandoned  the  District  Court  on  the  ground 
upon  which  the  Court  found  no  infringement.  This  ground 
.s  stated  in  the  Court's  Conclusion  of  Law  that  the  prior 
art  limits  the  range  of  equivalents  to  which  the  claims  are 
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entitled  and  that  the  range  of  equivalents  does  not  include 
the  accused  devices.  Although  the  presence  of  a  file  wrap- 
per estoppel  was  argued,  the  Court  did  not  base  its  judge- 
ment of  non-infringement  on  any  file  wrapper  estoppel.  It 
is  also  significant  to  note  that  Appellees  have  rested  their 
case  entirely  on  the  effect  of  the  file  wrapper  estoppel  as 
applied  to  claim  1.  They  have  said  nothing  as  to  whether 
or  not  claims  2-5  are  also  limited  by  the  file  wrapper  so 
that  Appellees'  structure  does  not  infringe.  They  lump 
claims  2-5  with  claim  1  by  innuendo. 

2.  Appellees  Have  Made  No  Answer  to  Appellants' 
Contention  That  by  Their  Clear  Language  Claims 
2-5  May  Not  Be  Restricted  to  Only  the  Form 
Shown  by  Fig.  3  and  6  of  the  Patent. 

We  have  by  detailed  analysis  of  the  claims  shown  that 
in  claims  2-5  the  word  "straddle"  in  claims  2-4  refers  to 
all  four  legs  of  the  derrick.  The  word  ''straddle"  in  claims 
2-4  refers  to  the  front  legs  as  well  as  the  rear  legs.  What- 
ever the  word  means  with  respect  to  the  rear  legs  it  means 
the  same  thing  with  respect  to  the  front  legs.  This  can 
only  mean  that  two  legs  are  to  one  side  and  two  legs  are 
to  the  other  side  of  the  driver's  position.  This  is  certainly 
true  of  claim  5  which  makes  no  reference  to  straddling. 

Claim  1  does  locate  the  driver's  position  which  respect 
to  the  rear  legs  but  this  is  done  by  stating  that  the  driver^s 
position  enters  the  free  space  between  the  rear  legs.  It  is 
this  statement  which  locates  the  rear  legs  fore  and  aft  of 
the  chassis.  We  have  discussed  these  points  at  pages  53- 
58  of  Appellants'  Opening  Brief. 

To  construe  the  claims  2-5  to  require  that  the  driver's 
position  enter  the  free  area  between  the  rear  legs  would 
impart  to  claims  2-5  the  limitations  of  claim  1.    Rules  of 
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claim  construction  require  that  the  limitations  of  one  claim 
be  not  mtroduced  into  another  claim  which  is  itself  not 
broader  than  the  invention.  We  have  discussed  this  point 
at  pages  82-86  of  Appellants'  Opening  Brief. 

Further  Appellees'  position  would  restrict  the  claims  to 
a  particular  form  of  the  invention  which  was  never  either 
in  the  specification  or  in  the  ar^ment  presented  in  the 
prosecution  of  the  patent  made  to  be  an  important  criterion 
of  the  mvention.  The  drawings  are  merely  illustrative  and 
nothmg  m  the  specification  makes  the  particular  location 
of  the  legs,  such  as  is  shown  in  the  drawings  of  the  patent 
of  any  critical  significance.  The  specification  of  the  Patent 
Exhibit  1  Record  Page  638  line  70  et  seq.  Column  4  states- 
"While  I  have  described  a  particular  embodiment 
of  my  invention  for  the  purpose  of  illustration,  it 
shou  d  be  understood  that  various  modifications  and 
adaptations  thereof  may  be  made  within  the  spirit  of 
the  invention  as  set  forth  in  the  appended  claims." 

The  claims  2-5  may  therefore  not  be  so  restricted  so  that 
a  modification  within  the  spirit  of  the  claimed  invention  is 
excluded  from  the  claims. 

We  have  discussed  this  part  at  pages  77-82  of  the  Ap- 
pellants' Opening  Brief. 

3.  Except   by   Reference   to    Claim   2,    the   Appellees 
tlTr^f  r?-  ^'^''  *°  ^^^  ^PP^"-*^'  Sen! 

The  language  of  claims  2-5  is  "literally  infringed"  bv 
Appellees'  structure.  Appellees  state  that  the  language  of 
c  aim  2  (no  reference  is  made  to  claims  3-5)  is  not  "liter- 
ally infringed"  and  give  as  their  reason  that  the  hinge  in 


their  construction  is  at  the  "extreme  upper  front  corner 
of  the  truck"  and  that  the  derrick  is  all  forward  of  the 
vehicle.  (Appellees'  Brief  pp.  8  and  9.)  Both  the  conclu- 
sion and  the  fact  alleged  in  support  thereof  are  incorrect. 
Reference  to  Exhibit  59  [R.  p.  773]  and  Exhibit  84 
[R.  p.  774],  Exhibits  57,  95,  93,  94,  11,  81,  54,  62,  55, 
60,  63,  65  reproduced  in  the  Appendix  to  Appellants' 
Opening  Brief  and  Exhibit  C  in  the  Appendix  to  Appel- 
lees' Brief  will  show  that  in  all  cases  the  hinge  is  behind 
the  front  end  of  the  truck. 

We  have  shown  that  the  rear  legs  of  the  derrick  in  the 
Appellees'  drive-in  unit  reach  the  ground  through  a  pyra- 
midal truss  formed  by  the  outrigger  and  the  hinge  sup- 
porting structure.  This  pyramidal  truss  embraces  the  cab 
and  is  to  the  immediate  right  and  left  of  the  driver.  This 
structure  is  substantially  the  same  as  that  formed  by  the 
hinge  supporting  frame  work  and  the  rear  legs  illustrated 
in  Fig.  3  and  6  of  the  Patent  Exhibit  1.  We  have  dis- 
cussed this  point  in  Appellants'  Opening  Brief  at  pages 
36-46  and  58-63. 

It  is  significant  to  note  that  Mr.  Woody,  Chief  Engineer 
of  Appellees,  Cabot  Shop  Inc.,  in  describing  the  Appellees' 
structure  used  the  word  "straddle"  to  describe  the  trans- 
verse extent  of  the  legs  of  Appellees'  derrick  [see  R.  pp. 
594-595  quoted  p.  37  of  Appellants'  Opening  Brief]. 

The  legs  of  Appellees'  derrick  functionally  and  struc- 
turally "straddles"  the  cab  and  driver  position  in  the  cab 
even  if  the  word  "straddle"  is  to  be  limited  in  the  sense 
urged  by  Appellees. 
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4.  The  Appellees  Have  Made  No  Contention  That  the 
Prior  Art  Limits  the  Claims  to  a  Particular  Con- 
struction Which  They  Do  Not  Employ. 

They  have  abandoned  the  District  Court  on  this  ground 
We  have  made  a  thorough  analysis  of  the  prior  art  in  evi- 
dence on  this  point  in  pages  64-75  of  Appellants'  Opening 
Brief  and  have  shown  that  none  of  the  prior  art  describes 
any  portable  telescopic  four  legged  derrick  hinged  in  any 
way  at  the  front  of  the  chassis  above  the  driver's  position 
The  Court  was  clearly  wrong  in  its  conclusion  of  law  on 
which  it  based  its  judgement  of  non-infringement. 

5.  Appellees  Pass  by  the  Issue  as  to  Whether  the  Dif- 
ferences Which  They  Urge  to  Exist  Between  the 
Claims  and  the  Appellees'  Structure  Are  Merely 
Colorable  Diiferences. 

Appellees  answer  by  saying  that  the  file  wrapper  limits 
the  claims  so  that  because  of  the  alleged  differences  the 
Appellees'  drive-in  units  are  not  an  infringement  of  the 
claim.  They  thus  urge  that  while  the  Appellees'  drive-in 
units  produce  the  same  results  in  substantially  the  same 
way,  the  form  of  the  device  employed  by  the  Appellees  is 
not  of  the  form  of  the  device  to  which  the  file  wrapper 
limited  the  claims.   In  this  they  are  wrong. 

6.  Appellees  Admit  That  the  Claim  2  Is  Unambiguous 

n?  1    nl    ^^,^°'"*"''  '°  ^"y  Ambiguity  in  Any 
of  the  Other  Claims. 

(Appellees'  Brief  pp.  8  and  9) 
Where  the  claims  are  unambiguous  the  issue  of  infringe- 
ment turns  on  whether  the  claims  "read"  on  the  Appellees' 
drive-in  unit  and  whether,  if  they  do  not  "read"  on  the 
Appellees'  drive-in  unit,  they  are  the  equivalent  thereof 


Not  having  shown  any  ambiguity  in  the  claims,  Appel- 
lees have  not  made  out  a  case  requiring  resort  to  the  file 
wrapper  history. 

The  Supreme  Court  in  Graver  Tank  &  Mfg.  Co.  v. 
Linde  Air  Products  Co.,  70  S.  Ct.  854  at  855-856;  339 
U.  S.  605,  94  L.  Ed.  1097;  85  U.S.P.Q.  328  at  p.  330, 
stated  the  rule  as  follows: 

"In  determining  whether  an  accused  device  or  com- 
position infringes  a  valid  patent,  resort  must  be  had 
in  the  first  instance  to  the  words  of  the  claim.  If  ac- 
cused matter  falls  clearly  within  the  claim,^  infringe- 
ment is  made  out  and  that  is  the  end  of  it." 

Recourse  to  the  file  wrapper  would  not  be  necessary 
since  there  is  nothing  to  construe. 

In  Research  Products  Co.  v.  Tretolite  (9th  CCA. 
1939),  106  Fed.  530  pp.  535-536.  This  Court,  in  passing 
on  the  argument  that  the  withdrawal  of  a  claim  limited 

other  claims,  stated, 

'In  any  event  its  withdrawal  did  not  affect  the  plain 
terms  of  the  claims  allowed.    Such  withdrawal  would 
only  be  important  where  the  allowed  claims  were  am- 
biguous". 
Quoted  at  page   15a  of  the  Appendix  to  Appellants' 
Opening  Brief.    See  also  other  cases  cited  at  page  87  of 
Appellants'  Opening  Brief. 

7.  The  Contention  That  the  File  Wrapper  Limited  All 
the  Claims  to  the  Form  of  the  Portable  Derrick 
Recited  in  Claim  1  is  Fallacious. 

Appellees  have  urged  the  point  that  claim  1  is  limited 
to  the  structure  in  which  the  driver's  position  enters  the 
free  area  between  the  rear  legs  in  a  manner  similar  to  the 
specific  form  of  the  structure  as  illustrated  in  the  drawings 
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of  the  Patent.  They  then,  without  further  showing,  lump 
all  the  claims  together  into  their  statement  that  the  file 
wrapper  limits  the  claims  so  that  they  are  not  infringed 
unless  their  language  is  expanded  to  include  the  territory 
yielded  by  the  Applicant.    (Appellees'  Brief  p.  8.) 

Appellees  have  referred  to  and  printed  in  their  Appendix 
only  fragments  of  the  file  wrapper.  The  entire  file  wrapper 
has  been  mcorporated  into  the  record  as  a  physical  exhibit 
by  stipulation  between  the  parties  dated  September  5  1958 
We  have  made  a  detailed  analysis  of  the  file  wrapper  at 
pages  86  to  96  of  the  Appellants'  Opening  Brief. 

It  is  clear  from  the  history  of  the  prosecution  that  the 
Appellant  refused  to  limit  all  his  claims  so  as  to  say  that 
only  the  rear  legs  and  not  the  front  legs  straddle  the  cab 
He  refused  to  limit  claims  2-4  to  any  meaning  of  "strad- 
dle" to  be  that  only  the  rear  legs  "straddle"  the  driver's 
position  by  offering  and  insisting  on  claims  in  which  the 
term  "straddle"  referred  to  all  of  the  legs.   The  Examiner 
again  rejected  these  claims  but  not  because  the  claims  were 
unpatentable  over  the  prior  art  but  because  of  informality 
m  the  claims.  These  informalities  were  corrected  in  a  man- 
ner which  made  no  change  in  their  substance.    Claim  22 
(claim  5  of  the  Patent)  was  presented. 

The  allowance  of  all  claims  followed  without  any  further 
amendment  of  claims  1-4  or  amendment  of  claim  5. 

Claim  5  as  well  as  claims  2-4  of  the  Patent  are  broader 
than  claim  1  of  the  Patent.  The  Examiner  simplv  changed 
his  mind  and  allowed  claim  18  (claim  1  of  the  Patent) 
and  all  of  the  other  claims  of  the  Patent.  These  broader 
claims  thus  may  not  be  restricted  to  be  of  the  same  scope 
of  claim  1.  (\Ve  have  discussed  this  point  at  pages  94-97 
of  Appellants'  Opening  Brief.) 


8  Appellees'  Argument  That  the  Appellants  Are  At- 
tempting to  Expand  the  Area  of  the  Allowed 
Claims  to  Be  That  of  the  Claims  as  Origmally 
Presented  Is  Contrary  to  the  Evidence. 

In  support  of  their  argument  they  contrast  claim  1  as 
originally  presented  in  the  specification  as  filed  with  claim 
1  of  the  Patent.  (Appellees'  Brief  pp.  4  and  5.)  A  com- 
parison of  the  two  claims  will  indicate  other  differences 
than  the  features  printed  in  red  on  page  5  of  the  Appellees' 
Brief. 

We  have  reproduced  below  claim  5  of  the  patent  as  given 
in  outline  form  in  Exhibit  lA  Record  pages  655-656.  In 
claim  5  we  have  placed  in  italics  the  portions  of  claim 
5  which  are  different  from  claim  1  as  presented  in  the  Ap- 
plication as  filed: 

Claim  5 : 

A  portable  derrick,  comprising 

A.  a  chassis, 

B.  Front  wheels  mounted  on  an  axle  positioned  adja- 
cent the  front  end  of  the  chassis, 

C.  Rear  wheels  mounted  on  an  axle  positioned  adjacent 
the  rear  end  of  the  chassis, 

D.  A  driver's  position  with  steering  and  motive  power 
controls  positioned  adjacent  the  front  end  of  said 
chassis, 

E.  A  motive  power  imit  positioned  at  the  rear  of  said 
chassis, 

F.  A  collapsible  and  extensible  derrick  pivotally  mounted 
on  the  chassis  to  move  from  a  rest  position  on  said 
clmssis  with  the  top  end  of  the  derrick  positioned  to- 
zvard  the  rear  of  said  chassis  and  the  lower  end  of 


— 9— 

said  derrick  being  positioned  on  said  chassis  toward 
the  front  end  of  said  chassis, 

(a)  spaced  two  front  and  two  rear  legs  for  said 
derrick,  cross  bracing  between  said  legs, 

(b)  said  derrick  comprising  a  lower  section  and  an 
upper  section, 

G.  Means  for  moving  said  dipper  section  relative  to  said 
lower  section  to  collapse  and  to  extend  said  derrick, 

H.  a  hinge  on  said  derrick  positioned  adjacent  the  lower 
end  of  said  derrick, 

(a)  said  hinge  also  positioned  on  said  chassis  adja- 
cent the  front  axle  and  above  said  driver's  posi- 
tion, 

I.  means  for  rotating  said  derrick  to  an  erect  position 
adjacent  the  front  end  of  said  chassis,  and 

J.  means  cooperating  with  the  lower  ends  of  said  der- 
rick legs  to  place  said  legs  in  load  transference  rela- 
tion to  the  ground  with  said  derrick  in  erect  position; 
(a)  said  lower  ends  of  said  legs  and  said  means  co- 
operating therewith 

( 1 )  being  spaced  apart  transversely  with  respect  to 
said  chassis  a  distance  greater  than  the  trans- 
verse extent  of  said  driver's  position;  and 

(2)  said  lower  ends,  said  means  cooperating  there- 
with, and  said  hinge  being 

a.  located  with  respect  to  the  longitudinal  axis  of  said 
chassis 

1.  locating  said  lower  ends  of  one  pair  of  front  and  rear 
legs  and  their  respective  cooperating  means 

a.  to  one  side  of  said  driver's  position  and 

b.  the  lower  ends  of  the  other  pair  of  front  and  rear 
legs  and  their  respective  cooperating  means  to  the 
other  side  of  said  driver's  position 

c.  with  the  derrick  in  said  erect  position. 
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We  summarize  below  the  features  of  the  original  claims 
1-5  relating  to  the  derrick  and  its  hinging  as  presented  in 
the  original  specifications  with  the  corresponding  features 
of  the  claims  of  the  Patent.  It  is  clear  that  the  derrick  and 
its  hinging  in  Appellees'  structure  is  within  the  ambit  of 
the  matter  specifically  included  in  the  claims  of  the  Patent. 
The  derrick  and  its  hinging  in  Appellees'  Drive-in  units 
are  not  within  the  area  of  the  matter  relating  to  the  der- 
rick and  its  hinging  broadly  included  in  the  original  claims 
but  not  specifically  included  in  the  allowed  claims. 

a)   The  Derrick 

The  original  claims  included  a  derrick  without  speci- 
fying the  kind  of  derrick  except  that  it  had  legs. 
This  may  be  a  two  legged  pole  type-derrick  such  as 
was  used  in  prior  art.  [See  Finding  of  Fact  R.  p.  88 
incorporating  PreTrial  Order  items  12  R.  p.  60  in- 
cluding Plaintiff's  Statement  of  Fact  Item  8  R.  p. 
30.]  The  claims  in  the  Patent  specify  a  four  legged 
lattice  type  telescopic  derrick  whose  lower  leg  por- 
tions are  spread  apart  transversely  for  a  distance 
greater  than  the  transverse  extent  of  the  driver's 
position.  [See  item  J  of  claims  1-3  and  5  and  item  L 
claim  4  R.  pp.  648-656.]  Such  a  derrick  is  employed 
by  Appellees. 

b)  The  location  of  the  hinge  on  the  derrick. 

The  original  claims  did  not  locate  the  position  of  the 
hinge  on  the  derrick.  The  claims  of  the  Patent  state 
that  it  is  at  the  lower  end  of  the  derrick  where  it  is 
located  on  the  Appellees'  structure. 

c)  The  location  of  the  hinge  with  respect  to  the  driver's 
position. 

In  the  original  claims  1-5  the  position  of  the  hinge 
is  not  given  with  reference  to  the  driver's  position. 
The  derrick  could  be  hinged  below  or  to  one  side  of 
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the driver's  position.   The  claims  of  the  Patent  speci- 
fy that  the  hinge  is  above  the  driver's  position  as  it 
is  in  the  Appellees'  construction. 

No  estoppel  exists  to  limit  the  location  of  the  hinge  with 
respect  to  the  fore  and  aft  axis  of  the  chassis.   The  state- 
ment that  the  hinge  is  above  the  driver's  position  does  not 
mean  that  it  must  be  vertically  over  the  driver.    It  merely 
means  that  the  hinge  is  at  a  higher  elevation  than  the  driv- 
er's position  and  that  is  what  it  means  in  the  specification. 
(See  Appellants'  Opening  Brief  pp.  53-57.)     The  loca- 
tion of  the  hinge  and  the  position  of  the  legs  are  described 
by  the  Patent  in  connection  with  their  location  at  the  front 
end  of  the  chassis  and  their  spread  transversely  to  permit 
the  driver  to  have  a  clear  view  ahead.   (See  Appellants' 
Opening  Brief  pp.  55-67.)    The  hinge  and  derrick  legs  in 
Appellees'  drive-in  unit  are  located  in  the  same  way. 

9.  The  Appellees'  Structure  Is  Clearly  Included  in  the 
Words  of  the  Claims  and  Is  the  Equivalent  of  the 
Structure  Illustrated  in  the  Drawings  of  the  Pat- 
ent. 

No  recourse  to  any  file  wrapper  estoppel  can  obscure 
the  fact  that  Appellees  have  appropriated  the  very  heart 
of  the  patented  invention.  The  simple  truth  of  the  matter 
is  that  the  distinctions  in  form  between  Appellees'  con- 
struction and  the  illustrations  in  the  drawings  of  the  Pat- 
ent make  no  change  in  the  results  produced,  the  way  the 
results  are  produced  or  the  means  by  which  they  are  pro- 
duced. 

That  Appellees'  drive-in  units  are  clearly  equivalents  of 
the  form  illustrated  in  the  drawings  of  the  Patent  is  ad- 
mitted by  the  Appellees.    That  which  is  equivalent  in  the 
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patent  law  is  the  same  thing  in  the  eyes  of  the  patent  law. 
Even  if  there  were  file  wrapper  estoppel  to  limit  the  claims 
to  the  form  of  the  structure  shown  in  the  drawing,  Appel- 
lees' structure  would  infringe  because  of  this  equivalence. 
The  Appellees  seek  to  avoid  the  operation  of  the  doctrine 
of  equivalents  by  reliance  on  an  asserted  file  wrapper  es- 
toppel as  limiting  the  operation  of  the  doctrine  of  equiva- 
lents. The  argument  is  specious.  The  rule  is  otherwise. 
The  doctrine  of  equivalents  is  a  limitation  on  the  operation 
of  any  file  wrapper  estoppel.  (See  Appellants'  Opening 
Brief  p.  96.) 

In   Cutter  Laboratories  v.   Lyophile-Chryochem   Corp. 
(9th  CCA.  1949),  179  F.2d  80  at  p.  89,  this  Court  said, 
"Appellant  invokes  the  doctrine  of  Keystone  Bridge 
Co.  V.  Phoenix  Iron  Co.,  95  U.S.  274,  24  L.Ed.  344, 
that  no  limitation  which  a  patentee  puts  into  his  claim 
may  be  ignored,  whether  or  not  the  limitation  was 
necessary  to  validate  the  claim.   See,  also.  Fay  v.  Cor- 
desman,  109  U.S.  408,  3.S.Ct.  236,  27  L.Ed.  979.  One 
reason  for  this  rule  is  to  give  notice  to  possible  in- 
fringers of  the  claim's  limits ;  another  is  to  relieve  the 
courts  of  the  burden  of  deciding  just  what  elements 
are  material  to  the  validity  of  the  claim.    But  where 
attempts  are  made  to  avoid  infringement  by  a  rela- 
tively   slight,   well   known  variation   in   the   claimed 
process  or  product,  the  strict  rule  is  relaxed  by  the 
doctrine  of  equivalents.  'Without  that  doctrine  every 
claim  is  indeed  entitled  to  be  interpreted  in  the  light 
of  the  specifications  as  a  whole,  and  not  to  be  read 
merely  with  a  dictionary.    But  often  even  with  the 
most  sympathetic  interpretation  the  claim  cannot  be 
made  to  cover  an  infringement  which  in  fact  steals 
the  very  heart  of  the  invention:  no  matter  how  aus- 
piciously construed,  the  language  forbids.     It  is  then 
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that  the  doctrine  of  equivalents  intervenes  to  disre- 
gard the  theory  that  the  claim  measures  the  monopoly 
and  ignores  the  claim  in  order  to  protect  the  real  in- 
vention. Claude  Neon  Lights  v.  Machlet  &  Son,  2 
Cir.  2>6  F.2d  574;  see  also  Otis  Elevator  Co.  v.  Atlan- 
tic Elevator  Co.,  2  Cir.,  47  F.2d  545,  547;  Gates  v 
Camp,  4  Cir.,  ^?>  F.2d  111,  116.'  Keith  v.  Charles  E. 
Hires  Co.,  2  Cir.,  116  F.2d  46,  48"  (p.  89).  *  *  * 

10.  Appellees  Have  Made  No  Showing  That  Their 
Drive-in  Unit  Conforms  to  the  Prior  Art  Cited 
by  the  Examiner  and  Consequently  the  File 
Wrapper  Can  Be  of  No  Avail  to  Them. 

Appellees  have  not  shown  that  their  drive-in  unit  is 
within  the  area  of  the  prior  art  cited  by  the  Examiner. 
No  drive-in  unit  is  shown  in  such  prior  art.  In  such  case 
Appellees  cannot  be  aided  by  any  file  wrapper  estoppel. 

In  Hunt  Tool  Company  v.  Lawrence  (5th  CCA.  1957) 
242  F.  2d  347  at  p.  354  the  Court  said, 

"Also,  since  the  patent  examiner's  objection  was 
with  reference  to  the  prior  art,  appellants  are  protect- 
ed by  file  wrapper  estoppel  only  if  they  can  show  that 
their  alleged  infringement  is  in  an  area  to  which  that 
prior  art  could  possibly  have  been  thought  to  extend 
so   as   to   make   it   impossible   to   make   valid   claims 
there,  for  there  is  no  reason  to  presume  that  appli- 
cant  made   a   disclaimer   broader   than   necessary   to 
yield  to  the  actual  challenge  to  his  claim.     See  New 
York  Scaffolding  v.   Whitney,   8  Cir.,  224  F.   452 
462,  certiorari  denied,  239  U.S.  640,   ^2,6  S    Ct    16l' 
60  L.Ed.  482"   (p.  354). 

This  is  certainly  so  when  the  alleged  limitation  is  to  a 
feature  which  is  not  made  a  material  part  of  the  invention 
either  in  the  Patent  or  by  the  evidence.    We  have  at  pages 
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94  and  95  of  the  Appellants'  Opening  Brief  analyzed  and 
quoted  the  opinion  of  this  Court  in  Union  Oil  Company  of 
California  v.  American  Bitumnls  Co.  (9th  CCA.  1940), 
109  F.  2d  140  at  pp.  145-46. 

The  Court  there  considered  the  effect  of  a  temperature 
limitation  inserted  in  a  claim  and  introduced  to  replace  a 
previous  claim  in  which  no  specific  temperature  was  stated. 
And  we  quote  again  from  this  opinion : 

'We  see  nothing  in  the  occurrences  in  the  Patent 
Office  which  would  estop  the  claimant  from  a  reason- 
able interpretation  of  his  patent  claims  as  to  tempera- 
■  ture  regardless  of  the  specific  temperature  mentioned 
in  the  claims  which  is  nowhere  indicated  either  in  the 
patent  or  by  the  evidence  to  have  been  a  critical  tem- 
perature." (pp.  145-146) 

Appellees  have  cited  D  &  H  Electric  Company  v.  M. 
Stephens  Mfg.  Co.  (9th  CCA.  1956)  233  F.  2d  879, 
as  supporting  their  position  on  the  issue  of  file  wrapper 
estoppel. 

In  D  &  H  Electric  Company  v.  M.  Stephens  Mfg.  Co. 
the  Court  found  that  the  novel  feature  of  the  right  angular 
orientation  of  the  ribs  was  a  feature  which  distinguished 
the  patentees'  invention  from  the  prior  art  and  resulted  in 
an  entirely  different  function.    The  Court  said: 

*Tt  is  immediately  apparent  that  since,  as  urged  by 
the  inventor,  the  ribs  of  the  patent  article  in  suit  per- 
form the  function  entirely  different  from  that  of 
screw  threads,  the  right  angularity  of  the  ribs  is  criti- 
cal since  to  allow  even  a  slight  variation  would  lose  the 
principle  claimed  for  it  by  causing  the  ribs  to  become 
mere  convolutions  of  a  screw  thread."  (p.  883) 
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The  Court  acknowledged  that  the  Appellees  had  made 
but  a  slight  change  in  the  angle  of  the  rib.    It  said, 

"*  *  *  Slight  as  this  difference  may  seem  it  invokes 
an  entirely  different  principle  of  operation.  By  reason 
of  their  right  angularity,  the  ribs  of  appellants'  de- 
vice are  not  and  cannot  be  considered  screw  threads, 
while  the  projections  of  appellees'  device  can  be  noth- 
ing other  than  interrupted  screw  threads."  (p.  884) 

The  factual  situation  is  entirely  different  in  the  present 
case.  The  change  made  by  Appellees  in  this  case  made  no 
change  in  the  principle  of  the  invention  and  did  not  make 
the  Appellees'  drive-in  unit  like  the  prior  art.  At  no  time 
was  it  urged  by  the  Applicant  in  the  Patent  Office  that  the 
location  of  the  rear  legs  as  shown  in  Fig.  3  of  the  patent 
was  the  critical  difference  between  the  Applicant's  device 
and  the  prior  art. 

The  case  cited  by  Appellees  does  not  impair  the  force  of 
Union  Oil  Co.  of  California  v.  Amenccm  Bitumuls  Co.  sup- 
ra or  Cutter  Laboratories  v.  LyopkUe-Chryochem  Corp. 
supra.  It  illustrates  the  same  principle.  The  present  appeal 
illustrates  the  principle  announced  in  Winans  v.  Denmead, 
15  Howard  (56  U.S.)  330. 

The  patent  before  the  Court  was  a  railroad  coal  car  hav- 
ing a  conical  discharge  chute  of  circular  cross-section.  The 
defendant's  chute  had  an  octagonal  cross-section,  (pp  339- 
340) 

In  discussing  the  lower  Court's  ruling  the  Supreme 
Court  said : 

"The  substance  of  this  ruling  was  that  the  claim 
was  limited  to  the  particular  geometric  form  men- 
tioned in  the  specification;  and  as  the  defendants  had 
not  made  cars  in  that  particular  form  there  could  be 
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no  infringement,  even  if  the  cars  made  by  the  defend- 
ants attained  the  same  result  by  employing  what 
was  in  fact,  the  same  mode  of  operation  as  that  de- 
scribed by  the  patentee.  We  think  the  ruling  was  er- 
roneous." (p.  340) 

********* 
''Now,  while  it  is  undoubtedly  true  that  the  patentee 
may  so  restrict  his  claim  as  to  cover  less  than  what  he 
invented,  or  may  limit  it  to  one  particular  form  of 
machine,  excluding  all  other  forms,  though  they  so 
embody  his  invention,  yet  such  interpretation  should 
not  be  put  upon  his  claim  if  it  can  fairly  be  construed 
otherwise,  and  this  for  two  reasons : 

"1.  Because  the  reasonable  presumption  is,  that, 
having  a  just  right  to  cover  and  protect  his  whole 
invention,  he  intended  to  do  so.  Haworth  v.  Hard- 
castle,  Web.  P.C.484. 

"2.  Because  specifications  are  to  be  liberally  con- 
strued in  accordance  with  the  design  of  the  Constitu- 
tion and  the  patent  laws  of  the  United  States,  to  pro- 
mote the  progress  of  the  useful  arts  and  allow  inven- 
tors to  retain  to  their  own  use,  not  anything  which  is 
matter  of  common  right,  but  what  they  themselves 
have  created,  (citing  cases)"   (p.  341) 

********* 
"Undoubtedly  there  may  be  cases  in  which  the  let- 
ters patent  do  include  only  the  particular  form  de- 
scribed and  claimed,     *     *     * 

"The  reason  why  such  patent  covers  only  one  geo- 
metrical form  is  not  that  the  patentee  has  described 
and  claimed  that  form  only;  it  is  because  that  form 
only  is  capable  of  embodying  his  invention;  and  con- 
sequently, if  the  form  is  not  copied,  the  invention  is 
not  used."  (p.  343) 
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11.  To  Allow  Appellees  to  Escape  the  Charge  of  In- 
fringement by  Such  an  Immaterial  Change  in 
Contraction  Would  Be  to  Validate  the  Patent 
but  to  Emasculate  It  by  Removing  Its  Sub- 
stance. 

In  Graver  Tank  &  Mfg.  Co.  v.  Linde  Air  Products  Co 
supra,  at  70  S.  Ct.  at  pp.  855-856  and  85  U.S.P.Q.  at  pj 
330,  the  Court  stated : 

^    "But  courts  have  also  recognized  that  to  permh 
imitation  of  a  patented  invention  which  does  not  copy 
every  literal  detail  would  be  to  convert  the  protection 
of  the  patent  grant  into  a  hollow  and  useless  thing. 
Such  a  limitation  would  leave  room  for  —  indeed  en- 
courage —  the  unscrupulous  copyist  to  make  unim- 
portant and  insubstantial  changes  and  substitutions  in 
the  patent  which,  though  adding  nothing,  would  be 
enough  to  take  the  copied  matter  outside  the  claim 
and  hence  outside  the  reach  of  law.    One  who  seeks 
to  pirate  an  invention,  like  one  who  seeks  to  pirate  a 
copyrighted  book  or  play,  may  be  expected  to  intro- 
duce  minor   variations    to   conceal    and    shelter    the 
piracy.     Outright  and  forthright  duplication  is  a  dull 
and  very  rare  type  of  infringement.     To  prohibit  no 
other  would  place  the  inventor  at  the  mercy  of  verbal- 
ism and  would  be  subordinating  substance  to  form   It 
would  deprive  him  of  the  benefit  of  his  invention  and 
would  foster  concealment  rather  than  disclosure   of 
inventions,  which  is  one  of  the  primary  purposes  of 
the  patent  system." 

"The  doctrine  of  equivalents  evolved  in  response  to 
this  experience.  The  essence  of  the  doctrine  is  that 
one  may  not  practise  a  fraud  on  a  patent.  Originating 
almost  a  century  ago  in  the  case  of  Winans  v  Den""- 
mead,  15  How.  330,  it  has  been  consistently  applied 
by  this  Court  and  the  lower  federal  courts,  and  con- 
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tinues  today  ready  and  available  for  utilization  when 
the   proper   circumstances   for   its   apphcation   arise. 

Conclusion. 

The  Appellees  who  have  abandoned  the  Court  below  on 
the  ground  upon  which  it  found  no  infringement  have 
based  their  entire  position  on  an  asserted  file  wrapper  es- 
toppel. 

The  Court  below  upon  whom  such  a  contention  was 
urged,  did  not  find  any  file  wrapper  estoppel.  We  submit 
that  no  reason  is  presented  by  the  facts  of  the  case  or  by 
argument  by  Appellees  which  requires  that  the  claims  be  so 
narrowly  construed  as  to  limit  them  to  the  form  of  the  de- 
vice shown  in  Fig.  3  of  the  Patent.  We  submit  that  the 
claims  2-5  read  unambiguously  on  Appellees'  device.  No 
basis  for  resort  to  file  wrapper  for  interpretation  of  the 
claims  appears  in  this  case.  But  reference  to  the  file  wrap- 
per will  show  that  no  file  wrapper  estoppel  appears  which 
will  require  the  claims  to  be  limited  to  the  specific  form 
illustrated  in  Fig.  3.  But  even  if  this  be  so,  the  Appellees 
infringe  since  they  have,  in  the  language  approved  by  this 
Court,  ''stolen  the  heart  of  the  invention." 

We  submit  that  this  Court  should  hold  that  the  judg- 
ment of  non-infringement  is  clearly  wrong  and  that  Ap- 
pellees infringe  the  claims  of  the  patent  in  suit. 
Respectfully  submitted, 

Philip  Subkow, 

In  Propria  Persona  and  Attorney  for 
Appellants. 
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1.     The  court  erred  in  finding  that  the  crux  of  the  patentee's 
inventive  advance  is  found  in  the  form  as  claimed  in  Claim  1     2 

(A)  That  the  patent  nowhere  states  that  the  location  of 
the  legs  with  respect  to  the  cab,  as  shown  in  the 
drawings,  is  the  "crux  of  the  invention"  as  disclosed 
m  the  patent 

(B)  The  same  properties  which  the  court  found  to  be  the 
advance  made  are  found  in  the  accused  devices  as 
well  as  in  the  form  of  the  device  claimed  in  Claim 'l....    6 

(C)  That  this  inventive  advance  was  found  in  both  the 
structures  of  the  accused  device  and  in  the  form  illus- 
trated in  the  drawings  of  the  patent  was  admitted  by 
appellees 

2.     The  court  erred  in  restricting  all  of  the  claims  to  be  co- 

extensive  in  scope  with  Qaim  1 

(A)  The  court  erred  in  concluding  that  it  is  bound  by  a 
finding  of  fact  made  by  the  court  below  that  the  ac- 
cused device  is  not  equivalent  to  the  device  of  the 
claims  as  construed  by  this  honorable  court 10 

3.  The  court  erred  in  concluding  that  the  claims  are  restricted 
by  file  wrapper  estoppel  to  a  form  not  employed  by  the 
accused  device  .... 

1 1 

4.  The  court  overlooked  the  fact  that  the  form  of  the  inven- 
tion as  described  by  the  claims,  as  construed  by  this  court 
IS  embodied  in  the  accused  device  in  that  the  derrick  legs 

in  the  accused  device  straddle  the  cab J3 

Conclusions  
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No.  16132 
IN  THE 

United  States  Court  of  Appeals 

FOR  THE  NINTH  CIRCUIT 


James  Moon,  Edmond  M.  Wagner  and  Philip  Subkow, 

Appellants, 


vs. 


Cabot  Shops,  Inc.,  and  Howard  Supply  Company, 

Appellees. 


APPELLANTS'   PETITION   FOR   REHEARING. 

Appellants  James  Moon,  Edmond  M.  Wagner  and 
Phihp  Subkow  do  hereby  petition  this  Honorable  Court  to 
reconsider  and  rehear  its  decision  in  the  above  entitled 
cause  made  September  21,  1959. 

The  grounds  for  this  petition  are: 

1.  That  this  Court  has  overlooked  the  disclosure  of  the 
Moon  patent,  the  stipulated  facts  of  the  pre-trial  order 
and  the  uncontradicted  evidence  given  at  the  trial,  and 
the  admissions  of  Appellees  in  open  Court,  all  of  which 
estabhsh  that  the  inventive  advance  disclosed  by  the  Moon 
patent,  is  found  in  the  accused  devices,  as  well  as  in  the 
form  of  the  device  incorporated  in  the  claims  as  construed 
by  this  Court.  The  "crux  of  the  invention"  is  not  limited 
to  the  "straddling"  of  the  cab  by  the  derrick  legs  if  this 
be  the  feature  that  distinguishes  the  accused  device  from 
the  patented  device. 

2.     That,  because  of  this  error  in  the  facts,  the  Court 
has  arrived  at  an  erroneous  construction  of  the  claims  and 
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has  also  denied  to  the  patent  the  scope  to  which  the 
Doctrine  of  Equivalents  entitles  it;  and  that  this  deci- 
sion is,  therefore,  in  conflict  with  the  decisive  decisions 
of  the  Supreme  Court  and  the  earlier  decisions  of  this 
Court. 

3.  That  the  Court  erred  in  applying  the  rule  of  File 
Wrapper  Estoppel  by  restricting  the  claims  to  a  degree  not 
required  by  the  cited  prior  art  and  erred  in  failing  to 
note  that  the  form  of  the  accused  device  does  not  embody 
the  features  of  the  prior  art  but  does  embody  the  features 
of  the  patented  device. 

4.  That,  accepting  the  construction  of  the  claims,  as 
announced  in  this  Court's  decision,  the  claims  read  di- 
rectly on  the  accused  devices,  in  that  the  cab  of  the  ac- 
cused devices  is  positioned  within  the  area  between  the 
framework  which  constitutes  the  rear  legs  of  the  derrick, 
i.e.,  the  legs  "straddle"  the  cab,  within  the  meaning  of  the 
phrase  as  construed  by  the  Court.  This  point  apparently 
has  been  overlooked  by  the  Court. 

All  of  these  points  were  discussed  in  Appellants'  briefs 
on  appeal,  and  none  of  these  are  new.  We  discuss  each 
of  these  below. 

1.  The  Court  Erred  in  Finding  That  the  Crux  of  the 
Patentee's  Inventive  Advance  Is  Found  in  the 
Form  as  Claimed  in  Claim  1. 

The  Court  stated: 

"*  *  *  It  would  seem  therefore  that  in  the  opin- 
ion of  the  Examiner  the  straddling  of  the  cab  by  the 
derrick  legs  was  the  crux  of  the  invention. 

"We  cannot  say  that  the  conclusion  of  The  Exam- 
iner in  this  regard  was  unwarranted.  The  Moon 
structure  solved  many  of  the  problems  posed  by  the 
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back-in  units.  The  derrick  as  combined  with  the 
chassis  and  the  cab  produced  a  structure  which  was 
at  once  stable,  safe  and  maneuverable.  It  was  the  in- 
teraction of  the  derrick  with  the  chassis  and  the  cab 
positioned  as  described  in  the  claims  that  made  for 
patentability  in  this  case.  It  was  that  interaction 
which  produced  the  desired  stability,  safety,  and  ma- 
neuverability not  previously  achieved  by  any  portable 
derrick  unit."  (Decision  p.  5.) 

"As  noted  above,  the  invention  of  the  patented 
structure  is  the  positioning  of  the  derrick  so  that  its 
legs  straddle  the  cab  or  driver's  position.  In  order 
for  the  derrick  legs  to  straddle  the  cab  the  derrick 
hinge  must  be  positioned  above  the  driver's  position." 
(Decision  p.  7.) 

"The  scope  of  the  invention  in  this  case  is  set 
forth  clearly  in  claim  one.  In  accordance  with  the  rule 
of  the  Kemart  case,  supra,  we  decline  to  broaden  it." 
(Decision  p.  10.) 

We  understand  the  decision  of  this  Court  to  mean  that 
this  Court  concludes  that  the  inventive  advance  described 
m  this  patent  arises  from  the  form  of  the  invention  illus- 
trated in  the  drawings  and  that  this  is  the  form  set  forth 
in  Claim  1. 

We  find  difficulty  in  reconciling  such  a  conclusion  with 
the  conclusions  reached  by  the  Court  in  analyzing  the  in- 
ventive advance  which  is  the  contribution  which  Moon 
made  to  the  portable  derrick  art. 

The  Court  found  this  inventive  advance  resulted  in  the 
production  of  a  stable,  safe  and  maneuverable  portable 
derrick  which  solved  the  problems  of  the  prior  art  back- 
in  umts.  The  Court  in  describing  the  portable  derrick  of 


the  patent  did  not  include  as  a  feature  thereof  the  rela- 
tive position  of  the  derrick  legs  and  the  cab.  It  character- 
ized the  portable  derrick  as  follows : 

"The  patent  in  suit  involves  a  portable  derrick  of 
the  type  used  for  drilling  and  servicing  oil  wells.  A 
telescopic  derrick  is  mounted  above  the  driver's  cab 
at  the  front  end  of  a  truck  chassis.  An  engine  is 
mounted  at  the  rear  of  the  chassis.  Winches  are  posi- 
tioned between  the  driver  and  the  engine.  A  hinge 
about  which  the  derrick  rotates  is  so  positioned  at 
the  front  of  the  chassis  that  when  the  derrick  is 
transported  it  lies  above  the  engine  and  the  driver 
with  its  bottom  to  the  front  of  the  chassis.  Means 
are  provided  to  rotate  the  derrick  on  the  hinge  so 
that  it  may  be  erected.  The  derrick  is  transported  in 
a  collapsed  position  but  is  extended  to  working  height 
on  erection."  (Decision  p.  2.) 

and  characterized  the  deficiencies  in  the  prior  art  which 

were  solved  by  the  patentee  as  follows : 

"First  among  these  was  the  necessity  of  having 
to  back  the  truck  into  position  at  the  well  head.  The 
backing  process  was  often  time-consuming  and  dif- 
ficuh  to  accomplish.  Second,  this  back-in  type  of  der- 
rick presented  certain  problems  with  regard  to  safety. 
It  had  only  a  small  margin  of  stability.  Moon  testi- 
fied that  he  had  seen  a  back-in  unit  overturn.  In  addi- 
tion, the  hinging  of  the  derrick  at  the  rear  of  the 
chassis  created  some  danger  to  the  driver  in  the  event 
the  derrick  should  fall  back  during  or  after  the  erec- 
tion process.  Third,  the  back-in  type,  because  of  its 
weight  and  arrangement  of  components,  was  illegal 
for    transportation    over    the    highways    of    many 
states."  (Decision  p.  2.) 
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The  inventive  advance  which  solved  these  problems   as 
the  evidence  shows,  is  present  in  the  accused  device  as 
well  as  in  the  patented  device.  If  the  Court  be  right  that 
the  form  of  the  device  embodied  in  claim   1'  is  not  the 
form  of  the  accused  device,  then  it  must  follow  that  claim 
1  describes  only  a  particular  form  of  the  invention    The 
crux  of  the  invention  is  not  in  the  particular  form  em- 
bodied m  claim  1.  It  is  also  embodied  in  the  accused  units. 
We  here  make  a  distinction  between  the  inventive  ad- 
vance as  a  fact  and  the  form,  of  the  inventive  advance 
which  the  Court  has  concluded  is  defined  by  the  claims 
of  the  patent.    There  simply  is  no  evidence  in  this  case 
apart  from  the  Court's  construction  of  what  the  Exam- 
iner said,  to  support  any  limitation  of  the  inventive  ad- 
vance to  the  form  illustrated  in  the  drawings.  The  ap- 
pellees never  urged  such  a  contention.  Their  position  has 
been  that  the  claims  were  limited  by  File  Wrapper  Estop- 
pel and  as  so  limited  they  were  not  infringed.     (Brief  for 
Appellees,  p.  11.)     The  uncontradicted  facts  are: 

(A)  That  the  Patent  Nowhere  States  That  the  Location  of 
the  Legs  With  Respect  to  the  Cab,  as  Shown  in  the 
Drawings.  Is  the  "Crux  of  the  Invention"  as  Disclosed 
in  the  Patent. 

We  have  discussed  this  point  at  page  77  of  the  Appel- 
lants' Opening  Brief.  The  features  of  the  invention,  as 
described  in  the  patent,  are,  we  believe,  correctly  stated 
by  the  Court  at  page  2  of  its  Opinion  and  quoted  above 
which  does  not  include  the  entrance  of  the  cab  into  the 
space  between  the  legs  as  any  material  part  of  the  inven- 
tion disclosed. 


(B)  The  Same  Properties  Which  the  Court  Found  to  Be  the 
Advance  Made  Are  Found  in  the  Accused  Devices, 
as  Well  as  in  the  Form  of  the  Device  Claimed  in 
Claim  1. 

The  Court  below  so  found  by  adopting  as  Findings 
of  Fact  stipulated  facts,  stated  in  the  pre-trial  order. 
These  were  item  16  of  the  pre-trial  order  and  item  55  of 
the  plaintiff's  pre-trial  Statement  of  Fact,  which  were  in- 
corporated in  the  pre-trial  order  and  which  were  adopted 
as  Findings  of  Fact.  [These  Findings  of  Fact  were  set 
forth  in  Appellants'  Opening  Brief,  item  16  at  p.  23 
and  item  55  at  pp.  32-34.  See  also  Record  pp.  45-47. 
See  also  Record  pp.  60  and  61]. 

The  testimony  of  Mr.  Moon  and  Mr.  Woody,  Appel- 
lees' Chief  Engineer,  who  each  made  an  analysis  of  the 
functioning  of  the  accused  structures  and  the  patented 
structure,  established  that  in  both  the  accused  structures 
and  patented  structure  are  found  the  elements  which  made 
the  drive-in  unit,  exempHfied  in  these  various  forms,  an 
inventive  advance  over  the  prior  art.  This  testimony  was 
uncontradicted.  We  analyzed  this  evidence  at  pages  34  to 
46  of  the  Appellants'  Opening  Brief. 

(C)  That  This  Inventive  Advance  Was  Found  in  Both  the 
Structures  of  the  Accused  Device  and  in  the  Form  Illus- 
trated in  the  Drawings  of  the  Patent  Was  Admitted  by 
Appellees. 

It  is  stressed  in  their  advertisements  set  forth  at  pages 
31  to  32  of  the  Appellants'  Opening  Brief.  The  equiv- 
anlency  was  admitted  in  open  Court  by  the  Appellees' 
Counsel,  Mr.  Kenway,  in  argument.  See  the  Record, 
pages  500  to  501,  and  Appellants'  Opening  Brief  at  pages 
76  to  77. 
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We  are  not  here  discussing  the  scope  of  the  claims  or 
the  Doctrine  of  Equivalents.  We  are  concerned  here  with 
the  nature  of  the  inventive  advance  irrespective  of  what 
the  Court  may  hold  to  be  the  portion  of  the  advance  in- 
cluded within  the  claims.  The  above  considerations  are 
advanced  to  show  that  the  accused  form  of  the  drive-in 
umt  embodies  the  Moon  inventive  advance  as  well  as  does 
the  form  described  in  the  claims  as  they  are  construed  by 
the  Court. 

We,  therefore,  urge  this  Court  to  modify  its  opinion  to 
state  that  the  crux  of  the  Moon  invention  is  not  re- 
stricted to  the  form  of  the  device  as  it  is  defined  in  claim 
1,  as  construed  by  the  Court,  even  if  this  Court  should 
contrary  to  what  we  urge  below,  find  that  all  the  claims 
are  by  their  terms  restricted  to  the  "straddling"  of  the 
cab^  by  the  legs  of  the  derrick  and  that  in  the  accused 
device  the  cab  is  not  so  "straddled." 

2.      The  Court  Erred  in  Restricting  all  of  the  Claims 
to  Be  Co-Extensive  in  Scope  With  Claim  1. 

The  Court  having  found  that  the  inventive  advance 
is  exhausted  by  claim  1,  and  that  the  accused  device  was 
not  of  this  form,  refused  to  read  claims  2  to  5  as  being 
broader  than  claim  1.  (Decision  pp.  8  and  10.) 

If  the  Court  on  reconsideration  agrees  with  us  that  the 
inventive  advance  is  present  in  both  the  accused  device 
and  in  the  form  as  stated  in  claim  1,  then  we  respectfully 
urge  the  Court  that  it  should  find  that  the  claims  of  the 
patent   are   infringed.     We   urge   that    the    Doctrine   of 
Equivalents   requires   that  the   claims   be   held   infringed 
by  the  accused  device,  which  is  conceded  by  the  Appellees 
to  be  the  full  equivalent  of  the  device  shown  in  the  Patent 
drawings. 


We  urge  upon  this  Court  that  the  Doctrine  of  Equiv- 
alents comes  into  operation  after  the  claims  have  been 
construed  as  to  their  scope.  The  Doctrine  of  Equivalents 
comes  into  operation  when  the  inventive  advance  has  been 
appropriated,  but  there  is  some  change  in  the  means,  man- 
ner of  operation  or  result  from  the  invention  as  claimed. 
Unless  form  is  of  the  essence  of  the  invention,  a  change 
in  the  form  of  the  means  which  embodies  the  inventive 
advance  and  makes  no  substantial  change  in  the  mode 
of  operation  or  in  the  result,  is  an  infringement,  even 
though  the  claims  are  limited  to  a  specific  form  not  em- 
ployed in  the  acatsed  device.  This,  we  believe,  is  the  law 
as  set  forth  in  the  following  decisions,  all  referred  to  in 
the  Appellants'  Opening  Brief  at  pages  78  and  79  and  in 
the  Appellants'  Reply  Brief,  pages  12,  13  and  15  to  17. 
Winans  v.  Denmead,  15  How.   (56  U.   S.),  330 
at  pp.  339-340  (Quoted  at  pp.  15-16  of  Appel- 
lants' Rep.  Br.); 
Graver  Tank     Mfg.   Co.  v.  Linde  Air  Products 
Co.,  339  U.  S.  605,  70  S.  Ct.  854  at  pp.  855- 
856;  94  L.  Ed.  1097;  85  U.  S.  P.  Q.  328  at  p. 
330  (Quoted  at  pp.   17  and  18  of  Appellants' 
Rep.  Br.); 
Angelus  Sanitary  Can  Mach.  Co.  v.  Wilson  et  al. 
(9th  C.  C  A.  1925),  7  F.  2d  314  at  p.  318 
(Quoted  at  pp.  12a- 14a  of  the  Appendix  to  Ap- 
pellants' Op.  Br.); 
Cutter  Laboratories  v.   Lyophile-Cryochem  Corp. 
(9th  C.  C.  A.  1949),  179  F.  2d  80  at  p.  89 
(Quoted  at  pp.  12  and  13  of  Appellants'  Rep. 
Br.); 


—9— 

Saco-Lowell  Shops  v.  Reynolds  (4th  CCA 
1944),  141  F.  2d  587  at  pp.  593-594  and  cases 
therein  cited  (Quoted  at  pp.  17a-20a  of  the  Ap- 
pendix to  Appellants'  Op.  Br.)  ; 

G.  H.  Packwood  Mfg.  Co.  v.  St.  Louis  Janitor 
Supply  Co.  (8th  C.  C.  A.  1941),  115  F.  2d  958 
at  pp.  962-963  (Quoted  at  pp.  15a-17a  of  the 
Appendix  to  Appellants'  Op.  Br.). 

We  believe  these  cases  to  be  controlling. 

If  the  Court  agrees  with  us  that  the  evidence  demon- 
strates that  the  inventive  advance  is  found  also  in  the 
accused  device  and  that  therefore  form  is  not  of  the  es- 
sence of  the  invention  but  instead  is  merely  the  environ- 
ment in  which  the  invention  is  embodied,  then  American 
Seating  Co.  v.  Ideal  Seating  Co.  (6th  C.  C.  A.  1941), 
124  F.  2d  70  cited  by  the  Court  at  page  7  of  the  Court's 
Decision  is  not  apposite. 

We  submit  that,   the  Doctrine  of  Equivalents   starts 
where  construction  of  the  claims  end.    Having  construed 
the  claims,  the  question  whether  the  invention  as  claimed 
has  been  appropriated  in  substance,   irrespective  of  the 
disguises  in  which  it  is  exemphf ied,  needs  to  be  answered 
We  urge  that  the  answer  must  be  that  the  substance  has 
been  appropriated  by  the  shifting  of  the  cab  backward 
from  the  hinge  point  to  an  immaterial  degree. 
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(A)  The  Court  Erred  in  Concluding  That  It  Is  Bound  by  a 
Finding   of   Fact   Made  by   the   Court   Below   That   the 
Accused  Device  Is  Not  Equivalent  to  the  Device  of  the 
Claims  as  Construed  by  This  Honorable  Court. 
The  Court  stated: 

"The  factual  finding  of  the  trial  court  that  the 
accused  devices  are  not  equivalent  to  the  patent 
claims,  as  so  construed,  is  not  to  be  disturbed  unless 
clearly  erroneous.  Graver  Mfg.  Co.  v.  Linde  Co., 
339  U.  S.  605,  610.  We  find  no  clear  error  in  the 
making  of  this  finding."  (Decision  p.  10.) 

The  only  statement  by  the  Trial  Court  on  the  issue 
of  equivalency  is  found  in  Conclusion  of  Law  4  which  is 
set  forth  in  the  Record  at  page  90.  This  Conclusion  of 
Law  is  not  such   finding  of   fact  as   is   referred  to  in 
Graver  Mfg.  Co.  v.  Linde  Co.,  supra,  339  U.  S.  605,  610. 
It  cannot  be  said  that  the  Trial  Court  found  as  a  fact 
that  there  was  any  difference  in  means,  manner  of  opera- 
tion or  result  between  the  accused  devices  and  the  patented 
device.  The  decision  of  the  Supreme  Court  referred  to  by 
the  Court  makes  clear  that  the  findings  of  fact  referred 
to  related  to  these  factual  matters  which  creates  the  find- 
ings   of    fact    of    equivalency    or    non-equivalency.    But 
whether  or  not  Conclusion  of  Law  4  is  a  finding  of  fact, 
the  evidentiary  facts  are  not  in  dispute.  The  conclusion  is 
clearly  in  error. 

The  prior  art  evidence  before  this  Court  is  summarized 
at  pages  64-65  and  discussed  in  detail  at  pages  65-75  of 
Appellants'  Opening  Brief.  None  of  this  prior  art  shows 
a  drive-in  derrick  of  either  the  patented  form  or  of  the 
accused  device  or  of  any  other  form.  There  is  no  evidence 
to  support  the  Trial  Court's  conclusion  of  law,  and  the 
Appellees  in  their  briefs  have  made  no  showing  in  sup- 
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port  of  this  conclusion.  They  have  abandoned  the  Court 
on  this  point  (see  Appellants'  Rep.  Br.  p.  5). 

The  undisputed  facts  have  been  stated  in  point  1  above 
The  equivalency  between  the  accused  device  and  the  device 
of  the  patent  is  admitted.  The  exhibits  and  records  are 
available  to  this  Court  and  the  Court  may  itself  deter- 
mine wherein  differences,  if  any,  be.  In  such  case  the  issue 
of  infringement  resolves  itself  into  one  of  law,  depending 
on  a  comparison  between  the  claimed  device  and  the  pat- 
ented device  and  if  required  on  the  correct  application 
thereto  of  the  Rule  of  Equivalency. 

Kemart  Corp.  v.  Printing  Arts  Research  Labs    (9th 
C.  C.  A.  1953),  201  F.  2d  624  at  pages  627-628  (Quoted 
at  p.  23a  of  the  Appendix  to  Appellants'  Op.  Br.)  cited 
with  approval  in  Kwikset  Locks  v.  Hillgren  (9th  CCA 
1954),  210  F.  2d  483  at  pages  488-489. 

We  urge  this  Court  to  reconsider  the  conclusion  that 
there  is  no  equivalency  between  the  accused  device  and 
the  patented  device  and  find  infringement. 

3.  The  Court  Erred  in  Concluding  That  the  Claims 
Are  Restricted  by  File  Wrapper  Estoppel  to  a 
Form  Not  Employed  by  the  Accused  Device. 

We  believe  the  Court  is  in  error  in  its  statement  that 
the  claims  of  the  patent  were  allowed  by  the  Examiner  be- 
cause the  claims  were  restricted  by  amendment  to  the  so- 
called  "straddling"  feature.   We  call  particular  attention 
to  pages  91  through  93  of  the  Appellants'  Opening  Brief. 
(A)  The  file  wrapper  shows  claims  14  to  17  were  not 
amended  to  recite  that  the  rear  legs  and  not  the  front 
legs  straddle  the  cab.  They  were  cancelled,  instead,  and 
claims   19,  20  and  21,   now  claims  2,   3  and  4  of  the 
patent,  were  introduced.  These  claims  do  not  state  that 
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the rear  legs  and  not  the  front  straddle  the  cab.  The 
word  "straddle"  in  claims  2  to  4  applies  to  the  front  legs 
as  well  as  the  rear  legs.  We  believe  the  record  is  clear  that 
the  applicant  rejected  the  Examiner's  requirements,  that 
all  of  the  claims  be  restricted  as  in  claim  1  and  insisted 
on  a  broader  construction  of  the  invention.  //  the  front 
legs  in  the  patented  device  "straddle"  the  cab  then  cer- 
tainly they  do  so  also  in  the  accused  device. 

(B)  The  applicant  Moon  specifically  refused  to  accede 
to  the  Examiner's  request  that  all  the  claims  be  limited 
to  the  form  of  claim  1,  urging  that  his  invention  was 
broader  in  character. 

(C)  Furthermore,  it  must  be  pointed  out  that  claim 
5  was  presented  in  the  amendment  presenting  claims  19, 
20  and  21,  and  that  it  was  allowed  without  amendment. 

If,  as  the  Court  concludes,  notwithstanding  the  above 
contentions,  the  claims  were  all  limited  by  amendment  to 
recite  the  form  of  claim  1,  the  Court  shoidd  note  that  none 
of  the  prior  art  relied  upon  by  the  Examiner  in  reject- 
ing the  claims  disclosed  a  structure  which  is  described  by 
the  Court  at  page  2  of  its  Opinion  to  be  the  structure  of 
the  patent.  None  of  them  showed  a  drive-in  unit  in  which 
the  derrick  was  so  positioned  at  the  front  of  the  chassis 
so  that  it  might  lie  above  the  engine  and  the  driver  and 
the  winch,  when  in  retracted  position,  and  be  erected  at 
the  front  of  the  chassis. 

We  urge  that  the  rule  announced  by  the  Ninth  Circuit 
Court  of  Appeals  and  by  the  Second,  and  Fifth  Circuit 
should  be  followed  by  this  Court.  Limitations  introduced 
into  the  claims  by  amendment  to  avoid  rejection  over  prior 
art  should  be  construed  to  narrow  the  claims  only  inso- 
far as  it  is  necessary  for  them  to  avoid  the  prior  art 
relied  on  by  the  Examiner.  We  call  attention  to  Angelus 
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Sanitary  Can  Mach.  Co.  v,  Wilson  et  al.  (9th  C.  C.  A. 
1925),  7  F.  2d  314  at  page  318  and  referred  to  at  pages 
/9  and  82  of  Appellants'  Opening  Brief  and  quoted  at 
pages  12a-14a  of  the  Appendix  to  Appellants'  Opening 
Brief,    and    International    Cellucotton    Products    Co     v 
Sterelek  Co.  Inc.   (2nd  C.   C.  A.   1938),  94  F    2d   lo' 
quoted   at   pages    15-16   of   the   Appendix   to    CrossV 
pellees'  Reply  Brief,  Hunt  Tool  Company  v.  Lawrence 
(5th  C.  C  A.  1957),  242  F.  2d  347  at  354,  referred  to 
in  this   connection  at   page   97   of  Appellants'   Opening 
Brief  and  quoted  at  page  13  and  15  of  the  Appellants' 
Keply  Brief.   See  also  Farrington  v.  Haywood  (6th  C   C 
A.  1929),  35  F.  2d  628  at  page  631. 

4.  The  Court  Overlooked  the  Fact  That  the  Form 
of  the  Invention  as  Described  by  the  Claims,  as 
Construed  by  This  Court,  Is  Embodied  in  the  Ac- 
cused Device  in  That  the  Derrick  Legs  in  the 
Accused  Device  Straddle  the  Cab. 

Our  next  point  is  that,  assuming  this  Court  be  cor- 
rect that  the  crux  of  the  inventive  advance  is  stated  in 
claim  1,  and  that  it  requires  that  the  cab  be  positioned  in 
the  space  between  the  legs  of  the  derrick,  we  then  urge 
on  this  Court  that  the  uncontradicted  testimony  in  this 
case  IS  that  the  accused  devices  conform  exactly  with  this 
definition. 

Mr.  Moon's  analysis  of  the  construction  and  functions 
of  the  accused  devices  clearly  establishes  that  the  frame- 
work composed  of  the  outriggers  and  the  truss  which 
supports  the  hinge  carries  the  loads  on  the  derrick  to  the 
ground.  This  framework  constitutes  the  rear  legs  of  the 
derrick.  There  is  one  such  structure  on  each  side  of  the 
cab,  and  the  cab  is  positioned  between  them.  (See  Appel 
lants'   Op.   Br.   pp.   43   to  45).   Mr.    Woody,   Appellee's 
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Chief  Engineer,  gave  the  same  evidence  (see  Appellants' 
Op.  Br.  p.  45).  While  Appellants  have  asserted  in  their 
Appellants'  Brief,  p.  9,  that  claim  2  is  not  literally  in- 
fringed (see  also  Appellee's  Reply  Brief,  pp.  3  and  4), 
this  testimony  was  not  contradicted  or  in  any  way  chal- 
lenged by  Appellees,  either  by  testimony  at  the  trial  or 
in  their  briefs. 

In  Appellants'  Opening  Brief,  at  pages  51,  58  and  59, 
we  stated  that  the  claims  read  on  the  Appellees'  structure 
and  that  recourse  to  the  Doctrine  of  Equivalents  is  un- 
necessary. At  pages  58  to  63  we  applied  the  claims  to 
the  accused  structure.  At  pages  60  and  61  of  Appel- 
lants' Opening  Brief  we  pointed  out  that  the  rear  leg 
structure  formed  of  the  outriggers  and  the  frame  mem- 
bers 23d  and  23e  [see  Ex.  57  in  the  Appendix  to  Appel- 
lants' Op.  Br.],  which  corresponds  to  L-6  [see  also  L-6 
of  Ex.  95  in  the  above  appendix],  "straddled"  the 
driver's  position,  i.e.,  that  the  cab  is  directly  between  such 
structures,  which  are  on  each  side  of  the  cab.  We  stated, 
at  page  4  of  the  Appellants'  Reply  Brief,  "The  legs  of 
Appellees'  derrick  functionally  and  structurally  'straddle' 
the  cab  and  driver  position  in  the  cab  even  if  the  word 
'straddle'  is  to  be  limited  in  the  sense  urged  by  Appel- 
lees." 

Thus,  we  believe  it  to  be  true,  as  is  shown  by  the  evi- 
dence, that  to  establish  infringement  no  recourse  to  the 
Doctrine  of  Equivalents  is  necessary  since  the  claims  are 
valid  and  read  on  the  accused  device,  which  embodies 
the  inventive  advance  of  the  claims.  This  ends  the  mat- 
ter, as  was  stated  in  the  case  of  Graver  Tank  and  Mfg. 
Co.  V.  Linde  Air  Products  Co.,  cited  supra.  See  85  U.  S. 
P.  Q.  328  at  330: 

"In  determining  whether  an  accused  device  or  com- 
position infringes  a  valid  patent,  resort  must  be  had 
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m  the  first  instance  to  the  words  of  the  claim  If 
accused  matter  falls  clearly  within  the  claim,  in- 
frmgement  is  made  out  and  that  is  the  end  of  it." 

We  believe  this  point  has  been  overlooked  by  the  Court 
smce  we  find  nothing  in  the  Court's  decision  expressly 
ruhng  on  this  issue.  Even  if  all  the  other  points  in  our 
petition  are  insufficient,  we  urge  that  this  is  enough  for 
the  Court  to  find  infringement  of  the  claims. 

Conclusions. 

We  urge  this  Court  that  because  of  the  above  errors 
this   cause   should   be   reconsidered   and   that   the   Trial 
Court's  judgment  insofar  as  it  held  the  patent  not  to  be 
infringed  be  reversed  and  the  accused  device  be  held  to 
be  infringements  of  this  patent.  If  this  is  not  the  view 
of  the  Court  we  respectfully  urge  that  the  decision  be 
clarified  to  state,  what  the  evidence  shows  without  con- 
tradiction, that  the  inventive  advance  is  embodied  in  the 
accused  form  as  well  as  in  the  patented  form,  and  that 
the  form  of  the  accused  device  is  the  substantial  equiv- 
alent of  the  device  as  described  in  the  patent  and  as  illus- 
trated by  the  drawings,  even  though  the  Court  conclude 
that  the  claims  must  be  restricted  because  of  the  Exam- 
iner's action  and  amendments  made,  so  that  they  are  not 
infringed. 

Respectfully  submitted, 
Philip  Subkow, 
In  Propria  Persona  and  Attorney  for  Appellants, 
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Certificate. 

The  undersigned  appearing  in  propria  persona  and  as 
counsel  for  the  Appellants,  James  Moon  and  Edmond  M. 
Wagner,  certifies  that  in  his  judgment  the  herein  peti- 
tion is  well  founded  and  that  it  is  not  interposed  for  de- 
lay. 

Philip  Subkow, 
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In  the  United  States  District  Court,  Southern 
District  of  California,  Central  Division 

No.  933-57~HW 

W.  D.  MacKAY, 

Plaintiff, 


vs. 


AMERICAN  POTASH  &  CHEMICAL  CO.,  INC., 
a  Corporation;  WEST  END  CHEMICAL  CO.,' 
INC.,  a  Corporation;  DOE  I,  DOE  II,  DOE 
III,  as  Individuals;  JOHN  DOE  &  RICHARD 
ROE,  as  Individuals  and  as  Copartners  •  DOE 
CORPORATION  ONE, 

Defendants. 

PETITION  FOR  REMOVAL  TO  THE  UNITED 
STATES    DISTRICT    COURT    FOR    THE 
SOUTHERN  DISTRICT  OF  CALIFORNIA 
CENTRAL  DIVISION 

Comes  now  American  Potash  &  Chemical  Co., 
Inc.,  a  corporation,  a  defendant  in  the  above  cause,' 
and  files  this,  its  Petition  for  Removal  of  this  cause 
from  the  Superior  Court  in  and  for  the  Comity  of 
Los  Angeles,  State  of  California,  in  which  said  cause 
IS  now  pending,  to  the  District  Court  of  the  United 
States  in  and  for  the  Central  Division  of  the  South- 
ern District  of  California,  held  in  the  Citv  of  Los 
Angeles,  in  said  District  and  State,  and  respectfully 
shows  to  the  Court  the  following: 

L     That    copies    of    all    process,    pleadings    and 
orders  served  upon  petitioning  defendant  in  this 
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cause  to  the  date  hereof  in  the  above-referred  to 
Superior  Court,  are  attached  hereto,  marked  Ex- 
hibit "A,"  and  by  reference  are  made  a  part  of 
this  Petition.  That  on  July  24,  1957,  the  summons 
and  complaint  in  the  said  Superior  Court  action 
were  served  in  the  City  of  Los  Angeles  and  County 
of  [2*]  Los  Angeles,  State  of  California,  on  de- 
fendant and  petitioner  American  Potash  &  Chemi- 
cal Co.,  Inc.,  a  Delaware  corporation;  that  your 
Petitioner  is  one  of  the  defendants  named  in  this 
action,  which  is  a  civil  action  commenced  in  the 
Superior  Court  of  the  State  of  California,  in  and 
for  the  County  of  Los  Angeles,  No.  682788,  entitled 
*'W.  D.  MacKay,  Plaintiff,  vs.  American  Potash 
&  Chemical  Co.,   Inc.,  a   Corporation;  West  End 
Chemical  Co.,  Inc.,  a  corporation;  Doe  T,  Doe  II, 
Doe  III,  as  individuals;  John  Doe  &  Richard  Roe, 
as  individuals  and  as  copartners ;  Doe  Corporation 
One,   Defendants,"   said   complaint   being   entitled 
"Complaint   (Common  Counts,  Declaratory  Relief 
and  Implied  Contract)."  That  said  action  was  com- 
menced in  said  Superior  Court  on  or  about  July  10, 
1957.  That  your  Petitioner  has  not  yet  appeared  in 
answer  to  the  sununons  and  complaint  so  served 
upon  it  or  fih^d  any  pleading  in  said  action.  That 
your   Petitioner  had   not   received   from  plaintiff, 
through  service  or  otherwise,  any  copy  of  the  sum- 
mons or  complaint  in  said  action  prior  to  July  24, 
1957.  That  twenty  days  after  receipt  by  your  Peti- 
tioner of  the  said  copy  of  the  summons  and  com- 
plaint have  not  expired. 

^Page  numbering  appearing  at  foot  of  page  of  original  Certified 
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2.  That  said  Petitioner  files  its  Petition  for  Re- 
moval of  said  cause  in  the  aforesaid  Superior  Court 
m  which  it  is  now  pending  to  the  United  States 
District  Court,  Southern  District  of  California,  Cen- 
tral Division,  held  in  the  City  of  Los  Angeles,  State 
of  California. 

3.     That    said    action    has    been    commenced    as 
aforesaid,  and  at  the  time  of  said  commencement 
and  at  all  times  since  then  has  been  and  is  now  a 
suit  of  a  civil  nature  at  common  law  over  which  the 
District  Courts  of  the  United  States  have  original 
jurisdiction  by  reason  of  diversities  of  the  citizen- 
ship of  the  parties  and  the  amount  in  controversy 
under  the  provisions  of  Title  28  U.S.C.,  §  1332,  and 
is  one  which  may  be  removed  to  this  Court  bv  'your 
Petitioner  pursuant  to  the  provisions  of  Title  28 
U.S.C,  §  1441,  in  that  it  is  a  civil  action  wherein 
the  matter  in  controversy  exceeds  the  sum  of  Three 
Thousand  Dollars  ($3,000.00),  exclusive  of  interest 
and  cost,  and  is  between  [3]  citizens  of  ditiVrent 
States. 

4.  That  said  action  contains  three  alleged  causes 
of  action.  That  the  first  alleged  cause  of^  action  of 
said  complaint  seeks  reasonable  compensation  for 
alleged  services  allegedly  performed  for  the  defend- 
ants and  each  of  them  in  the  total  amount  of  Two 
Hundred  Fifty  Thousand  Dollars  ($250,000.00)  as 
appears  therefrom  and  from  the  praver  of  said  com- 
plaint. That  the  second  alleged  cause  of  action  of 
said  complaint  seeks  declaratory  relief  agaiiist  the 
defendants  and  each  of  them  with  reference  to  the 
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same  facts  alleged  in  the  first  alleged  cause  of  action, 
and  relative  to  the  same  claimed  smn  of  Two  Hun- 
dred Fifty  Thousand  Dollars  ($250,000.00)  as  ap- 
pears from  said  second  alleged  cause  of  action.  That 
the  third  alleged  cause  of  action  seeks  the  sum  of 
Two  Hundred  Fifty  Thousand  Dollars  ($250,000.00) 
for  alleged  services  rendered  to  the  defendants  and 
each  of  them  on  a  common  count,  and  based  upon 
the  same  alleged  facts  as  the  first  and  second  alleged 
causes  of  action  as  appears  from  the  face  of  the 
said  alleged  third  cause  of  action.  That  plaintiff's 
alleged  causes  of  action  are  all  based  upon  the  same 
alleged  facts  as  appears  from  the  face  of  the  com- 
plaint and  the  face  of  each  alleged  cause  of  action 
stated  in  said  complaint. 

5.     That  said  complaint  alleges  that  your  Peti- 
tioner, American  Potash  &  Chemical  Co.,  Inc.,  is  a 
Delaware  corporation.  That  said  allegation  is  true 
in  that  your  Petitioner  is  a  corporation  organizc^d 
and  existing  under  and  by  virtue  of  the  laws  of  the 
State  of  Delaware ;  that  your  Petitioner,  said  Ameri- 
can Potash  &  Chemical  Co.,  Inc.,  was  at  all  times 
mentioned  in  said  complaint,  was  on  the  date  said 
complaint  was  filed,  has  been  at  all  times  since  and 
is  now  a  corporation  organized  and  existing  under 
and  by  virtue  of  the  laws  of  the  State  of  Delaware 
and  a  citizen  and  resident  of  that  State. 

6.  Your  Petitioner  is  informed  and  believes  and 
therefore  alleges  that  at  the  time  of  the  commence- 
ment of  this  action  and  at  all  times  since,  the  Plain- 
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tiff,  W.  D.  MacKay,  was  and  now  is  a  [4]  citizen 
and  resident  of  the  State  of  California. 

7.     That  said  complaint  alleges  that  defendant 
West  End  Chemical  Co.,  Inc.,  a  corporation,  is  a 
corporation  organized  and  existing  under  and  bv 
virtue  of  the  laws  of  the  State  of  California-  said 
allegation  is  false  and  untrue  in  that  said  defendant 
West  End  Chemical  Co.,  Inc.,   the  true  name  of 
which    was    West    End    Chemical    Company,    was 
merged  into  Stanffer  Chemical  Company,  a  Dela- 
ware Corporation,  as  of  on  or  about  October  1,  1956, 
and  that  the  public  records  of  the  State  of  Cali- 
fornia so  disclose  in  that  there  is  on  file  m  the  office 
of  the  Secretary  of  State,  of  the  State  of  California 
a  signed  counterpart  of  the  agreement  of  meroor 
filed  by  said  defendant  West  End  Chemical  Com- 
pany on  or  about  October  1,  1956.  That  as  of  the 
date  of  said  filing,  the  separate  corporate  existence 
of  defendant  West  End  Chemical  Co.,  Inc     ceased 
That  as  of  the  date  of  the  filing  of  the  comolaint 
herein,  the  records  of  the  Secretary  of  State  of  tlie 
State  of  California,  show  that  there  is  no  California 
corporation  operating  under  a  name  containing  the 
words  -West  End  Chemical."  That  said  defendant 
West  End  Chemical  Co.,  Inc.,  was  named  as  a  party 
to  the  aforesaid  action  by  the  plaintiif  spuriously 
and  without  reasonable  basis  and  in  bad  faith  and 
for  the  fraudulent  purpose  of  defeating  removal. 

8.     That  plaintiff  has  named  as  defendants  cer- 
tain fictitious  defendants,  being  Doe  I,  Doe  II,  Doe 
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Ill,  as  individuals;  John  Doe  &  Richard  Roe,  as 
individuals   and   as    copartners;    Doe    Corporation 
One.  That  prior  to  the  institution  of  this  action 
Petitioner  caused  the  deposition  of  the  plaintiff  to 
be  taken  in  a  proceeding  to  perpetuate  testimony 
concerning  the  matters  complained  of  by  plaintiff, 
plaintiff    having    previously    filed    proceedings    to 
perpetuate  the  testimony  of  your  Petitioner.  In  that 
deposition,  plaintiff  claimed  that  its  only  complaint 
on  the  alleged  facts  in  this  action  was  against  your 
Petitioner,  American  Potash  &  Chemical  Co.,  Inc. 
Petitioner  is  therefore  informed  and  believes  and 
on  the  basis   of   such  information   and  belief   [5] 
alleges  that  the  above  fictitious  defendants  and  each 
of  them,  and  the  defendant.  West  End  Chemical 
Co.,  Inc.,  are  joined  spuriously  and  without  reason- 
able basis  and  in  bad  faith  and  for  the  fraudulent 
purpose  of  defeating  removal.  Plaintiff  is  further 
informed  and  believes,  and  on   the  basis  of  such 
information  and  belief  alleges  that  as  to  each  of 
said  fictitious  defendants,  plaintiff  has  no  actor  in 
mind  relative  to  the  alleged  causes  of  action  and 
each  of  them;  that  each  of  said  fictitious  defend- 
ants, and  the  defendant  West  End  Chemical  Co., 
Inc.,'  should  be   disregarded  for  purposes   of  this 
Petition.  That  insofar  as  petitioning  defendant  can 
ascertain,  no  other  party  defendant  has  been  served 
in  this  action.  That  as  appears  from  the  affidavit 
attached  hereto  as  Exhibit  "B,"  there  is  as  of  the 
date  of  this  Petition  no  return  of  service  upon  any 
other  defendant  on  file  in  the  Sup(>rior  Court  in 
and  for  the  County  of  Los  Angeles.  Petitioner  is 
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informed  and  believes  and  on  the  basis  of  such  in- 
formation and  belief  alleges  that  the  joinder  of  the 
other  defendants,  named  and  fictitious,  is  solely  for 
the  purpose  of  defeating  the  jurisdiction  of  the  Dis- 
trict Courts  of  the  Fnited  States. 

9.  That  the  facts  hereinabove  set  forth  in  para- 
graph 7  of  this  Petition  are  further  evidenced  by 
the  affidavit  of  George  C.  Ellis,  attached  hereto  as 
Exhibit  ''C." 

10.  That  the  matter  in  dispute  exceeds  the  sum 
of  Three  Thousand  Dollars  ($3,000.00)  exclusive  of 
interest  and  cost,  in  that  said  action  seeks  alleged 
damages  from  defendants,  and  each  of  them,  in  the 
total  amount  of  Two  Hundred  Fiftv  Thousand  Dol- 
lars ($250,000.00). 

11.  That  petitioner  American  Potash  &  Chemical 
Co.,  Inc.,  a  Delaware  corporation,  files  herewith  a 
Bond  conditioned  as  required  by  law,  with  o-ood  and 
sufficient  surety  for  paying  all  costs  and  disburse- 
ments incurred  by  reason  of  these  removal  pro- 
ceedings, if  this  Court  shall  hold  that  the  action  is 
not  removable  or  improperly  removed  [6]  thereto, 
as  provided  by  the  statutes  of  the  United  States  of 
America. 

Your  petitioner,  therefore,  prays  for  removal  of 
the  above-entitled  cause  from  the  Superior  Court 
of  the  State  of  California,  in  and  for  the  County 
of  Los  Angeles,  to  this  Court. 
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Dated:  August  2,  1957. 

GIBSON,  DUNN  &  CRUTCHER, 
WILLIAM  F.  SPALDING, 
LESLIE  G.  TURNER, 
MARTIN  E.  WHELAN,  JR., 

By  /s/  MARTIN  E.  WHELAN,  JR., 

Attorneys    for    Defendant    American    Potash    & 
Chemical  Co.,  Inc. 

Duly  verified.  [7] 


EXHIBIT  A 

In  the  Superior  Court  of  the  State  of  California 

in  and  for  the  County  of  Los  Angeles 

No 

W.  D.  MacKAY,  . 

Plamtirr, 

vs. 
AMERICAN  POTASH  &  CHEMICAL  CO.,  INC., 
a  Corporation ;  WEST  END  CHEMICAL  CO., 
INC.,  a  Corporation;  DOE  I,  DOE  II,  DOE 
III,  as  Individuals;  JOHN  DOE  &  RICHARD 
ROE,  as  Individuals  and  as  Copartners;  DOE 

CORPORATION  ONE, 

Defendants. 

COMPLAINT 

(Common  Counts,  Declaratory  Relief 
and  Implied  Contract) 
Now  comes  W.  D.  MacKay,  and  for  a  cause  of 
action  against  said  defendants  and  each  of  them, 
alleges : 
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I. 

That  the  defendant,  American  Potash  &  Chemical 
Co.,  Inc.,  at  all  times  herein  mentioned,  was,  and 
now  is  a  corporation  organized  and  existing  under 
and  by  virtue  of  the  laws  of  th^  State  of  Delaware, 
and  authorized  to  do  and  engaged  in  doing  business 
m  the  State  of  California. 

II. 

.  That  defendants  West  End  Chemical  Co.,  Inc., 
and  Doe  Corporation  One,  at  all  times  herein  men- 
tioned, were,  and  now  are,  corporations  dulv  organ- 
ized and  existing  under  and  by  virtue  of  the  laws 
of  the  State  of  California.  [10] 

III. 
That  defendants  Doe  I,  Doe  II,  Doe  III,  John 
Doe  and  Richard  Roe,  as  individuals  and  as  co- 
partners, and  Doe  Corporation  One  are  sued  herein 
by  fictitious  names  and  that  plaintiff  asks  leave  to 
amend  and  insert  their  proper  names  when  they 
become  known  to  plaintiff. 

IV. 

That  on  or  about  the  fifteenth  day  of  July,  1952, 
at  Los  Angeles,  California,  the  plaintiff  and  the 
defendants  mutually  agreed  that  i)laintiff  should 
serve  the  defendants  and  each  of  them  in  securing 
natural  gas  service  to  the  defendants'  plants  located 
in  or  about  Trona,  California,  and  that  the  plaintiff 
be  compensated  in  a  reasonable  amount  to  be  agreed 
upon  by  the  plaintiff  and  defendants  if  the  j^laintiff 
secured  said  natural  gas  service. 
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V. 

That  thereafter  on  April  11,  1955,  as  a  result  of 
plaintiff's  services  and  efforts,  defendants  made  a 
contract  with  Pacific  Gas  &  Electric  Company  for 
natural  gas  service.  That  thereafter  on  or  about 
July  12,  1955,  the  California  Public  Utilities  Com- 
mission approved  such  contract  by  Decision  No. 
51666.  That  thereafter,  on  or  about  October  1,  1955, 
Pacific  Gas  &  Electric  Company  commenced  deliver- 
ing natural  gas  to  defendants  under  such  contract 
and  the  defendants  and  each  of  them  ever  since 
have  received  and  used  the  benefits  therefrom. 

VI. 

That  thereafter,  and  before  this  action  was  com- 
menced, the  plaintiff  demanded  reasonable  com- 
pensation for  his  services  from  the  defendants  and 
each  of  them. 

VII. 

That  the  defendants  and  each  of  them  have  not 
made  payment,  or  [11]  any  part  thereof,  to  plain- 
tiff, and  refuse  to  do  so. 

Wherefore,  plaintiff  prays  as  hereafter  set  forth. 

And  for  a  Second  and  Further  Cause  of  Action, 
Plaintiff  Alleges: 

I. 
Incorporates  herein  and  makes  a  part  hereof  by 
reference  as  though  set  out  herein  in  full,  para- 
gTaphs  I,  II,  III,  I^,  and  V  of  his  First  Cause  of 
Action. 
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II. 
That  an  actual  controversy  exists  between  the 
plaintiff  and  defendants  and  each  of  them  relating 
to  the  legal  rights  and  duties  of  the  parties  hereto 
and  that  a  judicial  inquiry  is  necessary  to  deter- 
mine the  legal  rights  of  the  parties.  Plaintiff  desires 
a  declaration  of  the  rights  and  duties  of  the  parties 
hereto  in  connection  with  said  controversy. 

Wherefore,  Plaintiff  prays  as  hereafter  set  forth. 

And  for  a   Third   and  Further  Cause   of  Action, 
Plaintiff  Alleges : 

I. 

Incorporates  herein  and  makes  a  part  hereof  by 
reference  as  though  set  out  lierein  in  full    para- 
f     graphs  I,  II,  III,  IV  and  V  of  his  first  cause  of 
action.  [12] 

II. 

That  on  October  1,  1955,  in  the  Countv  of  Los 
^  Angeles,  State  of  California,  defendants  and  each 
of  them  were  indebted  to  plaintiff  in  the  sum  of 
at  least  Two  Hundred  Fifty  Thousand  Dollars 
($250,000.00)  for  sei-vices  rendered  to  the  defend- 
ants and  each  of  them. 

III. 

That  no  part  of  said  sum  of  Two  Hundi^ed  Fiftv 
Thousand  Dollars  ($250,000.00)  has  been  paid  al- 
though plaintiff  has  demanded  the  same  from  the 
said  defendants  and  each  of  them. 
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Wherefore,  Plaintiff  Prays: 

1.  That  the  Court  render  judgment  against  the 
defendants  and  each  of  them  for  the  reasonable 
value  of  plaintiif 's  services,  with  interest  at  the  rate 
of  seven  (7%)  per  cent  from  the  12th  day  of  Octo- 
ber, 1955; 

2.  That  the  Court  adjudicate  the  controversy  ex- 
isting between  the  plaintiff  and  the  defendants 
singularly  and  jointly; 

3.  That  the  Court  render  judgment  against  the 
defendants  and  each  of  them  for  Two  Hundred 
Fifty  Thousaud  Dollars  ($250,000.00)  with  interest 
at  the  rate  of  seven  (7%)  per  cent  from  the  12th 
day  of  April,  1957;  [13] 

4.  That  plaintiff  recover  his  costs  of  suit  herein ; 
and, 

5.  For  such  other  and  further  relief  as  to  the 
court  may  seem  proper. 

/s/  W.  D.  MacKAY. 

Duly  verified. 

[Endorsed]:     Filed  August  2,  1957.  [14] 


[Title  of  District  Court  and  Cause.] 

NOTICE  OF  PETITION  AND  FILING 
BOND  FOR  REMOVAL 

To  the  Plaintiff,  W.  D.  MacKay : 

You  Are  Hereby  Notified  that  on  the  2nd  day  of 
August,  1957,  a  Petition  and  Bond  for  Removal  in 


American  Potash  &  Chemical  Co.,  etc,  15 

the  above-entitled  cause,  copies  of  which  are  an- 
nexed hereto,  were  filed  in  the  United  States  Dis- 
trict Court  for  the  Southern  District  of  California 
Central  Division.  ' 

Dated:  August  5,  1957. 

aiBSON,  DUNN  &  CRUTCHER, 
WILLIAM  F.  SPALDING, 
LESLIE  G.  TURNER, 
MARTIN  E.  WHELAN,  JR., 

By  /s/  MARTIN  E.  WHELAN,  JR 

Attorneys    for    Defendant    American    Potash'    & 
Chemical  Co.,  Inc. 

Affidavit  of  Service  by  Mail  attached. 
[Endorsed]:    Filed  Augiist  5,  1957.  []9] 


[Title  of  District  Court  and  Cause.] 

ANSWER 

The  defendant  American  Potash  &  Chemical  Co , 
Inc.,  a  corporation,  answering  for  itself  alone  to  the 
alleged  causes  of  action  in  the  complaint  herein, 
admits  and  denies  and  alleges  as  follows: 

First  Cause  of  Action 

I. 

Answering  Paragraph  I  thereof,  admits  the  same. 
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II. 

Answering  Paragraph  II  thereof,  denies  each  and 
every  allegation  therein  contained,  and  further  spe- 
cifically denies  that  defendant  West  End  Chemical 
Co.,  Inc.,  was  as  of  the  date  the  complaint  herein 
was  filed  or  at  any  time  subsequent  thereto  a  cor- 
poration organized  and  existing  under  and  by  virtue 
of  the  laws  [41]  of  the  State  of  California.  Defend- 
ant further  specifically  denies  that  plaintiff  has  any 
other  corporation  in  mind  as  a  defendant  in  this 
action,  other  than  answering  defendant. 

III. 

Answering  Paragraph  III  thereof,  admits  that 
the  defendants  therein  named  are  designated  by 
fictitious  names,  and  denies  that  plaintiff  has  any 
other  person  other  than  answering  defendant  in 
mind  as  a  defendant  in  this  action. 

IV. 

Answering  Paragraph  IV  thereof,  denies  each 
and  every  allegation  therein  contained,  and  further 
specificaUy  denies  that  answering  defendant  at  any- 
time entered  into  any  agreement  with  the  plaintiff 
as  claimed  by  him  in  said  Paragraph  TV  of  the 
complaint,  and  further  specifically  denies  that  an- 
swering defendant  promised  plaintiff  compensation 
in  any  amount  whatsoever. 

V. 

Answering  Paragraph  V  thereof,  answering  de- 
fendant admits  that  on  April  11,  1955,  it  entered 
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into  a  contract  with  the  Pacific  Gas  &  Electric  Com- 
pany for  natural  gas  sei^ice,  that  on  or  about  July 
12,  1955,  such  contract  was  approved  by  the  Cali- 
fornia Public  Utilities  Commission,  and  that  since 
on  or  about  October  1,  1955,  answering  defendant 
has  been  receiving  and  using  natural  gas  delivered 
by  the  Pacific  Gas  &  Electric  Company  pursuant  to 
the  aforesaid  contract.  Other  than  as  hereinbefore 
admitted,  answering  defendant  denies  each  and  all 
of  the  allegations  of  the  aforesaid  Paragraph  V  of 
the  complaint. 

VI. 

Answering  Paragraph  VI  thereof,  answering  de- 
fendant admits  that  plaintiff  demanded  compensa- 
tion from  answering  defendant;  answering  defend- 
ant denies  that  plaintiff  rendered  any  services  to 
answering  defendant.   Other  than  hereinabove  ad- 
mitted   or    denied,    answering    defendant    has    no 
knowledge  or  information  or  belief  [42]  sufficient  to 
enable  it  to  answer  the  allegations  of  said  Para- 
graph VI,  and  on  that  ground  denies  each  and  all 
of  said  allegations  except  as  hereinabove  admitted 
or  denied. 

VII. 

Answering  Paragraph  VII  thereof,  defendant  ad- 
mits that  it  has  made  no  payment  to  plaintiff,  and 
alleges  that  it  has  no  obligation  of  any  type  or  man- 
ner to  make  payment  to  plaintiff  in  any  sum  what- 
soever. Answering  defendant  has  no  knowledge  or 
information  or  belief  as  to  the  allegations  of  said 
Paragraph  VII  insofar  as  other  ^^defendants''  are 
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concerned,  and  on  that  ground  denies  the  allega- 
tions thereof  as  to  said  defendants  and  each  of 
them. 

Second  Cause  of  Action 

I. 

Answering  Paragraph  I  thereof,  answering  de- 
fendant incorporates  herein  by  reference  its  admis- 
sions, denials,  and  allegations  contained  in  Para- 
graphs I,  II,  III,  IV  and  V  of  the  answer  herein 
to  the  First  Cause  of  Action. 

II. 

Answering  Paragraph  II  thereof,  admits  that 
there  is  a  controversy  between  plaintiff  and  answer- 
ing defendant,  but  denies  that  any  judicial  inquiry 
is  necessary,  and  further  denies  that  plaintiff  has 
any  right  to  declaratory  relief. 

Third  Cause  of  Action 

I. 

Answering  Paragraph  I  thereof,  answering  de- 
fendant incorporates  herein  by  reference  its  admis- 
sions, denials,  and  allegations  contained  in  Para- 
graphs I,  II,  III,  IV  and  V  of  the  answer  herein 
to  the  First  Cause  of  Action. 

II. 

Answering  Paragraph  II  thereof,  denies  each  and 
every  allegation  therein  contained,  and  further  de- 
nies that  answering  defendant  was  at  any  time  or 
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is  now  indebted  to  plaintiff  in  any  sum  [43]  what- 
soever. 

III. 
Answering  Paragraph  III  thereof,  it  admits  that 
It  has  paid  no  sum  to  plaintiff  and  alleges  that  there 
IS  no  sum  either  due  or  owing  from  answering  de- 
fendant to  plaintiff.  Other  than  hereinabove  ad- 
mitted or  alleged,  answering  defendant  has  no 
knowledge  or  information  or  belief  sufficient  to  en- 
able It  to  answer  the  allegations  of  said  Paragraph 
III,  and  on  that  gTound  denies  them. 

For  further  and  separate  defenses  to  each  of 
plamtiff's  alleged  causes  of  action,  answering  de- 
fendant alleges  as  follows: 

First  Affirmative  Defense 

I. 

That  any  action  is  barred  and  cannot  be  main- 
tamed  by  reason  of  the  failure  of  plaintiff  to  allege 
that  he  had  a  Business  Opportunities  Broker's 
License  as  required  by  California  Business  and 
Professions  Code  Sections  10,250,  et  seq. 

Second  Affirmative  Defense 

I. 

That  any  action  is  barred  and  cannot  be  main- 
tamed  by  reason  of  the  failure  of  plaintiff  to  allege 
that  he  had  a  Mineral,  Oil  and  Gas  Broker's  License 
as  required  by  California  Business  and  Professions 
Code,  Sections  10,500,  et  seq. 
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Third  Affirmative  Defense 

I. 

Answering  defendant  is  informed  and  believes  and 
on  the  basis  of  such  information  and  belief  alleges 
that  at  no  time  mentioned  in  the  complaint  did 
plaintiff  have  a  Business  Opportunities  Broker's 
License  as  required  under  California  Business  and 
Professions  Code,  Sections  10,250,  et  seq.,  and  that 
accordingly  no  action  can  be  maintained;  that  if 
there  was  any  agreement  such  as  claimed  by  plain- 
tiff, which  answering  defendant  denies,  it  would  be 
illegal.  [44] 

Fourth  Affirmative  Defense 

I. 

Answering  defendant  is  informed  and  believes 
and  on  the  basis  of  such  information  and  belief 
alleges  that  at  no  time  mentioned  in  the  complaint 
did  plaintiff  have  a  Mineral,  Oil  and  Gas  Broker's 
License  as  required  under  California  Business  and 
Professions  Code,  Sections  10,500,  et  seq.,  and  that 
accordingly  no  action  can  be  maintained;  that  if 
there  was  any  agreement  such  as  claimed  by  plain- 
tiff, which  answering  defendant  denies,  it  would  be 

illegal. 

Fifth  Affirmative  Defense 

I. 

That   if   plaintiff"   was   employed   by    defendant, 
which   defendant   denies,   no   action   can  be   main- 
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tained  by  plaintiff  for  want  of  an  agreement  in  writ- 
ing as  required  pursuant  to  California  Civil  Code, 
Section  1624(a),  and  California  Code  of  Civil  Pro- 
cedure, Section  1973(a),  in  conjunction  with  Cali- 
fornia Civil  Code,  Section  2309.  That  the  agree- 
ment with  the  Pacific  Cas  &  Electric  Company,  set 
forth  in  Paragraph  V  of  plaintiff's  complaint  ca'lled 
for  the  sale  of  personal  property  of  a  value  in  ex- 
cess of  Five  Hundred  Dollars  ($500.00). 

Sixth  Affirmative  Defense 

I. 

That  any  action  is  barred  by  reason  of  the  pro- 
visions of  Section  339,  su])division  (1)  of  the  Cali- 
fornia Code  of  Civil  Procedure. 

Wherefore,  answering  defendant  prays  that  plain- 
tiff take  nothing  by  reason  of  its  complaint,  that 
defendant  be  awarded  [45]  costs  of  suit  herein,  and 
such  other  and  further  relief  as  the  Court  may 
deem  proper. 

GIBSON,  DUNN  &  CRUTCHER, 
WILLIAM  F.  SPALDING, 
LESLIE  G.  TURNER, 
MARTIN  E.  WHELAN,  JR., 

By  /s/  MARTIN  E.  WHELAN,  JR., 

Attorneys    for    Defendant    American    Potash    & 
Chemical  Co.,  Inc.,  a  Corporation. 
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To  the  Plaintiff,  W.  D.  MacKa}^  and  to  the  Clerk 
of  the  Above-Entitled  Court : 

You  and  Each  of  You  Will  Please  Take  Notice 
that  defendant  American  Potash  &  Chemical  Co., 
Inc.,  demands  a  trial  by  juiy  in  the  above-entitled 
action. 

Dated:  August  7,  1957. 

GIBSON,  DUNN  &  CRUTCHER, 
WILLIAM  F.  SPALDING, 
LESLIE  G.  TURNER, 
MARTIN  E.  WHELAN,  JR., 

By  /s/  MARTIN  E.  AYHELAN,  JR., 

Attorneys    for    Defendant     American    Potash     & 
(liemical  Co.,  Inc.,  a  Corporation. 

Affidavit  of  Service  by  Mail  attached. 
[Endorsed]:     Filed  August  7,  1957.  [46] 


[Title  of  District  Court  and  Cause.] 

ANSWER 

Answering  the  plaintiff's  complaint  herein  the  de- 
fendant, Stauffer  Chemical  Company,  a  corporation, 
sued  herein  as  West  End  Chemical  Co.,  Inc.,  ad- 
mits, denies  and  alleges  as  follows: 

First  Cause  of  Action 

I. 

Answering  Paragraph  I  admits  the  allegations 

thereof. 
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II. 

Answering  Paragraph  II  thereof,  denies  each  and 
every  allegation  therein  contained,  and  further  spe- 
cifically denies  that  defendant  West  End  Chemical 
Co,  Inc.,  was  as  of  the  date  the  complaint  herein 
was  filed  or  at  any  time  subsequent  thereto  a  cor- 
poration organized  and  existing  under  and  by  .  irtue 
of  the  [48]  laws  of  the  State  of  California.  Alleges 
that  on  October  1,  1956,  West  End  Chemical  Com- 
pany, sued  herein  as  West  End  Chemical  Co.,  Inc 
merged  into  and  became  a  part  of  Stauffer  Chemical 
Company,  and  that  on  said  date  West  End  Chemical 
Company  ceased  to  exist  as  a  result  of  said  merger 
The  said  Stauf(:er  Chemical  Company  is  and  at  all 
tunes  material  hereto,  has  been  a  corporation  organ- 
ized and  existing  under  the  laws  of  the  State  of 
Delaware  and  is  authorized  to  do  business  in  the 
State  of  California.  Defendant  further  specifically 
denies  that  plaintiff  has  any  other  corporation  in 
mmd  as  a  defendant  in  this  action,  other  than  the 
answering  defendant  and  defendant,  American  Pot- 
ash &  Chemical  Co.,  Inc. 

III. 

Answering  Paragraph  III  thereof,  admits  that 
the  defendants  therein  named  are  designated  by 
fictitious  names,  and  denies  that  plaintiff  has  any 
other  person  other  than  answering  defendant  and 
American  Potash  &  Chemical  Co.,  Inc.,  in  mind  as 
a  defendant  in  this  action. 

IV. 

Answering  Paragraph  IV  thereof,  denies   each 
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and  every  allegation  therein  contained,  and  further 
specifically  denies  that  answering  defendant  at  any 
time  entered  into  any  agreement  with  the  plaintiff 
as  claimed  by  him  in  said  Paragraph  IV  of  the 
complaint,  and  further  specifically  denies  that  an- 
swering defendant  promised  plaintiff  compensation 
in  any  amount  whatsoever. 

V. 

Answering  Paragraph  V  thereof,  answering  de- 
fendant admits  that  on  April  11,  1955,  it  entered 
into  a  contract  with  the  Pacific  Gas  &  Electric  Com- 
pany for  natural  gas  service,  that  on  or  about  July 
12,  1955,  such  contract  was  ai)proved  by  the  Cali- 
fornia Public  Utilities  Commission,  and  ^hat  since 
on  or  about  November  16, 1955,  answering  dc^fendant 
has  been  receiving  and  using  [49]  natural  gas  de- 
livered by  th(^  Pacific  (las  &  Eku'tric  Company  pur- 
suant to  th(^  aforesaid  contract.  Other  than  as  here- 
inbefore admitted,  answering  defendant  denies  each 
and  all  of  the  allegations  of  the  aforesaid  Paragraph 
V  of  the  complaint. 

VI. 
Denies  that  plaintiff  rendered  any  services  to  or 
demanded  compensation  from  answering  defendant. 
Other  than  hereinabove  admitted  or  denied,  answer- 
ing defendant  has  no  knoAvledge  or  information  or 
belief  sufficient  to  enable  it  to  answer  the  allegations 
of  said  Paragraph  VI,  and  on  that  groimd  denies 
each  and  all  of  said  allegations  except  as  herein- 
above admitted  or  denied. 
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VII. 

Answering  Paragraph  VII  thereof,  defendant  ad- 
mits that  it  has  made  no  payment  to  plaintiff,  and 
alleges  that  it  has  no  obligation  of  any  type  or  man- 
ner to  make  payment  to  plaintiff  in  any  sum  what- 
soever. Answering  defendant  has  no  knowledge  or 
information  or  belief  as  to  the  allegations  of  said 
Paragraph  VII  insofar  as  other  ^defendants"  are 
concerned,  and  on  that  gTound  denies  the  allega- 
tions thereof  as  to  said  defendants  and  each  of 
them. 

Second  Cause  of  Action 

I. 

Answering  Paragraph  I  thereof,  answering  de- 
fendant incorporates  herein  by  reference  its  admis- 
sions, denials,  and  allegations  contained  in  Para- 
gTaphs  I,  II,  III,  IV  and  V  of  the  ans^ver  herein 
to  the  First  Cause  of  Action. 

II. 

Answering  Paragraph  II  thereof,  admits  that 
there  is  a  controversy  between  plaintiff  and  an- 
swering defendant,  but  denies  that  any  judicial  in- 
quiry is  necessary,  and  further  denies  that  plaintiff 
has  any  right  to  declaratory  relief.  [50] 

Third  Cause  of  Action 

I. 

Answering  Paragraph  I  thereof,  answering  de- 
fendant incorporates  herein  by  reference  its  admis- 
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sions,  denials,  and  allegations  contained  in  Para- 
graphs I,  II,  III,  IV  and  V  of  the  answer  herein 
to  the  First  Cause  of  Action. 

II. 

Answering  Paragraph  II  thereof,  denies  each  and 
every  allegation  therein  contained,  and  further  de- 
nies that  answering  defendant  was  at  any  time  or  is 
now  indebted  to  plaintiff  in  any  sum  whatsoever. 

III. 

Answering  Paragraph  III  thereof,  it  admits  that 
it  has  paid  no  sum  to  plaintiff  and  alleges  that  there 
is  no  sum  either  due  or  owing  from  answering  de- 
fendant to  plaintife.  Other  than  hereinabove  ad- 
mitted or  alleged,  answering  defendant  has  no 
knowledge  or  information  or  belief  sufficient  to  en- 
able it  to  answer  the  allegations  of  said  Paragraph 
III,  and  on  that  ground  denies  them. 

For  further  and  separate  defenses  to  each  of 
plaintiff's  alleged  causes  of  action,  answering  de- 
fendant alleges  as  follows : 

First  Affirmative  Defense 

I. 

That  any  action  is  barred  and  cannot  be  main- 
tained by  reason  of  the  failure  of  plaintiff  to  allege 
that  he  had  a  Business  Opportunities  Broker's 
License  as  required  by  California  Business  and  Pro- 
fessions Code,  Sections  10,250,  et  seq. 


American  Potash  d  Chemical  Co.,  etc. 
Second  Affirmative  Defense 
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I. 

That  any  action  is  barred  and  cannot  be  main- 
tamed  by  reason  of  the  failure  of  plaintiff  to  allege 
that  he  had  a  Mineral,  Oil  and  Gas  Broker's  License 
as  required  by  California  [51]  Business  and  Pro- 
fessions Code,  Sections  10,500,  et  seq. 

Third  Affirmative  Defense 

I. 

Answering  defendant  is  informed  and  believes  and 
on  the  basis  of  such  information  and  belief  alleges 
that  at  no  time  mentioned  in  the  complaint  did 
plamtiff  have  a  Business  Opportunities  Broker's 
License  as  required  imder  California  Business  and 
Professions  Code,  Sections  10,250,  et  seq.,  and  that 
accordingly  no  action  can  be  maintained;  that  if 
there  was  any  agreement  such  as  claimed  by  plain- 
tiff, which  answering  defendant  denies,  it  would  be 
illegal. 

Fourth  Affirmative  Defense 

I. 

Answering  defendant  is  informed  and  believes 
and  on  the  basis  of  such  information  and  belief 
alleges  that  at  no  time  mentioned  in  the  complaint 
did  plaintiff  have  a  Mineral,  Oil  and  Gas  Broker's 
License  as  required  under  California  Business  and 
Professions  Code,  Sections  10,500,  et  seq.,  and  that 
accordingly  no  action  can  be  maintained;  that  if 
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there  was  any  agreement  such  as  claimed  by  plain- 
tiff, which  answering  defendant  denies,  it  would  be 

illegal. 

Fifth  Affirmative  Defense 

I. 

That  if  plaintiff  was  employed  by  defendant, 
which  defendant  denies,  no  action  can  be  maintained 
by  plaintiff  for  want  of  an  agreement  in  writing  as 
required  pursuant  to  California  Civil  Code,  Sec- 
tion 1624(a),  and  California  Code  of  Civil  Pro- 
cedure, Section  1973(a),  in  conjunction  with  Cali- 
fornia Civil  Code,  Section  2309.  That  the  agreement 
with  the  Pacific  Gas  &  Electric  Company,  set  forth 
in  Paragraph  V  of  plaintiff's  complaint  called  for 
the  sale  of  personal  property  of  a  value  in  excess 
of  Five  Hundred  Dollars  ($500.00).  [52] 

Sixth  Affirmative  Defense 

I. 

That  any  action  is  barred  by  reason  of  the  pro- 
visions of  Section  339,  subdivision  (1)  of  the  Cali- 
fornia Code  of  Civil  Procedure. 

Wherefore,  answering  defendant  prays  that  plain- 
tiff take  nothing  by  reason  of  its  complaint,  that 
defendant  be  awarded  costs  of  suit  herein,  and  such 
other  and  further  relief  as  the  Court  may  deem 

proper. 

VINCENT  H.  O'DONNELL, 

FREDRIK  S.  WAISS, 
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By  /s/  FREDRIK  S.  WAISS, 
Attorneys  for  Defendant  Stauffer  Chemical  Com- 
pany, a  Corporation,  Sued  Herein  as  West  End 
Chemical  Co.,  Inc. 

Duly  verified. 

Affidavit  of  Service  by  Mail  attached. 

[Endorsed] :    Piled  August  26,  1957.  [53] 


[Title  of  District  Court  and  Cause.] 

MINUTES  OF  THE  COURT,  OCT.  7,  1957 
Present:  Hon.  Harry  C.  Westover,  District  Judge. 
Counsel  for  Plaintiff:  G.  H.  Gottlieb. 
Plaintiff  W.  D.  MacKay  present  in  pro. 
per. 

Counsel  for  Defendant  American  Potash: 
Leslie  G.  Turner. 

Counsel  for  Defendant  West  End  Chemi- 
cal: Fredrick  S.  Waiss. 

Proceedings : 

For  pretrial  conference  (pursuant  to  notice). 

It  Is  Ordered  that  cause  is  continued  to  Nov.  18, 
1957,  3:00  p.m.,  for  pretrial  conference. 

JOHN  A.  CHILDRESS, 
Clerk; 

By  /s/  MARY  O.  SMITH, 

Deputy  Clerk.  [56] 
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[Title  of  District  Court  and  Cause.] 

MINUTES  OF  THE  COURT,  NOV.  18,  1957 

Present :  Hon.  Harr}-  C.  Westover,  District  Judge. 
Counsel  for  Plaintiff:  O.  H.  Gottlieb. 
Counsel  for  Defendant  American  Potash 

&  Chemical  Co. :  Martin  E.  Whelan,  Jr. 
Counsel  for  Defendant  West  End  Chem. : 

Fredrick  S.  Waiss. 

Proceedings : 

For  pretrial  conference. 

Statements  are  made  by  Court  and  counsel. 

It  Is  Ordered  that  cause  is  continued  to  Dec.  16, 
1957,  3 :00  p.m.,  for  further  pretrial  conference. 

JOHN  A.  CHILDRESS, 

Clerk; 

By  /s/  MARY  O.  SMITH, 

Deputy  Clerk.  [57] 


[Title  of  District  Court  and  Cause.] 

SUBSTITUTION  OF  ATTORNEYS 

The  above-named  plaintiff  hereby  substitutes  Ger- 
ald H.  Gottlieb  as  his  attorney  of  record  in  place 
of  himself,  W.  D.  MacKay  in  propria  persona. 

Dated :    December  16,  1957. 

/s/  W.  D.  MacKAY. 
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I  hereby  accept  the  above  substitution. 
Dated:  December  16,  1957. 

/s/  GERALD  H.  GOTTLIEB. 
[Endorsed] :    Filed  December  16,  1957.  [69] 


[Title  of  District  Court  and  Cause.] 

DEFENDANTS'  INTERROGATORIES 

Defendants,  American  Potash  &  Chemical  Co 
Inc.,  and  StauiJer  Chemical  Company,  pursuant  to 
Rule  33  of  the  Federal  Rules  of  Civil  Procedure 
and  pursuant  to  local  Rule  1(e),  require  plaiutiif,' 
VV .  D.  MacKay,  to  fully  answer  each  and  evejy  of 
the  intewogatories  hereinafter  set  forth  and  within 
the  period  of  time  specified  in  Federal  Rule  33. 

Interrogatory  No.  1: 

With  what  officers,  agents  and  employees,  if  any, 
of  Pacific  Gas  &  Electric  Company  have  you  at  anv 
time  on  or  before  April  11,  1955,  been  in  personal 
or  telephonic  conference  with  or  directed  any  other 
type  of  communication  to  (whether  bv  letter   tele 
gram  or  any  other  means),  or  received  anv 'other 
tvpe  of  [70]  communication  from  (whether  by  let 
ter,  telegram  or  any  other  means),  concerning  or 
m  any  way  related  to  the  furnishing  of  natural^as 
service  by  Pacific  Gas  &  Electric  Companv  to  either 
the  general  area  of  and  around  Trona,  California 
or  to  any  plant  of  American  Potash  &  Chemical 
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Co.,  Inc.,  in  or  around  that  area,  or  to  any  plant 
of  the  then  West  End  Chemical  Company  in  or 
around  that  area,  or  to  any  combination  of  the  afore- 
mentioned. As  to  each  such  communication,  state, 
after  the  name  of  the  particular  officer,  agent,  or 
employee  of  Pacific  Gas  &  Electric  Company  named 
by  you: 

(a)  The  date  of  each  conference  with,  and  each 
other  communication  from,  or  directed  to  that  per- 
son; 

(b)  The  type  of  communication,  whether  with 
you  and  that  person  present  together,  by  telephone, 
letter,  telegram,  or  other  means; 

(c)  As  to  each  communication  other  than  where 
you  and  the  other  person  were  present  together,  who 
wrote  or  otherwise  originated  the  communication; 

(d)  What  was  said  or  written  by  either  you  or 
that  other  person  or  both  in  each  such  communica- 
tion ; 

(e)  AVhether  you  have  in  your  possession  or 
under  your  control  either  the  written  coimnunica- 
tion  involved,  or  any  written  memoranda  of  the 
oral  communication  involved. 

Interrogatory  No.  2: 

With  what  officers,  agents  and  employees,  if  any, 
of  Pacific  Gas  &  Electric  Company  have  you  at  any 
time  after  April  11,  1955,  and  to  and  including  Oc- 
tober 1,  1955,  been  in  personal  or  telephonic  con- 
ference'with  or  directed  any  other  type  of  com- 
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nmnication  to  (whether  by  letter,  telegram  or  any 
other  means),  or  received  any  other  tvpe  of  com- 
munication from   (whether  by  letter,  telegram  or 
any  other  means),  concerning  or  in  any  way  related 
to  the  furnishing  of  natural  gas  service  by  Pacific 
Gas  &  Electric  Company  to  either  the  general  area 
of  and  around  Trona,  California,  or  to  any  plant 
of  [71]  American  Potash  &  Chemical  Co.,  Inc.,  in 
or  around  that  area,  or  to  any  plant  of  the  then 
West  End  Chemical  Company  in  or  around  that 
area,  or  to  any  combination  of  the  aforementioned. 
As  to   each   such   communication,   state,   after  the 
name  of  the  particular  officer,  agent,  or  employee 
of  Pacific  Gas  &  Electric  Company  named  by  you: 
(a)     The  date  of  each  conference  with,  and  each 
other  communication  from,  or  directed  to  that  per- 


son  : 


(b)  The  type  of  eommimication,  whether  with 
you  and  that  person  present  together,  by  telephone, 
letter,  telegram,  or  other  means ; 

(c)  As  to  each  communication  other  than  where 
you  and  the  other  person  were  present  together 
who  wrote  or  otherwise  originated  the  communica- 
tion; 

(d)  What  was  said  or  written  bv  either  you  or 
that  other  person  or  both  in  each  such  communi- 
cation ; 

(e)  Whether  you  have  in  your  possession  or 
under  your  control  either  the  written  communica- 
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tion  involved,  or  any  written  memoranda  of  the 
oral  communication  involved. 

Interrogatory  No.  3: 

To  your  personal  knowledge,  what  individuals,  if 
any,  including  yourself,  other  than  individuals  now- 
known  by  you  to  have  then  been  officers,  or  full- 
time  regular  employees  of  either  (i)  American  Pot- 
ash &  Chemical  Co.,  Inc.,  (ii)  the  then  West  End 
Chemical  Company,  or  (iii)  Pacific  Gas  &  Electric 
Company,  had  anything  to  do  with  interesting  Pa- 
cific Gas  &  Electric  Company  in  furnishing  natural 
gas  service  either  to  the  general  area  of  and  around 
Trona,  California,  or  to  the  plant  in  that  area  of 
American  Potash  &  Chemical  Co.,  Inc.,  or  to  the 
plant  in  that  area  of  the  then  West  End  Chemical 
Company,  or  more  than  one  of  the  foregoing.  As  to 
each  such  individual,  and  next  to  his  or  her  name, 
state : 

(a)  What  you  know  that  individual  did  in  so 
interesting  Pacific  Gas  &  Electric  Company;  [72] 

(b)  To  the  extent  known,  the  approximate  date 
or  dates  on  which  such  was  done  by  each  such  indi- 
vidual ; 

(c)  To  the  extent  that  you  have  no  personal 
knowledge  of  what  each  such  individual  did  in  so 
interesting  Pacific  Gas  &  Electric  Company,  what 
you  believe  them  to  have  done  based  on  information 
of  any  type  which  you  novc  have ; 
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(d)  To  the  extent  that  you  do  not  know  of  your 
own  knowledge  the  approximate  date  or  dates  on 
which  such  was  done  by  any  such  individual,  state 
the  approximate  date  or  dates  on  which  you  believe 
such  was  done  based  upon  any  information  which 
you  now  have ; 

(e)  If  there  are  any  affirmative  responses  to 
subparts  (c)  and  (d),  upon  what  information  are 
the  affirmative  responses  to  subparts  (c)  and  (d) 
based,  and  from  whom  was  that  information  ob- 
tained, and  do  you  have  in  your  possession  or  under 
your  control  any  written  documents  or  other  rec- 
ords e^ddencing  such  information? 

Interrogatory  No.  4: 

What    individuals,    if    any,    including    yourself, 
other  than  individuals  now  known  by  you  to  havJ 
then  been  officers  or  full  time  regular  employees  of 
either  (i)  American  Potash  &  Chemical  Co.,  Inc., 
(ii)  the  then  West  End  Chemical  Company,  or  (iii) 
Pacific  Cas  &  Electric  Company,  do  you  now  have 
any    information    other    than    personal    knowledge 
upon  which   to  assert   that   those   individuals   had 
anything  to  do  with  interesting  Pacific  Gas  &  Elec- 
tric   Company   in   furnishing   natural   gas    service 
either  to  the  area  of  and  around  Trona,  California, 
or  to  the  plant  in  that  area  of  American  Potash  & 
Chemical  Co.,  Inc.,  or  to  the  plant  in  that  area  of 
the  then  West  End  Chemical   Company,   or  more 
than  one  of  the  foregoing.  As  to  each  such  individ- 
ual, and  next  to  his  or  her  name,  state: 
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(a)  What  that  information  indicates  as  to  what 
the  particular  individual  did  in  so  interesting  Pa- 
cific Gas  &  Electric  Company; 

(b)  What  that  information  indicates  as  to  the 
approximate  [73]  date  or  dates  on  which  such  was 
done  by  each  such  individual ; 

(c)  From  whom  the  information  was  obtained; 

(d)  Whether  you  have  in  your  possession  or 
under  your  control  any  written  documents  or  other 
records  evidencing  such  information. 

Interrogatory  No.  5: 

With  what  members,  agents  and  employees  of  the 
California  Public  Utilities  Commission  have  you  at 
any  time  on  or  before  July  12,  1955,  been  in  per- 
sonal or  telephonic  conference  with  or  directed  any 
other  type  of  communication  to  (whether  by  letter, 
telegram  or  any  other  means),  or  received  any  other 
type  of  communication  from  (whether  by  letter, 
telegram  or  any  other  means),  concerning  or  in  any 
way  related  to  the  furnishing  of  natural  gas  service 
})y  Pacific  Gas  &  Electric  Company  to  either  the 
general  area  of  and  around  Trona,  California,  or  to 
any  plant  of  American  Potash  &  Chemical  Co.,  Inc., 
in  or  around  that  area,  or  to  any  plant  of  the  tluni 
West  End  Chemical  Company  in  or  around  that 
area,  or  to  any  combination  of  the  aforementioned. 
As  to  each  such  communication,  state,  after  the 
name  of  the  particular  member,  agent,  or  employee 
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of    the    California    Public    Utilities    Commission 
named  by  you: 

(a)  The  date  of  each  conference  with,  and  each 
other  communication  from,  or  directed  to  that  per- 
son; 

(b)  The  type  of  communication,  whether  with 
you  and  that  person  present  together,  by  telephone, 
letter,  telegram,  or  other  means  ; 

(c)  As  to  each  communication  other  than  where 
you  and  the  other  person  were  present  together,  who 
wrote  or  otherwise  originated  the  commimication ; 

(d)  What  was  said  or  written  by  either  you  or 
that  other  person  or  both  in  each  such  communica- 
tion; 

(e)  Whether  you  have  in  your  possession  or 
under  your  [74]  control  either  the  written  com- 
munication involved,  or  any  written  memoranda  of 
the  oral  communication  involved. 

Interrogatory  No.  6: 

Did  you  in  any  way  participate  in  the  hearings  of 
the  Public  Utilities  Commission  of  the  State  of 
California  held  in  connection  with  the  request  for 
approval  of  the  contracts  entered  into  on  or  about 
April  11,  1955,  between  American  Potash  &  Chemi- 
cal Co.,  Inc.,  and  Pacific  Gas  &  Electric  Company, 
and  West  End  Chemical  Company  and  Pacific  Gas 
&  Electric  Company?  If  so,  state  the  nature  of  vour 
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participation  and  exactly  what  you  did  in  those 

hearings. 

VINCENT  H.  O'DONNELL, 

FREDRIK  S.  WAISS, 

By  /s/  MARTIN  E.  WHELAN,  JR., 
Attorneys  for  Defendant  Stauffer  Chemical  Com- 
pany, a  Corporation. 

GIBSON,  DUNN  & 

CRUTCHER, 
WILLIAM  F.  SPALDING, 
LESLIE  G.  TURNER, 
Mx\RTIN  E.  WHELAN,  JR., 

By  /s/  MARTIN  E.  WHELAN,  JR., 

Attorneys  for  Defendant  American  Potash  &  Chem- 
ical Co.,  Inc.,  a  Corporation. 

Affidavit  of  service  by  mail  attached. 
[Endorsed] :  Filed  December  20,  1957.  [75] 


[Titl(^  of  District  Court  and  Cause.] 

MINUTES  OF  THE  COURT,  DEC.  16,  1957 

Present:  Hon.  Harry  C.  Westover,  District  Judge; 

Counsel  for  Plaintiff:  Gerald  H.  Gottlieb. 

Counsel  for  Defendant  American  Potash 
&  Chem.  Co.;  Martin  E.  Wlielau,  Jr. 

Counsel  for  Defendant  West  End  Chemi- 
cal: no  appearance  (F.  S.  Waiss). 
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Proceedings  : 

For  (1)  hearing  motion  of  defendant  American 
Potash  &  Chemical  (filed  12/6/57),  to  dismiss;  and 
(2)  further  pretrial. 

Attorney  Whelan  makes  a  statement  that  At- 
torney Waiss  is  engaged  in  court  in  San  Francisco. 
Attorney  Gottlieb  argues  to  the  Court. 
Court  makes  a  statement  and  orders  cause  con- 
tmued  to  Jan.  13,  1958,  2  p.m.,  for  hearing  said  mo- 
tion of  defendant  American  Potash  &  Chemical 
(filed  12/6/57),  to  dismiss,  and  for  further  pretrial. 

JOHN  A.  CHILDRESS, 
Clerk; 

By  /s/  MARY  O.  SMITH, 

Deputy  Clerk.  [77] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  J.  H.  GUMZ  IN  SUPPORT 
OF  MOTION  FOR  SUMMARY  JUDGMENT 

State  of  California, 

City  and  County  of  San  Francisco— ss. 

J.  H.  Gumz,  being  duly  sworn,  deposes  and 
states : 

I  am  now  and  have  been  since  1941  the  manager 
of  commercial  and  industrial  sales  of  the  Pacific 
Gas  &  Electric  Company.  The  duties  of  the  position 
I  hold  include  the  negotiation  of  contracts  for  the 
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supplying  of  natural  gas  service  to  industrial  users 
such  as  American  Potash  &  Chemical  Co.,  Inc.,  and 
West  End  Chemical  Company.  Inquiries  as  to  the 
availability  of  natural  gas  service  from  such  con- 
cerns would  in  the  normal  handling  of  such  matters 
in  the  Pacific  Gas  &  Electric  Company  [86]  be  re- 
ferred to  me. 

The  files  of  Pacific  Gas  &  Electric  Company  re- 
veal that  the  first  inquiries  by  anyone  on  behalf  of 
either  American  Potash  &  Chemical  Co.,  Inc.,  or 
West  End  Chemical  Company  as  to  the  availability 
of  gas  service  to  the  plants  of  either  company  in  the 
Searles  Lake  (Trona,  California)  area  was  in  the 
form  of  a  letter  dated  November  20,  1948,  from  R. 
B.  Coons,  Vice  President  of  American  Potash   & 
Chemical  Co.,  Inc.,  to  N.  R.  Sutherland,  then  Vice 
President  of  Pacific  Gas   &   Electric  Company.  A 
photostatic  copy  of  that  letter  is  attached  to  this 
affidavit  and  made  a  part  hereof. 

Not  until   the  year  1954  did  the  Pacific  Gas  & 
Electric  Company  have  a  sufficient  supply  of  nat- 
ural gas  in  its  transmission  pipeline  running  near 
the   Searles   Lake   plants   of   American   Potash    & 
Chemical  Co.,  Inc.,  and  West  End  Chemical  Com- 
pany to  consider  service  to  users  in  the  Trona,  Cali- 
fornia, area.  In  July,  1954,  acting  on  instructions  of 
the  management  of  Pacific  Gas  &  Electric   Com- 
pany, I   instituted  contract  discussions   with   both 
American  Potash  &  Chemical  Co.,  Inc.,  and  West 
End  Chemical  Company,  and  continued  negotiation 
of   such    contracts   until    natural    gas   supply   con- 
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tracts  were  entered  into  with  each  of  those  com- 
panies on  April  11,  1955.  Negotiations  for  the  sup- 
plying of  natural  gas  to  American  Potash  &  Chemi- 
cal Co.,  Inc.,  and  West  End  Chemical  Company 
were  carried  on  by  affiant  on  behalf  of  Pacific  Gas 
&  Electric  Company  solely  with  R.  B.  Coons  on  be- 
half of  American  Potash  &  Chemical  Co.,  Inc.,  and 
George  C.  Ellis  on  behalf  of  West  End  Chemical 
Company.  At  no  time  during  the  negotiation  of  the 
aforesaid  contracts  or  prior  thereto  was  affiant  ap- 
proached by  W.  D.  MacKay  concerning  natural  gas 
service  for  American  Potash  &  Chemical  Co.,  Inc., 
West  End  Chemical  Company  or  anyone  else  in  the 
Trona,  California,  area.  Affiant  was  never  advised 
by  anyone  in  the  organization  of  Pacific  Cas  [87] 
&  Electric  Company,   either  orally  or  by  written 
communication,    that    any   inquiry   had    ever   been 
made  by  W.  D.  MacKay  or  anyone  on  his  behalf 
concerning  natural  gas  service  for  the  Trona  area 
in  general  or  for  American  Potash  &  Chemical  Co., 
Inc.,  or  for  West  End  Chemical  Companv.  Neither 
affiant  nor,  to  the  best  of  affiant's  inform^ation  and 
belief,  anyone  else  in  the  employ  of  Pacific  Gas  & 
Electric  Company  has  at  any  time  prior  to  the  com- 
mencement   of   natural    gas    service    to    American 
Potash  &  Chemical  Co.,  Inc.,  and  West  End  Chemi- 
cal Company  in  October,  1955,  discussed  or  com- 
municated   with    W.    D.    MacKay    concerning   the 
supplying  of  natural  gas  to  American   Potash   & 
Chemical  Co.,  Inc.,  West  End  Chemical  Company  or 
to  anyone  else  in  the  Trona,  California,  area.  At  no 
time  during  the  negotiations  which  led  to  the  execu- 
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tion  of  the  aforesaid  natural  gas  contract  by  the 
Pacific  Gas  &  Electric  Company,  American  Potash 
&  Chemical  Co.,  Inc.,  and  West  End  Chemical 
Company  did  W.  D.  MacKay  participate  in  any 
way. 

To  the  best  of  affiant's  knowledge  and  belief  no 
services  or  efforts  of  W.  D.  MacKay  played  any 
role  in  directly  or  indirectly  inducing  Pacific  Gas 
&  Electric  Company  to  offer  gas  service  to  Ameri- 
can Potash  &  Chemical  Co.,  Inc.,  or  West  End 
Chemical  Company  or  to  any  other  user  in  the 
Trona,  California,  area  or  in  the  negotiation  of  the 
natural  gas  supply  contracts  referred  to  above  or 
the  approval  of  said  contracts  by  the  Public  Utili- 
ties Commission  of  the  State  of  California.  Affiant 
has  no  knowledge  of  any  services  or  efforts  of  any 
sort  by  W.  D.  MacKay  on  behalf  of  either  Ameri- 
can Potash  &  Chemical  Co.,  Inc.,  or  West  End 
Chemical  Company. 

To  the  best  of  my  knowledge  and  belief  no  one 
outside  of  the  Pacific  Gas  &  Electric  Company 
other  than  R.  B.  Coons  on  behalf  of  American 
Potash  &  Chemical  Co.,  Inc.,  and  George  C.  Ellis 
on  behalf  of  West  End  Chemical  Company  has 
played  any  role  in  the  obtaining  of  natural  gas 
service  to  the  plants  of  American  [88]  Potash  & 
Chemical  Co.,  Inc.,  and  West  End  Chemical  Com- 
pany located  in  or  about  Trona,  California. 

/s/  J.  H.  GITMZ. 
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Subscribed  and  sworn  to  before  me  this  27th  day 
of  December,  1957. 

[Seal]        /s/  EILEEN  GRIFFIN, 
Notary  Public  in  and  for  the  City  and  County  of 
San  Francisco,  State  of  California. 
My  commission  expires  November  16,  1959.  [89] 


American  Potash  &  Chemical  Corporation 

3030  West  Sixth  Street 

Los  Angeles  54,  California 

March  14,  1949. 
Mr.  X.  R.  Sutherland,  Vice  President, 
Pacific  Gas  &  Electric  Company, 
245  Market  Street, 
San  Francisco,  California. 
Dear  Mr.  Sutherland: 

The  announcement  in  the  Press  of  the  Federal 
Power  Commission's   authorization  for  new  pipe- 
line facilities  from  Texas  prompts  me  to  recall  to 
your  attention  the   conversation  we  had   in   your 
oface  on  Jime  18,  1948,  at  which  Mr.  Black  and  Mr 
Colefax,  President  of  our  Company,  were  present.' 
As  I  recall  our  discussion,  you  indicated  that  you 
would  be  glad  to  talk  the  matter  over  further  with 
us  when  you  were  in  a  position  to  do  so.  As  we 
stated  at  that  time,  fuel  is  our  second  largest  cost 
•being  next  to  labor,  and  we  are  anxious  to  keep  m 
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active  touch  with  every  possibility  to  improve  our 
situation  in  this  respect. 

I  would  very  much  appreciate  your  giving  my 
personal  regards  to  Jim  Black,  and  of  course  Mr. 
Colefax  joins  me  in  best  regards  to  yourself. 

Sincerely, 

/s/  ROBERT  B.  COONS, 
Vice  President. 
RBC:AH 

[Stamped]:  Received  March  15,  1949— N.  R. 
Sutherland. 

[Endorsed] :  Filed  January  3,  1958.  [90] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  W.  M.  JACOBS  IN  SUPPORT 
OF  MOTION  FOR  SUMMARY  JUDGMENT 

State  of  California, 

City  and  Covmty  of  San  Francisco— ss. 

W.  M.  Jacobs,  being  first  duly  sworn,  deposes 
and  states: 

Prior  to  October  1,  1956,  I  was  an  employee  of 
Southern  California  Oas  Company,  with  its  main 
office  situated  in  Los  Angeles,  California,  continu- 
ously for  a  period  of  approximately  26  years.  For 
approximately  the  last  5  years  of  that  employment 
I  was  a  Vice  President  of  the  comi)any.  One  of  my 
duties  as  such  Vice  President  was  the  supervision 
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of  studies  of  the  economic  feasibility  of  major  ex- 
tensions of  natural  gas  pipelines  to  new  [91]  areas 
such  as  that  in  the  vicinity  of  Trona,  California. 
Soutliern  California  Gas  Company  had  in  fact  made 
studies  of  the  feasibility  of  serving  the  Trona,  Cali- 
fornia, area  in  1931,  1950  and  1951. 

Sometime  in  the  year  1952  I  received  a  request 
from  Mr.  W.  D.  MacKay  for  a  meeting  for  the 
purpose  of  discussing  an  extension  of  natural  gas 
service  to  the  United  States  Navy's  establishment 
at  Ridgecrest,  California,  and  I  did  so  meet  in  my 
office  in  September,  1952,  with  Mr.  MacKay  and  a 
Mr.  Minster  representing  the  Navy.   The  fuel  re- 
quirements of  American   Potash  &   Chemical   Co. 
Inc.,   and  West  End  Chemical   Company  at  their 
Searles  Lake  plants  was  discussed  at  the  meeting, 
since  these  plants  were  potential  users  of  natural 
gas  in  that  area.  At  the  conclusion  of  the  meeting, 
we  informed  Mr.  MacKay  and  Mr.  Minster  that  we 
would  re-examine  the  possibility  of  such  an  exten- 
sion. Following  such  re-examination  we  determined 
that  the  extension  was  not  a  feasible  one  for  South- 
ern California  Gas  Company  and  I  believe  we  so 
informed  Mr.  MacKay.  Following  this  notification 
we  had  no  additional  discussions  with  either  Mr. 
MacKay  or  Mr.  Minster. 

At  no  time  did  I  ever  contact  Pacific  Gas  &  Elec- 
tric Company  or  any  of  its  officers,  directors,  agents 
or  employees  in  an  attempt  to  interest  that  com- 
pany in  furnishing  natural  gas  service  to  the  plant 

of  American  P(itnRh  &  Chemir-al  Co.,  T]^'^,  m  that 
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area  or  to  the  plant  of  West  End  Chemical  Com- 
pany in  that  area,  nor  to  my  knowledge  did  anyone 
connected  with  Southern  California  Gas  Company 
ever  do  so.  At  no  time  did  I  ever  have  any  conver-        jj 
sations  or  communications  of  any  type  with  Pacific 
Gas  &  Electric  Company,  or  any  of  its  officers,  di- 
rectors, agents  or  employees  in  which  I  either  dis- 
cussed or  urged  the  furnishing  of  such  natural  gas 
service  by  Pacific  Gas  &  Electric  Company,  nor  to 
my    knowledge    did    anyone    connected    with    [92] 
Southern  California  Gas  Company  ever  do  either  of 
these.  At  no  time  in  any  discussion  with  Mr.  Mac- 
Kay  did  I  ever  intimate  to  that  individual  that  I  or 
anyone   else    connected   with    Southern    California 
Gas   Company   would   in   any   way   intercede   with 
Pacific  Gac  &  Electric  Company  in  furnishing  nat- 
ural gas  to  the  area  in  and  around  Trona,   Cali- 
fornia, or  to  the  plants  of  either  American  Potash 
&  Chemical  Co.,  Inc.,  or  West  End  Chemical  Com- 
pany. 

/s/  W.  M.  JACOBS. 

Subscribed  and  sworn  to  before  me  this  27th  day 
of  December,  1957. 

[Seal]        /s/  EILEEN  GRIFFIN, 
Notary  Public  in  and  for  the  City  and  County  of 
San  Francisco,  State  of  California. 
My  commission  expires  November  16,  1959. 

[Endorsed] :  Filed  January  3,  1958.  [93] 
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[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  GEORGE  C.  ELLIS  IX 
SUPPORT  OF  MOTION  FOR  SUMMARY 
JUDGMENT 

State  of  California, 
County  of  Alameda— ss. 

George  C.  Ellis,  being  tirst  duly  sworn,  deposes 
aad  states: 

I  was  President  of  West  End  Chemical  Companv 
continuously  from  April  26,  1943,  to  the  date  of  its 
merger  with  Stanfeer  Chemical  Company  on  Oc- 
tober 1,  1956.  I  am  now,  and  have  been  since  the 
date  of  said  merger,  a  Vice  President  of  Stauffer 
Chemical  Company  in  charge  of  the  West  End 
Chemical  Company  Division.  [94] 

West  End  Chemical  Company  for  many  years  has 
been  interested  in  obtaining  natural  gas  service  at 
Its  Searles  Lake  plant.  During  July,  1955  the 
Pacific  Gas  &  Electric  Company  instituted  discus- 
sions with  it  which  led  to  the  execution  of  a  natural 
gas  supply  contract  for  that  plant  on  April  11,  19.55. 

All  of  the  negotiations  for  the  obtaining  of  natu- 
ral gas  service  to  our  Searles  Lake  plant  were  car- 
ried on  by  affiant  or  by  H.  D.  Hellmers.  then  a  Vice 
President  of  West  End  Chemical  Company  Wil- 
liam D.  MacKay  was  at  no  time  authorized  to  and 
he  did  not  represent  West  End  Chemical  Companv 
in  any  capacity. 
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Affiant  is  informed  and  believes  and  therefore 
states  that  William  D.  MacKay  did  not  in  any  way 
assist  in  the  obtaining  of  natural  gas  service  to  the 
plants  of  West  End  Chemical  Company,  American 
Potash  &  Chemical  Co.,  Inc.,  or  to  any  other  user 
in  the  vicinity  of  Trona,  California. 

/s/  GEORGIE  C.  ELLIS. 

Subscribed  and  sworn  to  before  me,  this  30th  day 
of  December,  1957. 

[Seal]  /s/  ELEANOR  CAMP  THOMPSON, 
Notary  Public  in  and  for  the  County  of  Alameda, 
State  of  California. 

My  Commission  expires  May  21,  1960. 

[Endorsed]:  Filed  January  3,  1958.  [95] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  ROBERT  B.  COONS  IN 
SUPPORT  OF  MOTION  FOR  SUMMARY 
JUDGMENT 

State  of  California, 
County  of  Los  Angeles— ss. 

Robert  B.  Coons,  being  first  duly  sworn,  deposes 
and  says: 

That  he  is  Vice  Pr(^sident  of  American  Potash 
&  Chemical  Corporation  and  has  been  for  the  past 
nine   years.   That   among   his   duties   at   American 
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Potash  &  Chemical  Corporation,  he  is  in  charge  of 
and  solely  responsible  for  negotiations  for  gas  serv- 
ice or  any  installations  for  American  Potash  & 
Chemical  Corporation  in  the  general  Southern 
California  area  and,  specifically,  at  the  Trona,  Cali- 
fornia, plant  of  that  company.  [96] 

That  in  the  Fall  of  1952  afBant  was  contacted  by 
plaintiff  who  led  affiant  to  believe  that  he  was  a 
representative  of  or  in  some  way  connected  with 
one  Mr.  Minister,  a  civilian  engineer  for  the  United 
States  Navy.  That  plaintiff  discussed  generally  the 
question  of  gas  service  for  the  general  Trona,  Cali- 
fornia, area  and  suggested  the  possibility  of  mutual 
advantage  in  working  together  for  the  ^purpose  of 
obtaining  gas  service  in  the  Trona,  California,  area 
and   indicated   that  he   represented   certain   public 
interests.  Thereafter,  in  November  or  December  of 
1952,    affiant    had    a    telephone    conversation    with 
plaintiff  at  which  time  plaintiff  requested  that  affi- 
ant employ  plaintiff  to  represent  American  Potash 
&   Chemical   Corporation  in   securing  natural  gas 
service   for  that   company   at   its  plant   in   Trona, 
California.    That    affiant    had    become    somewhat 
alarmed  by  reports  he  had  received  that  plaintiff 
had,    prior   to   said   telephone   conversation,    made 
representations     to     others     that    he     represented 
American    Potash    &    Chemical    Corporation    and, 
therefore,  in  the  telephone  conversation  above  re- 
ferred to,  affiant  called  his  assistant,  Mr.  Hefler,  so 
that  Mr.  Teller  could  overhear  affiant's  statements 
to  plaintiff  to  the  effect  that  American  Potash  & 
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Chemical  Corporation  did  not  desire  to  employ 
plaintiff.  That  thereafter  affiant  had  no  conversa- 
tions with  plaintiff  until  June  or  July  of  1955. 

That  as  early  as  1948  affiant  had  contacted  Pa- 
cific Gas  &  Electric  Company  for  the  purpose  of 
prevailing  on  that  company  to  furnish  gas  service 
to  the  Trona,  California,  area.  That  affiant  has  long 
been  a  close  personal  friend  of  Mr.  James  Black, 
then  President  of  Pacific  Gas  &  Electric  Company, 
and  Mr.  Norman  Southerland,  the  Executive  Vice 
President  of  Pacific  Gas  &  Electric  Company  and 
presently  President  of  Pacific  Gas  &  Electric  Com- 
pany, and  had  periodically,  up  until  the  Fall  of 

1954,  had  occasion  to  discuss  the  possibility  of  ob- 
taining gas  in  the  Trona  area  with  these  gentlemen. 

That  in  the  Summer  of  1954,  affiant  commenced 
negotiations  with  one  J.  H.  Gumz,  Manager  of 
Commercial  and  Industrial  Sales  of  [97]  Pacific 
Gas  &  Electric  Company  for  the  purpose  of  sup- 
plying natural  gas  service  to  the  Trona,  California, 
area.  The  said  negotiations  resulted  in  a  contract 
between  American  Potash  &  Chemical  Corporation 
and  Pacific  Gas  &  Electric  Company  for  said  gas 
service;  the  contract  being  finalized  on  April   11, 

1955.  That  at  no  time  was  plaintiff  authorized  to 
negotiate  with  Pacific  Gas  &  Electric  Company  on 
behalf  of  American  Potash  &  Chemical  Corporation 
for  any  purpose  whatsoever  and  affiant  knows  of  no 
occasion  when  plaintiff  had  any  discussions  with 
representatives  of  Pacific  Gas  &  Electric  Company 
for   the   purpose   of   supplying   gas  service   to   the 
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Trona,  California,  area.  All  negotiations  for  the 
supply  of  said  gas  service  by  Pacific  Gas  &  Electric 
Company  were  conducted  by  affiant  and/or  bis  as- 
sistant, Mr.  Hefler. 

/s/  ROBERT  B.  COONS. 

Subscribed  and  sworn  to  before  me  this  2nd  day 
of  January,  1958. 

[Seal]        /s/  HAROLD  O.  COVERT, 

Notary  Public  in  and  for  Said 
County  and  State. 
My  Commission  expires  January  7,  1961. 

[Endorsed] :  Piled  January  3,  1958.  [98] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  WILLIAM  F.  SPALDING  IN 
SUPPORT  OF  MOTION  FOR  SUMMARY 
JUDGMENT 

State  of  California, 
County  of  Los  Angeles— ss. 

William  F.  Spalding,  being  first  duly  sworn,  de- 
poses and  says: 

That  he  is  an  attorney  duly  hcensed  to  practice 
law  in  the  State  of  California  and  is  a  member  of 
the  firm  of  Gibson,  Dmin  &  Crutcher,  attorneys  for 
defendant  American  Potash  &  Chemical  Co.,  Inc., 
a  corporation. 
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That  on  November  7,  1956,  the  deposition  of  Wil- 
liam D.  MacKay,  the  plaintiff  in  the  within  action, 
was  taken  by  affiant  pursuant  to  the  Application 
of  American  Potash  &  Chemical  Corporation  [99] 
to  Perpetuate  Testimony,  a  proceeding  in  the  Su- 
perior Court  of  the  State  of  California  in  and  for 
the  County  of  Los  Angeles,  Los  Angeles  Superior 
Court,  No.  668414. 

That  the  application  to  perpetuate  testimony 
above  referred  to  and  the  depositions  taken  pur- 
suant thereto  were  all  as  a  result  of  a  claim  made 
by  William  D.  MacKay,  which  claim  was  substan- 
tially reduced  to  the  complaint  presently  on  file  in 
the  within  action.  That  at  the  time  and  place  of 
said  deposition  the  following  questions  were  put  to 
the  said  William  D.  MacKay  by  affiant  and  the  fol- 
lowing answers  were  given,  under  oath,  by  the  said 
William  D.  MacKay: 

"Q.  Because  Mr.  Jacobs  said  he  didn't  think 
you  would  have  any  trouble  with  PG&E  you  con- 
cluded the  thing  was  all  set  up? 

A.  That  is  if  a  proper  deal  could  be  made,  that 
the  PG&E  would  want  the  business. 

Q.  You  concluded  that  from  the  statement  that 
Mr.  Jacobs  made  to  you? 

A.     Yes,  that  was  my  conclusion. 

Q.     Is  that  all  the  conversation  with  Mr.  Coons  ? 

A.  That  was  all  the  conversation,  so  I  told  him, 
'All  right,'  or  something  like  that,  and  that  he  had 
my  address. 
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So  it  was  only  a  very  short  time  after  that  that 
I  learned  that  the  PG&E  were  on  the  ground  and 
making  surveys  and  one  thing  or  another  on  that 
deal.  Very  shortly  after  that  talk-and  there's  one 
thing  I  might  tell  you  here  that  I  overlooked.  You 
asked  me  sometime  or  other  along  the  line  whether 
I  had  talked  with  any  PG&E  man.  I  didn't  as  far 
^     as  any  of  the  officials  were  concerned,  but  I  called 
on  the  PG&E  man  at  Edwards  Air  Force  Base 
prior  to  this. 

Q.     Prior  to  what?  [100] 
A.     When  I  was  up  in  that  area. 
Q.     Prior  to  what,  Mr.  MacKay? 
A.     Prior  to  this  last  setup.  It  was  when  I  was 
up  m  that  area  on  the  Trona  visit,  or  in  that  period 
that  I  called  on  the  PG&E  man  that  was  stationed 
at  Edwards  Air  Base. 
Q.     Yes. 

A.     I  didn't  tell  him  what  my  })usiness  was.  I 
told  him  what  my  business  was  but  mostly  relating 
to  rates,  but  I  was  also  at  that  time  concerned  with 
Avhether  or  not  there  had  ever  been  any  survey,  to 
his  knowledge,  or  any  activity  along  that  line.  He 
was  the  man  that  was  over  from  Bakersfield  and 
he  said  not  to  his  knowledge. 
Q.     What  was  his  name  ? 
A.     I  don't  know  his  name. 
Q.     What  was  his  position? 
A.     He  was  looking  after  PG&E's  business  there 
He  didn't  have  an  office  there  jet  I  saw  him  at  his 
residence. 

Q.     Where  was  his  residence? 
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A.     On  the  Air  Base. 
Q.     Was  he  a  mechanic  ? 

A.     I  suppose  he  was  an  all-around  man,  but  he 
was  the  only  representative  PG&E  had. 
Q.     What  was  his  position? 

A.  I  don't  know  what  you  would  call  him, 
whether  he  was  a  service  man  or  in  charge  of  the 
office,  or  what.  There  was  really  no  office,  it  was 
right  in  the  residence.  The  bills  were  still  being 
made  out  at  Bakersfiekl.  He  was  sent  over  from 
Bakersfield. 

Q.     Is  that  all  you  know  about  him  ? 
A.     That's  all  I  know  about  him,  but  he  told  mo 
that  if  there  was  anything  doing  along  that  line  he 
certainly  would  know  about  it.  [101] 
Q.     What  was  it  you  asked  him? 
A.     T  tried  to  draw  liim  out  as  to  whether  ther(^ 
was  any   activity   alono-   the   line   there   because   I 
knew  about  the  trouble  up  at  Southwest. 

Q.  What  do  you  mean  that  you  asked  if  there 
was  any  activity  along  the  line  there? 

A.  Tbere  would  have  to  be  surveys  and  tlu^c 
Avould  be  talk  about  the  territory  and  he  would 
know  about  that  because  that  would  probably  be  the 
headquarters.  It  was  the  nearest  point  where  PG&E 
would  headquarter.  There  was  nothing  out  there 
unless  they  set  up  a  camp.  If  they  were  in  action 
at  that  time  he  would  know  about  the  making  of 
surveys. 

Q.     In  action  on  what? 

A.     On  this  line,  the  proposed  line. 

O.     What  line?  A.     Fp  to  Trona. 
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Q-     Is  that  what  you  are  talking  about* 
A.    Yes. 

Q-     I  see.  You  haven't  said  so,  Mr.  MacKay 

A.  It  was  the  line.  That  was  the  only  one  I  was 
concerned  with  and  I  tried  to  draw  him  out  to  see 
a  he  could  give  me  any  information  and  I  found 
out  he  couldn't. 

Q.     He  didn't  know  anything  about  it.? 

A.     He  didn't  know  anything  about  it. 

Q.    He  had  no  information? 

A.    But  he  admitted  if  there  was  anything  doing 
along  that  line  he  probably  would  know  about  it 

Q.    If  they  were  building  a  pipeline,  you  mean? 

A.  Oh,  no.  That  was  just  the  preliminaries  I 
knew  the  minute  they  started  building  the  line. 
There  was  no  secret  about  that.  But  I  learned  very 
quickly  after  I  talked  with  Mr.  Coons,  possibly 
withm  thirty  days,  that  they  were  [102]  in  the  field 
with  their  surveying  parties  and  that  a  definite  re- 
port was  made  to  the  management  on  the  situation 
and  from  then  on  they  were  negotiating  on  a  eon- 
tract. 

Q.  Of  course,  you  were  present  when  Mr.  Coons 
gave  his  deposition  and  testified  that  it  wasn't  until 
August  of  '54  that  Pacific  Gas  &  Electric  showed 
any  interest.  A.     That's  about  right. 

Q.     You  heard  him  say  that,  did  you  not? 

A.     Yes. 

Q.  And  now  you  are  saying  that  it  was  in  1954 
that  you  had  this  conversation  with  Mr.  Coons  in 
which  he  told  you  he  would  negotiate? 

A.     It  was  1954,  August. 
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Q.  You  previously  have  taken  an  oath  that  it 
was  in  '53  that  he  told  you  that? 

A.     Oh,  no,  1954. 

Q.  You  are  not  changing  any  testimony  you 
have  previously  given  under  oath? 

A.     1954  was  the  time  I  had  the  talk  with  Mr. 

Coons. 

O.  Then  if  you  ever  made  a  statement  to  the 
contrary  it  was  wrong,  or  have  you  ever  made  a 
statement  to  the  contrary  ? 

A.     I  never  made  a  statement  contrary  to  that. 

Q.  Are  you  just  as  sure  of  this  as  you  are  of 
all  your  other  testimony,  Mr.  MacKay? 

A.  If  I  made  that  kind  of  statement  it  was 
wrong,  I  mean  ahout  this  particular  thing.  The 
talk  I  had  with  Mr.  Ellis  was  certainly  in  1954. 

Q.     You  are  positive  of  that,  are  you  ? 

A.     Yes,  1954.  The  contract  wasn't  made   until 

1955. 

Q.     We  know  that.  That  is  a  matter  of  record. 

A.  Well,  the  whole  thing  took  place— Mr.  Coons 
testified  in  the  proceedings  as  to  the  time  he  was 
negotiating  [103]  with  PG&E.  It  ties  in  with  every- 
thing you're  talking  about  here  about  August. 

Q.  Let  me  show  you  a  document  entitled  'In  the 
Matter  of  the  Application  of  W.  D.  MacKay  to 
Perpetuate  Testimony,'  being  filed  in  the  Superior 
Court  of  the  State  of  California,  in  and  for  the 
County  of  Los  Angeles,  Case  No.  666,207.  You  are 
familiar  with  this?  A.     What's  that? 

Q.     This  is  a  copy.  Would  you  examine  that  and 
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identify  that  as  a  copy  of  the  petition  you  filed,  as 
indicated  ? 

A.     You  mean  that  is  in  this  particular  action^ 
Q.     Yes. 

A.     Oh,  yes,  Mr.  Hayden.  Oh,  yes,  I  know  of  the 
application  that  was  filed. 

Q.     You  signed  it?  A.     Yes,  I  signed  it. 

Q.     Is  that  a  copy  of  what  you  signed? 

A.     Well,  I  assume  it  is  a  copy. 

Q.     You  determine  it,  please. 

A.     I  recall  this  here  and  the  statement  right  in 
here  I  either  underscored  it  or  call  Mr.  Hayden 's 
attention  to  it,  that  it  was  absolutely  wrong— ^  Until 
approximately  December  31,  1953,  Mr.  MacKay  had 
numerous  contacts  with  Mr.  Hefler  in  which  he  ad 
vised  Mr.  Hefler  of  the  progress  of  his  work  with 
the    Pacific    Gas    &    Electric    Company '-no    such 
thing  ever  occurred  and  I  told  him  that  and  asked 
him  if  he  wanted  to  change  it,  to  correct  that  par- 
ticular situation. 

Q.     You  are  reading  from  the  document  I  have 
referred  to? 

A.  I  am  reading  from  the  same  document  I 
signed,  because  the  same  language  is  there  The 
next  morning  he  advised  me-he  said  he  would 
think  that  situation  over,  that  he  was  in  a  hurry  to 
get  away  in  the  evening.  It  was  [104]  after  5:00 
o'clock  and  he  said  the  change  would  be  made  in 
the  morning.  I  didn't  sign  the  document  until  the 
next  day.  He  said  that  was  immaterial. 

Q.     Read  on  now. 

A.     ^The  various  pieces  of  information  necessary 


58  W.  D.  MacKay  vs. 

to  be  used  by  Mr.  MacKay;  that  on  or  about  April 
11,  1955'- 


Q.  Wait  a  minute.  You're  not  reading  intelli- 
gently. Let's  get  into  the  record  what  it  says,  and 
go  slowly  enough  so  that  the  reporter  can  take  it. 

A.    'in  which  he  advised  Mr.  Hefler  of  the 

progress  of  his  work  with  the  Pacific  Gas  &  Elec- 
tric Company'— which  I  didn't  do  at  all— 'and  the 
Southern  California  Gas  Company  in  which  Mr. 
Hefler  gave  Mr.  MacKay  various  pieces  of  infor- 
mation necessary  to  be  used  by  Mr.  MacKay;  that 
on  or  about  April  11,  1955,  Pacific  Gas  &  Electric 
Corporation  signed  a  contract  with  the  American 
Potash  &  Chemical  Corporation  under  which  the 
Pacific  Gas  &  Electric  Company  was  to  supply  the 
Trona  plant  of  the  American  Potash  &  Chemical 
Corporation  with  natural  gas.'  That  is  correct. 

Q.     Which  statement  was  it  that  was  incorrect? 

A.  The  statement  in  here  as  to  my  numerous 
contacts  with  Mr.  Hefler  in  which  I  advised  Mr. 
Hefler  of  the  progress  of  my  work  with  Pacific  Gas 
&  Electric  Company  and  the  Southern  California 
Gas  Company. 

Q.     That  is  a  false  statement? 

A.     That  is  a  false  statement. 

Q.  You  told  Mr.  Hayden  it  was  false  and  he 
told  you  it  didn't  matter;  it  was  immaterial? 

A.     The  next  morning  when  I  signed  that. 

Q.     But  you  signed  this  document  that  you  read? 

A.     T  signed  it  on  his  advice. 

Q.  Read  on  down  here  on  Page  3  of  the  same 
document.   [105]  Let  me  read  the  whole  thing  to 
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you.  You  follow  me  as  I  read  it  and  you  tell  me  if 
this  is  what  you  signed. 

'That  on  or  about  the  22nd  day  of  November, 
1952,  Mr.  Coons  made  an  oral  agreement  with 
W.  D.  MacKay  that  if  W.  D.  MacKay  would  assist 
the  American  Potash  &  Chemical  Corporation  in 
obtaining  natural  gas  for  use  at  its  Trona,  Cali- 
fornia, plant  that  the  American  Potash  &  Chemical 
Corporation  would  pay  Mr.  W.  D.  MacKay  a  rea- 
sonable compensation  for  his  services. ' 

Is  all  of  that  correct  or  did  you  tell  Mr.  Hayden 
that  vs'as  wrong,  too? 

A.  No.  Mr.  Hayden  had  a  complete  copy  of  my 
statement  and  position  on  that  and  that  was  legal 
phraseology  that  I  presume  he  put  in  there.  I  know 
how  those  things  are  handled. 

Q.     You  read  it  over  before  you  signed  it  ? 

A.  I  read  it  over  before  I  signed  it,  and  that 
was  one  of  the  things  I  called  his  attention  to. 

Q.     What  did  you  call  his  attention  to? 

A.  That  there  was  no  definite  understanding-  as 
to  reasonableness  of  pay  and  things  of  that  kind. 

Q.  You  didn't  have  any  definite  uuderstandino- 
on  it? 

A.  Not  as  to  pay.  He  asked  me  and  I  didn't  tell 
him. 

Q.     Asked  you  what? 
A.     What  my  fee  would  be. 
Q.     Who  did?  A.     Mr.  Coons. 

Q.  I  see.  You  didn't  tell  him  it  would  be  rea- 
sonable? 

A.     I  didn't  tell  him  anything  at  all.  If  he  could 
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get  gas  that  I  would  expect  a  reasonable  fee.  I  told 
him  there  would  be  a  reasonable  fee  if  the  thing 
went  through. 

Q.     Let's  read  on.  [106] 

'That  Mr.  Coons  turned  Mr.  MacKay  over  to  R.  J. 
Hefier,  the  secretary  to  the  American  Potash  & 
Chemical  Corporation,  with  the  instructions  that  Mr. 
MacKay  and  Mr.  Hefier  were  to  work  together  in 
connection  with  the  project.'  Is  that  a  correct  state- 
ment? 

A.    Well,  'work  together.'  I  was  to  repoi*t  to  him. 

Q.  Just  answer  my  question,  Mr.  MacKay.  Is 
that  a  correct  statement  or  not  ? 

A.     It  depends  on  how  you  interpret  it. 

Q.  You  interpret  it  any  way  you  want  to  and  tell 
me  whether  it  is  a  correct  statement  of  what  the 

fact  is. 

A.  The  only  facts  are  that  I  was  asked  to  make 
my  reports  direct  to  Mr.  Hefier. 

Q.  Do  you  agree  that  all  of  this  is  correct  now, 
or  do  you  want  to  change  any  of  it. 

A.  It  is  too  late  to  change  that  there.  How  would 
you  interpret  that? 

Q.  I  am  not  interpreting  it.  I  am  asking  you  if 
it  is  a  correct  statement. 

A.  The  statement  as  far  as  it  goes  is  correct,  but 
as  far  as  the  actual  facts,  the  only  thing  that  he  was 
to  do  for  me  and  co-operate  with  me  on  was  to  fur- 
nish me  any  information  that  I  wanted  as  to  the  fuel 
proposition  and  I  was  to  make  reports  periodically 
to  him,  and  he  in  turn  would  pass  it  on  to  Mr.  Coons. 
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Q.     Mr.   Coons  didn't  tell  you  that  he  was  the 
secretary  of  the  corporation,  did  he? 
A.     No.  He  told  me  he  was  his  assistant. 
Q.     So  it  isn't  correct  in  saying  that  he  was  turn- 
ing you  over  to  Mr.  Hefler,  the  secretary,  because 
you  didn't  know  that  he  was  the  secretary. 
A.     I  didn't  know  at  the  time,  no.  [107] 
Q.    All  right.  Reading  on,  'That  thereafter,  on  or 
about  the  31st  day  of  December,  1953,  Mr  MacKay 
advised  Mr.  Coons  that  the  Pacific  Gas  &  Electric 
Company  would  go  forward  with  the  project  of  pro- 
viding gas  to  the  Trona  plant  of  the  American  Pot- 
ash &  Chemical  Corporation  and  Mr.  Coons  advised 
Mr.  MacKay  because  of  Mr.  Coons'  long-standin- 
friendship  with  the  President  of  Pacific  Gas  &  mec- 
tric  Corporation  that  he,  Mr.  Coons,  would  take  over 
the  negotiations  with  Pacific  Gas  &  Electric  Com- 
pany and  that  Mr.  MacKay  should  do  nothing  fur- 
ther  m  the  transaction.' 

Is  that  a  correct  statement  ? 

A.     No,  that  is  not  a  correct  statement. 

Q.    And  yet  you  signed  the  statement  to  that 
effect  ? 

A.    I  signed  it  and  I  talked  to  him  about  that,  too 

Q.     "^Vhat  did  you  tell  him? 

A.     I  told  him  exactly  what  the  facts  were. 

Q.    What  was  the  fact  in  that  regard? 

A.  Let  me  see  what  he  is  referring  to  there 
^4dvised  Mr.  Coons.'  I  never  talked  with  Mr  Coons' 
as  I  say,  from  the  time  I  first  met  him  until  I954' 
so  that  was  absolutely  wrong  and  I  told  what  you' 
call  him. 
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Q.     What  did  3'oit  tell  him  the  facts  were"? 

A.     I  called  his  attention  to  what  the  facts  were. 

Q.    What  were  the  facts,  Mr.  MacKay? 

A.  That  I  never  had  any  contact  with  Mr.  Coons 
direct,  only  twice,  in  all  this  proceeding. 

Q.     What  were  those? 

.V.  When  I  first  met  him  in  November  and  then 
again  last  July,  that  is,  when  I  saw  him  face  to  face. 
Then  I  had  this  phone  conversation  when  he  sent 
mo  to  Oakland.  That's  the  first  time. 

Q.     Was  that  in  December  of  '53?  [108] 

A.     Oh.  no,  that  was  way  after.  That  v^'as  way 

along  in  '54. 

Q.  So  yon  signed  a  statement  under  oath  to  the 
eitect  that  it  was  on  or  about  the  31st  da\  of  De- 
cember, 1953,  that  Mr.  Coons  told  you  of  his  long- 
standing friendship  with  Mr.  Black? 

A.     He  told  me  that  in  1954. 

Q.     So  this  is  a  wrong  statement? 

x\.  That  is  a  wrong  statement,  and  I  called  his 
attention  to  the  time  element  and  every  factor  you 
are  referring  to  there,  because  I  read  that  thing  very 

carefully. 

Q.     And  he  said  it  didn't  make  any  difference? 

A.  He  did  not  right  there.  The  next  morning— 
I  didn't  sign  it  that  night.  I  didn't  sign  it  until  the 
next  morning,  and  he  said  he  thought  it  was  o.k. 
the  way  it  was. 

Q.     All  right. 

A.     So  I  was  under  the  advice  of  an  attorney  and 

that's  what  I  simied. 
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Q.     It  goes  on  to  say,  'Thereafter  Mr.  Coons  did 
negotiate  with  the  Pacific  Gas  &  Electric  Company 
thereafter  on  or  about  the  11th  day  of  April,  1955. 
The  contract  was  entered  into  )3etween  Pacific  Gas 
&  Electric  Company  and  the  American  Potash  & 
Chemical  Corporation  for  the  supplying  of  natural 
gas  to  the  Trona  plant  of  the  American  Potash  <&• 
Chemical  Corporation. ' 

Then  down  here-this  is  not  a  signed  copy  but 
appears  to  be  a  conformed  copy— we  haye  the  fol- 
lomng:  '  W.  D.  MacKay,  the  petitioner  herein,  above 
mentioned,  being  fist  duly  sworn,  deposes  and  says- 
that  he  has  read  the  foregoing  petition  and  he  knows 
the  contents  thereof;  that  the  same  is  true  of  his 
own   knowledge,   except   as   to   matters   which   are 
therein   stated   on   his   information   or   l^elief,    and 
as  [109]  to  those  matters  he  believes  it  to  be  true.' 
Did  3^ou  sign  such  a  statement  ? 
A.     Yes,  I  signed  that  after  being  assured  by  my 
counsel  that  it  was  O.K.  to  sign  it  the  way  it  was 
drawn. 

Q.  You  are  a  man  of  age,  Mr.  MacKav.  Bo  you 
think  it  is  correct  to  state  under  oath  something  that 
you  know  is  false  ? 

A.  It  depends  on  the  circumstances.  When  you 
place  yourself  in  the  hands  of  an  attorney  who  is 
supposed  to  be  skilled  in  that  line  and  knows  what 
he's  doing,  if  he  recommended  it  and  said  it  was 
O.K.,  who  was  I  to  argue  that  point  with  him? 

Q.  We're  not  talking  about  legal  effect.  We  are 
talking  about  facts,  testimony. 

A.     When  I  called  his  attention  to  it  he  just 
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brushed  it  off  as  if  it  was  just  a  matter  of  fomi  or 
souiething  to  that  effect. 

Q.  And  he  advised  you  that  it  would  be  all  right 
to  sign  it  anyway  even  though  you  told  him  it  was 
incorrect?  A.    Yes. 

Q.     You  told  him  it  was  incorrect,  did  you"? 

A.     Yes,  I  called  his  attention  to  thes(^  various 

discrepancies. 

Q.  Did  you  understand  when  you  signed  this  that 
yon  were  supposed  to  be  making  the  statement  under 

oath  ? 

A.  Certainly,  it  was  under  oath  there,  biit,  as  I 
say,  when  you're  working  with  an  attorney  he  is  the 
fellow  that  is  guiding  you.  I  wouldn't  have  an  at- 
torney if  I  wasn't  going  to  follow  his  advicis  right 

or  vrrong. 

Q.  Let's  go  back  to  your  statement  in  this  docu- 
ment as  to  what  you  expected  to  prove  on  Mr.  Hefler 
that  you  said  was  to  contain  an  incorrect  statement. 
Reading  on  Line  15,  [110]  'That  on  or  about  thc^ 
22nd  day  of  November,  19e52,  he,  R.  J.  Hefler,  was 
called  to  the  office  of  R.  B.  Coons,  the  vice-president 
of  American  Potash  &  Chemical  Corporation,  and 
was  then  told  that  W.  D.  MacKay  had  been  em- 
ployed by  the  American  Potash  &  Chemical  Corpo- 
ration to  assist  the  American  Potash  &  Chemical 
Corporation  in  obtaining  natural  gas  for  the  Trona 

plant.' 

A.  That  is  absolutely  wrong.  I  never  told  him 
any  such  thing  as  that  and  I  called  his  attention  to 
that  very  fact. 

Q.    What  is  wrong  about  it? 
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A.     Because  he  never  told  what  you  call  him  I 
was  employed. 

Q.    He  didn't 

A.     I   never   used   that   terminology   and   never 
represented  an^^here  along  the  line  that  Mr.  Coons 
ever  made  any  such  statement  to  Mr.  Hefler. 
Q.     Did  he  make  any  such  statement  to  you? 
A.     No,  sir.  All  he  did— Mr.  Coons  ^ 
Q.     Yes. 

A.  Mr.  Coons,  when  he  introduced  me,  introduced 
me  as  a  man  that  apparently  knew  considerable 
about  natural  gas  and  thought  he  could  be  of  assist- 
ance to  them  in  obtaining  gas  at  Trona.  That  was  the 
way  he  introduced  me  to  Mr.  Hefler. 

Q.  That  was  the  only  understanding  vou  had 
with  Mr.  Coons? 

A.  No.  That's  when  we  were  together  there.  Be- 
fore that  when  only  Mr.  Coons  was  present,  he 
brought  up  the  matter  of  compensation. 

Q.     All  right.  Let's  read  on  down  here  and  see 
what  other  erroi-s  you  agree  to  that  you   signed. 
Continuing,  [111]  ^That  Mr.  Coons  instructed  Mr. 
Hefler  to  give  Mr.  MacKay  such  assistance  as  Mr. 
MacKay  should  need  in  caiTving  out  his  plan  of 
getting  gas  for  the  Trona  plant.' 
Was  that  a  correct  statement? 
A.     Only  to  the  extent  that  it  a])plied  to  informa- 
tion on  the  matter  of  fuel. 

Q.  '  That  thereafter  Mr.  Hefler  gave  Mr.  MacKay 
a  substantia]  amount  of  information  to  be  used  by 
Mr.  MacKay  in  obtaining  the  natural  gas  for  the 
Trona  plant.' 
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A.  The  only  information  he  ever  gave  me  was 
the— he  let  me  look  at  his  book  that  I  was  privileged 
to  take  information  off  that  I  wanted,  but  I  already 
had  it,  you  see. 

Q.  That  was  in  1952  when  you  were  in  the  com- 
pany's office?  A.    Yes,  sir. 

Q.  Other  than  that  he  never  gave  you  any  infor- 
mation ?  A.     No,  not  a  bit  of  it. 

Q.    You  never  asked  for  any,  did  you  ? 

A.  Nothing  else.  That  was  all  he  was  authorized 
to  give  me. 

Q.  He  never  gaA^e  you  any  information  nor  did 
you  ever  ask  him  for  any  other  inf onnation  ? 

A.  The  only  information  he  gave  me  of  any  con- 
sequence was  the  statement  when  he  ti])ped  me  off 
to  the  fact  that  Mr.  Coons  was  at  Trona  in  company 
with  some  eastern  officials. 

Q.  All  right.  Reading  on,  'And  that  thereafter, 
until  approximately  December  31,  1953,  Mr.  Mac- 
Kay  had  numerous  contacts  with  Mr.  Hefler  hi 
which  he  advised  Mr.  Hefler  of  the  progress  of  his 
work  with  the  Pacific  Gas  &  Electric  Company  and 
the  Southern  California  Gas  Company,  and  in  which 
Mr.  Hefler  gave  Mr.  MacKay  various  pieces  of  [112] 
information  necessary  to  be  used  by  Mr.  MacKay.' 
Now,  it  is  also  incorrect,  is  it,  that  you  kept  him 
advised  of  the  progress  of  the  work  at  the  Pacific 
Gas  &  Electric  Company? 

A.  Yes,  absolutely  that  is  incorrect.  I  very  defi- 
nitely called  his  attention  to  that  because  this  was 
wholly  contrary  to  the  facts. 
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Q:__Qther   tha_ii_Jliis   gentleman   you   talked    to 
whose  name  7ou_don-t  remembei% ji^^Tj^dw^ 
Air  Force  Base^you  never  talked  to  any  Pacific 
Gas  &  Electric  people '^ 

A.     Ko  Pacific  Gas  &  Electric  M^n  '^  (Emphasis 
supplied.) 

With  respect  to  the  testimony  of  the  plaintiff 
W.  D.  MacKay  so  far  as  the  West  End  Chemical 
Company  is  concerned,  the  following-  testimony  was 
given  by  Mr.  MacKay  in  the  aforesaid  deposition: 
''Q.     Now,  I  notice  on  this  memorandum  we  have 
been  referring  to  here  that  apparently  vou  had  a 
telephone  conversation  with  Mr.  E]lis  after  you  re- 
ceived this  letter  from  him  in  which  h^  dec]ined 
giving  you  any  compensation. 

A.     I  just  phoned  him  as  a  matter  of  courtesy 
telling  him  that  I  wanted  to  notify  him  that  T  would 
hke  to  meet  him  and  discuss  this  situation. 
Q.     What  did  he  say? 
A.     I  never  met  him  personally. 
Q.     What  did  he  say? 

A.  Well,  he  recalled  the  conversation.  He  said 
of  course,  he  didn't  have  anything  to  do  with  this' 
whole  deal;  that  he  was  leaving  the  whole  matter 
up  to  the  American. 

I  said,  ^Well,  you  certainely  recall,  do  you  not'— 
I  said,  'Your  statement  in  your  letter  is  contrary 
to  the  facts.  You  certainly  recall  the  conversation 
I  had  with  you  on  the  phone,  do  you  not?'  [113] 
'Yes,'  he  said,  'I  recall  some  such.' 
I  said,  'Well,  then,  as  far  as  the  statement  in  your 
letter  is  concerned,  that  is  erroneous,'  and  he  shut 
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me  off  with  'Well,  it's  a  matter  that  will  have  to  be 
handled  through  Mr.  Coons.' 

Q.  Did  you  make  any  statement  in  this  conversa- 
tion to  Mr.  Ellis  that  he  owed  you  some  compensa- 
tion? 

A.  No.  I  w^anted  to  straighten  him  out  on  the 
statement  that  I  think  he  made  in  his  letter— I've 
got  it  right  here— that  'There  has  not  been  and  there 
is  not  now  any  understanding  between  this  company 
and  yourself  in  connection  with  the  use  of  your  serv- 
ices'—he  never  heard  of  me  at  all.  He  sent  a  copy 
of  the  letter  so  I  knew  he  was  in  direct  touch  with 
Mr.  Coons  on  the  situation  and  I  wanted  to 
straighten  him  out  on  that.  It  was  just  a  matter  of 
courtesy  that  I  brought  it  to  his  attention. 

Q.  The  sentence  reads,  'There  has  not  been  and 
there  is  not  now  any  understanding  between  this 
company  and  yourself  in  connection  with  the  use  of 
your  services  in  this  or  any  other  matter  and,  there- 
fore, the  matter  of  proper  compensation  to  you  is 
not  a  matter  in  which  we  are  in  any  way  concerned.' 
A.  Yes,  that  is  coiTect,  and  I  told  him— I  said 
'I  am  not  calling  you  and  I  didn't  write  you  that 
letter  making  any  demands  on  you  beyond  what 
might  be  inferred  from  the  conversation  I  had  with 
you,'  and  I  said,  'I  gather  from  this  conversation 
that  you  are  backing  up  what  Mr.  Coons  says,  that 
he  never  heard  of  me,  you  might  say,'  and  I  said, 
*I  am  only  calling  you  to  find  out  whether  or  not 
you  recall  the  conversation  I  had  with  you  in  Oak- 
land,'and  he  did.  [114] 
Q.    You  didn't  make  any  claim  for  compensation  ? 


J 
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A.  I  made  no  claim  on  liim.  I  had  no  contract 
with  him,  I  had  nothing.  I  only  talked  to  the  man 
once. '  * 

That  in  the  deposition  of  plaintiff  affiant  interro- 
gated plaintiff  with  respect  to  the  nature  of  any 
agreement  he  had  with  defendants  American  Potash 
&  Chemical  Corporation  and  West  End  Chemical 
Company  and  affiant  testified  in  effect,  as  the  por- 
tions of  this  testimony  hereafter  quoted  will  show, 
that  he  did  not  have  an  exclusive  arrangement  and 
that  if  he  failed  in  his  efforts  to  secure  natural  gas 

service   for  defendants,  he  would  not  expect   any 

compensation. 

''Q.     Do  I  nndersand,  then,  that  you  told  Mr. 

Minister  that  whether  or  not  you  would  get  any 

compensation  would  depend  on  wheth(>r  oi'  not  you 

obtained  gas  for  Trona  ? 
A.    Absolutely  I  told  him.  We  discussed  the  fact 

that  I  was  willing  to  take  that  risk;  that  if  we  failed 

I  would  simply  be  out  and  that  was  all  there  was 

to  it. 

Q.  If  you  got  gas  you  would  expect  compensa- 
tion ;  but  if  you  did  not  get  gas  you  woLild  not  expect 
compensation  ?  A.     That  is  absolutely  correct. ' ' 

*     *     * 

"A.  I  want  to  put  that  in  the  record  to  make  it 
a  matter  of  record  and  I  am  giving  Mr.  Norman 
Sutherland's  name,  who  is  now  president  of  the 
PG&E  Company  and  the  man  who  signed  the  con- 
tract later,  so  if  they  want  to  make  aii  invpstiiiation 
as  to  whether  or  not  Mr.  Coons  was  doiug  some  work 
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on  the  side  on  this  deal  nnbelmownst  to  me,  that 
that  is  a  fact. 

Q.     You  think  Mr.  Coons  wasn't  supposed  to  be 

doing  anything? 

A.  I  didn't  deny  him  that  right  but  I  was  led  to 
believe  all  the  time  that  I  was  handling  this  situa- 
tion, [115]  but  that  was  not  exclusive.  There  would 
be  no  objection  on  my  part,  anything  he  wanted  to 
do,  but  he  never  mentioned  to  me  this  matter  under 
any  conditions,  and  this  indicates  what  I  have 
learned  since  completely  verifies  what  my  opinion 
was  all  the  time  as  to  the  attitude  and  position  of 
PG&E  in  this  whole  matter." 

/s/  WILLIAM  F.  SPALDING. 

Subscribed  and  Sworn  to  before  me  this  2nd  day 
of  January,  1958. 

[Seal]        /s/  FRANCES  G.  ZIEBACH, 

Notary  Public  in  and  for  Said 
County  and  State. 

My  Commission  Expires:     9/29/58 
[Endorsed]  :     Filed  January  3,  1958.  [116] 


[Title  of  District  Court  and  Cause.] 

MOTION  FOR  SUMMARY  JUDGMENT  AND 
NOTICE  OF  MOTION 

Defendants  American  Potash  &  Chemical  Co., 
Inc.,  a  corporation,  and  Stauffer  Chemical  Company, 
a   corporation,   hereby   severally   move   the   above 
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Honorable  Court  to  enter  a  summary  judgment  dis- 
missing- the  Complaint  herein  as  to  each  moving- 
defendant  upon  the  ground  that  as  to  eacJi  cause  of 
action  therein  stated  there  is  no  genuine  issue,  and 
no  substantia]  evidence,  to  support  a  material  fact 
prereqmsite  to  any  recovery  by  plaintiff  on  each 
cause  of  action,  as  more  particularly  specified  here- 
inafter. [117] 

I. 

There  is  no  substantial  evidence  to  support  plain- 
tiff's allegations  in  the  First  Cause  of  Action,  and 
luore  particularly  in  Paragraph  V  thereof,  that  the 
alleged  contracts  or  either  of  them  were  entered 
into  as  a  result  of  plaintiff's  services  or  efforts  or 
that  the  obtaining  of  natural  gas  service  bv  movuvr 
defendants  or  either  of  them  was  in  anv"  wav  the 
result  of  plaintiff's  ser^dces  or  efforts. 

II. 

There  is  no  substantial  evidence  to  sup])ort  ])]air.- 
tiff 's  allegations  in  the  Second  Cause  of  Actioii  and 
more  particularly  in  Paragraph  T  thereof  bv  refer- 
ence to  Paragraph  V  of  the  First  Cause  of 'Action 
that  the  alleged  contracts  or  either  of  them  were' 
entered  into  as  a  result  of  plaintiff's  services  or 
efforts,  or  that  the  obtaining  of  natural  gas  service 
by  moving  defendants  or  either  of  them  was  in  any 
way  the  result  of  plaintiff's  services  or  efforts. 

III. 

There  is  no  substantial  evidence  to  support  plain- 
tiff's allegations  in  the  Third  Cause  of  Action   and 
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more  particularly  in  Paragraph  I  thereof  by  refer- 
ence to  Paragraph  V  of  the  First  Cause  of  Action, 
that  the  alleged  contracts  or  either  of  them  were 
entered  into  as  a  result  of  plaintiff's  services  or 
efforts,  or  that  the  obtaining  of  natural  gas  service 
by  moving  defendants  or  either  of  them  was  in  any 
v:ay  the  result  of  plaintiff's  services  or  efforts. 

Said  motion  is  made  and  based  upon  each  of  the 
aforesaid  grounds,  upon  all  the  files  and  records  in 
this  action,  including  any  responses  of  plaintiff* 
adverse  to  himself,  to  defendants'  interrogatories 
now  on  file,  whether  such  answers  have  or  have  not 
])oen  filed  as  of  the  date  of  this  motion,  u])on  the 
affidavits  [118]  served  and  filed  herewith,  and  upon 
the  memorandum  of  points  and  authorities  filed 
herewith. 

Dated :     January  3,  1958. 

VINCENT  H.  O'DONNELL, 
FREDRIK  S.  WAISS, 

By  FREDRIK  S.  WAISS,  per 

/s/  LESLIE  G.  TURNER, 

Attorneys  for  Defendant  Stauff'er  Chemical  Com- 
pany, a  Corporation. 

GIBSON,  DUNN  &  CRUTCHER, 
WILLIAM  F.  SPALDING, 
LESLIE  G.  TURNER, 
MARTIN  E.  WHELAN,  JR., 

By  /s/  LESLIE  G.  TURNER, 

Attorneys  for  Defendant  American  Potash  &  Chemi- 
cal Co.,  Inc.,  a  Corporation. 
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Notice  of  Motion 

To  the  Plaintiff,  W.  D.  MacKay,  and  to  His  Attor- 
ney, Gerald  H.  Gottlieb: 

Please  Take  Notice  that  the  above  motion  mU  be 
brought  on  for  hearing  before  the  above-entitled 
court  in  the  courtroom  of  the  Honorable  Harry  C 
Westover,  United  States  Post  Office  and  Court 
House  Building,  312  North  Spring  Street,  Los 
Angeles,  California,  on  the  13th  day  of  January, 
1958,  at  2:00  o'clock  p.m.,  or  [119]  as  soon  thereafter 
as  counsel  can  be  heard. 

VINCENT  H.  O'DONNELL, 
FREDRIK  S.  WAISS, 

By  FREDRIK  S.  WAISS,  per 
/s/  LESLIE  G.  TURNER, 
Attorneys  for  Defendant  Stauffer  Chemical  Com- 
pany, a  Corporation. 

GIBSON,  DUNN  &  CRUTCHBR, 
WILLIAM  F.  SPALDING. 
LESLIE  G.  TURNER, 
MARTIN  E.  WHELAN,  JR., 
By  /s/  LESLIE  G.  TURNER, 
Attorneys  for  Defendant  American  Potash  &  Chemi- 
cal Co.,  Inc.,  a  Corporation. 

[Endoi^ed]:     Filed  January  3,  1958.  [120] 
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[Title  of  District  Court  and  Cause.] 

PROPOSED  FINDINGS  OF  FACT  AND 
CONCLUSIONS  OF  LAW 

The  motion  of  defendants  American  Potash  & 
Chemical  Co.,  Inc.,  and  Stauffer  Chemical  Com- 
pany, for  a  summary  judgment  dismissing  the  above 
action  came  on  regularly  for  hearing  on  January 
13,  1958,  at  2:00  o'clock  p.m.  in  the  Courtroom  of 
the  Honorable  Harry  C.  Westover;  plaintiff  ap- 
pearing through  his  attorney,  Gerald  H.  Gottlieb, 
and  defendant  American  Potash  &  Chemical  Co., 
Inc.,  appearing  through  its  attorneys,  Gibson,  Dunn 
&  Crutcher  and  Leslie  G.  Turner,  and  defendant 
Stauffer  Chemical  Company  appearing  through  its 
attorney,  Fredrik  S.  Waiss.  The  Court  having  duly 
heard  oral  argument  on  behalf  of  all  parties,  having 
considered  all  points  and  authorities,  affidavits,  and 
other  papers  on  file,  now  make  the  following  [122] 
Findings  of  Fact  and  Conclusions  of  Law  with  re- 
spect to  said  motion  for  summary  judgment: 

Findings  of  Fact 

1.  There  is  no  substantial  evidence  to  support 
plaintiff's  allegations  in  the  First  Cause  of  Action, 
and  more  particularly  in  Paragraph  V  thereof,  tbnt 
the  alleged  contracts  or  either  of  them  were  entered 
into  as  a  result  of  plaintiff's  services  or  efforts,  or 
that  the  obtaining  of  natural  gas  service  by  moving 
defendants  or  either  of  them  was  in  any  way  the 
result  of  plaintiff's  services  or  efforts. 
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2.  There  is  no  substantial  evidence  to  support 
plaintiff's  allegations  in  the  Second  Cause  of  Ac- 
tion, and  more  particularly  in  Paragraph  I  thereof 
by  reference  to  Paragraph  V  of  the  First  Cause  of 
Action,  that  the  alleged  contracts  or  either  of  them 
were  entered  into  as  a  result  of  plaintiff's  services 
or  efforts,  or  that  the  obtaining  of  natural  gas  serv- 
ice by  moving  defendants  or  either  of  them  was  in 
any  way  the  result  of  plaintiff's  services  or  efforts. 

3.  There  is  no  substantial  evidence  to  support 
plaintiff's  allegations  in  the  Third  Cause  of  Action 
and  more  particularly  in  Paragraph  I  thereof  by 
reference  to  Paragraph  V  of  the  First  Cause  of 
Action,  that  the  alleged  contracts  or  either  of  them 
were  entered  into  as  a  result  of  plaintiff's  services 
or  efforts,  or  that  the  obtaining  of  natural  gas  serv- 
ice by  moving  defendants  or  either  of  them  was  in 
any  way  the  result  of  plaintiff's  sendees  or  efforts. 

4.  There  is  no  triable  issue  of  fact  as  to  any  of 
the  matters  heretofore  set  forth  in  Paragraphs  1, 
2  and  3  of  these  Findings  of  Fact. 

Conclusions  of  Law 

1.  If  there  was  in  fact  ever  any  agreement  be- 
tween the  plaintiff  and  the  moving  defendants  or 
either  of  them,  any  such  [123]  agreement  was  not 
an  exclusive  right  on  the  part  of  the  plaintiff  to 
obtain  or  attempt  to  obtain  the  furnishing  of  natural 
gas  service  to  the  plants  of  the  moving  defendants 
and  each  of  them. 


76  W.  D.  MacKay  vs, 

2.  If  there  was  ever  any  agreement  between  the 
plaintiff  and  the  defendants  or  either  of  them,  plain- 
tiff never  performed  the  services  upon  which  any 
right  to  compensation  was  conditioned  and  is  not 
entitled  to  any  compensation  whatsoever  from  either 
of  the  moving  defendants. 

3.  The  above-entitled  action  should  be  dismissed 
with  costs  awarded  to  prevailing  defendants. 

Dated :  January  . . .  . ,  1958. 


HAKRY  C.  WESTOVER, 
Judge,  United  States  District  Court,  Southern  Dis- 
trict of  California,  Central  Division. 

Lodged  January  3,  1958.  [124] 


[Title  of  District  Court  and  Cause.] 

PROPOSED  JUDGMENT 

Pursuant  to  the  Findings  of  Fact  and  Conclusions 
of  Law,  signed  by  this  Court,  on  the  date  herein- 
below  entered  on  this  Judgment,  It  Is  Hereby 
Ordered,  Adjudged  and  Decreed  as  follows: 

1.  That  the  above-entitled  action  is  dismissed  as 
to  defendants  American  Potash  &  Chemical  Co., 
Inc.,  a  corporation,  and  Stauffer  Chemical  Com- 
l)any,  a  cor])oration,  and  each  of  them ; 

2.  That  defendant  American  Potash  &  Chemical 
Co.,  Inc.,  a  corporation,  recover  from  the  plaintiff 
its  cost  of  suit  herein  in  the  sum  of  $ 
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3.  That  defendant  Stauifer  Chemical  Company, 
a  corporation,  recover  from  the  plaintiff  its  costs  of 
suit  herein  in  the  sum  [126]  of  $ 

Dated :  January  .  .  .  . ,  1958. 


HARRY  C.  WESTOVER, 

Judge,  United  States  District  Court,  Southern  Dis- 
trict of  California,  Central  Division. 

Lodged  January  3,  1958.  [127] 


[Title  of  District  Court  and  Cause.] 

SUBSTITUTION  OF  ATTORNEYS 

The  above-named  plaintiff  hereby  substitutes  him- 
self, W.  D.  MacKay,  in  propria  persona,  as  his  at- 
torney of  record  in  place  of  Gerald  H.  Gottlieb. 

Dated :  Jan.  24,  1958. 

/s/  W.  D.  MacKAY. 
Approved : 

/s/  GERALD  H.  GOTTLIEB. 

Dated :  January  23,  1958. 
It  is  so  ordered :  1/27/57. 

/s/  HARRY  C.  WESTOVER, 
Judge. 

[Endorsed] :    Filed  January  27,  1958.  [131] 
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[Title  of  District  Court  and  Cause.] 

MINUTES  OF  THE  COURT,  JAN.  13,  1958 

Present:  Hon.  Harry  C.  Westover,  District  Judge. 
Counsel  for  Plaintiff:  G.  H.  Gottlieb. 
Counsel  for  Defendant  American  Potash 
&  Chem.  Co. :  Martin  E.  Whelan,  Jr. 

Proceedings : 

For  (1)  hearing  motion  of  defendant  American 
Potash  &  Chemical  (filed  12/6/57)  to  dismiss; 

(2)  Hearing  motion  of  defendants  (filed  1/3/58) 
for  summarj^  judgment ; 

(3)  Further  pretrial. 

Attorney  Gottlieb  requests  a  continuance. 

It  Is  Ordered  that  cause  is  continued  to  Jan.  27, 
1958,  2:00  p.m.,  for  hearing  on  said  motions  and 
further  pretrial. 

JOHN  A.  CHILDRESS, 
Clerk; 

By  /s/  MARY  O.  SMITH, 

Deputy  Clerk.  [132] 


[Title  of  District  Court  and  Cause.] 

ORDER  EXTENDING  TIME 

Good  cause  having  been  shown  and  the  Court  hav- 
ing considered  the  Affidavit  of  AV.  D.  MacKay  on 
file  herein,  the  Motion  for  Summary  Judgment  here- 
tofore set  for  hearing  on  Monday,  January  27,  1958, 
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is  hereby  continued  to  Feb.  17,  1958,  at  the  hour  of 
10:00  o'clock  a.m. 

Plaintiff  is  also  gi-anted  an  extension  to  and  in- 
cluding February  17th.  1958.  within  which  to  file 
his  Answer  to  defendant's  Interrogatories  on  file 
herein. 

Dated :  January  27,  1958. 

/s/  HARRY  C.  WESTOVER, 
District  Judge. 

[Endorsed]:    Filed  January  27,  1958.  [135] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  W.  D.  MacKAY  IN  SUPPORT 
OF  MOTION  FOR  CONTINUANCE 

State  of  California, 
County  of  Los  Angeles— ss. 

W.  D.  MacKay,  being  first  sworn,  deposes  and 
states : 

I  am  the  plaintiff  in  this  action.  That  there  is 
now  pending  a  Motion  for  Summary  Judgment  on 
behalf  of  the  defendants  herein  which  is  set  for 
hearing  on  Monday,  January  27,  1958. 

That  my  attorney  of  record  is  Gerald  H.  Gott- 
lieb; that  as  shown  more  particularly  bv  the  Sub- 
stitution of  Attorneys  filed  concurrently  herewith 
It  has  been  mutually  agreed  between  us  that  Mr 
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Crottlieb  will  withdraw  from  the  case  and  that  I 
will  be  represented  by  myself  in  propria  persona. 
That  in  view  of  the  detailed  and  complicated 
technical  legal  documents  filed  by  the  defendants 
herein  it  is  essential  that  I  have  legal  counsel  to  be 
adequately  represented ;  that  despite  diligent  efforts 
I  have  been  unable  so  far  to  procure  competent  sub- 
stitute legal  counsel.  [136] 

That  affiant  is  informed  and  believes  and  there- 
fore alleges  that  he  should  be  gianted  an  extension 
or  continuance  of  not  less  than  forty-five  (45)  days 
within  which  to  secure  new  counsel  and  adequately 
acquaint  such  counsel  with  the  facts  of  th(>  transac- 
tion in  order  that  such  counsel  may,  if  necessar.N- 
aud  desirable,  exhaust  projx-r  discovery  procedure's 
prior  to  the  hearing  of  pending  Motion  for  Sum- 
mary Judgment  and  answer  defendant's  interroga- 
tories on  tile  herein. 

/s/  W.  D.  MacKAY. 

Subscribed  and  sworn  to  before  me  this  21st  day 
of  January,  1958. 

[Seal]        /s/  MARIN  T.  KRISTOVICH, 

Notary  Public  in  and  for  Said 
County  and  State. 

[Endorsed] :    Filed  January  27,  1958.  [137] 


American  Potash  d  Chemical  Co.,  etc,  81 

[Title  of  District  Court  and  Cause.] 

MINUTES  OF  THE  COURT,  JAN.  27,  1958 

Present:  Hon.  Harry  C.  Westover,  District  Judge. 
Deputy  Clerk :  Mary  O.  Smith. 
Reporter:  S.  J.  Trainor. 
Plaintiff  W.  D.  MacKay  in  pro.  per. 
Counsel  for  Defendant  American  Potash 
&  Chem.  Co. :  Martin  E.  Whelan,  Jr. 

Proceedings : 

For  (1)  hearing  motion  of  defendant  American 
Potash  &  Chemical  Co.   (filed  12/6/57)  to  dismiss. 

(2)  Hearing  motion  of  defendants  (filed  1/3/58) 
for  summary  judgment; 

(3)  Further  pretrial. 

Plaintife  W.  D.  MacKay  makes  a  statement  and 
requests  a  continuance  in  order  to  secure  new 
counsel. 

Attorney  Whelan  makes  a  statement  re  iuterroga- 
tories  not  answered  by  plaintiff. 

It  Is  Ordered  that  all  of  the  above  matters  con- 
tinued to  Feb.  17,  1958,  10:00  a.m.,  for  further  pro- 
ceedings. 

JOHN  A.  CHILDRESS, 

Clerk; 

By  /s/  MARY  O.   SMITH, 

Deputy  Clerk.  [138] 
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[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  W.  D.  MacKAY  IN  SUPPORT 
OF  MOTION  FOR  CONTINUANCE 

State  of  California, 
County  of  Los  Angeles — ss. 

W.  D.  MacKa}^,  being  first  sworn,  deposes  and 
states : 

I  am  the  plaintiff  in  this  action.  That  there  is 
now  pending  a  Motion  for  Summary  Judgment  on 
behalf  of  the  defendants  herein  which  is  set  for 
hearing  on  Monday,  February  17,  1958. 

That  iu  view  of  the  detailed  and  complicated 
technical  legal  documents  filed  by  the  defendants 
herein  it  is  essential  that  I  have  legal  counsel  to  be 
adequately  represented ;  that  despite  diligent  efforts 
I  have  been  unable  so  far  to  procure  competeut 
substitute  legal  counsel,  and  am  still  appearing  in 
propria  persona. 

That  I  had  approached  at  least  one  attorney  with 
regard  to  taking  my  case  and  that  he  became  ill 
with  the  current  influenza  and  has  been  unable  to 
analyze  the  case  preliminary  to  deciding  whether 
to  represent  me  or  not.  [139] 

That  as  shown  by  the  file  herein,  defeudants  i\vo 
well  represented  by  at  least  six  attorneys,  who  seem 
determined  to  freeze  my  case  out  and  prevent  its 
tidal  on  the  merits,  by  making  a  series  of  compli- 
cated and  technical  motions. 
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That  affiant  is  advised  and  believes  and  therefore 
alleges  that  the  Court  has  been  most  generous  in 
allowing  litigants  with  prominent  lawyers  substan- 
tial extensions  of  time  in  many  cases. 

That  affiant  is  informed  and  believes  and  there- 
fore alleges  that  he  should  be  gi^anted  an  extension 
or  continuance  of  not  less  than  forty-five  (45)  days 
within  which  to  secure  new  counsel  and  adequately 
acquaint  such  counsel  with  the  facts  of  the  transac- 
tion in  order  that  such  counsel  mav,  if  necessary 
and  desirable,  exhaust  proper  discovery  procedures 
prior  to  the  hearing  of  the  pending  Motion  for  Sum- 
mary Judgment. 

/s/  W.  D.  MacKAY. 

Subscribed  and  sworn  to  before  me  this  13th  day 
of  February,  1958. 

[Seal]        /s/  FREDERICK  G.  CARPENTER, 

Notary  Public  in  and  for  Said 
County  and  State. 

[Endorsed] :    Filed  February  17,  1958.  [140] 

[Title  of  District  Court  and  Cause.] 

PLAINTIFF'S  ANSWERS  TO 
DEFENDANTS'  INTERROGATORIES 

State  of  California, 
County  of  Los  Angeles— ss. 

Now  Comes  W.  D.  MacKay,  plaintiff  herein,  in 
propria  persona,  and  being  first  duly  sworn,  an- 
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swers  the  Interrogatories  of  Defendants  herein  as 
follows : 

Interrogatory  No.  1: 

With  what  officers,  agents  and  employees,  if  any, 
of  Pacific  Gas  &  Electric  Company  have  you  at  any 
time  on  or  before  April  11,  1955,  been  in  personal 
or  telephonic  conference  with  or  directed  any  other 
type  of  communication  to  (whether  by  letter,  tele- 
gram or  any  other  means),  or  received  any  other 
type  of  communication  from  (whether  by  letter, 
telegram  or  any  other  means),  concerning  or  in  any 
way  related  to  the  furnishing  of  natural  gas  ser^qce 
by  Pacific  Gas  &  Electric  Company  to  either  the 
general  [141]  area  of  and  around  Trona,  California, 
or  to  any  plant  of  American  Potash  &  Chemical 
Co.,  Inc.,  in  or  around  that  area,  or  to  any  plant 
of  the  then  West  End  Chemical  Company  in  or 
around  that  area,  or  to  any  combination  of  the  afore- 
mentioned. As  to  each  such  communication,  state, 
after  the  name  of  the  particular  officer,  agent,  or 
employee  of  Pacific  Gas  &  Electric  Company  named 
by  you: 

(a)  The  date  of  each  conference  with,  and  each 
other  communication  from,  or  directed  to  that  ])er- 
son; 

(b)  The  type  of  communication,  whether  with 
you  and  that  person  present  together,  by  telephone, 
letter,  telegram,  or  other  means ; 

(c)  As  to  each  communication  other  than  where 
you  and  the  other  person  were  present  together,  who 
wrote  or  otherwise  originated  the  communication; 
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(d)  What  was  said  or  written  by  either  you  or 
that  other  person  or  both  in  each  such  communica- 
tion ; 

(e)  Whether  you  have  in  your  possession  or 
under  your  control  either  the  written  communica- 
tion involved,  or  any  written  memoranda  of  the  oral 
communication  involved. 

Answer  to  Interrogatory  No.  1 : 
None. 

Interrogatory  No.  2 : 

With  what  officers,  agents  and  employees,  if  any, 
of  Pacific  Gas  &  Electric  Company  have  vou  at  anv 
time  after  April  11,  1955,  and  to  and  including  Oc- 
tober 1,  1955,  been  in  personal  or  telephonic  con- 
ference with  or  directed  any  other  type  of  com- 
munication to  (whether  by  letter,  telegram  or  any 
other  means),  or  received  any  other  type  of  com- 
namication  from  (whether  by  letter,  telegram  or  any 
other  means),  concerning  or  in  any  way  related  to 
the  furnishing  of  natural  gas  service  by  Pacific  Gas 
&  Electric  Company  to  either  the  general  area  of 
and  around  Trona,  California,  or  to  any  plant  of- 
American  Potash  &  Chemical  Co.,  Inc.,  in  or  around 
that  area,  or  to  [142]  any  plant  of  the  then  West 
End  Chemical  Company  in  or  around  that  area,  or 
to  any  combination  of  the  aforementioned.  As'  to 
each  such  communication,  state,  after  \he  name  of 
the  particular  officer,  agent,  or  employee  of  Pacific 
Gas  &  Electric  Company  named  by  you : 
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(a)  The  elate  of  each  conference  with,  and  eacli 
other  communication  from,  or  directed  to  that  ]:>er- 
son; 

(b)  The  type  of  communication,  whether  with 
you  and  that  person  present  together,  by  telephone, 
letter,  telegram,  or  other  means ; 

(e)  As  to  each  communication  other  than  where 
you  and  tlic  other  person  were  present  together,  who 
Avrote  or  otherwise  originated  the  communication; 

(d)  What  was  said  or  written  by  either  you  or 
that  other  person  or  both  in  each  sucli  communica- 
tion; 

(e)  Wliether  you  have  in  your  possession  or 
under  your  control  either  the  written  communica- 
tion involved,  or  any  written  memoranda  of  the 
oral  communication  involved. 

Answer  to  Interi-ogatory  No.  2 : 
None. 

Interrogatory  No.  3: 

To  your  ])ersonal  knowledge,  what  individuals, 
if  any,  including  yourself,  other  than  individuals 
now  known  by  you  to  have  theii  been  (officers,  or 
full-time  regular  employees  of  either  (i)  American 
Potash  &  Chemical  Co.,  Inc.,  (ii)  the  then  West 
End  (Hiemical  Company,  or  (iii)  Pacific  Gas  & 
Electric  Company,  had  anything  to  do  with  inter(\st- 
ing  Pacific  Gas  &  Electric  Company  in  furnishing 
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natural  gas  service  either  to  the  general  area  of  and 
around  Trona,  California,  or  to  the  plant  in  that 
area  of  American  Potash  &  Chemical  Co.,  Inc  or 
to  the  plant  in  that  area  of  the  then  West  End 
Chemical  Company,  or  more  than  one  of  the  fore- 
going. As  to  each  such  individual,  and  next  to  his  or 
her  name,  state: 

(a)  What  you  know  that  individual  did  in  so 
interesting  Pacific  Gas  &  [143]  Electric  Company: 

(b)  To  the  extent  known,  the  approximate  date 
or  dates  on  which  such  was  done  bv  each  such  in- 
dividual ; 

(c)  To  the  extent  that  you  have  no  personal 
knowledge  of  what  each  such  individual  did  in  so 
interesting  Pacific  Gas  &  Electric  Companj^^,  what 
you  believe  them  to  have  done  based  on  information 
or  any  type  which  you  now  have ; 

(d)  To  the  extent  that  you  do  not  know  of  vour 
own  knowledge  the  approximate  date  or  dates  on 
which  such  was  done  by  any  such  individual  state 
the  approximate  date  or  dates  on  which  vou  believe 
such  was  done  based  upon  any  information  which 
you  now  have  ; 

(e)  If  there  are  any  affirmative  responses  to  sub- 
parts (c)  and  (d),  upon  what  information  are  the 
affirmative  responses  to  subparts  (c)  and  (d)  based 
and  from  whom  was  that  information  obtained,  and 
do  you  have  m  your  possession  or  under  your  con- 
trol any  written  documents  or  other  records  evi- 
dencing such  information: 
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Answer  to  Interrogatory  No.  3 : 

(1)  Howard  L.  Minister,  Former  Mechanical 
Engineer,  Utilities  Procurement  Division,  11th 
Naval  District,  San  Diego,  Calif. 

Clarence  L.  Alliman,  Present  Director  of  Utili- 
ties, District  Public  Works  Office,  11th  Naval  Dis- 
trict, San  Diego,  Calif. 

(a)     As  to  Howard  L.  Minister:   On   or  about 
October  15th  or  18th,  1951,  he  personally  conferred 
with  Mr.  James  Black,  then  President,  or  Chairman 
of  the  Board  of  Directors,  Pacific  Gas  &  Electric 
Company  in  the  P.  G.  &  E.  Co.  building  at  San 
Fi^ancisco.  T  miderstand  Mr.  Minist(U'  went  into  de- 
tail as  to  the  volume  of  gas  that  might  be  used  by 
American  Potash  &  Chemical  Co.,  West  End  Chemi- 
cal Co.,  as  well  as  the  Communities  of  Trona  and 
West  End.  Amount  of  gas  also  that  might  be  nsed 
by  the  I^.  S.  Naval  Ordnance  De])ot  at  China  Eake 
and  the  Community  of  Ridgecrest.  Explained  th(^ 
preponderant  position  of  the  two  Chemical   Com- 
panies and  of  the  large  volume  of  gas  (on  an  inter- 
ruptible  [144]  basis)  necessary  to  offset  their  pres- 
ent use  of  fuel  oil  in  their  respective  Plants  located 
at  Trona   and   West   End,   known   as  the   "Trona 
area."  This  was  the  second  meeting  Mr.  Minister 
had  with   Mr.  Black  on  this  same  proposition.  I 
undei^tand  Mr.  Black  advised  Mr.  Minister  that 
they   (P.  G.  &  E.)  had  talked  with  our  Southern 
I^tility  (presume  South(u-u  Calif ornin  Gas  Co.)  re- 
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garding  this  matter.  I  understand  Mr.  Minister,  in 
a  meeting  with  American  Potash  &  Chemical  offi- 
cials, advised  them  of  his  meetings  with  Mr.  Black- 
assuring  him  he  would  contact  him  just  as  soon  as 
this  amount  of  gas  w^as  available  and  go  along  with 
the  proposition.  I  also  understand  Mr.  Minister 
talked  with  respresentatives  of  P.  G.  &  E.  Co.,  in- 
cluding Mr.  Black,  the  second  week  in  October  and 
the  first  w^eek  in  November,  1952,  but  I  have  no 
knowledge  who  these  representatives  were  nor  what 
was  discussed,  and  there  may  have  been  other  meet- 
ings during  the  first  seven  months  of  1952. 

(b)  As  stated  in  (a)  there  was  a  meeting  with 
Mr.  Black  prior  to  October  15-18,  1951;  and  also 
one  on  or  about  October  8-llth,  1952.  Mr.  Minister, 
on  or  about  October  8  to  11,  1951,  visited  the  plant 
of  American  Potash  &  Chemical  Co.,  in  Trona  and 
advised  them  Mr.  Black  had  assured  him  that  he 
would  contact  him  just  as  soon  as  this  amount  of 
gas  was  available. 

I  do  not  know  with  w^hom  Mr.  Minister  discussed 
this  matter  at  the  American  Plant  on  this  occasion. 

(c)  I  discussed  these  visits  with  Mr.  Black  and 
others  in  detail  with  Mr.  Minister  in  my  meeting 
with  him  in  Cheyenne,  Wyoming,  on  February  2 
1957,  and  also  later  in  Los  Angeles,  California.  It 
is  my  understanding  in  all  these  talks  with  P.  G. 
&  E.  Co.  officials,  he  stressed  the  importance  of  this 
business,  giving  them  full  details  as  to  the  position 
of  the  U.  S.  Navy's  possible  demands  and  explain- 
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ing  their  load  would  not  justify  building  a  line  to 
serve.  Also  he  advised  Mr.  Black  of  his  surveying 
the  area  through  which  he  felt  it  would  be  feasible 
to  construct  the  pipeline  to  Trona,  and  also  ex- 
plained the  location  of  Ridgecrest  and  the  Naval 
Station  in  relation  to  the  pipeline  that  would  have 
to  be  built  to  serve  the  [145]  two  Chemical  plants 
in  the  vicinity  of  Trona. 

(d)  As  to  the  dates  mentioned  above,  these  are 
from  information  given  me  by  Mr.  Minister. 

(e)  In  addition  to  the  verbal  information  given 
me  by  Mr.  Minister,  I  have  his  Avritten  report  veri- 
fying same. 

(2)  (a)  Clarence  L.  Alliman  succeeded  Mr. 
Minister  at  San  Diego  when  the  latter  was  trans- 
ferred to  the  Philippine  Islands  on  January  16, 
1953.  Mr.  Alliman,  accompanied  by  Mr.  Robert  M. 
Coons,  Vice.  Pres.,  American  Potash  &  Chemical 
Co.,  in  the  early  Fall  of  1953  (possibly  in  September 
or  October),  called  on  Mr.  Sutherland,  President 
and  General  Manager  of  P.  G.  &  E.  Co.,  in  San 
Francisco.  He  explained  the  position  of  the  Navy, 
and  I  assume  went  over  the  entire  project  in  about 
the  same  way  as  had  Mr.  Minister  in  his  talks  with 
Mr.  Black.  This  meeting  resulted  in  Mr.  Sutherland 
advising  them  P.  0.  &  E.  Co.  were  then  uol  inter- 
ested in  the  matt(n'— that  they  had  insufficient  gas, 
and  possibly  gave  other  reasons.  I  am  not  aware 
at  this  time  what  other  officials  of  the  P.  G.  &  E. 
Co.  might  have  been  coiitact(Hl  at  the  samt^  time. 
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(b)  I  am  not  aware  of  other  meetings  Mr.  Alli- 
man  may  have  had  with  anv  other  official  of  Pacific 
Gas  &  Electric  Co.  regarding  this  matter. 

(c)  I  have  discussed  this  with  Mr.  Alliman  on 
several  occasions  and  feel  sure  he  did  everything 
possible  at  that  time  to  interest  P.  G.  &  E.  Co.  in 
providing  gas  for  the  area,  although  prior  to  that 
time  there  were  no  funds  (capital)  through  which 
the  Navj^  could  pay  any  portion  of  the  short  trans- 
mission line  necessary  to  bring  the  gas  to  the  Ord- 
nance Station,  which  condition  I  understand  con- 
tinued to  exist  up  to  the  time  P.  G.  &  E.  Co.  received 
authorization  from  the  P.  U.  C.  to  construct  this 
line  to  the  Ridgecrest  area,  and  still  does. 

(d)  I  place  this  meeting  in  San  Francisco  to 
have  taken  place  at  time  indicated  from  informa- 
tion I  obtained  from  Mr.  Alliman. 

(e)  I  have  no  written  report  from  Mr.  Alliman 
covering  this,  or  any  other  visits  he  may  have  made 
with  P.  G.  &  E.  Co.  relative  to  this  matter.  [146] 

Interrogatory  No.  4: 

What  individual,  if  any,  including  yourself,  other 
than  individuals  now  known  by  you  to  have  then 
been  officers  or  full-tune  regular  employees  of  either 
(i)  American  Potash  &  Chemical  Co.,  Inc.,  (ii)  the 
then  West  End  Chemical  Company,  or  (iii)  Pacific 
Gas  &  Electric  Company,  do  you  now  have  anv  in- 
formation other  than  personal  knowledge  upon 
which  to  assert  that  those  individuals  had  anything- 
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to  do  with  interesting  Pacific  Gas  &  Electric  Com- 
pany in  furnishing  natural  gas  service  either  to  the 
area  of  and  around  Trona,  California,  or  to  the 
plant  in  that  area  of  American  Potash  &  Chemical 
Co.,  Inc.,  or  to  the  plant  in  that  area  of  the  then 
West  End  Chemical  Company,  or  more  than  one 
of  the  foregoing.  As  to  each  such  individual,  and 
next  to  his  or  her  name,  state : 

(a)  What  that  information  indicates  as  to  what 
the  particular  individual  did  in  so  interesting  Pa- 
cific Gas  &  Electric  Company; 

(b)  What  that  information  indicates  as  to  the 
approximate  date  or  dates  on  which  such  was  done 
by  each  such  indi^ddual; 

(c)  From  whom  the  information  was  obtained; 

(d)  Whether  you  have  in  your  possession  or 
under  your  control  any  written  documents  or  other 
records  evidencing  such  information. 

Answer  to  Interrogatory  No.  4 : 

I  do  not  at  this  time  recall  talking  with  or  hear- 
ing of  any  person,  other  than  those  referred  to  in 
Interrogatory  No.  3,  who  may  have  sought  to  in- 
terest P.  G.  &  E.  Co.  to  make  natural  gas  possible 
to  the  Trona  area. 

Interrogatory  No.  5: 

With  what  members,  agents  and  employees  of  the 
California  Public  Utilities  Commission  have  you  at 
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any  time  on  or  before  July  12,  1955,  been  in  per- 
sonal or  telephonic  conference  with  or  directed  any 
other  type  of  communication  to  (whether  by  letter, 
telegram   or   any   other   means),    or   received    any 
other  type  of  communication  from  (whether  by  let- 
ter, telegram  or  any  other  means),  concerning  or 
in   any   way   related    to    the    furnishing   of    [147] 
natural  gas  service  by  Pacific  Gas  &  Electric  Com- 
pany  to   either   the   general    area   of   and   around 
Trona,   California,   or  to   any  plant   of  American 
Potash  &  Chemical  Co.,  Inc.,  in  or  around  that  area, 
or  to  any  plant  of  the  then  AVest  End  Chemical 
Company  in  or  around  that  area,  or  to  any  com- 
bination of  the  aforementioned.   As  to   each   such 
communication,  state,  after  the  name  of  the  particu- 
lar member,  agent,  or  employee  of  the  California 
Public  Utilities  Commission  named  by  you : 

(a)  The  date  of  each  conference  with,  and  each 
other  communication  from,  or  directed  to  that  per- 
son; 

(b)  The  type  of  communication,  whether  with 
you  and  that  person  present  together,  by  telephone, 
letter,  telegram  or  other  means ; 

(c)  As  to  each  communication  other  than  where 
you  and  the  other  person  were  present  together,  who 
wrote  or  otherwise  originated  the  communication; 

(d)  What  was  said  or  written  by  either  you  or 
that  other  person  or  both  in  each  such  communica- 
tion ; 


94  W.  D.  MacKa/y  vs. 

(e)  Whether  you  have  in  your  possession  or 
under  your  control  either  the  written  comnumica- 
tion  involved,  or  any  written  memoranda  of  the 
oral  communication  involved. 

Answer  to  Interrogatory  No.  5 : 

(a)  As  to  talking  with  any  member  of  the  Public 
Utilities  Commission  Staff— I  do  not  at  this  time 
recall  the  names  of  any.  However,  it  is  probable  I 
did  tell  one  or  more  such  employees  of  the  effort 
I  was  making  to  obtain  natural  gas  for  the  two 
Chemical  Companies  and  of  the  arrangement  I 
had  with  the  American  Potash  &  Chemical  Co.  for 
doing  so.  Since  I  presently  have  no  clear  recollection 
of  any  such  talks  I  am  unable  to  state  any  date. 

(1))  If  I  had  such  talk,  or  talks,  they  would  have 
1)ceu  verbal  and  in  connection  with  the  general 
natural  gas  situation,  or  some  particular  case  then 
in  action  before  the  P.  U.  C.  No  date  known. 

(c)  Verbal,  as  explained  in  (b),  and  would  be 
originated  by  me. 

(d)  Do  not  recall  any  such  meetings,  but  if  oc- 
curred I  am  sure  [148]  would  refer  to  my  ai'range- 
ment  with  American  Potash  &  Chemical  Co.  to 
assist  them  in  obtaining  natural  gas  for  their  own 
use  and  the  area's  use.  No  written  communication 
of  any  kind. 

(e)  I  do  not  recall  ever  receiving  any  written 
communication  on  this  subject  from  any  employee 
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of  the  Public  Utilities  Commission  of  the  State  of 
California. 

Interrogatory  No.  6 : 

Did  you  in  an}^  way  participate  in  the  hearings 
of  the  Public  Utilities  Commission  of  the  State  of 
California  held  in  connection  with  the  request  for 
approval  of  the  contracts  entered  into  on  or  about 
April  11,  1955,  between  American  Potash  &  Chemi- 
cal Co.,  Inc.,  and  Pacific  Gas  &  Electric  Company, 
and  West  End  Chemical  Company  and  Pacific  Gas 
&  Electric  Company'?  If  so,  state  the  nature  of  your 
participation  and  exactly  what  you  did  in  those 
hearings. 

Answer  to  Interrogatory  No.  6  ? 

x\s   to  participating  in  the   hearings  befoie  the 
Public  Utilities  Commission  of  the  State  of  Cali- 
fornia wherein  the  two  Chemical  Companies  were 
seeking  approval  of  the  contracts  entered  into  with 
P.  G.  &  E.  Co.  on  or  about  April  11,  1955— the  an- 
swer is  I  did  not  participate.  I  was  fully  informed 
as  to  the  applications  previously  filed,  as  well  as  the 
hearing  date,  but  in  view  of  Mr.  Coons'  statement 
relative   to   his   long-standing   friendship    for   Mr. 
Black,  I  felt  he  was  acting  in  line  with  our  talk 
over  the  'phone  when  I  return  from  talking  with 
Mr.  EUis  in  Oakland. 

Dated:  February  17th,  1958. 

/s/  W.  D.  MacKAY. 


96  W.D.  MacKay  vs. 

Subscribed  and  sworn  to  before  me  this  ITth  day 
of  February,  1958. 

[Seal]        /s/  MARGARET  SILVA, 

Notary  Public  in  and  for  Said 
County  and  State. 

My  Commission  Expires  July  8,  1960. 
[Endorsed] :    Filed  February  17,  1958.  [149] 


[Title  of  District  Court  and  Cause.] 

MINUTES  OF  THE  COURT,  FEB.  17,  1958 

Present:  Hon.  Harry  C.  Westover,  District  Judge. 

Plaintiff:  W.  D.  MacKay  in  ])]"0.  })er. 

Counsel  for  Defendant  American  Potash 
&  Chem.  Co.:  Martin  E.  Wbelan,  Jr. 

Counsel  for  Defendant  West  End  Chemi- 
cal :  Frederick  S.  Waiss. 

Proceedings : 

For  (1)  hearing  motion  of  defendant  American 
Potash  &  Chemical  Co.  (filed  12/6/57),  to  dismiss; 

(2)  Hearing  motion  of  defendants  (filed  1  /3/58) , 
for  sinnmary  judgment ; 

(3)  Further  pretrial. 

Court  makes  a  statement  to  plaintiff  appearing  in 

pro.  per. 

Plaintiff  makes  a  statement  to  the  Couii  and  re- 
quests a  continuance  in  order  to  secure  counsel. 

Court  makes  a  further  statement. 
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Attorney  Whelan  makes  a  statement  opposing  any 
further  continuance. 

It  Is  Ordered  that  all  matters  herein  are  con- 
tinued to  March  17,  1958,  10:00  a.m.,  for  further 
proceeding. 

JOHN  A.  CHILDRESS, 

Clerk; 

By  /s/  MARY  O.  SMITH, 

Deputy  Clerk.  [152] 


[Title  of  District  Court  and  Cause.] 

AFFIDAVIT  OF  W.  D.  MacKAY  IN  OPPOSI- 
TION TO  MOTION  FOR  SUMMARY  JUDG- 
MENT 

State  of  California, 
County  of  Los  Angeles — ss. 

W.  D.  MacKay,  being  first  duly  sworn,  deposes  and 
says: 

(1)  That  he  is  the  plaintiff  herein ; 

(2)  That  he  is  presently  appearing  in  propria 
persona,  among  other  reasons,  for  the  reason  that 
he  is  financially  unable  to  pay  the  substantial  legal 
fees  necessary  to  place  the  prosecution  of  his  suit 
on  a  par  with  the  capable  representation  of  de- 
fendants, who,  as  large  corporations,  have  retained 
numerous  eminent  counsel; 

(3)  That  to  the  best  of  his  knoAvledge  and  be- 
lief, defendants'  motion  for  summary  judgment  and 
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the  affidavits  supporting  it  do  not  clearly  show  that 
no  triable  issue  of  fact  remains  in  the  case ; 

(4)  That  he  demonstrated  the  feasibility  and  de- 
sirability of  gas  service  to  [171]  the  subject  de- 
fendants' to  the  representatives  of  the  Southern 
California  Gas  Company  in  the  fall  of  1952.  That 
to  the  best  of  his  knowledge  and  belief  PG&E  had 
never  been  interested  in  servicing  the  defendants. 
That  he  offered  to  contact  PG&E  personnel  to  ex- 
pedite discussions  between  the  defendants,  PG&E 
and  the  Southern  California  Gas  Company  complex 
(The  Pacific  Lighting  Group)  but  that  representa- 
tives of  defendants  and  the  Pacific  Lighting  Group 
ad^dsed  him  they  would  take  the  next  step  of  in- 
itiating such  negotiations  and/or  discussion. 

(5)  That  the  area  under  discussion  is  a  ''fringe" 
area,  and  that  gas  service  to  users  in  such  area  is 
normally  the  subject  of  direct  negotiations  between 
the  PG&E  and  the  Pacific  Lighting  Group ; 

(6)  That  to  the  best  of  his  knowledge  and  ]^elief, 
he  induced,  effected  and  set  in  motion  the  chain  of 
events  that  directly  and  proximately  culminated  in 
the  contract  between  PG&E  and  defendants. 

(7)  That  he  is  at  a  loss  to  explain  certain  state- 
ments, made  by  defendants'  affiants  which  are  con- 
trary to  his  knowledge  and  belief  of  the  activities 
of  the  parties.  That  such  sharp  conflict  as  to  such 
questions  of  fact  can  only  be  resolved  1\>^  a  trial 
with  full  and  proper  cross-examination. 
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(8)  That  plain tift'  cannot  now  oppose  statements 
of  Messrs.  Jacobs  and  Gumz  that  each  of  them  did 
not  contact  the  other's  employer  company,  and  the 
unwarranted  inference  that  no  one  in  either  com- 
pany contacted  the  other  company,  since  such  facts 
are  peculiarly  within  the  knowledge  of  the  executive 
personnel  of  PG&E  and  the  Pacific  Lighting  Group. 

(9)  That  plaintiff  has  not  yet  taken  the  deposi- 
tions of  such  personnel  since  he  had  no  reason  to 
believe  that  qualified  denials  of  such  inter-company 
negotiations  would  be  made.  In  addition  such  pro- 
cedui-e  would  be  very  expensive,  and  unless  essen- 
tial, plaintiff  did  not  wish  to  incur  such  expense. 

(10)  That  if  and  only  if  the  determination  of 
the  motion  for  summary  judgment  turns  on  the 
presence  or  absence  of  negotiations  and/or  contracts 
and/or  discussions  between  such  executive  personnel, 
plaintiff  desires  to  take  their  depositions. 

/s/  W.  D.  MacKAY. 

Subscribed  and  sworn  to  before  me  this  11th  day 
of  March,  1958. 

[Seal]        /s/  GERTRUDE  M.  BERG, 

Notary  Public  in  and  for  Said 
County  and  State. 
Commission  expires  1/30/62. 

[Endorsed] :    Filed  March  11,  1958.  [172] 
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[Title  of  District  Court  and  Cause.] 

MOTION  TO  STRIKE  PORTIONS  OF  AFFI- 
DAVITS OF  J.  H.  GUMZ,  ROBERT  D. 
COONS,  W.  M.  JACOBS,  CEORGE  C. 
ELLIS,  AND  WILLIAM  F.  SPAULDING 

Now  comes  plaintiff  and  moves  the  Court  to  strike 
portions  of  the  afadavits  of  the  above-named  per- 
sons, attached  to  defendants'  motion  for  Summary 
Judgment,  on  the  grounds  that  such  affidavits  do 
not  comply  with  Rule  56(e),  Federal  Rules  of  Civil 
Procedure,  in  the  following  particulars: 

1.     Affidavit  of  J.  H.  Gumz— December  27,  1957 : 

p.  2, 11.  2-11 — Statement  is  not  made  on  "per- 
sonal knowledge"  (Rule  56(e)),  since  oral  in- 
quiries could  have  been  made  to  PG&E  per- 
sonnel other  than  affiant.  Statement  is  obviously 
inadmissible  hearsay,  as  framed.  Statement  is 
a  conclusion. 

p.  2,  1.31-P.  3,  1.5 — Whether  or  not  affiant 
was  so  "advised"  is  immaterial  to  the  deter- 
mination of  this  motion.  Statement  is  inadmis- 
sible hearsay.  [175] 

p.  3,  11.  5-13— Affiant  can  describe  only  facts 
within  his  own  knowledge.  Speculation  or  con- 
clusions as  to  actions  of  other  PG&E  personnel 
is  inadmissible.  Statement  calls  for  hearsay. 

p.  3,  11.  17-24 — Statement  is  clearly  conclu- 
sionary,  and  to  the  extent  beyond  affiant's  "per- 
sonal knowledge,"  is  inadmissible  hearsay. 
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p.  3,  11.  24-27 — Statement  is  incompetent,  ir- 
relevant and  immaterial.  An  affiant's  lack  of 
knowledge  is  not  proof  of  a  disputed  fact. 

p.  3,  1.  28-p.  4,  1.2 — Statement  is  incompetent, 
irrelevant  and  immaterial.  Affiant's  lack  of 
knowledge  is  not  evidence. 

As  shown  by  examination  of  such  affidavit,  the 
majority  thereof  consists  of  statements  that  affiant 
has  no  knowledge  of  disputed  facts.  Defendants' 
transparent  attempt  to  raise  an  inference  therefrom 
in  their  favor  is  clearly  improper  upon  a  motion  for 
Summary  Judgment,  where  affiant,  an  employee  of 
a  company  friendly  to  defendants,  is  not  available 
for  cross-examination. 

2.     Affidavit  of  Robert  D.  Coons— January  2,  1958: 

p.  2,  11.  2-4 — Conclusion.  Argumentative. 

p.  2,  11.  13-16— xVrgumentative,  irrelevant  and 
immaterial. 

p.  3,  1.  3— "Resulted"  is  conclusion. 

p.  3,  11.  5-7 — Controverted  by  p.  2,  11.  8-14 
complaint,  hence  immaterial  here. 

p.  3,  11.  8-10 — Affiant's  lack  of  knowledge  is 
not  a  "fact"  under  R.ule  56(e).  [176] 

3.     W.  M.  Jacobs'  Affidavit— December  27,  1957: 

p.  2,  11.  6-8 — Ambiguous  as  to  whether  -'pur- 
pose" (1.6)  was  joint  or  Mr.  Jacobs'  only. 
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p.  2,  1.  18— "Belief"  is  not  the  "personal 
knowledge"  required  by  Rule  56(e). 

p.  2, 11.  26-27-p.  2,  1.  32-p.  3, 1.1— Mr.  Jacobs- 
lack  of  knowledge  is  not  a  "fact"  made  on 
"personal  knowledge"  as  to  which  he  is  com- 
petent to  testify.  No  mention  of  Pacific  Light- 
ing Co.,  Southern  California  Gas  Company's 
"activities"  in  this  regard. 

p.  3,  11.  1-8— No  mention  of  Pacific  Lighting 
Company. 
Mr.  Jacobs'  affidavit  is  cleverly  drawn  to  raise 
the  iirference  tliat  since  Mr.  Jacobs  did  not    (as- 
sertedly)   contact  PG&E,  no  one  did.  The  affidavit 
fails  t(i  mention  that  Southern  California  Gas  Com- 
pany's parent  company,  and  its  officers  negotiated 
such  agreements  and  "deals"  or  that  its  sister  sup- 
ply company,  Pacific   Lighting  Gas  Supply   Com- 
pany  (also  owned  by  Pacific  Lighting  Company), 
and  its  officers,  had  over-all  super^dsion  of  gas  sup- 
ply, etc.  The  affidavit  is  limited  to  Southern  Cali- 
fornia Gas  Company.  These  studied  omissions  ])lus 
the  mentioned  deficiencies  in  the  affidavit,  demon- 
strate the  frail  weight  of  such  affidavit. 

4.     George  C.  Ellis'  Affidavit— December  30,  1957: 
p.  2,  11.  4-5— Conclusion  as  to  what  "led  to" 

contract. 

J).  2,  11.  12-16— "Information  and  belief"  is 

not  the  personal  knowledge  required  by  Rule 

56(e). [177] 
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5.     William    F.    Spaulding   Affidavit— January    2 
1958: 

p.  1,  1.  30-p.  17,  1.  3— This  reference  to  the 
Proceedings  to  Perpetuate  Testimony  is  doubly 
objectionable.  First,  the  Motion  for  Summary 
Judgment  does  not  specify  such  testimony  as 
a  basis  for  such  motion.  Second,  defendants 
have  not  attached  to  such  affidavit  ''sworn  or 
certified  copies"  of  such  testimony  to  the  affi- 
davit as  required  by  Rule  56(e).  No  compliance 
with  Rule  26(d)  regarding  proper  foundation 
before  use  of  such  material  is  alleged  or  proven. 

p.  17,  11.  8-11 — Conclusion  of  counsel.  Argu- 
mentative. 

p.  17,  1.  12-p.  18,  1.  6— Same  objections  as 
above  to  such  material. 

As  demonstrated  above,  a  substantial  portion  of 
defendants'  affidavits  are  seriously  defective.  In 
view  of  defendants'  competent  counsel,  plaintiff 
submits  that  the  proper  procedure  would  be  to  strike 
all  such  affidavits,  and  so  moves,  or,  in  the  alterna- 
tive, moves  to  strike  the  portions  so  specified. 

This  Motion  is  based  upon  each  of  the  above 
grounds,  upon  all  the  records,  files  and  papers  in 
such  action,  and  upon  the  Points  and  Authorities 
filed  concurrently  herewith. 

Dated :  March  11th,  1958. 

/s/  W.  D.  MacKAY, 
In  Pro.  Per. 
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Notice  of  Motion 

To  the  Defendants,  and  to  Their  Attorneys : 

Please  Take  Notice  that  the  above  motion  will  be 
bronght  on  for  hearing-  before  the  aboYe-entitled 
conrt  in  the  courtroom  of  the  [178]  Honorable 
Harry  C.  Westover,  United  States  Courthouse 
Buikinig,  312  North  Spring  Street,  Los  Angeles, 
California,  on  the  17th  day  of  March,  1958,  at  10:00 
o'clock  a.m.  or  as  soon  thereafter  as  the  parties  can 

])e  heard. 

/s/  W.  D.  MacKAY, 
In  Pro.  Per. 

[Endorsed]:    Filed  March  11,  1958.  [179] 

In  the  United  States  District  Coui-t,  Southeru 
District  of  California,  Central  Division 

No.  933-57— HW 

W.  D.  MacKAY, 

Plaintiff, 

vs. 
AMERICAN  POTASH  &  CHEMICAL  CO.,  INC., 

a  Corporation,  et  al., 

Defendants. 

MOTION  FOR  CONTINUANCE  OF  HEARING 
OF  MOTION  FOR  SUMMARY  JUDGMENT 

Provided  that  the   Court  does  not  dismiss  and 
deny  defendants'  motion  on  the  proofs  submitted, 
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plaintiff,  iiioon  his  affidavit  attached,  moves  the 
Court  for  an  order  postponing  and  continuing  the 
hearing  of  the  defendants'  Motion  for  Summary 
Judgment  until  such  time  as  plaintiff  shal]  have 
taken  the  deposition  of  the  persons  hereafter  re- 
ferred to. 

The  persons  whose  depositions  plaintiff  desires  to 
take,  the  issues  regarding  which  plaintiff'  desires 
to  examine  each  of  such  persons,  and  the  facts  which 
plaintiff  seeks  to  establish  by  such  examination,  are 
as  follows: 

Issues  and  Facts 

Plaintiff  desires  to  examine  each  as  to  negotia- 
tions, conferences,  discussions,  etc.,  had  by  such  per- 
sons with  personnel  of  Pacific  Lighting  Group  [180] 
and  defendants  herein  regarding  gas  service  by 
P.  G.  &  E.  to  defendants.  Plaintiff  seeks  to  establish 
that  the  P.  G.  &  E.  and  the  Pacific  Lighting  Group 
did  commence  such  negotiations,  conferences,  and/or 
discussions  after  plaintiff's  conferences  with  South- 
ern California  Gas  Company  personnel  in  the  Fall 
of  3952. 

Names 

1.  James  Black— P.  G.  &  E. 

2.  Norman  Sutherland— P.  G.  &  E. 

3.  J.  H.  Gumz— P.  G.  &  E. 

4.  Executive  Engineer — P.  G.  &  E. 

5.  Vice-President,  Gas  Operations— P.  G.  &  E. 

6.  Grove  Lawrence— Pacific  Lighting  Gas  Supply 
Co. 
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7.  W.    M.    Jacobs— Pacific    Lighting    Gas    Sup- 
ply Co. 

8.  Frank  Foster— Southern  California  Gas  Co. 

9.  Robert  B.  Coons— Southern  California  Gas  Co. 
10.     George  C.  Ellis— Southern  California  Gas  Co. 

Dated:  March  11th,  1958. 

/s/  W.  D.  MacKAY, 
In  Pro.  Per. 


Notice  of  Motion 

To  the  Defendants,  and  to  Their  Attorneys: 

Please  Take  Notice  that  the  above  motion  will 
be  brought  on  for  hearing  before  the  above-entitled 
court  in  the  courtroom  of  the  Honorable  Harry  C. 
Westover,  United  States  Courthouse  Building,  312 
North  Spring  Street,  Los  Angeles,  California,  on 
the  17th  day  of  March,  1958,  at  10:00  o'clock  a.m. 
or  as  soon  thereafter  as  the  parties  can  be  heard. 

/s/  W.  D.  MacKAY, 
In  Pro.  Per. 

[Endorsed] :     Filed  March  11,  1958.  [181] 


American  Potash  d  Chemical  Co.,  etc,  107 

[Title  of  District  Court  and  Cause.] 

MINUTES  OF  THE  COURT,  MARCH  17,  1958 

Present:  Hon.  Harry  C.  Westover,  District  Judge. 
Plaintiff  W.  D.  MacKay  present  in  pro. 
per. 

Counsel  for  Defendant  American  Potash 
&  Chem.  Co. :  Martin  E.  Wlielan,  Jr. 

Counsel  for  Defendant  West  End  Chemi- 
cal: Frederick  S.  Waiss. 

Proceedings : 

For  (1)  hearing  motion  of  plaintiff  (filed  3/11/58) 
for  continuance  of  hearing  motion  for  summary 
judgment  ; 

(2)  Hearing  motion  of  plaintiff  (filed  3/11/58) 
to  strike  portions  of  affidavits  of  J.  H.  Oumz,  Rob- 
ert D.  Coons,  W.  M.  Jacobs,  George  C.  Ellis,  and 
Wm.  F.  Spaulding ; 

(3)  Hearing  motion  of  defendant  American 
Potash  &  Chemical  (filed  12/6/57)  to  dismiss; 

(4)  Hearing  motion  of  defendants  (filed  1/3/58) 
for  summary  judgment ; 

(5)  Further  pretrial. 

Court  makes  a  statement  to  plaintiff  appearing 
in  pro.  per. 

Plaintiff  makes  a  statement  re  motion  (1)  for 
continuance  of  hearing  motion  for  summary  judg- 
ment. 

Further  statements  are  made  by  Court  and  plain- 
tiff. 
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Court  grants  defendants'  motion   (4)   for  sum- 
mary judgment. 

Comisel   for  defendants  to   prepare  findings   of 
fact,  conclusions  of  law,  and  judgment  accordingly. 
JOHN  A.  CHILDRESS, 
Clerk; 

By  /s/  MARY  O.  SMITH, 

Deputy  Clerk.  [182] 
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FINDINGS  OF  FACT  AND 
CONCLUSIONS  OF  LAW 

The  motions  of  defendants  American  Potash  & 
Chemical  Co.,  Inc.,  and  Stauffer  Chemical  Company 
for  a  summary  judgment  herein  came  on  regularly 
for  hearing  on  January  13,  1958,  at  2:00  o'clock 
p.m.,  in  the  Courtroom  of  the  Honorable  Harry  C. 
Westover,  at  which  time,  on  plaintiff's  motion  the 
hearing  thereon  was  continued  over  until  Januaiy 
27,  1958,  at  2:00  o'clock  p.m.  in  the  Courtroom  of 
the  Honorable  Harry  C.  Westover.  On  January  27, 
1958,  at  2:00  o'clock  p.m.,  the  said  motions  again 
came  on  regularly  for  hearing  in  the  Courtroom  of 
the  Honorable  Harry  C.  Westover,  at  which  time, 
on  plaintiff's  motion,  the  hearing  thereon  was  again 
continued  over  [183]  until  February  17,   1958,  at 
10:00  o'clock  a.m.,  in  the  Courtroom  of  the  afore- 
said Honorable  Judge.  On  February  17,   1958,  at 
10:00  o'clock  a.m.,  the  said  motions  again  came  on 
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regularly  for  hearing  in  the  Courtroom  of  the  Hon- 
orable Harry  C.  Westover,  at  which  time,  on  plain- 
tiff's motion,  the  hearing  thereon  was  again  con- 
tinued over  until  March  17,  1958,  at  10:00  o'clock 
a.m.,  in  the  aforesaid  Courtroom  of  the  aforesaid 
Honorable  Judge.  Said  motions  came  on  regularly 
for  hearing  on  March  17,  1958,  at  10:00  o'clock 
a.m.,  in  the  Courtroom  of  the  Honorable  Harry  C. 
Westover,  the  plaintiff  appearing,  as  on  each  of  the 
prior  dates  above  mentioned,  in  propria  persona, 
and  the  defendant  American  Potash  &  Chemical  Co., 
Inc.,  appearing,  as  on  each  of  the  prior  dates  men- 
tioned, by  its  attorneys,  Gibson,  Dunn  &  Crutcher 
and  Martin  E.  Whelan,  Jr.,  and  the  defendant 
Stauffer  Chemical  Companv  appearing,  as  on  each 
of  the  prior  dates  mentioned  above,  by  its  jittorney, 
Fredrik  S.  Waiss.  The  Court,  having  considered  all 
points  and  authorities,  affidavits,  written  interroga- 
tories and  answ^ers  thereto,  and  other  papers  on 
file,  and  relied  upon  by  said  motions,  and  having 
considered  all  argiunents,  now  makes  the  following 
Findings  of  Fact  and  Conclusions  of  Law,  with  re- 
spect to  said  motions  for  siunmary  judgment. 

Findings  of  Fact 

1.  There  is  no  genuine  issue  of  fact  with  respect 
to  the  allegations  contained  in  the  First  Cause  of 
Action,  the  Second  Cause  of  Action  and  the  Third 
Cause  of  Action  of  plaintiff's  complaint  herein  and 
more  particularly  in  Paragraphs  IV  and  V  of  the 
First  Cause  of  Action  and  in  those  same  paragraphs 
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as  incorporated  by  reference  in  Paragraph  I  of  both 
the  Second  Canse  of  Action  and  the  Third  Cause  of 
Action  to  the  effect  that  the  contract  or  contracts 
entered   into   by   defendants   American   Potash    & 
Chemical   Co.,  Inc.,   and   Stauffer   Chemical   Com- 
pany as  the  successor  in  interest  pursuant  to  merger 
of  all  the  assets  and  [184]  liabilities  of  defendant 
West  End  Chemical   Company    (erroneously   sued 
herein  as  West  End  Chemical   Co.,  Inc.),  respec- 
tively, with  Pacific  Gas  &  Electric  Company  were 
either  of  them  made  or  entered  into  as  a  result  of 
an}'  services  or  efforts  performed  by  plaintiff,  or 
that  the  procuring  of  natural  gas  service  at  the 
plants  of  defendants,  or  of  either  of  them,  in  the 
area  of  Trona,  California,  was  in  any  way  the  result 
of  or  connected  with  any  services  or  efforts  per- 
formed by  the  plaintiff. 

2.  There  is  no  genuine  issue  of  any  material  fact 
as  to  either  the  First  Cause  of  Action  or  the  Second 
Cause  of  Action  or  the  Third  Cause  of  Action  of 
plaintiff's  complaint  herein,  in  that  it  without  con- 
tradiction appears  from  the  aforesaid  papers  on 
file  herein,  including  affidavits  filed  in  support  of 
the  motions  for  summary  judgment  as  follows : 

(a)  No  services  by  or  efforts  of  the  plaintiff',  if 
any  services  were  performed  or  efforts  made  by  the 
plaintiff,  contributed  to  or  were  in  any  way  con- 
nected with  the  entering  into  of  a  contract  or  con- 
tracts by  the  defendants  (as  hereinabove  delineated 
in  Finding  of  Fact  No.  1)  or  either  of  them  with 
Pacific  Gras  &  Electric  Company  for  the  furnishing 
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of  natural  gas  service  to  the  plants  of  defendants  or 
either  of  them  in  tlie  area  in  and  around  Trona, 
California ; 

(b)  No  services  by  or  efforts  of  the  plaintiff,  if 
any  services  were  performed  or  efforts  made  by 
the  plaintiff,  contributed  to  or  were  in  any  way 
connected  with  the  furnishing  of  natural  gas  service 
by  the  Pacific  Gas  &  Electric  Company  to  said  de- 
fendants' plants  in  or  about  the  area  of  Trona,  Cali- 
fornia, or  to  either  of  said  plants. 

3.  Defendants  (as  hereinabove  delineated  in 
Finding  of  Fact  No.  1)  are  entitled  to  a  declaration 
that  plaintiif  is  not  entitled  to  any  compensation  or 
relief  of  any  nature  whatsoever  by  reason  of  the 
facts  alleged  in  the  Second  Cause  of  Action  of  [185] 
plaintiff's  complaint  herein. 

4.  There  is  no  amendment  which  plaintiff  can 
make  to  his  complaint  herein  or  to  any  count  therein 
attempted  to  be  stated  whereby  he  will  be  abje  to 
state  a  claim  entitling  him  to  relief  which  would 
not  have  to  rely  upon  facts  contrary  to  the  Find- 
ings of  Fact  hereinabove  set  forth. 

Conclusions  of  Law 

1.  If  there  was  ever  any  agreement  between  the 
plaintiff  and  the  defendants  (as  hereinabove  de- 
lineated in  Finding  of  Fact  No.  1)  or  either  of 
them,  as  alleged  in  plaintiff's  complaint  herein, 
plaintiff'  is  nonetheless  not  entitled  to  any  com- 
pensation or  relief  from  either  of  the  movino-  de- 
fendants. 
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2.  There  is  no  genuine  issue  as  to  any  material 
fact  which  would  raise  a  triable  issue  concerning 
any  of  the  matters  heretofore  set  out  in  Conclusions 
of  Law  No.  1. 

3.  There  is  no  amendment  which  plaintiff  can 
make  to  his  complaint  herein  or  to  any  count  therein 
attempted  to  be  stated  whereby  he  will  be  able  to 
state  ci  claim  entitling  him  to  relief  which  would 
not  have  to  rely  upon  facts  contrary  to  the  Find- 
ings of  Fact  hereinabove  set  forth. 

4.  Judgment  should  be  rendered  for  defendants 
(as  hereinabove  delineated  in  Finding  of  Fact  No. 
1)  and  each  of  them  with  costs  awarded  to  said  de- 
fendants and  each  of  them. 

Dated:  April  8,  1958. 

/s/  HARRY  C.  WESTOYER, 
Judge,  United  States  District  Court,  Southern  Dis- 
trict of  California,  Central  Division. 

Affidavit  of  Service  by  Mail  attached. 
[Endorsed] :    Filed  April  9,  1958.  [186] 
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In  the  United  States  District  Court,  Southern 
District  of  California,  Central  Division 

No.  933-57— HW 

W.  D.  MACKAY, 

Plaintiff, 

vs. 

AMERICAN  POTASH  &  CHEMICAL  CO.,  INC., 

a  Corporation,  Et  AL, 

Defendants. 

SUMMARY  JUDGMENT 

Pursuant  to  the  Findings  of  Fact  and  the  Con- 
clusions of  Law  signed  by  this  Court,  on  the  date 
hereinbelow  entered  on  this  Judgment, 

It  Is  Hereby  Ordered,  Adjudged  and  Decreed  as 
follows : 

1.  That  plaintift'  take  nothing  by  reason  of  his 
complaint  herein  as  to  defendant  American  Potash 
&  Chemical  Co.,  Inc.,  a  corporation,  and  that  said 
defendant  recover  from  the  plaintiff  ita  costs  of 
suit  herein  in  the  sum  of  $ 

2.  That  plaintiff  recover  nothing  on  his  com- 
plaint herein  as  to  defendant  Stauffer  Chemical 
Company  as  the  successor  in  interest  pursuant  to 
merger  of  all  the  assets  and  liabilities  [188]  of  de- 
fendant West  End  Chemical  Company  (erroneously 
sued  herein  as  West  End  Chemical  Co.,  Inc.)  and 
that   said   defendant   Stauffer   Chemical    Companv 
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recover  from  plaintife  its  costs  of  suit  herein  in  the 

sum  of  $ 

Dated:  April  8th,  1958. 

/s/  HARRY  C.  WESTOVER, 
Judge  United  States  District  Court,  Southern  Dis- 
trict of  California,  Central  Division. 

Affidavit  of  service  by  mail  attached. 
[Endorsed]:   Filed   and  entered   April   9,    [189] 
1958. 


[Title  of  District  Court  and  Cause.] 

NOTICE  OF  ENTRY 

Mr.  W.  D.  MacKay, 

111  West  5th  Street, 
Los  Angeles  13,  Calif. 

Gibson,  Dunn  &  Crutcher,  Esqs., 
634  South  Spring  St., 
Los  Angeles  14,  Calif. 

Vincent  H.  O'Donnell  &  Fredrik  S.  Waiss,  Esqs., 
1820  Mills  Tower, 
San  Francisco  4,  Calif. 

Re:  MacKay  vs.  American  Potash  &  Chemi- 
cal Co.,  Inc.,  et  al.,  No.  933-57— HW. 

You  are  hereby  notified  that  summary  judgment 
in  the  above-entitled  case  has  been  entered  this  day 
in  the  docket. 
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Dated:  April  9,  1958. 

CLEEK, 

U.  S.  District  Court, 

By  C.  A.  SIMMONS, 

Deputy  Clerk.  [191] 


[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Notice  Is  Hereby  Given  that  the  plaintiff,  W.  D. 
MacKay,  in  propria  persona,  hereby  appeals  to  the 
United  States  Court  of  Appeals  for  the  Ninth  Cir- 
cuit from  the  Order  and  Final  Judgment  docketed 
and  entered  in  this  action  on  the  9th  day  of  April, 
1958. 

Dated:  May  7th,  1958. 

/s/  W.  D.  MACKAY, 

In  Propria  Persona. 

Affidavit  of  service  by  mail  attached. 
[Endorsed] :  Filed  May  7,  1958.  [192] 
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In  the  United  States  District  Court,  Southern 
District  of  California,  Central  Division 

No.  933-57— HW  Civil 

W.  D.  MACKAY, 

Plaintiff, 

vs. 
AMERICAN  POTASH  &  CHEMICAL  CO.,  Et 

Al., 

Defendants. 

Honorable  Harry  C.  Westover,  Judge  Presiding. 

REPORTER'S  TRANSCRIPT  OF 
PROCEEDINGS 

Appearances : 

For  the  Plaintiff : 

W.  D.  MACKAY, 

In  Propria  Persona,  and 
O.  H.  GOTTLIEB,  ESQ. 

For  the  Defendant  American  Potash  and  Chem- 
ical Company: 

GIBSON,  DUNN  &  CRUTCHER;  by 
MARTIN  E.  WHELAN,  JR.,  ESQ. 

For  Stauffer  Chemical  Company: 
FREDRIK  S.  WAISS,  ESQ. 

*     *     * 

January  27,  1958—2:00  P.M. 

The  Clerk:     No.  933-57— HW  Civil,  W.  D.  Mac- 
Kay  vs.  American  Potash  and  Chemical  Company. 
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Mr.  Whelan :     Ready  for  the  American  Potash. 

The  Court:     Is  Mr.  MacKay  here  I 

Mr.  MacKay :     Yes. 

The  Court:  I  understand  your  counsel  is  going 
to  mthdraw  from  the  case  or  has  withdrawn  and 
that  you  are  either  going  to  appear  in  pro.  per.  or 
you  are  going  to  have  counsel . 

Mr.  MacKay:  I  will  have  counsel,  but  now  w^e 
are  asking  for  an  extension. 

The  Court:     How  much  do  you  want? 

Mr.  MacKay:  In  the  petition  we  asked  for  45 
days. 

The  Court:  I  will  deny  that  without  going  any 
further.  I  might  give  you  a  week  or  two.  Let  me  see 
the  log  book  in  this  case,  will  .you?  When  this  case 
came  up  the  first  time  I  read  the  pleadings  and  I 
asked  how  you  were  going  to  avoid  the  question  of 
the  statute  of  limitations.  There  has  been  a  defense 
raised  of  the  statute  of  limitations,  statute  of 
frauds,  and  also  that  you  were  not  licensed  to  do 
this  sort  of  work.  Here  are  three  very  special  de- 
fenses, and  if  any  one  of  them  is  good  you  can't 
recover.  This  is  a  very  technical  matter.  You  are 
going  to  have  to  have  an  attorney.  [9*]  From  the 
^'omplaint  itself  it  appears  that  the  statute  has  run, 
but  I  don't  know.  I  will  give  you  a  reasonable  time 
to  get  an  attorney,  but  not  45  days. 

Mr.  MacKay:  It  is  going  to  require  some  little 
time  to  explore  this  thoroughly  with  the  attorney  I 
decide  on. 

*Page  numbering  appearing  at  top  of  page  of  original  Renortpr'^ 
Transcript  of  Record.  '^ 
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The  Court :  You  should  have  explored  this  before 
you  filed  the  suit. 

Mr.  MacKay :  There  were  peculiar  circumstances 
here,  your  Honor.  We  have  had  three  attorneys  in- 
volved in  this  situation  already,  but  two  were  em- 
ployed for  a  specific  purpose  with  no  intent  of 
continuing  with  the  case. 

The  Court:  You  better  get  somebody  that  is 
o-oinp  to  continue  with  this  case.  I  will  continue  the 
matter  until  February  17th. 

Mr  Whelan:  Your  Honor,  there  is  one  other 
thing.  There  have  been  some  interrogatories  on  file 
liere.  T  have  no  objection  to  your  Honor  extending 
the  time  to  answer  them.  However,  I  would  like 
ihcm  in  several  days  before  the  17th,  if  an  answer 
is  going  to  be  made  to  them.  They  have  been  on  file 
since  December  20th. 

The  Court:  Has  the  plaintiff  refused  or  failed 
to  answer  the  interrogatories? 

Mr.  Whelan:  I  wouldn't  want  to  go  so  far  as  to 
say  refused  to  answer.  We  had  previously  advised 
Mr.  Gottlieb  [10]  we  would  furnish  him  with  a  copy 
of  the  deposition  taken  before  this  action.  I  was  on 
vacation  following  Christmas  and  accordingly  he 
didn't  receive  it.  I  furnished  it  to  him  at  the  last 
hearing  and  told  him  if  it  was  all  right  with  ihv 
court,  we  would  grant  an  extension  of  time  up 
through  last  Thursday,  I  believe. 

The  Court:  The  only  thing  I  am  interested  in 
now  is  this  question  of  the  statute  of  limitations, 
statute  of  frauds,  and  also  the  question  as  to 
whether  or  not  he  bad  any  license. 
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Mr.  Whelan:  There  is  a  motion  for  summary 
judgment  on  file,  your  Honor,  also,  which  we  feel, 
at  least,  is  worthy  of  consideration. 

The  Court:  If  there  are  any  interrogatories 
along  that  line,  the  plaintiff  should  answer  them. 

Mr.  T^Hielan:  Your  Honor,  the  motion  for  sum- 
mary judgment  has  been  set  along  with  the  other 
matters  for  the  last  two  or  three  settings. 

The  Court:  That  matter  will  be  continued  to 
February  17th. 

Now,  Mr.  MacKay,  if  they  ask  you  any  questions, 
you  are  supposed  to  answer  them. 

Mr.  MacKay:  If  it  would  be  of  anv  advanta2-e 
to  eith<^r  the  court  or  the  defendant,  we  would  pre- 
pare the  interrogatories  and  have  them  ready  within 
10  days,  but  we  [11]  prefer  to  let  the  whole  thing 
go,  vrhichever  is  your  pleasure. 

The  Court:  You  be  back  here  on  the  17th  at 
10:00  o'clock  in  the  morning.  I  want  you  to  get  an 
attorney  and  don't  come  back  and  say  that  you 
haven't  got  an  attorney. 

Mr.  MacKay:  No,  we  will  be  here  with  counsel, 
your  Honor. 

Mr.  Wlielan:     Thank  you,  your  Honor. 

(Whereupon,  an  adjournment  was  taken  to 
February  17,  1958.)  [12] 

February  17,  1958—10:00  A.M. 

The  Clerk:  No.  933-57— HW  Civil,  W.  D.  Mac- 
Kay vs.  American  Potash  and  Chemical  Company, 
et  al,  for  hearing  motion  of  defendant  Amer-ican 
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Potash  and  Chemical  Company  to  dismiss,  hearing 
motion  of  defendants  for  summary  judgment,  and 
further  pretrial. 

Mr.  Whelan :     Ready. 
Mr.  Waiss :     Ready. 

The  Court:  Mr.  MacKay,  when  you  were  here 
l)efore  I  ordered  you  to  get  an  attorney  to  handle 
this  litigation.  You  came  in  last  week  with  a  re- 
quest for  a  continuance.  I  am  satisfied  in  my  own 
mind  that  the  cause  of  action  has  run  on  this  case, 
that  you  are  barred  by  the  statute  of  limitations, 
and  if  you  go  out  and  get  an  attorney,  the  only 
thing  you  are  getting  an  attorney  for  is  to  help 
prosecute  an  appeal  from  the  decision  of  this  court. 
I  think  I  would  be  doing  you  a  favor  if  I  dismissed 
this  case  today  and  not  cause  you  to  come  back 
here  any  more. 

Mr.  MacKay :     Of  course,  you  have  the  authority, 
I  presume,  to  take  what  action  you  see  fit,  but  I  am 
perfectly  willing  to  take  the  chance  and  whatever 
expense  I  will  be  put  to  in  prosecuting  this  case 
through  proper  counsel.  However,  I  will  say  that, 
unfortunately,  the  attorney  that  I  hoped  to  com- 
plete  an   arrangement   with   was   taken   ill   and  it 
was  [13]  through  absolutely  no  fault  of  mine.  We 
had  ample  time  to  complete  the  arrangements,  but 
due  to  the  fact  of  his  illness,  as  I  said,  he  hasn't 
had  the  chance  to  go  over  the  matter  with  me.  In 
fact,  he  hasn't  had  time  to  examine  the  record  that 
is  being  built  up  in  this  proceeding. 

As  to  the  other  matters  you  refer  to,  when  the 
entire  matter  is  spread  before  you  by  proper  coun- 
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sel,  of  course,  I  will  abide  by  any  decision  made, 
and  whatever  action  further  I  take  will  depend  on 
the  circumstances,  but  until  I  have  the  opportunity 
of  being  represented  by  competent  counsel,  I  think 
I  am  entitled  to  a  reasonable  further  extension.  The 
delays,  as  you  well  know,  as  the  record  will  indi- 
cate in  this  proceeding,  have  been  caused  entirely 
by  the  defendants  in  this  action.  They  haven't 
brought  up  ordinary  problems.  They  have  brought 
up  very  complicated  legal  situations  here  that  will 
require  scrutiny  by  competent  legal  counsel.  The 
record  discloses  from  my  standpoint  when  this  ac- 
tion was  brought,  there  was  nothing  to  it  more  or 
less  than  a  clear-cut  simple  business  transaction. 
Now  they  have  twisted  it  through  their  maneuvers 
and  have  made  it  a  very  complicated  matter  and 
from  my  standpoint  the  situation  is  entirely  differ- 
ent now  than  it  was,  and  I  will  be  a  little  more 
careful  in  the  type  of  attorney  I  finally  choose  to 
represent  me  than  I  have  been  up  to  this  point. 
Taking  all  the  facts  into  consideration  [14]  which 
are  outlined  in  the  petition,  which  I  filed. for  this 
next  extension,  I  think  I  am  entitled  to  a  reason- 
able further  extension,  by  which  time  I  am  satisfied 
w^e  will  be  here  represented  by  competent  counsel 
and  we  will  proceed  from  there. 

The  Court:  Mr.  MacKay,  I  don't  agree  with  you 
that  this  delay  has  been  caused  by  the  attorneys  for 
the  defendant.  The  attorneys  have  raised  legal  de- 
fenses which  I  think  are  true. 

The  first  time  you  came  in  here  I  asked  you  how 
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you  were  going  to  get  around  the  statute  of  limita- 
tions. They  have  raised  a  number  of  technical  de- 
fenses, that  is,  you  didn't  have  a  license,  and  so 
forth  and  so  on.  I  doubt  very  much  if  you  can 
establish  your  cause  of  action. 

However,  I  find  that  wherever  we  have  a  case  in 
which  one  of  the  parties  is  appearing  in  pro.  per., 
that  immeasurably  adds  to  the  work  of  the  court, 
because  the  court  has  to  be  your  attorney  to  some 
extent  and  has  to  look  after  you  to  see  that  you  are 
not  penalized  in  any  way. 

Mr.  MacKay:  I  understand  that,  but  we  did 
take  into  consideration  the  fact  that  I  have  had 
advice  of  counsel,  of  three  attorneys,  in  this  pro- 
ceedings. 

The  Court:  And  probably  three  attorneys  have 
told  you  you  can't  recover  and  you  won't  take  their 

advice. 

Mr.  MacKay.     No.  I  don't  agree  to  that,  because 
that  isn't  true.  I  am  employing  an  attorney,  as  I 
told  you  [15]  before.  The  three  attorneys,  with  the 
possible  exception  of  Mr.  Gottlieb,  and  his  was  more 
or  less  contingent,  were  on  a  specific  basis.  They 
were  paid  for  doing  a  certain  job.  There  was  no 
intent  of  prosecuting  the  action  to  finality.  I  ap- 
preciate the  next  attorney  I  appear  with  will  be 
handling  this  case.  I  don't  hold  myself  out  as  an 
attorney.  I  am  not  an  attorney.  My  work  is  in  an 
entirely  different  line.  But  I  have  had  legal  advice 
all  the  way  through  this  proceeding  right  from  the 
start,  and  if  the  technicalities  you  refer  to  and  that 
have  been  brought  up  by  the  defendant's  counsel 
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will  stand  up,  well,  then,  I  have  been  very  badly  ad- 
^dsed  by  the  legal  talent  that  I  paid  for. 

Mr.  Whelan :  I  would  like  to  say  that  Mr.  Waiss 
and  I  both  oppose  any  further  continuance.  The 
motion  to  dismiss  has  been  scheduled  at  least  four 
or  five  times  and  it  has  been  put  over.  It  was  due  to 
Mr.  Gottlieb  and  not  Mr.  Waiss  or  myself. 

The  Court:  That  is  probably  true,  but,  however, 
although  I  am  rather  doubtful  if  Mr.  MacKay  can 
establish  a  cause  of  action  here,  the  Circuit  has  told 
me  on  several  occasions  I  ought  to  give  him  the  op- 
portunity to  try. 

Mr.  Whelan:  May  I  mention  one  more  thing? 
Mr.  MacKay  claims  we  are  raising  a  technical  de- 
fense, but  I  would  like  to  call  your  attention  to  the 
fact  that  the  motion  for  summary  judgment  and 
Mr.  MacKay 's  answers  to  that  establish  [16]  he  has 
no  cause  of  action.  That  is  hardly  technical. 

The  Court:  But  if  he  wants  to  spend  his  money 
going  out  and  hiring  competent  legal  counsel  and 
they  come  up  and  try  to  establish  the  claim  for  ac- 
tion, I  think  he  has  a  right  to  do  it. 

Mr.  Whelan :  I  suggest  it  should  take  more  than 
this  affidavit  to  establish  his  diligence. 

The  Court:  I  suppose  I  could  deny  the  motion 
and  dismiss  the  case.  I  think  probably  I  would  he 
sustained.  But  I  think  I  ought  to  give  him  one 
more  chance. 

How  much  more  time  will  it  take,  Mr.  MacKay? 

Mr.  MacKay:  Well,  I  asked  for  45  days,  but  I 
^^ill  have  to  be  satisfied  with  what  you  give  me. 
This  matter  has  reached  a  stage  Avhere  it  has  got  to 
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be  taken  care  of  and  I  am  just  as  anxious  to  take 
care  of  this  as  you  are.  If  they  would  go  ahead  and 
try  this  case  on  its  merits,  I  would  be  tickled  pink 
to  go  ahead  tomorrow,  but  that  is  not  possible 
under  the  present  conditions,  and  I  therefore  think 
I  am  entitled  to  at  least,  if  not  the  full  45  days,  at 
least  30  days  if  possible,  and  by  that  time  I  will 
agree  to  be  here  with  competent  counsel. 

The  Court:  The  record  shows,  Mr.  MacKay,  that 
you  came  into  court  10/7/57,  on  pretrial.  It  was 
then  continued  to  11/18.  That  was  practically  six 
weeks.  Then  on  the  18th  you  came  in  and  it  was 
continued  to  12/16,  another  [17]  month.  Then  on 
12/16  we  have  a  motion  to  dismiss  and  on  12/16  the 
matter  was  continued  to  1/13.  On  1/13  it  was  con- 
tinued to  1/27.  On  1/27  continued  to  2/17.  So  we 
have  had  continuances  continuously  from  10/7  to 
2/17.  That  is  about  four  months. 

Mr.  MacKay :  Well,  part  of  those  were  made  by 
the  change  in  counsel,  but  the  greater  portion  are 
due  to  tactics  of  the  defendant's  counsel. 

The  Court:  Mr.  MacKay,  the  tactics  of  the  de- 
fendants have  been  legal  in  every  way. 

Mr.  MacKay :  I  perfectly  understand  that  point. 
I  am  not  saying  that  they  are  operating  outside  of 
their  rights,  but  they  are  creating  complications 
that  have  forced  me  to  change  my  plans  and  ap- 
proach to  this  matter. 

The  Court:  Well,  you  have  to  change  your  plans 
and   approach   because   you   don't   understand   the 

rules  of  law. 

Mr.  MacKav:     T  Daid  quite  a  lot  of  money  in  this 
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already  and  I  am  prepared  to  pay  something  ad- 
ditional. I  am  willing  to  do  that  and  take  that 
chance  up  to  a  point. 

The  Court:  I  am  going  to  continue  this  matter 
to  March  17th  and  there  will  not  be  any  more  con- 
tinuances. If  you  don't  show  up  with  counsel  by 
then,  I  have  got  this  motion  to  dismiss  to  decide.  I 
will  continue  that  to  March  17th  and  on  March  17th 
I  am  either  going  to  grant  the  motion  or  deny  it  so 
between  now  and  March  17th,  you  get  any  com- 
petent [18]  counsel  you  want  and  come  back  and 
file  your  points  and  authorities  so  that  I  will  have  a 
chance  to  look  at  them. 

Mr.  MacKay:     Thank  you. 

Mr.  Whelan:  May  I  ask  that  Mr.  MacKay  be 
specifically  instructed  that  his  attorney  should  be 
prepared  to  argue  the  motion  on  that  day  and  not 
simply  come  in  and  ask  for  a  further  continuance. 

The  Court:  Mr.  MacKay,  tell  your  attorney 
there  will  be  no  more  continuances.  I  am  going  to 
rule  on  that  day  on  the  motion  to  dismiss. 

Mr.  Waiss:  And  also  the  motion  for  summary 
judgment. 

The  Court:     Yes. 

Mr.  Whelan:  Mr.  Waiss  has  to  come  down  from 
San  Francisco. 

The  Court:  I  miderstand  and  it  is  too  bad  you 
have  got  to  come,  but  you  have  competent  counsel 
here  anyhow,  you  know. 

Mr.  Waiss:  He  is  representing  primarily  another 
defendant  and  I  would  be  remiss  if  I  neglected  mv 
own  client. 
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The  Court:  I  am  sorry  to  make  you  make  the 
trip,  but  it  is  nice  in  Southern  California.  I  don't 
know  what  the  situation  is  in  San  Francisco. 

Mr.  Waiss:  It  is  a  pleasure  to  come  down  here, 
although  I  cannot  feel  there  are  really  very  many 
issues  to  [19]  be  disposed  of  in  this  matter. 

The  Court:  We  will  dispose  of  the  matter  on  the 
17th  at  10:00  o'clock  in  the  morning.  [20] 

March  IT,  1958—10:00  A.M. 

The  Clerk:  No.  7,  933-37— HW  Civil,  W.  D. 
MacKay  vs.  American  Potash  and  Chemical  Com- 
pany, et  al.,  hearing  motion  of  plaintiff  for  con- 
tinuance of  hearing  motion  for  summary  judgment; 
hearmg  motion  of  plaintiff  to  strike  portions  of 
affidavits  of  J.  H.  Gumz,  Robert  D.  Coons,  W.  M. 
Jacobs,  George  C.  Ellis,  and  William  F.  Spaulding; 
hearing  motion  of  defendant  American  Potash  & 
Chemical  Company  to  dismiss;  hearing  motion  of 
defendants   for   summary   judgment;   and   further 

pretrial. 

Mr.  Whelan:     Ready,  your  Honor. 

Mr.  Waiss:    Ready. 

Mr.  MacKay:    I  am  here,  your  Honor. 

The  Court:  Mr.  MacKay,  will  you  come  for- 
ward, please  *? 

Mr.  MacKay:    Yes,  your  Honor. 

The  Court:  Mr.  MacKay,  this  matter  has  been 
pending  in  this  court  since  August  2,  1957.  On 
12/6/57,  we  had  a  motion  to  dismiss.  Then  on  Janu- 
ary 23rd  we  had  a  motion  for  summary  judgment. 
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On  January  27th  there  was  a  subsititution  of  at- 
torneys, and  the  matter  was  continued  to  March  17, 
1958. 

On  March  11th  there  was  a  motion  made  for  con- 
tiimance,  and  the  last  time  you  were  here  I  con- 
tinued it  for  the  purpose  of  allowing  you  to  get  an 
attorney.  [21] 

Now,  Mr.  MacKay,  I  have  another  motion  for  a 
continuance. 

Mr.  MacKay:  Well,  your  Honor,  assmning,  of 
course,  that  you  have  studied  and  read  the  docu- 
ments that  have  been  hied  in  reply  to  the  motions 
of  the  defendants  in  this  action,  I  am  sure  you  ap- 
preciate the  fact  that  I  have  employed  legal  coun- 
sel. 

The  Court:  Mr.  MacKay,  I  am  satisfied  that  the 
papers  that  have  been  filed  have  been  prepared  by 
an  attorney.  I  don't  think  you  could  have  prepared 
these  papers  yourself.  But  the  attorney  didn't  sign 
his  name.  You  signed  your  name  to  these  papers. 

Not  only  that,  Imt  we  have  this  motion,  and  we 
have  an  attorney  who  comes  down  here  each  time 
from  San  Francisco.  You  did  come  down  from  San 
Francisco  ? 

Mr.  Waiss:     Yes,  your  Honor. 

Mr.  MacKay:  It  is  my  understanding,  on  advice 
of  counsel,  that  I  have  the  privilege  of  conducting 
my  negotiations  with  counsel  on  a  confidential  basis 
between  client  and  counsel  and  we  are  takino-  ad- 
vantage of  that  particular  situation.  As  I  under- 
stand the  matter,  and  on  my  attorney's  advice,  the 
matters  before  the  court  at  this  time  are  strictly  of 
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a  legal  nature,  and  I  am  perfectly  willing  that  on 
the  documents  that  have  been  filed  and  are  now 
before  the  court  that  you  pass  on  the  motions  that 
are  made  by  the  defendants  [22]  and  now  pending 
before  the  court. 

If,  however,  you  do  not  agree  with  the  position 
that  I  have  taken  in  reply  to  all  of  the  legal  points 
brought  on  matters  before  the  court,  then  I  would 
like  a  separate  ruling  on  my  motion  for  a  further 
extension  for  the  reasons  outlined  in  the  motion 
which  are  primarily  to  enable  me  to  take  additional 
depositions  that  are  absolutely  necessary  for  me  to 
properly  defend  myself  in  this  action  through  the 
nature  of  the  affidavits  that  are  filed  by  defendants 
in  this  action. 

The  Court:  Mr.  MacKay,  I  am  going  to  do  one 
of  two  things  this  morning.  I  am  either  going  to  dis- 
miss this  action  or  I  am  going  to  give  you  an  ex- 
tension, but  require  you  to  reimburse  the  defendant 
for  the  costs.  He  has  made  two  trips  down  here  now 
from  San  Francisco.  I  don't  know  just  what  at- 
torneys charge  nowadays.  1  suppose  they  charge 
around  $200  a  day. 

Your  motions  have  caused  at  least  two  days'  visits 
down  here,  so  if  you  want  a  continuance,  I  will  give 
you  a  continuance  for  30  days  provided  you  pay  to 
the  defendants  the  sum  of  $500.  Otherwise,  the  case 
will  be  dismissed. 

Mr.  MacKay:  Am  I  to  understand  by  that  you 
are  not  ruling,  making  a  definite  ruling  upon  the 
motions  filed  that  are  pending? 

The  Court:     I  am  dismissing  the  case  because  it 
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appears  [23]  your  case  is  barred  by  the  statute  of 
limitations,  and  I  don't  think  there  is  anything  you 
can  do  that  is  going  to  rectify  that. 

I  think  I  would  have  done  you  a  favor  if  I  had 
dismissed  this  case  several  months  ago,  and  I  think 
I  am  doing  you  a  favor  now  in  dismissing  it  be- 
cause you  will  be  precluded  from  spending  addi- 
tional time  and  money  on  a  case  that  you  cannot 
establish.  You  have  got  a  bad  case  here.  You  might 
have  had  a  good  case  if  you  had  proceeded 
promptly,  ])ut  you  didn't  proceed  promptly. 

Mr.  MacKay:  That,  of  course,  is  your  preroga- 
tive. I  have  been  acting  on  the  advice  of  counsel, 

and  the  position  taken  by  coimsel 

The  Court:  I  don't  like  counsel  to  practice  in 
this  court  sub  rosa.  If  counsel  wants  to  come  into 
this  court,  I  will  be  glad  to  hear  counsel.  I  don't 
like  the  advice  of  counsel  to  be  given,  not  knowing 
who  the  counsel  is. 

I  will  do  one  of  two  things,  as  I  said.  I  will  give 
you  a  30-day  continuance,  provided  you  reimburse 
the  defendant  for  the  cost  of  coming  down  here 
these  two  days,  or  I  will  dismiss  the  case. 

Mr.  MacKay:  I  wouldn't  undertake  to  incur 
that  obligation.  I  would  prefer  to  spend  that  money 
on  an  appeal,  if  that  is  your  ruling.  Am  I  to  un- 
derstand you  will  not  make  a  special  ruling  on  the 
motion  for  extension  of  time  ?  [24] 

The  Court :  I  have  a  motion  for  summary  judg- 
ment. The  motion  is  granted. 

Will  you  prepare  the  findings  of  fact  and  judo- 
men  t  ? 
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'  Mr.  Whelan:     They  are  prepared  in  a  proposed 

form. 

The  Court:  I  am  sorry,  but  you  prepare  new 
findings  and  a  new  judgment  and  serve  a  copy  upon 
Mr.  MacKay  so  that  he  can  know  what  time  to 

appeal. 

Mr.  MacKay,  you  don't  know  anything  about  legal 

procedure. 

Mr.  MacKay :     I  am  paying  very  good  money  for 

competent  counsel. 

The  Court :  An  appeal  is  a  very  technical  thing. 
You  have  got  to  give  counsel  notice,  file  your  record 
within  a  certain  specified  time,  and 

Mr.  MacKay :     I  understand  all  that. 

The  Court:  If  you  don't  do  that,  you  will  be  in 
the  same  position  in  the  Appellate  Court  as  you 

are  here. 

Mr.  MacKay :     I  understand  that. 

Mr.  Whelan:  Both  the  motion  to  dismiss  and  the 
motion  for  summary  judgment  are  granted? 

The  Court :  No.  The  motion  for  summary  judg- 
ment with  findings  of  fact  and  conclusions  of  law. 
I  have  granted  that  motion  and  you  prepare  the 
findings  of  fact  and  conclusions  of  law. 

Mr.  Whelan:     Thank  you  very  much. 

[Endorsed] :     Filed  xVugust  4,  1958. 
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[Title  of  District  Court  and  Cause.] 

CERTIFICATE  BY  CLERK 

I,  John  A.  Childress,  Clerk  of  the  above-entitled 
Court,  hereby  certify  that  the  items  listed  below 
constitute  the  transcript  of  record  on  appeal  to  the 
United  States  Court  of  Appeals,  for  the  Ninth  Cir- 
cuit, in  the  above-entitled  matter : 

A.  The  foregoing  pages  numbered  1  to  195,  in- 
clusive, containing  the  original: 

Petition  for  Removal  to  the  United  States 
District  Court  with  copy  Complaint  attached, 
etc. 

Notice  of  Petition  and  filing  Bond  foi'  Re- 
moval. 

Answer  of  American  Potash  &  Chemical  Co. 

Ansv\^er  of  Stauffer  Chemical  Co. 

Minute  Order  of  10/7/57. 

Minute  Order  of  11/18/57. 

Motion  and  Notice  of  Motion  to  Dismiss  Ac- 
tion, etc. 

Points  and  Authorities  in  opposition  to  Mo- 
tion to  Dismiss. 

Substitution  of  Attorneys,  filed  12/16/57. 

Defendants '  Interrogatories. 

Minute  Order  12/16/57. 

Affidaidt  of  Service  by  mail  filed  1/3/58. 

Memorandum  of  points  and  authorities  in 
support  of  defendants'  motion  for  summary 
judgment. 
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Affidavit  of  J.  H.  Giunz  in  support  of  motion 
for  sununary  judgment. 

Affidavit  of  W.  M.  Jacobs  in  support  of  mo- 
tion for  summary  judgment. 

Affidavit  of  George  C.  Ellis  in  support  of  mo- 
tion for  summary  judgment. 

Affidavit  of  Robert  B.  Coons  in  support  of 
motion  for  summary  judgment. 

Affidavit  of  William  F.  Spalding  in  support 
of  motion  for  summary  judgment. 
Motion  for  summary  judgment,  etc. 
Proposed  form  of  Findings  of  Fact  and  Con- 
clusions of  Law 

Proposed  form  of  Judgment. 
Answering  points  and  authorities  in  support 
of  motion  to  dismiss  action. 

Substitution  of  Attorneys,  filed  1/27/58. 
Minute  Order  1/13/58. 
Affidavit  of  ser^dce  by  mail  filed  1/27/58. 
Order  extending  time. 

Affidavit  of  W.  D.  MacKay  in  support  of 
motion  for  continuance. 
Minute  Order  1/27/58. 

Affidavit  of  W.  D.  MacKay  in  support  of 
motion  for  continuance,  filed  2/17/58. 

Plaintiff's  answers  to  defendants'  interroga- 
tories 

Affidavit  of  service  by  mail  filed  2/17/58. 
Minute  Order  2/17/58. 

Re])ly  to  Defendants'  Motion  for  Summary 
Judgment. 
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Points  and  authorities  in  opposition  to  Mo- 
tion to  Dismiss. 

Plaintiff's  Points  and  authorities  in  opposi- 
tion to  motion  for  summary  judgment. 

Affidavit  of  W.  D.  MacKay  in  opposition  to 
motion  for  summary  judgment. 

Points  and  authorities  in  support  of  motion 
to  strike  affida\Tlts. 

Motion  to  strike  portions  of  affidavits  of  J. 
H.  Gumz,  et  al. 

Motion  for  continuance  of  hearing  of  motion 
for  summary  judgment. 

Minute  Order  3/17/58. 

Findings  of  Fact,  Conclusions  of  Law. 

Summary  Judgment. 

Notice  of  Appeal. 

Designation  of  contents  of  Record  on  Ap])eal. 

B.  One  volume  of  Reporter's  Official  Transcript 
of  Proceedings  had  On : 

Nov.  18,  1957;  Dec.  16,  1957;  Jan.  27,  1958; 
Mar.  17,  1958,  and  Feb.  17,  1958. 

I  further  certify  that  my  fee  amounting  to  $2.00 
for  preparing  the  foregoing  record  has  been  paid 
by  appellant. 

Dated:     August  5,  1958. 

[Seal]  JOHN  A.  CHILDRESS, 

Clerk; 

By  /s/  WM.  A.  WHITE, 
Deputy  Clerk. 
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[Endorsed]:  No.  16135.  United  States  Court  of 
Apjjeals  for  the  Ninth  Circuit.  W.  D.  MacKay,  Ap- 
pellant, vs.  American  Potash  &  Chemical  Co.  Inc., 
a  Corporation,  and  Stauffer  Chemical  Company,  a 
Corporation,  Appellees.  Transcript  of  Record.  Ap- 
peal from  the  United  States  District  Court  for  the 
Southern  District  of  California,  Central  Division. 

Filed:     August  5,  1958. 
Docketed:     August  12,  1958. 

/s/  PAUL  P.  O'BRIEN, 

Clerk  of  the  United  States  Court  of  Appeals  for  the 
Ninth  Circuit. 
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United    States    Court    of   Appeals   for   the    Ninth 

Circuit 

Undocketed 

W.  D.  MacKAY, 

Appellant, 

vs. 

AMERICAN  POTASH  &  CHEMICAL  CO.,  INC., 
et  al., 

Appellees. 

STATEMENT  OF  POINTS  ON  APPEAL 

Now  Comes  the  appellant,  W.  D.  MacKay,  in 
propria  persona,  and  makes  the  following  Statement 
of  Points  on  Appeal : 

1.  The  Court  Below  Erred  in  Grantino-  a  Simi- 
mary  Judgment. 

A.  The  Court  Erred  in  Failing  to  Strike  Ma- 
terial Portions  of  Affidavits  in  Support  of  the  Mo- 
tion for  Summar}^  Judgment. 

B.  The  Court  Erred  in  Refusing  to  Grant  a 
Continuance  for  Further  Discovery  Procedures. 

C.  The  Court  Erred  in  Law  as  to  the  Propriety 
of  a  Summary  Judgment  Under  the  Facts  in  the 
Record. 

D.  The  Findings  of  Pact  and  Conclusions  of 
Law  Were  Contrary  to  the  Few  Facts  Developed 
Below. 
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E.  Substantial  Material  Issues  of  Fact  Were 
Controverted  and  Existed  and  a  Summary  Judg- 
ment Was  Improper. 

Respectfully  Submitted, 

/s/  W.  D.  MacKAY, 

In  Propria  Persona. 

Affidavit  of  service  by  mail  attached. 
[Endorsed]:     Filed  Septeml)er  8,  1958. 
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No.  16135 
IN  THE 

United  States  Court  of  Appeals 

FOR  THE  NINTH  CIRCUIT 


W.  D.  MacKay, 

Appellant, 
vs. 

American  Potash  &  Chemical  Co.,  Inc.,  a  corporation, 
and  Stauffer  Chemical  Company,  a  corporation. 

Appellees. 

APPELLANT'S  OPENING  BRIEF. 


Jurisdiction. 

This  suit  for  recovery  of  damages  for  breach  of  a 
contract  for  personal  services  in  obtaining  natural  gas 
service  was  commenced  by  W.  D.  MacKay,  a  resident 
of  California,  against  American  Potash  &  Chemical  Com- 
pany, a  Delaware  corporation,  and  West  End  Chemical 
Co.,  Inc.,  a  California  corporation  in  the  Superior  Court 
of  Los  Angeles  County.  The  action  was  thereafter  re- 
moved to  the  United  States  District  Court  for  the  South- 
ern District  of  California  on  the  petition  of  American 
Potash  &  Chemical  Co.    [R.  3-15.] 

The  jurisdiction  of  this  Court  rests  upon  Section  1291 
of  the  Judicial  Code  as  amended.    (28  U.  S.  C,  Sec.  1291.) 

Statutes. 

The  pertinent  statutes  are  Sections  1091  et  seq.  of  the 
CaHfornia  Public  Utilities  Code  and  Section  339(1)  of 
the  CaHfornia  Code  of  Civil  Procedure. 
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Statement  of  Facts. 

The  appellant  filed  his  complaint  in  the  Superior  Court 
of  Los  Ang-eles  on  August  2,  1957  seeking  declaratory 
relief  and  damages  for  breach  of  an  oral  contract  whereby 
the  appellees  had  agreed  to  pay  appellant  reasonable  com- 
pensation for  his  services  in  securing  natural  gas  service 
to  appellees'  plants  located  in  or  near  Trona,  California. 
[R.   10.] 

It  is  undisputed  that  prior  to  the  time  appellant  claims 
such  oral  contract  was  made,  in  July,  1952  [R.  11]  appel- 
lees were  using  expensive  fuel  oil  as  fuel  for  their  plants, 
at  a  great  increase  over  the  cost  of  natural  gas.  This 
was  due  to  the  fact  that  such  plants  were  distant  from 
any  natural  gas  transmission  or  distribution  system. 

It  is  undisputed  that  executive  representatives  of  appel- 
lees discussed  their  desire  to  obtain  natural  gas  with 
appellant  in  July,  1952. 

It  is  undisputed  that  thereafter,  on  April  11,  1955, 
appellees  made  a  contract  with  Pacific  Gas  &  Electric  Com- 
pany for  natural  gas  service,  and  that  thereafter,  on 
July  12,  1955,  the  Public  Utilities  Commission  of  the 
State  of  California  approved  such  contract,  and  granted 
P.  G.  &  E.  a  certificate  of  public  convenience  and  neces- 
sity to  construct  the  necessary  facilities  to  serve  appellees 
with  natural  gas.    [R.   12,  16,  17,  24.] 

Finally,  it  is  undisputed  that  on  October  1,  1955  Amer- 
ican Potash  &  Chemical  Co.  first  received  natural  gas 
from  P.  G.  &  E.  through  such  facilities  [R.  12,  17,  24] 
and  Stauffer  Chemical  Company  (West  End  Chemical 
Company's  successor)  first  received  gas  on  November  16, 
1955. 

By  their  answers,   the  appellees,  of  course,  deny  that 
such  a  contract  was  made,  and  dispute  appellant's  alle- 
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gations  that  he  was  instrumental  in  any  way  in  securing 
such  service.    fR.  17,  24.]    Each  of  the  appellees  pleaded 
Section  339(1)  of  the  California  Code  of  Civil  Procedure 
as  a  statute  of  limitations  to  appellant's  cause  of  action 
[R.  21,  28.] 

Thereafter    defendant    American    Potash    &    Chemical 
Company  made  a  Motion  to  Dismiss  based  on  the  Statute 
of  Limitations,  and  a  Motion   for   Summary   Judgment 
[R.  70.] 

Appellant  filed  the  following  documents  in  opposition: 

1.  Affidavit  [R.  97] ; 

2.  Motion  to  Strike  portions  of  Affidavits  in  Support 
of  Motion  for  Summary  Judgment   [R.  100] ; 

3.  Motion  for  Continuance  for  the  Purpose  of  Further 
Discovery.    [R.  104.] 

Following  several  continuances,  the  matter  came  on 
for  hearing  on  March  17,  1958,  whereupon  the  following 
contradictory  statements  were  made  by  Judge  Westover 
who  ignored  all  of  appellant's  motions  [R.  129-130] : 

'The  Court:  I  am  dismissing  the  case  because  it 
appears  your  case  is  barred  by  the  statute  of  limita- 
tions, and  I  don't  think  there  is  anything  you  can 
do  to  rectify  that." 

"I  will  do  one  of  two  things,  as  I  said.  I  will  give 
you  a  30-day  continuance,  provided  you  reimburse  the 
defendant  for  the  cost  of  coming  down  here  these 
two  days,  or  I  will  dismiss  the  case." 

"The  Court :  I  have  a  motion  for  summary  judg- 
ment.  The  motion  is  granted." 

"Mr.  Whelan:  Both  the  motion  to  dismiss  and 
the  motion  for  summary  judgment  are  granted  ? 


The  Court:     No.    The  motion  for  summary  judg- 
ment with  findings  of  fact  and  conclusions  of  law." 

Thereafter,  the  judgment  appealed  from  was  entered 
[R.  113],  which  was  in  form  a  summary  judgment. 

Although  appellant  must  presume  that  the  judgment  in- 
volved is  a  summary  judgment  it  is  not  entirely  clear  that 
Judge  Westover  did  what  he  meant  to  do.  Apparently  he 
intended  to  grant  the  motion  to  dismiss.  However,  he 
granted  the  motion  for  summary  judgment.  This  un- 
certainty alone  is  significant  and  indicative  of  the  rather 
arbitrary  manner  in  which  the  Court  ignored  appellant's 
motion  for  further  discovery  procedures  and  refused  to 
rule  on  appellant's  motion  to  strike  the  affidavits  in  sup- 
port of  the  motion  for  summary  judgment  for  violation 
of  the  Federal  Rules  [R.  100,  104]  which  were  before 
him.  Without  such  affidavits,  of  course,  the  motion  would 
fall. 

Questions  Presented. 

1.  Which  motion  did  Judge  Westover  grant— the  mo- 
tion for  summary  judgment,  or  the  motion  to  dis- 
miss; 

2.  Did  the  Court  err  in  refusing  to  strike  the  hearsay 
and  other  defective  allegations  in  the  affidavits  sup- 
porting the  motion  for  summary  judgment  under 
Rule  56(e)  F.  R.  C.  P.; 

3.  Construing  all  documents  most  favorably  to  appel- 
lant, can  it  be  said  that  no  genuine  triable  issue  of 
fact  remained  in  the  case; 

4.  Assuming  that  the  judgment  was  one  of  dismissal 
on  the  ground  of  the  statute  of  limitations,  when 
did  the  statute  begin  to  run :  ( 1 )  When  the  contract 
in  issue  was  made;  or  (2)  when  it  was  breached  on 
or   after   October    1,   1955?  \ 
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ARGUMENT. 
A.     The   Findings   of   Fact   Are   Clearly   Erroneous, 

Since  Genuine,  Triable  Issues  of  Fact  Remained. 
1.     Appellees'  Affidavits. 

This  case  was  tried  on  affidavits— and  defective  affidavits 
by  appellees  at  that,  fairly  reeking  with  hearsay,  conclu- 
sions, opinions  and  argumentative  statements.  Appellant 
earnestly  requests  the  Court  to  examine  appellees'  affida- 
vits {the  only  evidence  supporting  the  findings  of  fact) 
[R.  48-51]  and  decide  the  merit  of  appellant's  motion  to 
strike  them.  [R.  100.]  Appellant  submits  that  when  such 
affidavits  are  "trimmed"  the  findings  are  clearly  without 
foundation,  and  clearly  erroneous. 

2.     Appellant's  Affidavit. 

Following  the  motion  for  summary  judgment  appellant 
filed  his  affidavit  [R.  97]  in  opposition.  Such  affidavit 
directly  and  unequivocally  presents  triable  issues  of  fact 
determinative  of  this  case.  In  ignoring  such  affidavit  and 
granting  the  motion,  the  trial  court  erred. 

3.     Judged  by  This  Court's  Decisions  on  Summary  Judgment, 
the  Proceedings  Here  Were  Defective. 

Gifford    V.    Travellers    Protective    Association    of 
America,  153  F.  2d  209  (C.  C.  A.  9th,  1946)  : 

Koepke  V.  Fontecchio,  177  F.  2d  125  (C  A  9th 
1949) ; 

Suckow  Borax  Mines  Consol.  Inc.  v.  Borax  Consol 
Ltd.,  185  F.  2d  196  (C.  A.  9th,  1950),  cer.  den 
340  U.  S.  946,  reh.  den.  341  U.  S.  912; 

City  of  Anchorage  v.  Ashley,  196  F.  2d  809  (C  A 
9th,  1952) ; 

Hoffman  v.  Babbitt  Bros.  Trading  Co.,  203  F  2d 
636  (C.  A.  9th,  1953); 
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Byrnes  v.  Mutual  Life  Ins.  Co.  of  N.  Y.,  217 
F.  2d  497  (C.  A.  9th,  1954),  cer.  den.  348  U.  S. 
971  ; 

Hycon  Mfg.  Co.  v.  H.  Koch  &  Sons,  219  F.  2d  353 
(C.  A.  9th,  1955). 

In  Albert  v.  Brownell,  219  F.  2d  602  (C.  A.  9th,  1954), 
the  Court  said  (p.  605)  : 

".  .  .  the  finding  of  one  genuine  issue  of  material 
fact  such  as  this  is  sufficient  to  prevent  a  summary 
judgment  on  all  issues.     .     .     ." 

Even  if  full  credence  were  given  to  appellees'  defective 
affidavits,  genuine  issues  of  fact  would  still  remain  as  to 
the  existence  of  a  contract,  whether  appellant  obtained  or 
aided  in  obtaining  the  gas  service,  etc.  The  question  on 
such  a  motion  is  not  how  an  issue  should  be  decided — but 
whether  there  is  an  issue.  Judge  Westover's  view  of  the 
merits  blinded  him  to  the  mandatory  substantive  require- 
ments. 

B.  The  Statute  of  Limitations  Did  Not  Begin  to  Run 
Until  Natural  Gas  Service  Commenced  in  Octo- 
ber and  November,  1955  and  Appellees  Refused  to 
Pay  Appellant.  This  Action,  Filed  August  2,  1957 
Was  Thus  Not  Barred  by  the  Two  Year  Statute. 

Although  it  seems  that  the  Court  did  not  dismiss  on  the 
statute  of  limitations  issue,  appellant  desires  to  point  out 
that  appellees  admit  that  gas  service  did  not  begin  until 
October  1,  1955.  [R.  16,  17,  24.]  Thus,  the  alleged  con- 
tract could  not  be  breached  by  appellees  until  their  refusal 
to  pay  appellant  following  such  commencement  of  service, 
and  the  two  year  statute  could  not  run  until  such  date. 
Richardson  v.  Craig,  11  Cal.  2d  131  (1938); 
Thompson  v.  Orena,  134  Cal.  26  (1901); 
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Pitser  V.  Wedel,  72>  Cal.  App.  2d  86  (1946)  ; 
Hay  V.  Casey,  30  Cal.  App.  570  (1916); 
f  Laszarevich  v.  Lazzarevich,  %%  Cal    App    ^d  708 

(1948); 

Baker  v.  Joseph,  16  Cal.  173  (1860); 

Irvine  v.   Bossen,  25   Cal.   2d  652,    155   P    2d  9 
(1944). 

This  is  true  because  regardless  of  the  execution  of  the 
P.  G.  &  E.  contract,  the  breach  could  not  occur  until 
gas  service  began  following  Commission  approval,  and 
refusal  to  pay  was  made  by  appellees.  Appellant's  ac- 
tion was  timely  filed. 

C.  The  Trial  Court's  Refusal  to  Rule  on  Appellant's 
Motion  to  Strike  Appellees'  Affidavits  and  Appel- 
lant's Motion  for  Continuance  to  Exhaust  Dis- 
covery Was  an  Abuse  of  Discretion. 

Under  the  circumstances  (Motion  for  Summary  Judg- 
ment) the  Court's  flat  refusal  to  rule  on  appellant's  mo- 
tions [R.  128-129]  was  a  flagrant  abuse  of  discretion  and 
cannot  be  justified.  Appellant  was  denied  due  process  of 
law  under  the  California  and  United  States  Constitutions. 

D.     Conclusion. 

Wherefore,  appellant  prays  the  judgment  be  reversed. 
Respectfully  submitted, 
W.  D.  MacKay, 

In  Propria  Persona. 
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Jurisdiction. 

Because  the  appellant's  Statement  of  Jurisdiction  in  his 
Opening  Brief  does  not  show  the  basis  for  the  jurisdiction 
of  the  Trial  Court,  and  indeed  would  purport  to  negate 
that  jurisdiction,  it  is  felt  necessary  for  the  assistance 
of  the  court  to  set  forth  the  basis  of  jurisdiction  in  this 
matter. 

The  action  was  commenced  in  the  Superior  Court  of  the 
State  of  California,  in  and  for  the  County  of  Los  Angeles, 
and  was  timely  removed  to  the  United  States  District 
Court,  Southern  District  of  California  [R.  3-14].  The 
Petition  for  Removal,  together  with  the  Complaint,  demon- 
strated : 
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(1)  The  only  real  defendants  as  of  the  date  of  com- 
mencement of  the  action  were  American  Potash  & 
Chemical  Co.,  Inc.  (hereinafter  referred  to  as  "Potash") 
and  Stauffer  Chemical  Company  (hereinafter  referred  to 
as  "Stauffer"),  both  citizens  and  residents  of  the  State 
of  Delaware.  West  End  Chemical  Co.,  named  in  the 
Complaint  as  a  defendant,  was  merged  into  Stauffer 
Chemical  Company  prior  to  the  commencement  of  this 
action  and  Stauffer  succeeded  to  all  of  its  assets  and 
liabilities ; 

(2)  Plaintiff  was  at  the  time  a  citizen  and  resident 
of  the  State  of  California ; 

(3)  The  Complaint  prayed  for  damages  in  excess  of 
Three  Thousand  Dollars  [R.  3-14].  The  United  States 
District  Court  accordingly  had  jurisdiction  under  Title 
28  U.  S.  C,  Sections  1332  and  1441. 

The  jurisdction  of  this  court  is  derived  from  Title  28 
U.  S.  C,  Section  1291. 

Statement  of  the  Case. 
A.     Sequence   of   Events. 

This  action  was  commenced  in  the  state  Superior  Court 
on  or  about  July  10,  1957  [R.  4].  It  was  removed  to  the 
United  States  District  Court,  Southern  District  of  Cali- 
fornia on  August  2,  1957  [R.  3-10].  Thereafter  Answers 
were  filed  by  Potash  and  Stauffer  and  certain  pre-trial 
proceedings  were  had  [R.  15-28,  29,  30,  38,  78,  81, 
96,  107,  116-130]. 

On  January  3,  1958  Motion  for  Summary  Judgment 
and  Notice  of  Motion  were  filed  on  behalf  of  both  defend- 
ants herein  [R.  70-73],  along  with  proposed  Findings  of 
Fact  and  Conclusions  of  Law  and  Proposed  Judgment 
[R.  74-77]. 
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Previously  thereto,  on  December  20,   1957,  Interroga- 
tories  had   been   served   by   defendants   on   plaintiff    and 
filed   [R.  31-38].     The  Motion  for  Summary  Judgment 
specifically  stated  that  it  relied  upon  the  Answers  to  be 
filed  to  those  Interrogatories,  as  well  as  the  Affidavits  of 
Robert  B.  Coons,  George  Ellis,  J.  H.  Gunz,  W.  M.  Jacobs 
and   William   Spalding,   all    filed   with   said    Motion   for 
Summary  Judgment  [R.  72,  48,  47,  39,  44,  51].     Plain- 
tiff's Answers  to  defendants'  Interrogatories  were  filed  on 
February  17,   1958   [R.  83-96].     Defendants  anticipated 
the  nature  of  those  Answers,  because  of  the  results  of 
plaintiff's    deposition    previously    taken    in    perpetuation 
proceedmgs    in   the    state    court    after   plaintiff   had    in- 
stituted his  own  perpetuation  proceedings. 

The  Motion  for  Summary  Judgment  was  noticed  for 
January  13,   1958   [R.  7ZY     As  of  December   16,   1957, 
Attorney  Gerald  H.  Gottlieb  was  substituted  in  the  place 
of  plaintiff,  who  was  In  Pro.  Per.  until  that  time.     On 
January  13,  1958,  the  hearing  on  the  Summary  Judgment 
Motion  was  continued,  at  the  request  of  plaintiff's  counsel 
to  January  27,  1958  [R.  7%-\.     As  of  January  27,  1958, 
Mr.  Gottlieb  withdrew  from  the  case  and  plaintiff  was 
substituted  again  In  Pro.  Per.  on   the  record    [R.   77\ 
On  Motion  of  plaintiff,   the  hearing  was  continued  on 
January  27,  1958,  to  February  17,  1958   [R.  78-81],  to 
permit  plaintiff  to  obtain  counsel  [R.   117-118]. 

On  February  17,  1958,  plaintiff  again  requested  a  con- 
tmuance  because  he  wished  to  retain  counsel,  had  been 
unsuccessful  in  procuring  counsel,  and  wished  to  have  time 
to  institute  any  discovery  proceedings  deemed  necessary 
to  oppose  the  Motion  for  Summary  Judgment  [R.  '^2-'^Z\ 
The  hearing  on  the  Motion  was  thereupon  continued  to 
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March  17,  1958  [R.  96-97].     At  that  time  the  following 
colloquy  occurred : 

"The  Court:  The  record  shows,  Mr.  MacKay, 
that  you  came  into  court  10/7/57,  on  pretrial.  It 
was  then  continued  to  11/18.  That  was  practically 
six  weeks.  Then  on  the  18th  you  came  in  and  it  was 
continued  to  12/16,  another  [17]  month.  Then  on 
12/16  we  have  a  motion  to  dismiss  and  on  12/16  the 
matter  was  continued  to  1/13.  On  1/13  it  was  con- 
tinued to  1/27.  On  1/27  continued  to  2/17.  So  we 
have  had  continuances  continuously  from  10/7  to 
2/17.     That  is  about  four  months. 

"The  Court :  I  am  going  to  continue  this  matter  to 
March  17th  and  there  will  not  be  any  more  continu- 
ances. 

"Mr.  Whelan:  May  I  ask  that  Mr.  MacKay  be 
specifically  instructed  that  his  attorney  should  be 
prepared  to  argue  the  motion  on  that  day  and  not 
simply  come  in  and  ask  for  a  further  continuance. 

"The  Court :    Mr.  MacKay,  tell  your  attorney  there 
will  be  no  more  continuances.     I   am  going  to  rule 
on  that  day  on  the  motion  to  dismiss. 

"Mr.  Waiss:  And  also  the  motion  for  summary 
judgment. 

"The  Court:    Yes"  [R.  124-125]. 

On  March  11,  1958,  plaintiff  filed  his  affidavit  in  op- 
position to  the  Motion  for  Summary  Judgment,  a  motion 
to  strike  portions  of  the  affidavits  filed  in  support  of  the 
Motion  for  Summary  Judgment,  and  a  motion  for  further 
continuance.  On  March  17,  1958,  the  Motion  for  Sum- 
mary Judgment  was  granted  [R.  107-108].  Plaintiff  had 
taken  no  steps  to  institute  dscovery  proceedings.  Findings 
of  Fact  and  Conclusions  of  Law  and  Summary  Judgment 
were  served,  signed  and  filed  [R.  108-114]. 
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While  plaintiff  on  the  record  was  acting  In  Pro.  Per. 
some  of  the  time,  he  in  reality  was  represented  by  counsel 
advising  him  behind  the  scenes  at  all  significant  times 
[R.  122,  127].  As  plaintiff  himself  stated  at  the  hearing 
of  February  17,  1958: 

''***!  have  had  advice  of  counsel,  of  three 
attorneys,  in  the  proceedings. 

"*  *  *  I  have  had  legal  advice  all  the  way 
through  this  proceeding  right  from  the  start  *  *  *" 
[R.  122]. 

And  at  the  hearing  on  March  17,  1958,  at  which  the 
Court  ordered  Summary  Judgment,  plaintiff  stated: 

*  *  *  Well,  Your  Honor,  assuming,  of  course, 
that  you  have  studied  and  read  the  documents  that 
have  been  filed  in  reply  to  the  motions  of  the  defend- 
ants in  this  action,  I  am  sure  you  appreciate  the  fact 
that  I  have  employed  legal  counsel"  [R.  127]. 

B.     The  Basis  for  the  Motion  for   Summary  Judgment. 
In  his  Complaint,  plaintiff  alleged: 

(1)  That  plaintiff  and  defendants  mutually  agreed 
that  plaintiff  should  serve  the  defendants  in  securing 
natural  gas  service  for  their  plants  in  the  area  of  Trona, 
California,  and  that  plaintiff  be  compensated  in  a  reason- 
able amount,  "if  the  plaintiff  secured  said  natural  gas 
service" ; 

(2)  "As  a  resuh  of  plaintiff's  services  and  efforts,*' 
defendants  procured  such  natural  gas  service;  and 

(3)  Plaintiff's  alleged  entitlement  to  remuneration. 
Defendants'  Answers  denied  the  existence  of  any  such 
agreement  with  plaintiff  and  denied  that  natural  gas 
service  was  procured  through  plaintiff's  services  or  efforts, 
although  admitting,  of  course,  that  they  did  obtain  natural 
gas  service  [R.  15-29]. 


Although  defendants  knew  that  there  was  no  such  agree- 
ment, obviously  a  Motion  for  Summary  Judgment  would 
fail  on  this  ground  since  plaintiff  was  relying  on  asserted 
oral  conversations.  However,  plaintiff's  deposition  in  the 
previous  perpetuation  of  testimony  proceeding  in  the  state 
court  demonstrated  that  there  was  no  connection  between 
anything  he  assertedly  did  and  the  obtaining  of  natural 
gas  service  by  defendants.  The  Motion  for  Summary 
Judgment  was  predicated  on  this  ground  only. 

Plaintiff,  in  his  Brief,  has  tried  to  cast  doubt  on  whether 
the  Trial  Court  actually  granted  the  Motion  for  Sum- 
mary Judgment,  or  a  Motion  to  Dismiss,  also  pending. 
This  attempt  of  plaintiff,  in  view  of  the  Trial  Court's 
specific  ruling  [R.  107-108],  and  the  written  findings, 
conclusions  and  summary  judgment  [R.  108-114]  demon- 
strates plaintiff's  own  feeling  of  distress  on  this  appeal. 
The  Motion  to  Dismiss  was  not  ruled  on  by  the  Trial 
Court,  and  there  is  no  statute  of  limitations  question  be- 
fore this  Court. 

Plaintiff's  consciousness  of  distress  is  further  revealed 
by  this  erroneous  statement  at  page  5  of  his  Brief: 

"^  *  *  Appellant  earnestly  requests  the  Court 
to  examine  appellees'  affidavits  {the  only  evidence 
supporting  the  findings  of  fact)     *     *     *." 

What  plaintiff  at  any  stage  fails  to  mention,  much  less 
discuss,  are  his  Answers  to  Written  Interrogatories,  which 
alone  completely  establish  the  lack  of  any  connection  with 
anything  he  did,  if  anything  was  done  by  him,  and  the 
obtaining  of  natural  gas  service  by  defendants  for  their 
Trona  plants  [R.  83-96]. 

There  are  certain  other  inaccuracies  in  plaintiff's  State- 
ment of  Facts  which  will  not  be  dwelled  upon  because  not 
material  to  this  appeal. 
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Summary  of  the  Argument. 

(a)  There  is  no  triable  issue  of  fact  in  that  the  sup- 
porting papers  filed  with  the  Motion  for  Summary  Judg- 
ment conclusively  show  that  there  is  no  evidence,  and  that 
plaintifif  has  none,  establishing  a  connection  between  what 
he  claims  to  have  done  and  the  eventual  obtaining  of 
natural  gas  service  by  the  defendants.  Plaintiff's  Answers 
to  Written  Interrogatories  propounded  to  him  alone  show 
conclusively  that  there  is  no  such  connection,  and  that  he 
has  no  evidence  thereof. 

(b)  Plaintiff's  attack  on  defendants'  affidavits  is  of  no 
consequence.  Clearly  the  portion  of  the  affidavit  of  Wil- 
liam F.  Spalding  quoting  plaintiff's  testimony  in  perpetua- 
tion of  testimony  proceedings  is  proper.  The  remaining 
affidavits  merely  confirm  what  the  plaintiff  himself  has 
admitted  in  his  Answers  to  the  Written  Interrogatories. 

(c)  Plaintiff  cannot  complain  that  the  Trial  Court  did 
not  give  him  every  opportunity  to  institute  discovery  pro- 
ceedings. On  the  contrary,  he  had  numerous  such  op- 
portunities, failed  to  even  institute  any,  and  refused  an 
offer  of  the  court  at  the  time  of  the  hearing  whereat  the 
Motion  for  Summary  Judgment  was  granted. 


Argument. 

A.     No  Triable  Issue  Remains. 

Considering  the  Motion  for  Summary  Judgment  in 
connection  only  with  plaintiff's  Answers  to  Written  In- 
terrogatories, the  propriety  of  the  Summary  Judgment 
is  established.  Plaintiff's  testimony  in  the  perpetuation 
of  testimony  proceedings  in  the  state  court  quoted  in 
part  in  the  Affidavit  of  William  F.  Spalding,  conclusively 
demonstrates  the  propriety  thereof.  The  remaining  affi- 
davits are  confirmatory  that  plaintiff  did  nothing  having 
any  causative  connection  with  the  procurement  of  natural 
gas  service. 

From  plaintiff's  Complaint,  previously  paraphrased  and 
quoted,  it  is  clear  that  he  was  to  obtain  no  compensation 
unless  he  was  the  procuring  cause  of  defendants  obtaining 
natural  gas  service  [R.  10-14]. 

Assuming  for  the  sake  of  argument  that  there  was  any 
agreement  with  plaintiff,  it  is  clear  from  his  testimony  in 
the  state  court  perpetuation  proceedings  that  he  had  no 
broader  understanding  of  his  alleged  rights.  This  testi- 
mony is  quoted  in  the  Affidavit  of  William  F.  Spalding 
[R.  69]  : 

"Q.  Do  I  understand,  then,  that  you  told  Mr. 
Minister  that  whether  or  not  you  would  get  any 
compensation  would  depend  on  whether  or  not  you 
obtained  gas  for  Trona?  A.  Absolutely  I  told  him. 
we  discussed  the  fact  that  I  was  willing  to  take  that 
risk;  that  if  we  failed  I  would  simply  be  out  and 
that  was  all  there  was  to  it. 

O.  If  you  got  gas  you  would  expect  compensa- 
tion; but  if  you  did  not  get  gas  you  would  not 
expect  compensation?  A.  That  is  absolutely  cor- 
rect." 
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That  an  agent  who  is  hired  to  procure  a  specified  result 
is  entitled  to  compensation  only  if  he  procures  that  result 
IS  well  established  by  the  authorities : 

Fitzpatrick  v.  Underwood  (1941)    17  Cal   2d  722 
7Z?,,  734; 

Hill  V.  Knight  (1930),  209  Cal.  14; 

Roth  V.  Thomson  (1919),  40  Cal.  App.  208,  215; 

American  Law  Institute,  Restatement  of  Agency, 
Sec.  448; 

Compensation;  Agent  as  Effective  Cause,  Sec.  448. 

"An  agent  whose  compensation  is  conditional  upon 
his  accomplishment  of  a  specified  result  is  entitled 
to  the  agreed  compensation  if,  and  only  if,  he  is 
the  effective  cause  of  accomplishing  the  result." 

Restatement  of  Agency,  Sec.  448. 

^  In  the  Answer  to  the  Interrogatories  directed  to  plain- 
tiff, he  stated  in  substance  as  follows: 

I       (1)   At  no  time  on  or  before  April  11,  1955  (the  date 
'   of  the  agreements  with  Pacific  Gas  &  Electric  Company 
whereby    defendants    obtained    natural    gas    service),    or 
between  April  11,  1955  and  October  1,  1955  (the  date  of 
approval   of   said   agreements   by   the   California    Public 
Utilities  Commission)   did  plaintiff  have  any  contact  of 
any  kind  with  any   one   connected   with   Pacific   Gas   & 
Electric  Company  in  any  way  relating  to  the  furnishing 
of  natural  gas  service  to  the  area  of  Trona,  California,  or 
to  any  plant  of  either  defendant  in  that  area  [R.  84-85] ; 
(2)   W^ith    the    exceptions    hereafter    noted,    plaintiff 
neither  knows  of,  nor  has  any  information  that  any  one 
other   than    officers    or    full    time    employees    of    Potash 
Stauffer  (then  West  End  Chemical  Company)  and  Pacific 
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Gas  &  Electric  Company  had  anything  to  do  with  interest- 
ing the  latter  in  furnishing  natural  gas  service  to  either 
the  general  area  of  and  around  Trona  or  to  either  of  de- 
fendants' plants.  The  exceptions  were  Mr.  Minister  and 
Mr.  Alliman,  both  Navy  representatives  interested  in  pro- 
curing natural  gas  service  for  Navy  facilities  in  the  area 
[R.  86-92].  According  to  the  Answers  to  the  Inter- 
rogatories, their  efforts  commenced  before  plaintiff's  al- 
leged agreement  with  defendants  [R.  86-91]; 

(3)  Plaintiff  neither  participated  in  the  hearings  of 
the  California  Public  Utilities  Commission,  pursuant  to 
which  defendants'  agreements  with  Pacific  Gas  &  Electric 
Company  were  approved,  nor  does  he  recall  any  communi- 
cation with  any  one  connected  with  the  Public  Utilities 
Commission  with  reference  to  the  furnishing  of  natural 
gas  to  the  Trona  area,  or  to  defendants'  plants.  If  he  had 
any  such  communication  it  had  no  relationship  to  attempt- 
ing to  obtain  Public  Utilities  Commission  approval  [R. 
92-95]. 

That  Answers  to  the  Written  Interrogatories  are  a 
proper  basis  for  awarding  Summary  Judgment  is,  of 
course,  clear: 

American  Airlines  v.  Ulen  (D.  C.  Cir.,  1949),  186 

F.    2d    529,    531-532; 
M linos   V.    Merchant's   Nat.    Bank    of   AUentozvn 
(D.    E.    D.    Pa.,    1943),   49   Fed.    Supp.    588, 
589-591 ; 
6  Moore's  Federal  Practice,   Sec.   5611    [5],   pp. 
2078-2080,  and  cases  cited. 

We  take  no  quarrel  with  the  rule  that  a  Summary  Judg- 
ment can  only  be  granted  where  there  is  no  material  issue 
of  fact,  and  that  the  function  of  such  a  proceeding  is  not 
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to^  determine  how  that  issue  should  be  decided.     We  like- 
wise take  no  quarrel  with  the  rule  that  the  general  test 
is  whether  under  the  various  papers  presented,  the  moving 
party  would  be  entitled  to  a  directed  verdict.    These  rules 
are  amply  demonstrated  by  the  plaintiff  by  the  cases  cited 
at  pages  5  and  6  of  his  Opening  Brief.     We  would  be 
remiss  if  we  did  not  point  out  that  6  of  the  7  cases  so  cited 
affirmed  the  granting  of  summary  judgments.    We  would 
likewise  be  remiss  if  we  did  not  point  out  that  those  cases 
also  stand  for  the  proposition  that  a  defendant  is  entitled 
to  summary  judgment  if  there  is  no  triable  issue  as  to 
some  one  issue  on  which  the  plaintiff  must  prevail  if  he 
is  to  establish  a  cause,  although  there  are  triable  issues 
of   fact  as   to  other   elements   of   the   cause   of   action. 
Thus,  assuming  for  the  sake  of  argument  that  plaintiff 
could  establish  some  sort  of  a  contract  with  defendants, 
defendants    would    be    entitled   to    a    directed    verdict    if 
plaintiff   were    unable    to    show   any   connection    between 
anything  he  assertedly  did  and  the  eventual  obtaining  of 
natural  gas  service  by  defendants.    The  case  which  plain- 
tiff purportedly  cites  to  the  contrary  at  page  6  of  his 
Brief   {Albert  v.  Bromtiell  (9th  Cir.,   1954),  219  R  2d 
602)  was  one  wherein  Summary  Judgment  could  not  be 
obtained   because   there   was   a   triable   issue   concerning 
whether  the  District  Court  had  any  jurisdiction.     Obvi- 
ously, where  there  is  such  an  issue  a  Summary  Judgment 
could  not  be  granted. 

We  shall  hereafter  show  that  in  neither  the  plaintiff's 
pleading  nor  in  his  affidavit  in  opposition  to  the  Motion 
for  Summary  Judgment  does  he  raise  any  triable  issue 
of  fact  concerning  any  relationship  between  any  of  his 
alleged  services  and  the  obtaining  of  natural  gas  service  by 
either  defendant.    It  is  clear  from  the  Answers  to  the  In- 
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terrogatories  that  he  has  neither  evidence  nor  information 
upon  which  he  could  carry  the  case  to  the  trier  of  fact 
in  the  event  of  a  trial  as  to  this  issue.  As  stated  in 
Munoz  V.  Merchants  Nat.  Bank  of  Allentown  (D.  E.  D. 
Pa.,  1943),  49  Fed.  Supp.  588,  wherein  plaintiff's  Answers 
to  his  Interrogatories  demonstrated  that  he  had  no  evi- 
dence on  an  essential  issue  of  his  Complaint: 

*'*  *  *  when  specific  answers  to  interrogatories 
refute  broad  general  allegations  of  a  complaint,  the 
former  paint  the  picture  which  the  court  should  view 
in  disposing  of  a  motion  for  summary  judgment. 
*    *    *"     (p.  590). 

"*  *  *  unless  plaintiff  really  has  knowledge  of 
some  facts  or  information  which  supports  her  broad 
allegations,  a  trial  is  not  warranted.  Her  answers 
to  the  interrogatories  disclose  that  she  has  no  such 
knowledge.  Under  all  the  pleadings,  including  the 
answers  to  the  interrogatories,  there  appear  to  be  no 
genuine  issues  as  to  material  facts"  (590-591). 

Likewise,  in  this  case  plaintiff  has  no  possible  evidence 
upon  which  to  proceed  to  trial  on  an  essential  issue  which 
he  must  sustain  before  he  can  have  any  recovery.  The 
action  was  removed  to  the  Federal  Court  in  early  August 
of  1957.  Plaintiff,  according  to  his  own  statement,  had 
legal  advice  all  the  time,  yet  he  commenced  no  discovery 
proceedings  at  any  time.  The  Motion  for  Summary 
Judgment  was  filed  on  January  3,  1958,  as  before  stated, 
and  numerous  continuances  were  had  until  March  17, 
1958.  Despite  the  fact  that  the  last  continuance  ob- 
tained had  been  requested  partially  for  the  purpose  of 
commencing  any  necessary  discovery  [R.  83],  and  de- 
spite the  fact  that  plaintiff  was  there  warned  by  the  court 
that  no  further  continuances  would  be  given    [R.   125], 
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nonetheless,  at  the  hearing  on  March  17,  the  Trial  Court 
offered  the  plaintiff  a  further  continuance  for  the  purpose 
of  commencing  discovery  on  condition  that  he  pay  to  de- 
fendant Stauffer  the  sum  of  $500.00.    This  condition  was 
imposed  because  of  the  expense  occasioned  to  that  defen- 
dant by  reason  of  the  numerous  trips  from  San  Francisco 
required   of   its   attorney   by   the   constant    continuances 
requested   by  and  on   behalf  of  plaintiff    [R.    128-129]. 
Plaintiff  refused  to  avail  himself  of  this  offer,  just  as  he 
had  refused  to  avail  himself  of  the  long  time  interval 
which  he  had  to  commence  discovery.     This  time  interval 
is  in  stark  contrast  and  contradiction  to  plaintiff's  asser- 
tion in  his  affidavit  in  opposition  to  Motion  for  Summary 
Judgment  that  he  had  not  yet  taken  depositions  of  per- 
sons whose  affidavits  were  submitted  in  support  of  the 
motion  since  he  had  no  reason  to  believe  that  they  would 
state  what  they  averred  [R.  99].     This  despite  the  fact 
that  these  affidavits  in  support  of  the  motion  had  been  on 
file  since  January  3,   1958,  and  plaintiff's  said  affidavit 
was  filed  on  March  11,  1958. 

It  appears  clear  in  considering  the  Answers  to  the 
Interrogatories  and  the  plaintiff's  unused  opportunities 
for  discovery,  that  he  has  no  hope  of  producing  any  evi- 
dence on  the  essential  issue  of  his  case  which  was  at- 
tacked by  the  Motion  for  Summary  Judgment.  As  stated 
in  the  cases,  a  party  may  not  avoid  Summary  Judgment 
on  the  ground  that  if  he  is  allowed  to  go  to  trial  he  may 
somehow  produce  a  triable  issue  of  fact.     See: 

Radio  City  Music  Hall  Corp.  v.  United  States  r2d 
Cir.  1943),  135  F.  2d  715,  718; 

Garcia  v.    United  States    (U.   S.    Ct.   of   Claims 
1952),   108  Fed.  Supp.  608,  613. 
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As  stated  in  6  Moore's  Federal  Practice,  paragraph 
56.15[3],  page  2129: 

"Nor  is  an  opposing  party,  who  has  no  counter- 
vailing evidence  and  who  cannot  show  that  any  will 
be  available  at  the  trial,  entitled  to  a  denial  of  the 
motion  for  summary  judgment  on  the  basis  of  a 
hope  that  such  evidence  will  develop  at  the  trial." 

Before  turning  to  the  affidavit  of  plaintiff  in  opposition 
to  the  motion  for  summary  judgment — the  only  such 
affidavit  filed  on  his  behalf — we  wish  to  point  out  several 
legal  rules  applicable  to  summary  judgment  motions: 

General  allegations  in  a  pleading  which  do  not  set  forth 
facts  in  detail  and  with  precision  are  insufficient  to  pre- 
vent the  award  of  summary  judgment. 

Suckow  Borax  Mines  Consol.  v.  Borax  Consoli- 
dated (9th  Cir.,  1950),  185  F.  2d  196,  205, 
cert.  den.  340  U.  S.  946,  reh.  den.  341  U.  S.  912; 

Lindsey  v.  Leavy  (9th  Cir.  1945),  149  F.  2d  899, 
902. 

Similarly,  affidavits  in  opposition  to  a  Motion  for  Sum- 
mary Judgment  must  comply   with   Rule   56(e)    of   the 
Federal    Rules    of    Civil    Procedure.      Accordingly    mere 
denials  or  conclusions  do  not  raise  triable  issues  of  fact. 
Suckow  Borax  Mines  Consol.  v.  Borax  Consoli- 
dated, supra,  p.  206; 
Piantadosi  v.  Loe-ufs,  Inc.  (9th  Cir.  1943),  137  F. 
2d  534,  536; 

Engl  V.  Aetna  Life  Ins.  Co.  (2d  Cir.  1943),  139 
F.  2d  469,  472-473  (and  numerous  cases  cited 
therein). 

Plaintiff's  Complaint  consists  only  of  a  general  allega- 
tion that  defendants  procured  natural  gas  service,  "*  *  * 
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as  a  result  of  plaintiff's  services  and  efforts"  [R.  12], 
obviously  a  conclusionary  allegation  and  not  one  of  evi- 
dentiary facts  within  Rule  56(e)  and  the  above  cases. 
His  affidavit  in  opposition  to  the  Motion  for  Summary 
Judgment  [R.  97-99]-the  only  one  filed  in  opposition- 
is  equally  insufficient.     Therein,  plaintiff  states: 

"That  to  the  best  of  his  knowledge  and  belief,  he 
mduced,  effected  and  set  in  motion  the  chain  of  events 
that  directly  and  proximately  culminated  in  the  con- 
tract between  PG&E  and  defendants." 

Not  only  does  this  assertion  have  the  same  conclu- 
sionary failing,  and  fail  to  state  any  evidentiary  facts, 
but  on  its  face  it  contradicts  the  specific  lack  of  any 
knowledge  or  information  revealed  by  plaintiff's  Answers 
to  the  Written  Interrogatories,  and  is  obviously  sham. 

Plaintiff's  affidavit  states:  "That  he  demonstrated  the 
feasibility  and  desirability  of  gas  service  to  the  subject 
defendants,  to  the  representatives  of  the  Southern  Cali- 
fornia Gas  Company  in  the  fall  of  1952"  [R.  98].  Apart 
from  its  conclusionary  nature,  in  that  plaintiff  does  not 
describe  what  he  did  or  what  he  said,  defendants  procured 
their  natural  gas  service  from  PG&E  in  1955,  and  not 
from  Southern  California  Gas  Company. 

Plaintiff's  affidavit  further  states  that,  "to  the  best  of 
his  knowledge  and  belief  PG&E  had  never  been  interested 
m  servicing  the  defendants,"  [R.  98].  Apart  from  the 
immateriality  of  this  assertion,  plaintiff's  Answers  to  the 
Interrogatories  demonstrate  that  his  "best  knowledge  and 
belief"  in  this  matter  is  none  at  all,  since  he  never  talked 
to  any  one  from  PG&E  on  the  subject  [R.  83-96]. 

The    further    assertion    in    his    affidavit    that    plaintiff 
offered  to  contact  PG&E  personnel,  but  that  representa- 
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tives  of  defendants  and  "the  Pacific  Lighting  Group" 
[Southern  CaHfornia  Gas  Company]  said  they  would  do 
this  obviously  shows  no  activity  on  plaintiff's  part  leading 
to  the  furnishing  of  natural  gas  service,  but  demonstrates 
the  contrary.  And  it  was  admitted  by  plaintiff  that  his 
alleged  agreement  with  defendants  was  not  exclusive  of 
their  right  to  seek  to  obtain  gas  service  for  themselves. 
As  stated  by  plaintiff  in  the  perpetuation  of  testimony  pro- 
ceedings in  the  state  court: 

"A.  I  want  to  put  that  in  the  record  to  make  it 
a  matter  of  record  that  I  am  giving  Mr.  Norman 
Sutherland's  name,  who  is  now  president  of  the 
PG&E  Company  and  the  man  who  signed  the  con- 
tract later,  so  if  they  want  to  make  an  investigation 
as  to  whether  or  not  Mr.  Coons  was  doing  some 
work  on  the  side  on  this  deal  unbekownst  to  me,  that 
that  is  a  fact. 

Q.  You  think  Mr.  Coons  wasn't  supposed  to  be 
doing  anything?  A.  I  didn't  deny  him  that  right 
but  I  was  led  to  believe  all  the  time  that  I  was 
handling  this  situation,  [115]  but  that  was  not  ex- 
clusive. There  would  he  no  objection  on  my  part, 
anything  he  wanted  to  do  *  *  *"  [Affidavit  of 
William  F.  Spalding,  R.  69-70].     (Emphasis  added.) 

At  the  time  of  the  hearing  of  the  Motion  for  Summary 
Judgment  plaintiff  for  some  reason  which  was  never  ex- 
plained objected  to  the  quoting  of  his  testimony  in  the 
prior  state  court  perpetuation  proceedings.  We  are  unable 
to  see  how  one  may  object  to  the  use  of  his  transcribed 
admissions  when  he  does  not  deign  to  contradict  them  and, 
when  they  are  filed  in  an  affidavit.  Plaintiff  stated  that 
the  Motion  for  Summary  Judgment  did  not  specify  that 
it  would  rely  on  this  material.  To  the  contrary,  it  spe- 
cified that  it  would  rely  on  the  affidavits  filed  concurrently 
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therewith  and  the  Affidavit  of  Mr.  Spalding,  containing 
the  extracts  of  plaintiff's  testimony  so  quoted,  was  filed 
therewith  [R.  70].  The  remaining  affidavits  filed  in  sup- 
port of  the  Motion  for  Summary  Judgment  [R.  39,  44 
47,  48]  fully  confirm  what  plaintiff  himself  admits  in  his' 
Answers  to  his  interrogatories— that  he  has  no  evidence, 
nor  does  he  know  of  any  which  he  can  obtain  on  an  essen- 
tial issue  to  his  case. 

B.     Plaintiff's    Attack    on    Defendants'    Affidavits. 

One  of  the  issues  presented  by  plaintiff  is  the  sufficiency 
of  the  affidavits  offered  in   support  of  the   Motion   for 
Summary    Judgment.      As    above    stated,    the    Summary 
Judgment  is  completely  and  fully  supported  by  plaintiff's 
Answers  to  the  Written  Interrogatories  served  on  him, 
and  in  any  event  by  such  Answers  in  connection  with  his 
own   testimony,    quoted   in   the   Affidavit   of   William   F. 
Spalding,  given  in  the  proceedings  to  perpetuate  plaintiff's 
testimony   in   the   state   court.      As    above    stated,    what 
possible  objection  plaintiff  can  have  to  the  use  of  his  own 
admissions  taken  by  a  court  reporter  and   filed   in  this 
action  in  affidavit  form,  is  difficult  to  understand  where  he 
has  not  even  sought  to  deny  or  qualify  such  testimony. 
Since   the   remaining  affidavits   are  merely   confirmatory 
that  PG&E  did  not  furnish  natural  gas  service  to  defen- 
dants because  of  any  alleged  services  of  plaintiff,  we  think 
it  unnecessary  to  expand  this  Brief  by  treating  specifically 
with  those  affidavits  individually  and  plaintiff's  objections 
thereto. 
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C.  Plaintiff  Had  Every  Opportunity  to  Exhaust  Discovery 
and  Refused  a  Valid  Conditional  Offer  of  the  Trial 
Court  for  Even  Further  Time. 

We  have  heretofore  set  out  the  time  sequence  involved 
which  shows  that  plaintiff  had  some  eight  months  in  which 
to  commence  any  discovery  which  he  was  going  to  com- 
mence. We  are  speaking  of  the  period  from  the  removal 
of  the  action  to  the  granting  of  the  Summary  Judgment. 
The  Motion  for  Summary  Judgment  and  the  supporting 
affidavits  were  filed  on  January  3,  1958,  which  gave  the 
plaintiff  approximately  two  and  one-half  months  in  which 
to  at  least  show  some  good  faith  effort  in  instituting  discov- 
ery, if  any  were  to  be  instituted.  The  record  shows  that  on 
January  27,  1958,  plaintiff  made  a  Motion  for  Continu- 
ance of  the  hearing  scheduled  for  that  date,  one  of  the 
grounds  being  to  permit  time  to  exhaust  proper  discovery 
procedures  [R.  79-80].  The  continuance  was  given  until 
February  17,  1958  [R.  78-79,  81].  The  record  also  shows 
that  on  the  13th  day  of  February  1958,  plaintiff  filed  an 
affidavit  in  support  of  a  Motion  for  Further  Continuance, 
again  stating  as  one  of  the  grounds  the  exhaustion  of  any 
necessary  discovery  procedures  prior  to  the  hearing  of 
the  Motion  for  Summary  Judgment  [R.  82-83].  The 
Court  gave  a  further  continuance  until  March  17,  1958 
[R.  96-97],  at  the  same  time  fully  warning  the  plaintiff 
that  it  intended  to  rule  on  the  motions  before  the  court  on 
March  17  [R.  125].  Nevertheless,  plaintiff  never  noticed 
any  depositions,  and  on  March  11,  1958  filed  a  Motion 
for  Continuance  of  the  hearing  of  the  Motion  for  Sum- 
mary Judgment,  stating  that  he  desired  to  take  the  depo- 
sitions of  certain  persons  [R.  104-106].  In  his  affi- 
davit in  opposition  to  the  Motion  for  Summary  Judg- 
ment filed  on  the  same  date  [R.  97-99]  plaintiff  had 
the  audacity  to  state  that  he  had  not  yet  taken  the  depo- 
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sitions  of  Messrs.  Jacobs  and  Gumz  because  he  had  no 
reason  to  believe  that  they  would  make  the  statements 
which  they  had  made  in  their  affidavits  filed  in  support 
of  the  Motion  for  Summary  Judgment.     This  despite  the 
fact  that  such  affidavits  had  been  on  file  since  January  3 
of  the  same  year.     At  the  hearing  the  court  offered,  as 
above  stated,  to  grant  the  requested  continuance,  provided 
the  plamtiff  pay  to  defendant  Stauffer  the  sum  of  $500  00 
to  reimburse  it  for  the  necessary  trips  of  its  counsel  from 
San    Francisco    occasioned    by    plaintiff's    numerous    re- 
quested continuances  [R.  128-129].     The  plaintiff  stated, 
'T  would  prefer  to  spend  that  money  on  an  appeal    .    .    .'' 
[R.    129].      Certainly,   in   view   of   this   record,   plaintiff 
cannot  claim  now  any  abuse  of  discretion. 

II  Conclusion. 

I      The  foregoing  conclusively  demonstrates  that  plaintiff 
neither   has,   nor   is   informed   of,    any   possible   evidence 
which  he  might  introduce  on  an  essential  factor  of  his 
case— he  does  not  have  any  connecting  link  between  what 
he  asserts  he  did  and  the  fact  that  the  defendants  pro- 
cured natural  gas  service  for  their  plants  in  the  Trona 
California  area.     Plaintiff's  Answers   to   Interrogatories 
show  that  he  could  not  even  make  out  a  prima  facie  case 
if  a  trial  were  to  be  had.    As  stated  in  Orvis  v.  Brickman 
(D.  D.  C.  1951),  95  Fed.  Supp.  605,  wherein  the  court 
granted  Summary  Judgment  to  the  defendant  which  was 
affirmed  in  196  F.  2d  762: 

"All  the  plaintiff  has  in  this  case  is  the  hope  that 
on  cross-examination  *  *  *  the  defendants  Sweeney 
and  Gilbert  will  contradict  their  respective  affidavits 
This  IS  purely  speculative,  and  to  permit  trial  on  such 
basis  would  nullify  the  purpose  of  Rule  56  *  *  *" 

Orvis  V.  Brickman,  95  Fed.  Supp.  605,  607. 
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In  this  case  all  the  plaintiff  has  is  the  hope  that  some- 
how if  he  is  allowed  to  go  to  trial,  he  will  somehow  be 
able  to  produce  some  evidence  that  something  he  may  have 
done  may  have  had  some  connection  with  the  procurement 
of  natural  gas  service. 

It  is  respectively  submitted  that  if  Rule  56  is  to  have 
any  effect,  and  if  defendants  are  not  to  be  forced  through 
costly  and  prolonged  litigation  where  the  plaintiff  has 
nothing  more  than  hopeful  speculation,  that  the  judgment 
of  the  Trial  Court  should  be  affirmed. 

All  of  which  is  respectfully  submitted. 

Gibson,  Dunn  &  Crutcher, 

Martin  E.  Whelan,  Jr., 

By  Martin  E.  Whelan,  Jr., 

Attorneys  for  Respondent  American 
Potash  &  Chemical  Co.,  Inc. 


No.  16,135 

In  the 

United  States  Court  of  Appeals 

For  the  Ninth  Circuit 


W.  D.  MacKay, 

Appellant, 
vs. 

American  Potash  &  Chemical  Co.,  Inc., 
a  corporation,  and  Stauffer  Chemical 
Company,  a  corporation, 

Appellees. 


Appellee  Stauffer  Chemical  Company's 
I  Answering  Brief 


Vincent  H.  O'Donnell  CT    I     ■ 

Fredrik  S.  Waiss  J^     I    L  P"    O 

1820  Mills  Tower  *-*"      «— ' 

San  Francisco  4,  Calif  ornia  AuL>   -i    fi  •-^-r^ 

„      .  ^^^  1  ^  i'JoS 


Attorneys  for  Appellee 

Stauffer  Cheinical  Company  ^^^^  ^-  ^'^««^i-H.  C 


l.tR»c 


PARKER  PRINTING  COMPANY.    180  FIRST  STREET.    SAN  FRANCISCO 


INDEX 


Page 
Statement  of  the  case 


Jurisdiction  2 


1 

Chronology    o 

Summary  of  argument 4 

Argument    c 

A.  Analysis  of  facts 5 

B.  Analysis  of  the  authorities 9 

C.  Additional  questions  raised  by  appellant 11 

Conclusion  22 


£ 


\ 


TABLE  OF  AUTHORITIES  CITED 

Page 

Albert  v.  Brownell,  219  F.2d  602 11 

Bruce  Construction  Corp.  v.  United  States,  242  F.2d  873,  874....  10 
Burgert  v.  Union  Pacific  Railroad  Company,  240  F.2d  207, 

210-211  ::..:......:; 9 

Byrnes  v.  Mutual  Life  Insurance  Company  of  New  York,  217 

F.2d  497,  500 .-/:.-: :-.: 9 

Engl  V.  Aetna  Life  Insurance  Co.,  139  F.2d  469,  473 9 

Klein  v.  Belle  Alkali  Company,  229  F.2d  658,  662 10 

Lewis  V.  Clarence  Coal  Mining  Co.,  130  F.  Supp.  909,  912 11 

Lindsey  v.  Leavy,  149  F.2d  899,  902 9 

SMS  Manufacturing  Company  v.  U.S.  Mengel  Plywoods,  219 

F.2d  606,  607 10 

Suckow  Borax  Mines  Consolidated  v.  Borax  Consolidated,  185 

F.2d  196,  205 9 

United  States  v.  Jones,  155  F.  Supp.  52,  56 11 

Whelan  v.  New  Mexico  Western  Oil  and  Gas  Company,  226 

F.2d  156  10 


No.  16135 
In  the 

United  States  Court  of  Appeals 

For  the  Ninth  Circuit 


W.  D.  MacKay, 

Api^ellant, 

vs. 

American  Potash  &  Chemical  Co.,  Inc., 
a  corporation,  and  Stauffer  Chemical 
Company,  a  corporation, 

Appellees. 


Appellee  Stauffer  Chemical  Company's 
Answering  Brief 


JURISDICTION 

The  answering  brief  of  American  Potash  sets  forth  the 
basis  for  federal  jurisdiction.  That  statement  is  incorpo- 
rated by  reference  herein. 

STATEMENT  OF  THE  CASE 

This  action  was  one  alleging  the  making  of  an  oral  con- 
tract between  appellant  and  American  Potash  and  Chemi- 
cal  Co.,   hereinafter   referred  to   as   ^'American   Potash" 
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and  West  End  Chemical  Company  (since  merged  into 
appellee,  Stauffer  Chemical  Company,  hereinafter  referred 
to  as  "Staiiffer"),  under  which  appellant  was  to  serve  the 
defendants  in  securing  natural  gas  service  to  defendants' 
plants  in  the  vicinity  of  Trona,  California.  Appellant 
alleges  that  the  contract  provided  that  he  be  compensated 
in  a  reasonable  amount  to  be  agreed  on  if  he  secured  said 
natural  gas  service  for  the  defendants  (Rll).  Appellant 
further  alleges  that  as  a  result  of  his  services,  defendants 
made  a  contract  for  such  natural  gas  service  with  Pacific 
Gas  &  Electric  Company  on  April  11,  1955  and  that  defend- 
ants have  been  receiving  natural  gas  under  that  contract 
since  October  1, 1955  (R12). 

The  complaint  is  in  three  counts.  The  first  is  for  reason- 
able compensation  for  such  alleged  services  in  the  amount 
of  $250,000;  the  second  count  is  for  declaratory  relief 
based  on  the  same  facts;  and  the  third  count,  also  based 
on  the  same  facts,  seeks  $250,000  for  the  alleged  services 
on  a  common  count   (RlO-14). 

Defendants  obtained  the  removal  of  the  action  to  the 
United  States  District  Court  for  the  Southern  District  of 
California  (R3-10)  and  thereafter  filed  answers  denying 
the  making  of  any  contract  with  appellant  or  the  perform- 
ance of  any  services  for  either  of  the  defendants.  Defend- 
ants admitted  the  making  of  contracts  for  the  supplying 
of  natural  gas  service  with  Pacific  Gas  &  Electric  Com- 
pany but  denied  that  appellant  had  any  role  in  the  obtain- 
ing of  that  contract  or  otherwise  {R15-29). 

Following  pre-trial  procedures,  motions  for  summary 
judgment  were  filed  by  both  defendants  along  with  pro- 
posed findings  of  fact  and  conclusions  of  law  and  a  pro- 
posed form  of  judgment  (R70-77).  The  motions  for  sum- 
mary judgment  were  based  on  the  answers  to  be  given  by 
appellant  to  the  written  interrogatories  which  had  been 
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previously  served  on  him  and  the  affidavits  of  Robert  B. 
Coons,  George  C.  Ellis,  J.  H.  Gumz,  W.  M.  Jacobs,  and 
William  F.  Spalding. 

Following  several  continuances  granted  at  the  request 
of  appellant,  defendants'  motions  for  summary  judgment 
were  granted  and  this  appeal  has  been  taken. 

CHRONOLOGY 

A  brief  statement  of  the  chronology  may  be  helpful. 
Action  filed  in  State  Court,  July  10,  1957. 
Removed  to  United  States  District  Court,  August  2, 1957. 
Answer  filed  by  American  Potash,  Aug.  7, 1957. 
Answer  filed  by  Stauffer,  Aug.  26, 1957. 
Pre-Trial  conference  ordered  by  Court  for  Oct.  7, 1957. 
At  the  Oct.  7,  1957  hearing  a  continuance  to  Nov.  18, 
1957  v/as  granted  at  the  request  of  appellant  (R29). 
At  the  Nov.  18,  1957  hearing  a  continuance  to  Dec.  16, 

1957  was  granted  at  the  request  of  appellant  (R30). 
Motion  to  dismiss  filed  by  American  Potash  Dec.  6,  1957. 
At  the  Dec.  16,  1957  hearing  the  substitution  of  Gerald  H. 

Gottlieb  as  attorney  of  record  in  place  of  W.  D.  MacKay 
in  pro  per  was  filed  (R30).  At  the  request  of  appellant's 
attorney  the  hearing  was  continued  to  January  13,  1958 
(R38-39). 

Defendants'  interrogatories  were  served  and  filed  Decem- 
ber 20,  1957  (R38). 

Defendants'  motions  for  summary  judgment  were  filed 
Jan.  3,  1958  and  noticed  for  hearing  on  Jan.  13  1958 
(R70-73). 

At  the  Jan.  13,  1958  hearing  a  continuance  to  Jan.  27, 

1958  was   granted   at   the    request   of   plaintiff's   counsel 
(R78). 
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On  Jan.  27,  1958,  Gerald  H.  Gottlieb  withdrew  as  plain- 
tiff's counsel  and  appellant  was  substituted  again  in  pro 
per  (R77).  On  plaintiff's  motion  the  hearing  was  continued 
again  to  Feb.  17,  1958  on  the  statement  of  appellant  that 
he  wished  to  obtain  other  counsel  (R81). 

On  Feb.  17,  1958,  appellant  filed  his  answers  to  defend- 
ants' interrogatories  and  again  appeared  in  pro  per  and 
asked  a  further  continuance  to  allow  additional  time  to 
obtain  counsel  and  to  permit  the  institution  of  any  discovery 
proceedings  deemed  necessary  to  oppose  defendants'  mo- 
tions for  summary  judgment  (R82-83).  At  this  hearing  the 
judge  referred  to  the  numerous  prior  continuances  and 
stated  that  the  continuance  until  March  17,  1958  would  be 
granted,  but  that  he  intended  to  rule  on  that  day  on  the 
pending  motions  (the  applicable  portions  of  the  record  are 
set  forth  in  the  answering  brief  of  American  Potash). 

On  March  11,  1958,  appellant  filed  his  affidavit  in  opposi- 
tion to  the  defendants'  motions  for  summary  judgment 
(R97),  and  his  motion  to  strike  parts  of  the  affidavits  filed 
in  support  of  such  motions  for  summary  judgment  (RIOO- 
104)  and  his  motion  for  further  continuance  of  the  hearing 
(R82-83). 

At  the  hearing  on  March  17, 1958  defendants'  motions  for 
summary  judgment  were  granted  {R107-108).  Findings  of 
fact,  conclusions  of  law  and  summary  judgment  were 
signed,  served,  and  filed  (R108-114). 

SUMMARY  OF  ARGUMENT 

The  answers  to  defendants'  interrogatories  given  by  ap- 
pellant, the  affidavits  filed  for  support  of  motions  for  sum- 
mary judgment,  and  appellant's  own  affidavits  filed  in  oppo- 
sition to  motion  for  summary  judgment  clearly  show  that 
there  is  no  genuine  issue  as  to  an  essential  element  of  appel- 
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lant's  claimed  cause  of  action  and  that  the  summary  judg- 
ment was  properly  granted. 

ARGUMENT 
A.     Analysis  of  facts. 

In  his  complaint  appellant  alleges  employment  by  defend- 
ants to  obtain  natural  gas  service  at  their  plants  near  Trona, 
California  and  the  subsequent  making  of  a  contract  be- 
tween defendants  and  Pacific  Gas  &  Electric  Company  for 
the  supplying  of  such  services.  The  issue  of  whether  defend- 
ants or  either  of  them  ever  entered  into  an  agreement  with 
appellant  under  which  he  sought  to  obtain  gas  service  for 
defendants'  plants  is  one  that  cannot  be  conclusively  dis- 
posed of  on  a  motion  for  summary  judgment  and  it  was  not 
made  the  basis  for  defendants'  motions.  It  must  be  noted, 
however,  that  particularly  in  the  case  of  defendant  Stauffer 
confirmation  of  defendant's  contention  that  no  contract  of 
any  sort  existed  between  appellant  and  West  End  Chemical 
Company  or  its  successor,  Stauffer  Chemical  Company,  is 
to  be  found  in  the  testimony  of  appellant  given  on  November 
6,  1956  in  Proceedings  to  Perpetuate  Testimony  taken  in 
the  Superior  Court  of  the  State  of  California  in  and  for  the 
County  of  Los  Angeles,  proceeding  No.  668414,  set  forth 
in  the  affidavit  of  William  F.  Spalding  in  support  of  motion 
for  summary  judgment  (E68-69). 

Defendants'  motions  for  summary  judgment  were  based 
on  the  contention  that  the  contracts  to  supplv  natural  gas 
which  were  entered  into  by  defendants  and  Pacific  Gas  & 
Electric  Co.  were  not  entered  into  as  a  result  of  appellant's 
services  or  efforts  and  that  an  essential  element  of  his  cause 
of  action  was  therefore  lacking. 

Supporting  the  defendants'  motions  for  summary  judg- 
ment is  the  affidavit  of  J.  H.  Gumz  (R39-44),  since  1941  the 
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manager  of  commercial  and  industrial  sales  of  Pacific  Gas  & 
Electric  Company. 
He  states: 

(1)  That  the  duties  of  his  position  include  the  negotiation 
of  contracts  for  supplying  of  natural  gas  services  to  indus- 
trial customers  such  as  defendants ; 

(2)  That  the  files  of  Pacific  Gas  &  Electric  Company 
reveal  that  the  first  inquiry  as  to  availability  of  gas  service 
for  the  Trona,  California  area  was  made  in  1948  by  R.  B. 
Coons,  vice  president  of  American  Potash  in  the  form  of  a 
letter  to  N.  R.  Sutherland,  then  vice  president  of  Pacific 
Gas  &  Electric  Company. 

(3)  That  in  1954,  on  the  instructions  from  his  own  man- 
agement, he  instituted  contract  discussions  with  both 
American  Potash  and  West  End  Chemical  Company  and 
continued  these  negotiations  until  the  contracts  were  en- 
tered into  on  April  11,  1955 ; 

(4)  That  all  of  the  negotiations  which  resulted  in  these 
contracts  were  carried  on  with  R.  B.  Coons  on  behalf  of 
American  Potash  and  George  C.  Ellis  on  behalf  of  West 
End; 

(5)  That  at  no  time  did  he  or,  to  his  knowledge  or  belief, 
anyone  else  in  the  employ  of  Pacific  Gas  &  Electric  Company 
have  any  discussion  or  communication  with  appellant  re- 
garding the  furnishing  of  natural  gas  to  defendants  or  any- 
one else  in  the  area  of  Trona,  California,  nor  did  appellant 
participate  in  any  way  in  negotiating  for  such  service. 

Defendants'  motions  were  further  supported  by  the  affi- 
davit of  George  C.  Ellis  (R47-48),  president  of  West  End 
from  1943  to  the  date  of  its  merger  with  Stauffer  on  October 
1,  1956  and  a  vice  president  of  Stauffer  in  charge  of  the 
West  End  Division  since  that  date  negating  any  activities 
on  behalf  of  West  End  by  appellant  and  by  the  affidavit  of 
W.  M.  Jacobs  (R44-46),  a  vice  president  of  Southern  Cali- 


7 
fornia  Gas  Company  denying  that  he  or  to  his  knowledge 
anyone  else  in  Southern  California  Gas  Company  discussed 
the  furnishing  of  such  services  by  Pacific  Gas  &  Electric 
Company  with  that  company. 

These  affidavits  and  the  additional  ones  of  William  F. 
Spalding  (R51-70)  and  Eobert  B.  Coons  (R48-51)  are  con- 
troverted only  by  the  allegation  of  appellant's  complaint 
that  the  contract  (sic)  with  Pacific  Gas  &  Electric  Company 
was  made  as  a  result  of  appellant's  services  and  efforts 
(R12)  and  the  statement  in  appellant's  affidavit  in  opposi- 
tion to  motion  for  summary  judgment  "That  to  the  best  of 
his  knowledge  and  belief,  he  induced,  effected,  and  set  in 
motion  the  chain  of  events"  that  culminated  in  the  contract 
between  Pacific  Gas  &  Electric  Company  and  the  defend- 
ants (R98). 

Any  issue  thus  raised,  however,  is  eliminated  by  the 
answers  given  by  appellant  to  defendants'  interrogatories 
(R83-95).  The  questions  asked  of  appellant  (R31-38)  were 
designed  to  disclose  any  claimed  connection  between  the 
appellant  and  the  obtaining  of  the  natural  gas  service  from 
Pacific  Gas  &  Electric  Company.  The  appellant's  answers 
clearly  demonstrate  the  lack  of  any  such  connection  and  the 
correctness  of  the  summary  judgment. 

Let  us  briefly  analyze  what  those  answers  show : 

1.  Interrogatory  No.  1  (R84-85) : 

Appellant  admits  that  he  had  not,  prior  to  the  April  11, 
1955  date  of  the  contracts  with  Pacific  Gas  &  Electric  Com- 
pany, communicated  in  any  way  with  any  officer,  agent,  or 
employee  of  that  company  concerning  the  furnishing  of  such 
services. 

2.  Interrogatory  No.  2  (R85-86) : 

Appellant  similarly  admits  that  there  was  no  such  contact 
with  Pacific  Gas  &  Electric  Company  between  the  date  of  the 
contracts  and  October  1, 1955,  the  date  on  which  natural  gas 
service  was  actually  started. 
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3.     Interrogatory  No.  3  (K86-91) : 

This  interrogatory  asks  as  to  appellant's  knowledge  of 
any  person  other  than  the  officers  or  full  time  employees  of 
either  defendants  or  the  Pacific  Gas  &  Electric  Company, 
who  had  anything  to  do  with  interesting  Pacific  Gas  &  Elec- 
tric Company  in  furnishing  gas  service  to  either  the  general 
area  around  Trona  or  the  defendants'  plants.  The  only  per- 
sons listed  in  response  to  this  question  are  Howard  L. 
Minister,  an  engineer  of  the  11th  Naval  District,  San  Diego, 
California,  and  Clarence  L.  AUiman,  Director  of  Utilities, 
District  Public  Works  Office,  11th  Naval  District,  San  Diego, 
California.  Minister  and  Alliman  were  stated  to  have  met 
with  representatives  of  Pacific  Gas  &  Electric  Company  in 
1951  and  1952  inquiring  as  to  the  availability  of  gas  to  the 
United  States  Naval  Ordnance  Depot,  China  Lake,  Cali- 
fornia. 

4.  Interrogatory  No.  4  (R91-94) : 

This  interrogatory  is  similar  to  No.  3  except  that  it  asks 
as  to  information  of  appellant  other  than  personal  knowl- 
edge as  to  anyone  having  anything  to  do  with  interesting 
Pacific  Gas  &  Electric  Company  in  furnishing  such  service. 
In  his  answer,  appellant  refers  only  to  Minister  and  AlU- 
man,  the  11th  Naval  District  personnel. 

5.  Interrogatories  No.  5  and  6  (R94-95): 

The  contracts  with  Pacific  Gas  &  Electric  Company  had 
to  be  approved  by  the  California  Public  Utilities  Commis- 
sion. The  answers  to  these  interrogatories  negative  the 
rendering  of  any  services  by  appellant  in  connection  with 
the  hearings  at  which  these  contracts  were  approved. 

In  the  light  of  these  admissions,  appellant  cannot  con- 
tend that  there  remains  any  issue  as  to  whether  appellant 
performed  the  service  for  which  he  claims  to  have  been 
hired. 
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B.     Analysis  of  the  authorities. 

What,  then,  is  the  law  applicable  to  these  facts? 

It  is  well  recognized  that  formal  issues  raised  by  the 
pleadings  may  be  shown  by  affidavits  or  otherwise  not  to 
be  genuine. 

"In  determining  the  matter,  resort  is  had  to  extrinsic 
facts  through  affidavits,  admissions  and  the  like  in 
order  to  find  out  if  there  is  a  real  issue.  This  implies 
that  such  a  finding  will  be  made  despite  the  fact  that 
the  pleadings  as  they  stand  present  such  issue."  (Citing 
cases) 

"This  and  other  Courts  of  Appeals  have  had  occa- 
sion to  apply  the  principle  readily.  They  have  gener- 
ally held  that  if  the  pleadings  and  affidavits  show  that 
there  is  no  issue  as  to  any  fact  material  to  the  deter- 
mination of  the  question,  summary  judgment  should 
be  granted."  (Citing  cases) 

Byrnes  v.  Mutual  Life  Insurance  Company  of  New 
York  (CA  9th,  1954),  217  F.2d  497,  500; 

Burgert  v.  Union  Pacific  Railroad  Company  (CA 
8th,  1957),  240  F.2d  207,  210-211. 

"The  sufficiency  of  the  allegations  of  a  complaint  do 
not  determine  the  motion  for  summary  judgment." 
Lindsey  v.  Leavy  (CA  9th,  1945),  149  F.2d  899,  902; 
Suchoiv  Borax  Mines  Consolidated  v.  Borax  Con\- 
solidated  (CA  9th,  1950),  185  F.2d  196,  205. 

"*  *  *  we  have  often  held  that  mere  formal  denials  or 
general  allegations  which  do  not  show  the  facts  in  de- 
tail and  with  precision  are  insufficient  to  prevent  the 
award  of  summary  judgment."  (Citing  many  cases) 
Engl  V.  Aetna  Life  Insurance  Co.  (CA  2d,  1943), 
139  F.2d  469,  473. 

"The  purpose  of  the  rule  is  to  provide  against  the  vexa- 
tion and  delay  which  necessarily  come  from  the  formal 
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trial  of  cases  in  which  there  is  no  substantial  issue  of 
fact." 
SMS  Manufacturing  Company  v.  U.S.  Mengel  Ply- 
woods (CA  10th,  1955),  219  F.2d  606,  607; 
Whelan  v.  New  Mexico  Western  Oil  and  Gas  Com- 
pany (CA  10th,  1955),  226  F.2d  156. 

Discussing  the  use  of  the  smmnary  judgment,  the  court  in 
Bruce  Construction  Corp.  v.  United  States  (CA  5th,  1957), 
242  F.2d  873  says  (p.  874) : 

"Its  wholesome  utility  is,  in  advance  of  trial,  to  test, 
not  as  formerly  on  bare  contentions  found  in  the  legal 
jargon  of  pleadings,  but  on  the  intrinsic  merits, 
whether  there  is  in  actuality  a  real  basis  for  relief  or 
defense." 

After  stating  that  trial  should  be  had  on  disputed  issues, 
the  court  continues : 

"But,  equally  vigorous  in  giving  full  range  to  this 
mechanism,  we  have  just  as  consistently  rejected  any 
notions  that  pretense,  or  apparent  formal  controversy 
can  thwart  application  of  this  rule  or  hamstring  the 
court  in  determining  whether  it  is  a  proper  case  for  it. 
Consequently,  when  a  movant  makes  out  a  convincing 
showing  that  genuine  issues  of  fact  are  lacking,  we 
re(iuire  that  the  adversary  aderiuately  demonstrate  by 
receivable  facts  that  a  real,  not  formal,  controversy 
exists,  and,  of  course,  he  does  not  do  that  by  mere 
denial  or  holding  back  evidence." 

It  has  even  been  held  proper  for  the  court  to  suggest  on 
its  own  initiative  that  a  motion  for  summary  judgment  be 

filed. 

Klein  V.  Belle  Alkali  Company  (CA  4th,  1956),  229 
F.2d  658,  662. 
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Once  the  moving  party  has  met  his  burden  of  showing 
that  the  formal  allegations  of  the  pleading  do  not  raise 
any  genuine  issue,  the  burden  shifts  to  the  other  party  to 
make  a  showing  of  sufficient  facts  to  justify  a  trial. 

United  States  v.  Jones  (DC  Ga.,  1957),  155  F.  Supp 

52,56; 
Leu-is  V.  Clarence  Coal  Mining  Co,  (DC  Pa.,  1955), 

130  F.  Supp.  909,  912. 

This  burden  has  not  been  met  by  appellant. 

On  the  question  of  the  correctness  of  the  court's  decision 
in  granting  the  summary  judgment,  appellant  cites  eight 
cases   (Opening  Brief,  p.  5-6).  In  five  of  these  cases  the 
action  of  the  District  Court  in  granting  smumary  judgment 
is  affirmed.  It  is  believed  that  there  is  nothing  in  any  of  the 
cases  cited  in  any  way  inconsistent  with  the  position  of 
the  defendants  herein.  One  case,  that  of  Albert  v.  Broivnell 
(CA  9th,  1954),  219  F.2d  602,  turned  on  the  absence  of  a 
finding  on  an  indispensable  jurisdictional  question.  This 
is  just  the  opposite  of  the  situation  in  appellant's  case 
where,  on  the  uncontroverted  record,  he  must  fail  on  an 
essential  element  of  his  cause  of  action. 

C.     Additionai  questions  raised  by  appellant. 

Appellant  raises  two  other  issues  in  his  brief  (Opening 
Brief,  p.  4).  The  first  raises  a  question  as  to  whether  the 
District  Court  granted  the  motions  for  summary  judgment 
or  a  motion  to  dismiss.  The  judgment  and  findings  of  fact 
and  conclusions  of  law  speak  for  themselves  and  eliminate 
any  question  in  this  regard  (R108-114).  There  is  no  issue 
involving  the  statute  of  limitations  before  this  court  and 
the  portion  of  appellant's  brief  dealing  with  this  question 
is  completely  irrelevant. 
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The  final  question  raised  by  appellant  concerns  the  pro- 
priety of  defendants'  affidavits  and  the  court's  failure  to 
grant  his  motion  for  a  further  continuance.  These  points 
are  discussed  in  the  Answering  Brief  of  defendant,  Ameri- 
can Potash.  We  wish  to  adopt  that  portion  of  the  Brief  of 
American  Potash  and  by  this  reference  incorporate  it 
herein. 

CONCLUSION 

The  action  of  the  District  Court  in  granting  the  motions 
for  summary  judgment  was  the  only  action  which  could  be 
justified  under  the  circumstances  present  here.  It  was  taken 
after  every  reasonable  opportunity  had  been  accorded  the 
appellant  to  pursue  discovery  procedures  or  to  obtain  sub- 
stitute legal  counsel.  It  would  be  most  unreasonable  to 
burden  the  defendants  and  the  Court  Avith  a  time-consuming 
trial  of  "issues"  no  longer  at  issue.  To  thus  needlessly  pro- 
long the  litigation  would  scarcely  benefit  even  the  appellant. 

Respectfully  submitted, 

Vincent  H.  O'Donnell 
Fredrik  S.  Waiss 

By    Fredrik  S.  Waiss 
Attorneys  for  Appellee, 
Stauffer  Chemical  Company 
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Appellant, 

vs. 

United  States  of  America, 

Appellee. 


On  Appeal  from  the  District  Court  of  the  United  States 
for  the  District  of  Alaska,  Third  Judicial  Division. 

BRIEF  FOR  APPELLEE. 


JURISDICTION. 

The  jurisdiction  of  the  District  Court  below  was 
based  upon  the  Act  of  June  6,  1900,  c.  786,  Section  4, 
31  Stat.  322,  as  amended,  48  U.S.C.  101. 

The  jurisdiction  of  this  Court  of  Appeals  is  invoked 
pursuant  to  the  Act  of  June  25,  1948,  c.  646,  62  Stat. 
929,  as  amended,  28  U.S.C.  1291  and  1292  prior  to  the 
amendments  appearing  in  Public  Law  No.  85-508,  72 
Stat.  339. 


COUNTEPvSTATEMENT  OF  THE  CASE. 

On  October  9,  1957,  Beverly  June  Tullo,  alias  Linda 
Bishop,  accompanied  Harry  Bobbins  and  his  wife,  Pat 
Bobbins,  to  meet  Frank  Relef  ord  at  Steilacoom,  Wash- 
ington, and  then  the  four  of  them  went  to  Seattle. 
After  stopping  for  a  few  drinks  they  went  to  Beverly 
Tullo's  residence  where  she  picked  up  a  few  more 
clothes  and  then  they  proceeded  on  to  Yakima,  then  to 
Mattawa,  Washington,  arriving  there  about  10:30  in 
the  evening.  Frank  Releford  and  Beverly  Tullo  stayed 
with  the  Bobbins  at  their  trailer  for  three  days.  Dur- 
ing this  time  she  and  Frank  Beleford  discussed  her 
coming  to  Anchorage,  Alaska,  and  working  in  the 
Eldorado,  a  restaurant  owned  by  him,  as  a  waitress 
and  a  prostitute  and  about  using  the  upstairs  bed- 
rooms in  the  club  (TB  72,  73).  Beleford  told  her  she 
could  make  more  money  in  Alaska  than  she  could  in 
Washington  (TB  73).  The  first  night  Tullo  and  Bele- 
ford were  in  Mattawa  she  engaged  in  prostitution. 

After  Beleford 's  three  day  visit  they  took  him  to 
Yakima  to  catch  a  bus  so  he  could  go  to  Seattle  and 
take  a  plane  to  Anchorage,  Alaska.  About  three  weeks 
later  Harry  Bobbins  was  visited  by  Frank  Beleford 
who  stayed  only  for  a  short  period  of  time.  On  Oc- 
tober 20,  or  21,  Beverly  Tullo  received  in  the  mail  a 
Pacific  Northern  Airlines  ticket  from  Beleford  for 
transportation  from  Seattle  to  Anchorage.  On  Novem- 
ber 25  at  Portland  she  called  Beleford  in  Anchorage 
and  asked  him  to  send  her  some  money.  On  November 
26  he  sent  her  a  telegraphic  money  order  in  the  amount 
of  thirty  dollars  (TB  127). 


Beverly  June  Tullo  left  Seattle  on  November  27  for 
Anchorage,  Alaska,  via  Pacific  Northern  Airlines. 
Frank  Releford  and  Wade  Gibson  met  her  at  the 
Anchorage  Airport  and  they  went  directly  to  the  El- 
dorado. That  evening  Tullo  worked  as  a  waitress  and 
a  prostitute  and  she  gave  the  earnings  to  Releford  (TR 
75).  She  continued  to  work  in  Anchorage  as  a  prosti- 
tute until  December  6th.  On  December  11th  she  was 
arrested  and  charged  with  soliciting  for  the  purpose 
of  prostitution. 

Frank  Releford  was  indicted  by  a  Grand  Jury  in 
Anchorage  for  a  violation  of  18  U.S.C.A.  2421  (White 
Slave  Trafac  Act).  On  April  28, 1958,  the  case  was  set 
for  trial,  but  a  continuance  was  granted.  On  May  19, 
1958,  a  jury  trial  was  held  in  the  District  Court  for 
the  District  of  Alaska.  The  appellant  was  convicted 
and  received  a  sentence  of  thirty  months.  An  appeal 
was  taken  to  this  Court. 


QUESTIONS  PRESENTED. 

Whether  the  e^ddence  was  sufficient  to  sustain  the 
conviction. 

Whether  the  District  Court  committed  error  by 
denying  the  defendant's  Motion  for  Judgment  of  Ac- 
quittal. 

Whether  the  District  Court  committed  plain  error 
in  regard  to  the  impeachment  by  the  government  of  its 
witness  Tullo. 
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Whether  the  Court  erred  in  its  instructions  on  credi- 
bility. 

Whether  the  Court  committed  prejudicial  error  by 
asking  a  question  the  answer  to  which  disclosed  that 
the  appellant  had  been  in  prison. 

Whether  the  appellant  was  deprived  of  his  consti- 
tutional right  to  counsel. 


ARGUMENT. 

I. 

THE  EVIDENCE  WAS  SUFFICIENT  TO 
SUSTAIN  THE  CONVICTION. 

The  Robbins  testified  that  they  took  Beverly  Tullo, 
alias  Linda  Bishop,  with  them  to  meet  the  appellant 
at  McNeil  Island.  Then,  the  four  of  them  travelled 
by  automobile  to  Seattle  where  Tullo  obtained  some 
clothes  from  her  residence.  After  they  arrived  in 
Mattawa,  Washington,  the  appellant  and  Tullo  stayed 
with  the  Robbins  in  their  trailer  for  three  days,  after 
which  Releford  went  to  Anchorage,  Alaska.  The  ap- 
pellant returned  three  weeks  later,  but  stayed  only  for 
a  short  time. 

During  the  three  day  period,  the  appellant  and 
Tullo  discussed  her  coming  to  Anchorage  and  working 
as  a  waitress  and  prostitute  (TR  72).  She  was  to  work 
at  a  restaurant  called  the  Eldorado,  which  had  bed- 
rooms upstairs  (TR  73).  Releford  told  her  that  she 
could  make  more  in  Alaska  than  she  could  in  Wash- 
ington.   She  worked  at  her  profession  the  first  night 


they  were  in  Mattawa.  Around  October  20,  1958, 
Tullo  got  a  Pacific  Northern  Airlines  ticket  in  the 
mail  from  the  appellant  for  transportation  from 
Seattle  to  Anchorage. 

A  few  days  later  she  went  to  Portland  and  on  No- 
vember 25,  1957,  she  phoned  Releford  and  asked  him 
for  some  money.  He  sent  her  thirty  dollars  by  tele- 
graphic money  order.  On  November  27,  1957,  Tullo 
flew  from  Seattle  to  Anchorage,  where  she  was  met  by 
the  appellant  and  Wade  Gibson  (TR  75).  That  night 
she  worked  in  the  Eldorado  as  a  prostitute  and  gave 
her  earnings  to  the  appellant.  She  continued  her  ac- 
tivities until  December  6th  or  7th,  and  on  the  11th 
she  was  arrested  on  the  charge  of  soliciting  for  the 
purpose  of  prostitution,  to  which  she  entered  a  guilty 
plea  and  received  a  suspended  sentence. 

Beverly  Tullo,  the  government's  witness,  was  cor- 
roborated by  the  testimony  of  the  Robbins;  govern- 
ment's Exhibit  No.  1  which  was  the  used  ticket  in  the 
possession  of  the  witness;  Exhibit  No.  4  which  was 
the  manifest;  Exhibit  No.  5  which  was  the  passenger 
ticket  and  baggage  check ;  Exhibit  No.  6  which  was  the 
application  for  the  money  order  in  the  sum  of  thirty 
dollars;  and  Exhibit  No.  7  which  was  the  toll  ticket 
for  the  call  from  Tullo  to  the  appellant.  Wade  Gibson 
testified  that  he  and  the  appellant  met  Tullo  and  took 
her  to  the  Eldorado  (TR  124).  Tullo  testified  that  the 
appellant  knew  she  was  a  prostitute  before  she  came 
to  Alaska  (TR  115). 

Considering  this  evidence,  the  jury  could  conclude 
that  the  transportation  was  effected  by  the  appellant 
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with  the  intent  and  purpose  of  placing  Beverly  June 
TuUo  in  prostitution  in  Anchorage.  The  jury  could 
also  draw  an  inference  as  to  intent  from  the  fact  that 
the  ticket  which  the  appellant  sent  to  Tullo  reflected 
refundable  only  to  Bert  McFadden,  East  Fireweed 
Lane.  Bert  McFadden  testified  that  he  did  not  pur- 
chase the  ticket  and  did  not  know  Beverly  Tullo  until 
November  (TR119). 

In  Woodward  Laboratories  v.  United  States,  198  F. 
2d  995,  998  (9th  Cir.  1952),  this  Court  said: 

' '  The  usual  rule  to  be  followed  in  determining  the 
sufficiency  of  evidence  to  sustain  a  judgment  is 
well  settled.  'It  is  not  for  us  to  weigh  the  evi- 
dence or  to  determine  the  credibility  of  witnesses. 
The  verdict  of  a  jury  must  be  sustained  if  there  is 
substantial  evidence,  taking  the  view  most  favor- 
able to  the  Government,  to  support  it.'  Glasser  v. 
United  States,  1942,  315  U.S.  60,  80,  62  S.Ct.  457, 
469,  86  L.Ed.  680.  See  Banks  v.  United  States, 
9Cir.,  1945, 147  F.2d  628." 

The  evidence  was  more  than  a  mere  scintilla.  It  was 
substantial  evidence,  which  means  such  relevant  evi- 
dence as  a  reasonable  mind  might  accept  as  adequate 
to  support  a  conclusion.  Edison  Co.  v.  Labor  Board, 
305  U.S.  197,  229  (1938). 

When  the  witness  Beverly  Tullo  first  took  the  stand 
she  became  a  hostile  witness  and  denied  the  conversa- 
tion in  Mattawa  between  herself  and  the  appellant 
about  her  working  for  him  as  a  prostitute  and  stated 
that  she  didn't  give  the  appellant  any  money  from  her 
activities  in  Anchorage   (TR  44).    After  Tullo  had 


been  impeached  by  the  government  she  again  took  the 
stand  and  admitted  that  she  had  lied  in  her  previous 
testimony  (TR  71).  When  the  case  was  submitted  to 
the  jury,  the  Assistant  United  States  Attorney  re- 
quested the  Court  to  cite  Beverly  Tullo  for  contempt 
for  her  admitted  violation  of  her  oath.  The  District 
Judge  later  cited  her  for  contempt. 

Although  it  may  appear  from  some  of  her  answers 
to  questions  after  she  agreed  to  tell  the  truth  that  they 
are  inconsistent,  a  careful  analysis  discloses  that  her 
testimony  was  not  conflicting  on  the  material  facts. 
Furthermore,  the  record  does  not  reflect  that  she  was 
threatened  with  a  pre  jury  prosecution  by  the  Assistant 
United  States  Attorney. 

The  case  of  Hinton  v.  United  States,  196  F.  2d  605 
(D.C.  Cir.  1952)  cited  by  the  appellant  is  not  in  point 
with  our  present  case.  In  Hinton  there  were  two  chil- 
dren— one  six  years  old  and  the  other  eight,  and  in 
each  case  the  testimony  of  the  child  concerned  was 
practically  the  only  evidence  having  any  tendency  to 
prove  a  crime.  One  child  had  previously  told  two  dif- 
ferent stories,  each  entirely  inconsistent  with  the  other, 
and  with  her  testimony  at  the  trial.  In  our  case  Mrs. 
Tullo  didn't  tell  the  truth  in  court  at  first,  but  later 
testified  to  the  facts  she  gave  in  her  statement  to  the 
F.B.I.  However,  the  facts  in  the  present  case  do  apply 
to  this  statement  in  the  Hinton  opinion,  ^'It  is  of 
course  true  that  self-contradiction  by  the  government's 
sole  eye  witness  is  not  always  fatal  to  the  government's 
case,  for  circumstances  may  prove  a  defendant's  guilt 
beyond  reasonable  doubt." 
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The  acts  of  the  appellant  before  and  after  the  trans- 
portation were  competent  as  bearing  on  the  element  of 
intent. 

This  Court  in  Frank  Rios,  Jr.  v.  United  States, 

F.  2d  ,  October  7,  1960,  No.  16,925,  stated  in  its 

opinion : 

"We  are  required  to  regard  the  evidence  and  all 
inferences  that  may  be  drawn  therefrom  most 
favorably  in  support  of  the  judgment  of  the  trial 
court.  Sandez  v.  United  States,  9  Cir.,  1956,  239 
F.  2d  239.  We  cannot  substitute  our  judgment  for 
that  of  the  trier  of  facts  below  where  there  is  a 
conflict  in  the  evidence.  Glasser  v.  United  States, 
1941,  315  U.S.  68,  80." 

Though  the  testimony  of  Mrs.  Tullo  may  have  been 
conflicting  in  part,  there  is  substantial  evidence  in  the 
record  to  support  the  verdict  and  the  judgment. 


II. 

THE  DISTRICT  COURT  DID  NOT  COMMIT  ERROR  BY  DENYING 
THE  MOTION  FOR  JUDGMENT  OF  ACQUITTAL  MADE  AT 
THE  CLOSE  OF  THE  CASE. 

The  appellant  states  in  his  second  specification  of 
error  that  the  Court  erred  in  allowing  a  conviction 
based  on  a  perjurious  government  impeached  witness. 
Evidently  he  urges  upon  this  Court  that  the  motion 
for  judgment  of  acquittal  should  have  been  granted  by 
the  District  Court  at  the  close  of  the  case  and  since  it 
was  not  granted  the  denial  constituted  reversible  error 
(TR  139,  140). 


c 
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The  appellee  has  in  its  previous  argument  pointed 
out  to  the  Court  where  the  evidence  supports  the  ver- 
dict. 

The  government  agrees  with  the  statement  in  Mesa- 
rosh  V.  United  States,  352  U.  S.  1,  9  that  ''the  dignity 
of  the  United  States  Grovernment  will  not  permit  the 
conviction  of  any  person  on  tainted  testimony",  how- 
ever, such  a  fact  stiuation  is  not  present  in  the  instant 
case. 

Mrs.  Tullo  testified  before  the  jury  that  she  lied 
when  she  first  took  the  stand,  but  she  was  now  going 
to  tell  the  truth,  and  then  proceeded  to  do  so.  All  her 
testimony  was  before  the  jury  which  was  the  proper 
body  to  determine  her  credibility  and  weigh  the  evi- 
dence imder  the  Court's  Instructions  Nos.  11,  12,  12a, 
13  and  17  given  by  the  Court.  Louis  P.  Hattem  v. 
United  States, F.2d (9th  Cir.  1960),  No.  16,467. 

Trial  counsel  made  substantially  the  same  argu- 
ments to  the  jury  that  appellant  is  now  making  to 
this  Court  (TR  144-155).  Even  a  convicted  perjurer 
may  testify  competently.  Schoppell  v.  U.  S.,  270  F. 
2d  413,  416  (4th  Cir.  1959).  The  witness,  Beverly 
Tullo  is  not  and  was  not  a  convicted  perjurer.  This 
Court  in  Schino  v.  U.  S.,  209  F.  2d  67,  72  (9th  Cir. 
1954)  stated, 

''Appellants  each  assert  that,  as  to  himself,  the 
evidence  is  insufficient  to  support  the  verdict.  In 
determining  this  question,  we  must  consider  the 
evidence  in  the  light  most  favorable  to  the  govern- 
ment. G-lasser  v.  United  States,  315  U.S.  60,  68, 
62  S.Ct.  457,  86  L.Ed.  680;  Woodward  Labora- 
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tories  v.  United  States,  9  Cir.,  198  F.  2d  995. 
Viewed  in  this  light,  the  state  of  the  evidence  is 
such  that  a  juror's  reasonable  mind  'could  find 
that  the  e^ddence  excludes  every  reasonable  hy- 
pothesis but  that  of  guilt'.  In  such  a  situation,  the 
case  must  be  submitted  to  the  jury,  and  their  deci- 
sion is  final.  Remmer  v.  United  States,  9  Cir.,  205 
F.2d  277,  287-288,  and  cases  cited.  The  theory 
upon  which  appellants  rely,  that  in  a  circumstan- 
tial evidence  case  a  conviction  cannot  be  supported 
if  the  evidence  is  as  consistent  with  innocence  as 
with  guilt,  has  been  laid  to  rest  in  this  circuit  by 
the  Remmer  case,  at  least  where,  as  here,  the  ques- 
tion arises  on  a  motion  for  a  judgment  of  ac- 
quittal." 


III. 

THE  DISTRICT  COURT  DID  NOT  COMMIT  PLAIN  ERROR  IN 
REGARD  TO  THE  IMPEACHMENT  BY  THE  GOVERNMENT 
OF  ITS  WITNESS  TULLO. 

The  Assistant  United  States  Attorney  did  not  bring 
out  everything  contained  in  the  F.B.I,  statement  and 
it  seemed  better  practice  not  to  claim  surprise  and  ask 
permission  of  the  Court  to  impeach  the  witness  in 
front  of  the  jury. 

Able  trial  coimsel  did  not  object  to  the  impeachment 
of  the  witness,  which  is  proper  in  federal  courts  and  is 
expressly  permitted  by  statute  in  Alaska.  ACLA  1949 
§58-4-59;  §58-4-62. 

No  request  was  made  by  the  appellant  to  limit  the 
evidence  to  impeachment,  either  when  it  was  received 
or  at  the  conclusion  of  the  trial.    No  objection  was 
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made  to  the  Court's  instructions  on  impeachment  (TR 
159).  No  request  for  additional  instructions  was  made. 
This  Court  has  decided  in  a  similar  fact  situation  that 
no  plain  error  was  committed  by  the  trial  Court. 
Stevens  v.  U.  S,,  256  F.  2d  619,  623  (9th  Cir.  1958). 


IV. 

THE  COURT  DID  NOT  ERR  IN  ITS  INSTRUCTIONS 
ON  CREDIBILITY. 

Appellant  urges  that  the  trial  Court  erred  in  failing 
to  instruct  that  Mrs.  Tullo's  testimony  should  be 
viewed  with  care.  Trial  counsel  made  no  objection  to 
the  instructions,  therefore,  unless  there  is  plain  error 
pursuant  to  Rule  52  F.R.Cv.  Proc,  the  question  should 
not  be  considered  on  appeal.  The  trial  Court  did  give 
Instruction  No.  17,  which  reads  in  part  as  follows : 
''A  witness  wilfully  false  in  one  part  of  his  testi- 
mony may  be  distrusted  in  others." 

It  is  difficult  to  see  how  the  trial  Court  committed 
plain  error  under  these  circumstances. 
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V. 


THE  COURT  DID  NOT  COMMIT  PREJUDICIAL  ERROR  BY  ASK- 
ING A  QUESTION  THE  ANSWER  TO  WHICH  DISCLOSED 
THAT  THE  APPELLANT  HAD  BEEN  IN  PRISON. 

After  both  counsel  had  stated  they  had  nothing  fur- 
ther to  ask  the  witness  Tullo,  the  Court  asked  several 
questions  (TR  116).  The  Court  asked,  ''What  was  the 
occasion  that  brought  you  two  together?"  Mrs.  Tullo 
answered,  "Well,  a  friend  of  ours,  Mr.  Robbins,  knew 
Frank  Relef  ord  in  McNeil  Island  Penitentiary  and  he 
was  getting  out  October  9  and  so  they  asked  me  if  I'd 
like  to  go  over  and  meet  him."  (TR  117).  No  objec- 
tion was  made  nor  was  any  request  made  to  the  Court 
to  instruct  the  jury  in  regard  to  the  answer. 

However,  earlier  in  the  trial,  counsel  for  appellant 
brought  out  on  cross-examination  the  very  fact  which 
appellant  now  urges  this  Court  to  consider  as  preju- 
dicial error  (TR  96).  Counsel  asked  Mrs.  Tullo,  "You 
figured  he  was  pretty  well  established  up  here?"  She 
answered,  "I  knew  he  couldn't  have  been  too  well  es- 
tablished because  he  had  just  got  out  of  the  peniten- 
tiary." 

If  the  trial  judge  had  instructed  the  jury  that  the 
fact  the  defendant  had  been  in  prison  could  not  be 
considered  by  them  in  determining  his  guilt  without  an 
objection  or  a  request  from  counsel,  no  doubt  the  ap- 
pellant would  be  claiming  error  because  the  Court 
emphasized  the  matter  to  the  jury.  In  appellee's 
opinion,  the  trial  attorney  was  wise  to  do  nothing  to 
impress  this  point  on  the  jurors  and  the  appellant 
should  not  now  be  able  to  allege  error  after  the  verdict 
went  against  him. 
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VI. 

APPELLANT  WAS  NOT  DEPRIVED  OF  HIS 
CONSTITUTIONAL  RIGHT  TO  COUNSEL. 

The  case  was  originally  set  for  trial  on  April  28, 
1958,  and  was  continued  upon  the  motion  of  the  appel- 
lant. On  May  16,  1958,  Mr.  Buckalew  was  appointed 
counsel  for  the  appellant.  On  May  19, 1958,  Mr.  Buck- 
alew requested  another  day  to  prepare  the  defense 
(TR  3),  and  advised  the  Court  that  Mr.  Releford  did 
not  wish  to  sign  the  pauper's  oath.  The  appellant  said 
he  would  prefer  Mr.  Kay,  but  he  did  not  object  to 
being  represented  by  Mr.  Buckalew  (TR  4).  The 
U.  S.  Constitution  amendment  VI  provides,  ''In  all 
criminal  prosecutions,  the  accused  shall  enjoy  the  right 
to  a  speedy  and  public  trial,  .  .  .  and  to  have  the  assist- 
ance of  counsel  for  his  defense." 

The  Constitution  does  not  guarantee  to  an  accused 
in  a  criminal  prosecution  the  right  to  the  assistance  of 
any  particular  attorney.  If  so,  indigent  prisoners 
could  delay  trials  by  claiming  the  lawyer  appointed 
was  not  their  choice. 

The  Court  granted  Mr.  Buckalew 's  request  for  a 
continuance  until  the  next  day  (TR  5).  Appellant  now 
alleges  that  his  attorney  was  forced  to  trial  without 
adequate  preparation.  Trial  counsel  did  not  move  for 
an  additional  continuance  nor  does  the  record  reflect 
that  coimsel  was  unprepared.  In  fact,  he  had  an  oppor- 
tunity to  discuss  the  case  with  at  least  one  government 
witness  (TR  91). 
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CONCLUSION. 

For  the  reasons  and  the  law  set  forth  herein,  ap- 
pellee requests  this  Court  to  affirm  the  judgment  of 
the  Court  below. 

Dated,  Fairbanks,  Alaska, 
October  31, 1960. 

Respectfully  submitted, 

George  M.  Yeager, 

United  States  Attorney, 

Attorney  for  Appellee. 


(Appendix  Follows.) 


Appendix* 


Appendix 

ALASKA  COMPILED  LAWS  ANNOTATED,  1949 

§58-4-59.  Party's  right  to  impeach  own  witness. 
The  party  producing  a  witness  is  not  allowed  to  im- 
peach his  credit  by  evidence  of  bad  character,  but  he 
may  contradict  him  by  other  evidence,  and  may  also 
show  that  he  has  made  at  other  times  statements  incon- 
sistent with  his  present  testimony,  as  provided  in  sec- 
tion 58-4-62. 

§58-4-62.  Impeachment  hy  proof  of  inconsistent 
statements:  Prelimiinary  requirements.  A  witness  may 
also  be  impeached  by  evidence  that  he  has  made  at 
other  times  statements  inconsistent  with  his  present 
testimony;  but  before  this  can  be  done  the  statements 
must  be  related  to  him,  with  the  circiunstances  of 
times,  places,  and  persons  present;  and  he  shall  be 
asked  whether  he  has  made  such  statements,  and,  if  so, 
allowed  to  explain  them.  If  the  statements  be  in  writ- 
ing they  shall  be  shown  to  the  witness  before  any  ques- 
tion is  put  to  him  concerning  them. 
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United  States  District  Court  for  the  Southern 
District  of  California,  Northern  Division 

No.  3521 

UNITED  STATES  OF  AMERICA, 

Plaintiff, 

vs. 

ROY  VERNON  SHAW, 

Defendant. 

INDICTMENT 

[U.S.C.,  Title  50,  App.,  Sec.  562,  Universal  Mili- 
tary Training  and  Service  Act.] 

The  gi'and  jury  charges : 

Defendant  Roy  Vernon  Shaw,  a  male  person 
within  the  class  made  subject  to  selective  service 
under  the  Universal  Military  Training  and  Service 
Act,  registered  as  required  by  said  Act  and  the  regu- 
lations promulgated  thereunder  and  thereafter  be- 
came a  registrant  of  Local  Board  No.  79,  said  Board 
being  then  and  there  duly  created  and  acting,  under 
the  Selective  Service  System  established  by  said  Act, 
in  Bakersfield,  Kern  County,  California;  pursuant 
to  said  Act  and  the  regulations  promulgated  there- 
under the  defendant  was  classified  in  Class  1-0  and 
was  notified  of  said  classification ;  thereafter  the  de- 
fendant was  ordered  to  report  on  September  24, 
1957,  to  said  Local  Board  No.  79  for  instructions  to 
proceed  to  the  Los  Angeles  County  Department  of 
Charities  in  Los  Angeles,  California,  for  civilian 
work  contributing  to  the  maintenance  of  the  na- 
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tional  health,  safety  and  interest;  and,  at  [2*] 
said  time,  in  Kern  County,  California,  within  the 
Northern  Division  of  the  Southern  District  of  Cali- 
fornia, the  defendant  did  knowingly  fail  and  neglect 
to  perform  a  duty  required  of  him  under  said  Act 
and  the  regulations  promulgated  thereunder  in  that 
he  then  and  there  knowingly  failed  and  neglected  to 
report  for  civilian  work  contributing  to  the  main- 
tenance of  the  national  health,  safety,  and  interest 
as  so  ordered  to  do. 

A  True  Bill. 

/s/  E.  J.  PRUD 'HOMME, 
Foreman. 

/s/  LAUOHLIN  E.  WATERS, 
United  States  Attorney. 

[Endorsed] :  Filed  February  5,  1958.  [3] 


[Title  of  District  Court  and  Cause.] 

STIPULATION  AND  ORDER 
(1.  Trial  Date — 2.  Jury  Waiver) 

The  parties,  by  their  counsel,  hereby  stipulate, 
subject  to  the  approval  of  the  Court,  as  follows : 

1.  Trial  of  the  above  cause  shall  be  on  April 
25,  1958,  at  2  p.m.; 

2.  Trial   shall  be   by   the   Court,   a  jury  being 
hereby  waived,  and  this  waiver  shall  be  renewed  in 

— *Page  numbering  appearing  at  foot  of  page  of  original  Certified 
Transcript  of  Record. 
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open  court,  by  the  defendant  and  by  his  counsel,  if 
the  Court  so  requires. 

Dated:  March  21,  1958. 

/s/  J.  B.  TIETZ, 

Attorney  for  Defendant. 

LAUGHLIN  E.  WATERS, 

United  States  Attorney, 

By  /s/  THOMAS  R.  SHERIDAN, 

Ass't.  U.  S.  Attorney. 

Order 
So  ordered. 

Dated:  March  28,  1958. 

/s/  GILBERT  H.  JERTBERG, 
U.  S.  District  Judge. 

[Endorsed] :    Filed  March  28,  1958.  [4] 


[Title  of  District  Court  and  Cause.] 

MOTION  FOR  JUDGMENT  OF  ACQUITTAL 

The  defendant  moves  the  Court  for  a  judgment 
of  acquittal  for  each  and  every  one  of  the  following 
reasons : 

1.  The  Local  Board  denied  defendant  due  process 
of  law  in  that  it  never  gave  the  required  con- 
sideration (if  any  at  all  was  given)  to  his  claim 
and  evidence  for  a  IV-D  classification. 
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2.  Defendant  was  denied  due  process  in  that  Ms 
classification  was  not  reopened  after  lie  submitted 
the  precise  new  and  further  evidence  specifically  re- 
quested of  him  by  the  local  board,  and  further,  he 
was  thereby  frustrated  from  securing  an  appellate 
determination  on  such  augmented  record. 

3.  The  denial  of  the  claim  for  exemption  as  a 
minister  of  religion  by  all  of  the  draft  boards,  and 
each  of  them,  is  without  basis  in  fact,  arbitrary,  ca- 
pricious and  contrary  to  law. 

4.  The  denial  of  the  ministerial  classification  is 
illegal,  arbitrary  and  capricious  because  the  draft 
boards  employed  artificial  standards  in  determining 
what  constitutes  a  minister  of  religion  within  the 
meaning  of  the  Act  and  Regulations;  and  they  did 
not  follow  the  definition  of  the  term  used  in  the  Act 
and  Regulations  in  determining  the  claim  of  the  de- 
fendant as  a  minister  of  religion.  [5] 

5.  The  denial  of  the  ministerial  classification  by 
the  draft  boards  was  arl)itrary  and  capricious  in 
that  they  held  that  the  performance  of  secular  work 
by  the  defendant,  alone,  without  determining 
whether  it  was  his  avocation  and  used  his  per- 
formance of  secular  work  to  defeat  illegally  his 
ministerial  status  because  the  undisputc^d  evidence 
showed  that  he  is  not  engaged  in  secular  work  as 
a  main  business  but  only  incidentally  to  his  main 
work  of  the  ministry,  and  that,  according  to  the 
Act  and  Regulations,  he  is  regularly  and  customarily 
engaged  in  teaching  and  preaching  the   doctrines 
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and  principles  of  a  recognized  church,  and  pursues 
such  preaching  work  as  his  vocation,  and  does  not 
preach  incidentally  to  the  performance  of  any  sec- 
ular work;  and  therefore  the  draft  board  order  is 
illegal,  contrary  to  law  and  without  basis  in  fact. 

6.  Defendant  was  denied  procedural  due  process 
in  that  the  local  board  failed  to  have  available  an 
Adviser  to  Registrants  and  to  have  posted  con- 
spicuously or  any  place,  the  names  and  addresses 
of  such  adviser,  as  required  by  the  Regulations,  and 
to  defendant's  prejudice. 

7.  The  plaintiff  has  wholly  failed  to  show  that 
jurisdiction  existed  in  the  Local  Board  79  em- 
powering it  to  issue  to  defendant  a  valid  order  to 
do  civilian  work. 

8.  Defendant  requested  a  personal  appearance 
before  the  Appeal  Board  but  this  was  refused. 

Respectfully  submitted, 

/s/  J.  B.  TIETZ, 

Attorney  for  Defendant. 
April  25,  1958. 

[Endorsed] :    Filed  April  24,  1958.  [6] 


8  Boy  Vernon  Shaw  vs. 

United  States  District  Court  for  the  Southern 
District  of  California,  Northern  Division 

No.  3521 

UNITED  STATES  OF  AMERICA, 

vs. 
ROY  VERNON  SHAW. 

JUDGMENT  AND  COMMITMENT 

On  this  28th  day  of  May,  1958,  came  the  attorney 
for  the  government  and  the  defendant  appeared  in 
person  and  with  his  attorney,  J.  B.  Tietz. 

It  Is  Adjudged  that  the  defendant  has  been  con- 
victed upon  Judgment  of  the  Court  of  the  offense 
of  knowingly  failing  and  neglecting  to  report  for 
civilian  work  contributing  to  the  maintenance  of 
the  national  health,  safety,  and  interest  as  so  ordered 
to  do,  as  charged  in  the  Indictment;  and  the  court 
having  asked  the  defendant  whether  he  has  any- 
thing to  say  why  judgment  should  not  be  pro- 
nounced, and  no  sufficient  cause  to  the  contrary  be- 
ing shown  or  appearing  to  the  Court, 

It  Is  Adjudged  that  the  defendant  is  guilty  as 
charged  and  convicted. 

It  Is  Adjudged  that  the  defendant  is  hereby  com- 
mitted to  the  custody  of  the  Attorney  General  or  his 
authorized  representative  for  imprisonment  for  a 
period  of  Ninety  (90)  Days  in  a  place  of  imprison- 
ment selected  by  the  Attorney  General. 
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The  defendant  files  a  Notice  of  Appeal  and  an 
Appeal  Bond  in  the  amount  of  $500.00,  which  the 
amount  fixed  by  the  Court. 

It  Is  Ordered  that  the  Clerk  deliver  a  certified 
copy  of  this  judgment  and  commitment  to  the 
United  States  Marshal  or  other  qualified  officer  and 
that  the  copy  serve  as  the  commitment  of  the  de- 
fendant. 

/s/  GILBERT  H.  JERTBERG, 

United  States  District  Judge. 

[Endorsed] :    Filed  May  28,  1958.  [7] 


[Title  of  District  Court  and  Cause.] 

NOTICE  OF  APPEAL 

Appellant,  Roy  Vernon  Shaw,  resides  at  1544 
West  Morton  Street,  Porterville,  California. 

Appellant's  attorney,  J.  B.  Tietz,  maintains  his 
office  at  410  Douglas  Building,  257  South  Spring 
Street,  Los  Angeles  12,  California. 

The  offense  was  failing  to  report  for  civilian 
work,  U.S.C,  Title  50  App.,  Sec.  462— Universal 
Military  Training  and  Service  Act,  1951. 

On  May  28,  1958,  after  a  verdict  of  Guilty,  the 
Court  sentenced  the  appellant  to  90  days  confine- 
ment in  an  institution  to  be  selected  by  the  Attorney 
General. 

I,  J.  B.  Tietz,  appellant's  attorney,  being  author- 
ized by  him  to  perfect  an  appeal,  do  hereby  appeal 
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to  the  United  States  Court  of  Appeals  for  the  Ninth 
Circuit  from  the  above-stated  judgment. 

/s/  J.  B.  TIETZ, 

Attorney  for  Appellant. 

[Endorsed] :    Filed  May  28,  1958.  [8] 


[Title  of  District  Court  and  Cause.] 

EXTENSION   OF   TIME 

For  good  cause  shown,  defendant  is  hereby  given 
54  additional  days,  to  and  including  September  1, 
1958,  to  prepare  and  docket  the  record  on  appeal. 

Dated:     June  25,  1958. 

/s/  LEON  R.  YANKWICH, 

Judge. 

[Endorsed] :    Filed  June  25,  1958.  [12] 


[Title  of  District  Court  and  Cause.] 

CERTIFICATE  BY  CLERK 

I,  John  A.  Childress,  Clerk  of  the  above-entitled 
Court  hereby  certify  that  the  items  listed  below  con- 
stitute the  transcript  of  record  on  appeal  to  the 
United  States  Court  of  Appeals  for  the  Ninth  Cir- 
cuit, in  the  above-entitled  matter: 

A.  The  foregoing  pages  numbered  1  to  12,  in- 
clusive, containing  the  original : 
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Indictment. 

Stipulation  (1)  Trial  Date,  (2)  Jury  Waiver. 

Motion  for  Judgment  of  Acquittal. 

Judgment. 

Notice  of  Appeal. 

Designation  of  record. 

Application  for  bail  on  appeal. 

Extension  of  time  to  docket  record  on  appeal. 

B.     Defendant 's  exhibit  "  A. " 

I  further  certify  that  my  fee  for  preparing  the 
foregoing  record,  amounting  to  $1.60,  has  been  paid 
by  appellant. 

Dated:  August  6,  1958. 

[Seal]  JOHN  A.  CHILDRESS, 

Clerk, 

By  /s/  WM.  A.  WHITE, 

Deputy  Clerk. 


[Endorsed]:  No.  16139.  United  States  Court  of 
Appeals  for  the  Ninth  Circuit.  Roy  Vernon  Shaw, 
Appellant,  vs.  United  States  of  America,  Appellee. 
Transcript  of  Record.  Appeal  from  the  United 
States  District  Court  for  the  Southern  District  of 
California,  Northern  Division. 

Filed:  August  7,  1958. 

Docketed:    August  16,  1958. 

/s/  PAUL  P.  O'BRIEN, 

Clerk  of  the  United  States  Court  of  Appeals  for  the 
Ninth  Circuit. 
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United  States  Court  of  Appeals  for  the 
Ninth  Circuit 

No.  16139 
ROY  VERNON  SHAW, 


Appellant. 


vs. 
UNITED  STATES  OF  AMERICA, 


Appellee. 


STATEMENT  OF  POINTS  ON  WHICH 
APPELLANT  INTENDS  TO  RELY  ON 
APPEAL 

Appellant  will  rely  upon  the  following  points  in 
the  prosecution  of  his  appeal  from  the  judgment  en- 
tered in  the  above-entitled  cause. 

I. 

The  Local  Board  denied  defendant  due  process 
of  law  in  that  it  never  gave  the  required  considera- 
tion (if  any  at  all  was  given)  to  his  claim  and  evi- 
dence for  a  IV-D  classification. 

II. 

Defendant  was  denied  due  process  in  that  his 
classification  was  not  reopened  after  he  submitted 
the  precise  new  and  further  evidence  specifically  re- 
quested of  him  by  the  Local  Board,  and  further, 
he  was  thereby  frustrated  from  securing  an  appel- 
late determination  on  such  augmented  record. 
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in. 

The  denial  of  the  claim  for  exemption  as  a  min- 
ister of  religion  by  all  of  the  draft  boards,  and 
each  of  them,  is  without  basis  in  fact,  arbitrary,  ca- 
pricious and  contrary  to  law. 

IV. 

Defendant  requested  a  personal  appearance  be- 
fore the  Appeal  Board  but  this  was  refused. 

/s/  J.  B.  TIETZ. 
[Endorsed] :    Piled  August  25,  1958. 
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APPELLANT'S  OPENING  BRIEF. 

This  is  an  appeal  from  a  judgment  rendered  and  en- 
tered by  the  United  States  District  Court  for  the  Southern 
District  of  California,  Northern  Division.  The  appellant 
was  sentenced  to  custody  of  the  Attorney  General  for  a 
period  of  90  days  (R.  8-9).*  Title  18,  Section  3231,  United 
States  Code,  conferred  jurisdiction  in  the  district  court  over 
the  prosecution  of  this  case.    This  Court  has  jurisdiction  of 

*R.  refers  to  the  printed  Transcript  of  Record. 
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FOR  THE  NINTH  CIRCUIT. 


No.  16,139. 


ROY  VERNON  SHAW, 
Appellant, 


vs. 


UNITED  STATES  OF  AMERICA, 
Appellee. 


APPEAL  FROM  THE  UNITED  STATES  DISTRICT  COURT  FOR  THE 
SOUTHERN  DISTRICT  OF  CALIFORNIA,  NORTHERN  DIVISION. 


APPELLANT'S  OPENING  BRIEF. 

This  is  an  appeal  from  a  judgment  rendered  and  en- 
tered by  the  United  States  District  Court  for  the  Southern 
District  of  California,  Northern  Division.  The  appellant 
was  sentenced  to  custody  of  the  Attorney  General  for  a 
period  of  90  days  (R.  8-9).*  Title  18,  Section  3231,  United 
States  Code,  conferred  jurisdiction  in  the  district  court  over 
the  prosecution  of  this  case.    This  Court  has  jurisdiction  of 

*R.  refers  to  the  printed  Transcript  of  Record. 


this  appeal  under  Rule  27  (a)  (1)  and  (2)  of  the  Federal 
Rules  of  Criminal  Procedure.  The  notice  of  appeal  was 
filed  in  the  time  and  manner  required  by  law  (R.  9-10). 

STATEMENT  OF  THE  CASE. 

The  indictment  charged  appellant  with  violation  of  the 
Universal  Military  Training  and  Service  Act  (R.  3-4).  It 
was  alleged  that  he  became  a  registrant  of  Local  Board  No. 
79  of  the  Selective  Service  System  in  the  County  of  Fresno, 
State  of  California,  and  that  having  theretofore  been  duly 
classified  in  Class  I-O,  did  knowingly  refuse  and  fail  to  com- 
ply with  the  order  of  his  said  Local  Board  No.  79  to  report 
to  said  board  for  instructions  concerning  civilian  work 
(R.  3-4). 

Appellant  pleaded  not  guilty,  waived  jury  trial  and 
was  tried,  convicted,  and  judgment  was  pronounced  on  May 
28,  1958  (R.  8-9).  A  written  motion  for  judgment  of  ac- 
quittal was  filed  (R.  5-7).  The  motion  was  denied  and  de- 
fendant sentenced,  as  aforesaid.  The  motion  contains  all 
of  the  grounds  that  the  Appellant  relies  upon  for  reversal  of 
the  judgment  in  this  case  (R.  12-13). 

THE  FACTS. 

Appellant  was  registered  with  the  Selective  Service 
System  on  September  18,  1951  (Exs.  1-^).** 


**Ex.  refers  to  the  Government's  exhibit,  the  selective  service 
file  of  appellant.  The  pagination  is  at  the  bottom  of  each  sheet  of 
the  exhibit,  circled. 
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He  signed  Series  XIV  of  the  Classification  Questionnaire 
(Ex.  11),  thereby  asserting  he  was  a  conscientious  objector. 
He  made  no  entries  whatsoever  in  Series  VI,  the  portion 
of  the  questionnaire  relating  to  ministry   (Ex.  7). 

On  March  10,  1952,  he  was  sent  the  Special  Form  for 
Conscientious  Objectors  which  he  completed  and  returned 
on  March  17th  (Exs.  14-17).  His  answers  are  noteworthy 
in  the  following  details:  he  refused  to  sign  either  of  the 
claims  for  exemption  (Ex.  14)  and  he  gave  information  that 
although  his  parents  were  both  Jehovah's  witnesses,  he  was 
not  a  member  of  any  religious  sect  or  organization  (Ex.  16). 

On  April  21,  1952,  the  local  board  classified  him  in 
Class  I-A-0  (Conscientious  Objector  Available  for  Non- 
combatant  Military  Service  Only). 

On  July  20,  1953,  his  local  board  received  an  executed 
College  Student  Certificate  from  his  college  Recorder  (Ex. 
19)  and  on  October  5,  1953,  he  was  reclassified  in  Class  II- 
S  (student)  (Ex.  12).  Thereafter,  he  remained  in  this  class 
(except  for  an  unexplained  and  immaterial  three  weeks'  re- 
turn to  I-A,  in  November,  1953)  until  after  his  graduation 
in  1956. 

On  August  20,  1956,  he  was  reclassified  in  Class  I-A 
(Available  for  Military  Service)  and  he  timely  appealed  in 
writing  (Ex.  76). 

In  a  separate  letter  he  specifically  requested  a  personal 
appearance  before  the  appeal  board  (Ex.  74). 

On  September  20,  1956,  he  was  informed  by  the  local 
board  that  the  appeal  board  grants  no  personal  appearance 
(Ex.  79). 


On  October  1,  1956,  he  was  given  a  personal  appearance 
before  the  local  board  and  it  reclassified  him  into  Class  I-O 
(Conscientious  Objector  Available  for  Civilian  Work  Con- 
tributing to  the  Maintenance  of  the  National  Health,  Safety 
and  Interest)    (Ex.  13).     On  October  1,  1956,  he  gave  in- 
formation to  the  local  board,  in  writing,  that  he  had  entered 
the  ministry  as  one  of  Jehovah's  witnesses;  he  executed  a 
four  page  form  on  this  subject  that  it  furnished  him  (Exs. 
80-83).    He  also  gave  oral  answers  to  oral  questions  pro- 
pounded, among  other  things,  erroneously  agreeing  to  such 
erroneously  formulated  questions  as  "You  are  not  licensed 
to  perform  marriage  or  funeral  services?"    (Exs.  85-86). 
On  March  7,  1957,  he  presented  wholly  new  evidence 
concerning  his  new  status  in  the  ministry,  namely,  showing 
that  he  had  become  one  of  the  "servants".    It  was  in  writing 
(Ex.  100).     His  classification  was  not  reopened. 

The  selective  service  file  shows  that  the  local  board 
unsuccessfully  tried  to  get  the  registrant  to  agree  to  do 
civilian  work   (Ex.  93). 

On  May  7,  1957,  he  was  ordered  to  appear  before  the 
local  board  on  May  23,  1957,  "in  accordance  with  provisions 
of  section  1660.20  (c)  of  the  regulations."  This  section 
provides  for  an  "arbitrator"  from  state  headquarters  to 
attempt  to  reconcile  the  registrant  to  accepting  I-O  work 
(see  32  C.F.R.,  Sec.  1660.20). 

On  May  23,  1957,  at  this  "arbitration"  hearing  he 
presented  more  written  evidence  of  his  new  "servant" 
status  (Exs.  105-109).  He  also  gave  oral  answers  to  ques- 
tions propounded  at  this  hearing  (Exs.  110-114).    The  file 


is    silent    concerning    any    action    taken    or    consideration 
given  the  evidence  of  his  new  status. 

Thereafter  he  was  ordered  to  report  for  instructions 
concerning  civihan  work  and,  upon  his  failure  to  do  so,  was 
indicted. 

QUESTIONS  PRESENTED  AND  HOW  RAISED. 

I. 

Appellant  presented  written  and  oral  evidence  of  his 
new  status.  No  action  whatever  was  taken  by  the  local 
board. 

The  questions  presented  here  are  (1)  was  the  evidence 
new?  (2)  was  it  such  evidence  which,  if  true,  required 
reopening  and/or  reclassification?  (3)  Did  the  board 
comply  with  the  law  after  receiving  this  evidence? 

These  "reopening"  questions  were  raised  by  the  mo- 
tion (R.  12-13). 

SPECIFICATION  OF  ERRORS. 

I. 

The  district  court  erred  in  failing  to  grant  the  motion 
for  judgment  of  acquittal. 

II. 

The  district  court  erred  in  convicting  the  appellant 
and  entering  a  judgment  of  guilty  against  him. 


SUMMARY  OF  ARGUMENT. 

The  local  board  took  no  action  whatsoever  upon  receipt 
of  the  March  7,  1957  (and  subsequent),  evidence  of  new 
status. 

A.  The  regulations  required  that  it  at  least  send  its 
registrant  a  letter  (putting  a  copy  in  the  file)  informing 
him  that  it  did  not  consider  his  new  evidence  sufficient  to 
justify  reclassification. 

The  cases  cited  show  that  this  was  procedural  error 
sufficient  to  require  acquittal. 

B.  The  regulations  required  that  there  be  a  reopen- 
ing of  the  classification  when  such  evidence  of  new  status 
was  presented.  A  reopening,  even  if  it  resulted  in  the 
same  (or  a  worse)  classification  would  have  given  the 
registrant  the  opportunity  for  an  administrative  appellate 
determination. 

The  cases  cited  show  that  such  a  deprivation  is  pro- 
cedural error  requiring  acquittal. 

ARGUMENT. 

I. 

Appellant  Presented  New  Evidence  and  of  Such  a  Nature 
That  His  Classification  Should  Have  Been  Reopened. 

This  point  involves  the  following:  did  the  local  board 
give  any  consideration  to  the  evidence  of  new  status  sub- 
mitted on  and  after  March  7,  1957?  Could  the  board  fairly 
and  legally  ignore  it? 


Appellant  will  deal  only  incidentally  with  the  preju- 
dice to  him  caused  by  the  local  board's  failure  to  give  him 
its  own  determination  of  the  legal  effect  of  his  new  status 
evidence.  Appellant  will  argue  that  his  chief  deprivation 
was  due  to  the  failure  of  the  local  board  to  follow  the  regu- 
lations and  that  ic  deprived  him  of  an  appellate  determina- 
tion of  his  new  status. 

The  record  is  clear  on  the  following: 

1.  In  1951,  when  appellant  executed  his  Classification 
Questionnaire  (Ex.  5-13)  he  was  not  a  minister  or  a  stu- 
dent for  the  ministry  (Ex.  7). 

2.  In  1952,  when  appellant  executed  his  Special  Form 
for  Conscientious  Objectors  (Ex.  14-17)  he  was  not  a  mem- 
ber of  any  sect  (Ex.  16)  although  both  his  parents  were 
Jehovah's  witnesses   (Ex.  16). 

3.  On  March  1,  1953,  he  was  baptized  as  one  of  Je- 
hovah's witnesses  (Ex.  80). 

At  this  time  he  was  an  agricultural  college  student 
and  his  position  among  the  Jehovah's  witnesses  (who,  as 
the  Court  knows,  are  all  missionaries,  some  by  vocation, 
some  by  avocation)  was  not  such  as  to  distinguish  him 
from  the  rank  and  file. 

4.  On  October  1,  1956,  when  he  was  before  his  local 
board  his  status  as  a  missionary  minister  was  unchanged 
and  was  summarized  in  the  following  dialog  that  took  place 
on  that  occasion: 

"Q.  Do  you  feel  that  you  would  qualify  for  defer- 
ment as  a  minister  under  the  Selective  Service  law?" 
*'A.  Probably  not  as  the  law  stands  at  present,  on 
the  basis  of  previous  cases."   (Ex.  85). 
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His  obvious  candor  and  his  good  judgment  perhaps 
was  what  convinced  the  local  board  it  should  reclassify 
him  into  Class  I-O,  although  no  new  evidence  on  con- 
scientious objection  was  before  it,  other  than  his  demeanor. 
5.  In  the  spring  of  the  following  year  his  status  as  a 
minister  changed. 

On  March  7,  1957,  he  notified  the  local  board  that  he 
now  was  one  of  the  "servants",  the  Ministry  School  Serv- 
ant. He  also  detailed  some  of  his  other  responsible  work 
in  this  letter  (Ex.  100).  No  action  whatsoever  was  taken 
by  the  local  board  with  reference  to  the  above  new  factual 
material  other  than  the  fact  it  was  filed  and  now  appears 
as  page  100  of  the  Exhibit. 

6.     Soon  thereafter,  he  supplied  further  new  informa- 
tion of  his  new  status:     on  pages  105  and  105 A  is  found  the 
affidavit  of  other  leaders  of  his  sect  pointing  out  Shaw 
was  "an  appointed  and  ordained  servant/minister".     On 
page  106  is  additional  evidence  that  his  potential  was  being 
recognized  and  that  he  had  been  given  additional  responsi- 
bilities of  leadership  in  ministerial  activity.    On  page  109 
is    corroborative    evidence.      No    action    whatsoever   was 
taken  by  the  local  board  other  than  to  file  these  documents. 
This  failure  to  act  was  in  direct  disobedience  of  the 
Regulations.    The  regulations  gave  the  board  two  options: 
(1)  reopen  and  reclassify,  even  if  into  the  same  Class;  (2) 
refuse  to  reopen  and  notify  the  registrant,  placing  a  copy 
in  the  file.    The  local  board  did  none  of  these  things. 

Section  1622.1   (c)  requires  "The  local  board  will  re- 
ceive and  consider  all  information,  pertinent  to  the  classi- 


fication  of  a  registrant,  presented  to  it".  The  board  obvi- 
ously "received"  the  document  of  March  7,  1957  (and  sub- 
sequent ones),  but  there  is  nothing  in  the  file  to  show  it 
took  any  action.  We  will  concede  that  the  board  read  the 
documents  but  this  is  not  the  type  of  consideration  con- 
tempted  by  the  regulations.  The  board  must  act,  one  way 
or  another.  There  is  no  pocket  veto  in  Selective  Service. 
This  point  will  be  argued  hereinafter. 

The  importance  of  consideration,  generally,  already 
has  been  given  attention  by  this  Court  in  at  least  two  in- 
stances, Talcott  v.  Reed,  (9  Cir.)  217  F.  2d  360,  364;  Knox 
v.  United  States,  (9  Cir.)  200  F.  2d  398,  402. 

If  the  local  board  had  given  "reopening"  consideration 
to  this  new  evidence  of  new  status,  Shaw  would  have  been 
able  to  take  an  administrative  appeal  if  the  local  board 
action  was  adverse.  The  local  board's  inaction  deprived 
him  of  this  as  well  as  depriving  him  of  his  right  to  a  de- 
termination by  the  local  board  itself. 

Section  1625.1  of  the  regulations  provides,  in  part: 

"(a)     No  classification  is  permanent. 
«<*     *     * 

"(c)     The  local  board  shall  keep  informed  of  the 
status  of  classified  registrants". 

Consequently,  the  prior  classification  was  not  per- 
manent, and  it  was  the  duty  of  the  local  board  to  keep  in- 
formed of  the  status  of  its  registrant. 

Section  1625.2  provides,  in  part: 

"The  local  board  may  reopen  and  consider  anew 
the  classification  of  a  registrant  (1)  upon  the  written 
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request  of  the  registrant,  *  *  *,  if  such  request  is  ac- 
companied by  written  information  presenting  facts  not 
considered  when  the  registrant  was  classified,  which, 
if  true,  would  justify  a  change  in  the  registrant's  clas- 
sifications;" *   *   *. 

Appellant  wrote  on  March  7,  1957,  and  also  during  the 
subsequent  months,  showing  the  board  new  information 
never  before  known  to  the  board,  and  showing  his  belief 
he  should  now  be  reclassified  as  a  minister.  He  presented 
facts  not  in  existence  and  therefore  not  considered  at  the 
time  of  his  last  classification  (because  he  did  not  then 
claim  he  should  have  a  minister's  classification,  and  be- 
cause they  were  not  in  existence)  which  facts,  if  true, 
would  justify  a  change  in  a  registrant's  classification. 

The  regulations  specifically  provide  for  such  situa- 
tions. As  above  noted  the  regulations  give  the  local  board 
two  choices:   (1)  to  reopen;  (2)  to  refuse  to  reopen. 

We  have  already  alluded  to  the  deprivation  suffered 
by  Shaw  due  to  the  failure  to  reopen.  We  now  point  out 
two   other   considerations: 

1.  The  local  board  did  not  follow  its  own  regula- 
tions relating  to  refusal  to  reopen. 

2.  The  facts  presented  were  such  that  it  was  re- 
quired of  the  board  that  it  reopen. 

A.     The  board  violated  its  procedural  regulations  in 
the  manner  it  handled  the  problem. 

Section  1625.4  provides,  in  part: 

"When  a  registrant,   *    *    *   files   with  the  local 
board  a  written  request  to  reopen  and  consider  anew 
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the  registrant's  classification  and  the  local  board  is 
of  the  opinion  that  the  information  accompanying  such 
request  fails  to  present  any  facts  in  addition  to  those 
considered  when  the  registrant  was  classified,  or,  even 
if  new  facts  are  presented,  the  local  board  is  of  the 
opinion  that  such  facts,  if  true,  would  not  justify  a 
change  in  such  registrant's  classification,  it  shall  not 
reopen  the  registrant's  classification.  In  such  a  case, 
the  local  board,  by  letter,  shall  advise  the  person  fil- 
ing the  request  that  the  information  submitted  does 
not  warrant  the  reopening  of  the  registrant's  classifica- 
tion and  shall  place  a  copy  of  the  letter  in  the  regis- 
trant's file."    (emphasis  supplied). 

The  information  presented  was  evidence  not  present 
or  in  existence  at  any  of  the  times  the  registrant  was 
classified.  However,  if  the  new  facts  presented  would 
not  in  the  opinion  of  the  local  board  justify  a  change  in 
registrant's  classification,  "it  shall  not  reopen  the  regis- 
trant's classification,"  but  "shall  advise  (him)  and  shall 
place  a  copy  of  the  letter  in  the  registrant's  file."  This  was 
not  done. 

There  now  appears  in  Appellant's  selective  service  file 
considerable  evidence  in  support  of  his  claim  that  he  is  a 
minister.  It  is  true  that  the  local  board  could  have  found 
the  new  evidence  would  not  justify  a  change  in  classifica- 
tion, and,  consequently,  it  could  have  refused  to  reopen. 
However,  if  the  local  board  determines  that  the  new  facts 
would  not  justify  a  change  in  classification  and  refuses  to 
reopen,  the  regulations  provide:  "In  such  a  case,  the  local 
board,  by  letter,  shall  advise  the  person  filing  the  request 
that  the  information  submitted  does  not  warrant  the  re- 
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opening  of  the  registrant's  classification  and  shall  place  a 
copy  of  the  letter  in  the  registrant's  file." 

Appellant's  board  did  nothing  whatsoever.  Appel- 
lant had  no  opportunity  to  either  appeal  to  the  appeal 
board  or  to  appeal  to  the  local  board  for  a  hearing  de- 
voted to  considering  the  augmented  file.  In  similar  situa- 
tions this  has  been  held  to  be  error  meriting  administrative 
reprocessing  (by  virtue  of  acquittal).  In  United  States  v. 
Nichols,  No.  22,951,  S.  D.  Calif.,  Judge  Harry  C.  Westover 
held,  on  December  14,  1953: 

"On  September  30,  1952,  when  the  local  board  re- 
fused to  reopen  registrant's  case,  it  mailed  to  him 
Form  C-140.  Even  if  Form  C-140  should  be  considered 
a  letter,  no  copy  of  said  form  appears  in  registrant's 
selective  service  file.  As  a  consequence,  there  is  no 
escape  from  the  conclusion  that  the  local  board  did 
not  follow  the  regulations. 

"We  are  not  now  attempting  to  pass  upon  the 
validity  of  defendant's  claim  that  he  is  entitled  to  a 
ministerial  classification.  He  did,  however  make 
that  claim  to  his  local  board.  The  local  board  by  re- 
fusing to  reopen  the  case  took  away  from  registrant 
the  right  to  have  the  matter  passed  upon  by  the  appeal 
board.  We  do  not  believe  it  was  the  intent  of  Congress 
to  place  with  the  local  boards  the  arbitrary  right  to 
determine  when  a  registrant  should  be  entitled  to  an 
appeal.  The  local  board  might  very  well  disagree  with 
the  registrant's  contention,  but  local  boards  should  be 
vigilant  at  all  times  to  see  that  registrants  have  a  right 
to  test  their  opinions  upon  appeal.  It  seems  to  the 
court  that  the  action  of  the  local  board  in  this  case 
was  arbitrary,   as  it  took  away  from  registrant  the 
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right  to  present  to  the  appeal  board  his  claim  that  he 
was  a  minister, 

"This  court  is  of  the  opinion  that  Congress  in- 
tended registrants  should  have  a  right  to  appeal  classi- 
fication to  appeal  boards,  and  that  right  of  appeal 
should  not  be  taken  from  them  arbitrarily  by  local 
boards  which  refuse  to  reopen  classification.  Because 
of  the  arbitrary  action  of  the  local  board  in  the  case  at 
bar,  which  deprived  defendant  of  his  right  of  appeal,  it 
is  necessary  that  this  court  find  defendant  not  guilty 
as  charged." 

A  similar  problem  arose  in  LaCasse  v.  United  States, 
No.  23,222,  S.  D.  Calif.,  on  January  13,  1954.  Just  as  Shaw, 
made  a  request  for  an  appearance  before  the  Appeal  Board 
(Ex.  74)  which  was  refused,  perhaps  correctly  (Ex.  79), 
so  LaCasse  made  a  futile  attempt  to  appear  before  the 
local  board.    In  his  decision  Judge  Peirson  Hall  said: 

"He  made  a  request  for  a  personal  appearance, 
which  I  think  was  appropriately  and  properly  under  the 
regulations  denied. 

"The  draft  board,  however,  upon  his  request  for 
a  personal  appearance  did  consider  the  additional  af- 
fidavits and  did  what  they  called  a  review  of  his  file, 
then  and  again  subsequently,  at  which  time  the  draft 
board  had  before  them  the  three  letters,  or  whatever 
it  was  which  had  been  before  the  Department  of 
Justice,  and  which  they  must  have  taken  into  consider- 
ation to  arrive  at  their  recommendation  of  I-A." 

"The  only  means  under  the  law  by  lohich  this 
registrant  could  get  before  the  Appeal  Board  the  same 
thing  that  was  before  the  Department  of  Justice  and 
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the  same  thing  that  was  before  his  local  hoard  after 
these  letters  were  filed  with  the  local  hoard  was  hy  a 
reopening  (emphasis  supplied). 

"He  could  not  under  the  regulations  appeal  from 
merely  a  review,  but  had  the  draft  board  reopened  his 
case  and  again  classified  him  as  I-A  he  then  would 
have  had  the  right  of  appeal  so  that  the  Appeal  Board 
would  have  had  an  opportunity  to  have  before  them  the 
same  thing  which  was  before  the  Department  of  Jus- 
tice when  they  recommended  that  he  be  classified  as  a 
conscientious  objector. 

"I  am  satisfied  that  under  the  Nichols  case  that  it 
was  the  duty  of  the  draft  board  under  that  state  of 
facts  to  have  reopened  the  case  so  as  to  have  permitted 
him— maybe  they  would  have  reached  the  same  con- 
clusion that  the  Department  of  Justice  did,  the  Appeal 
Board  to  the  contrary  notwithstanding— but  had  they 
reached  the  same  conclusion  they  previously  did  it 
would  have  afforded  this  registrant  an  opportunity  to 
get  before  the  Appeal  Board  the  things  which  were 
not  before  them  on  the  previous  hearing. 

"For  that  reason  I  think  that  the  action  of  the  local 
board  was  arbitrary  and  that  there  has  been  no  com- 
mission of  an  offense  and  the  defendant  is  acquitted. 
His  bond  is  exonerated,  and  the  defendant  is  dis- 
charged." 

In  reaching  a  similar  conclusion  on  this  "reopening" 
question  the  Fifth  Circuit,  in  Olvera  v.  United  States,  223 
F.  2d  880,  remarked: 

"Under  this  principle,  it  is  of  the  essence  of  the 
validity  of  board  orders  and  of  the  crime  of  disobeying 
them  that  all  procedural  requirements  be  strictly  and 
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faithfully  followed,  and  that  a  showing  of  failure  to 
follow  them  with  such  strictness  and  fidelity  will  in- 
validate the  order  of  the  board  and  a  conviction  based 
thereon."  (882j. 

The  Fifth  Circuit  used  the  reasoning  of  Judge  Westover: 

"In  the  Witmer  case,  the  action  of  the  local  board 
was  reviewed  by  the  appeal  board  to  which  the  file 
was  sent.  Here  the  failure  to  rule  formally  on  the  re- 
quest to  reopen  and  reclassify  denied  Olvera  of  his 
right  to  an  appeal  from  this  adverse  action.  In  fact 
Olvera  was  not  even  notified  of  his  retention  in  Class 
I-A  except  that  the  local  board  'processed  him  for  in- 
duction.'" (883). 

Still  other  courts  have  held  that  such  evidence  entitles 
a  registrant  to  an  administrative  appellate  opportunity. 
Chief  Judge  Roche,  in  United  States  v.  Nimori,  N.  D.  Calif., 
September  25,  1953,  No.  33680,  held: 

"Thereupon,  after  due  consideration  the  Court 
finds  that  the  defendant  was  classified  I-A  in  Decem- 
ber of  1948;  that  thereafter  defendant  presented  facts 
and  information  not  considered  when  defendant  was 
originally  classified  and  which,  if  true,  would  justify 
a  change  in  defendant's  classification;  that  the  local 
board's  refusal  to  reopen  said  classification  and  grant 
defendant  the  right  to  a  personal  appearance  or  appeal 
was  an  abuse  of  discretion  and  was  in  violation  of  Sec- 
tion 1625.2  and  Section  1625.4  of  the  Selective  Service 
Act  and  Regulations,  and  the  procedural  rights  of  de- 
fendant guaranteed  under  the  Selection  Service  Act 
and  Regulations  have  been  denied  him,  and  therefore 
the  defendant  is  not  guilty  as  charged." 


£l. 
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Also  see  Ransom  v.  United  States,  (7  Cir.)  223  F.  2d 
15,  17;  United  States  v.  Vincelli,  (2  Cir.)  216  F.  2d  681,  682. 

In  the  most  recent  Circuit  decision  on  "reopening", 
Stepler  v.  United  States,  (3  Cir.)  No.  12498,  July  23,  1958, 
the  opinion  notes  that  when  the  local  board  refused  to  re- 
open "defendant  was  advised  by  the  local  board  that  the 
evidence  did  not  warrant  reopening  his  classification."  In 
the  case  at  bar  the  local  board  not  only  arbitrarily  refused 
to  reopen  (as  we  will  next  argue)  but  even  failed  to  com- 
ply with  the  regulation  requiring  notification. 

It  must  always  be  kept  in  mind  that  one  can  even 
agree  with  the  implication  of  the  local  board's  inaction, 
namely,  that  the  new  evidence  would  not  "justify"  a  re- 
classification into  the  Class  sought  by  the  registrant,  and 
still  condemn  the  local  board's  inaction  that  not  only  de- 
prived the  appellant  of  the  opportunity  to  have  the  ad- 
ministrative appeal  board  pass  on  his  new  evidence  but 
even  of  a  notification  of  the  board's  refusal  to  act. 

The  Third  Circuit  summed  up  this  subject  in  Stepler, 
supra. 

"Furthermore  we  are  here  not  concerned  with 
whether  the  defendant  made  out  a  case  which  meets 
the  statutory  criteria.  We  are  concerned  only  with 
the  question  whether  the  local  board  complied  with 
the  law  and  the  regulations  and  we  conclude  that  it 
did  not  comply  with  the  regulations  but  denied  the 
defendant  a  procedural  right  which  vitiated  the  entire 
proceeding." 
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B.     The  local  board  was  required  to  reopen. 

We  have  already  argued  that  appellant  was  deprived 
of  a  "strict  and  faithful"  following  of  the  procedural  reg- 
ulations. 

We  now  argue  that  the  new  evidence  was  sufficient 
in  amount  and  quality  to  require  reopening. 

The  Dickinson  decision  is  of  importance  in  this  con- 
nection. In  Dickinson  v.  United  States,  74  S.  Ct.  152,  it  is 
made  clear  that  the  local  board  must  proceed  on  evidence, 
not  on  suspicion  or  speculation.  Appellant  presented  evi- 
dence never  known  to,  or  before  the  local  board  at  any 
time. 

Upon  receipt  of  the  aforesaid  evidence  the  problems 
before  the  local  board  were  as  follows: 

1.  Is  it  true? 

2.  If  true,  does  it  require  reclassification  action? 

It  is  reasonable  to  conclude  that  the  appellant  actually 
had  become  one  of  the  servants  who  conduct  the  services 
(Ex.  113  shows  he  was  one  of  the  servants  who  conducted 
the  services  at  three  separate  places).  His  education  and 
the  fact  no  evidence  appears  either  to  contradict  or  to  even 
question  his  claim  supports  this  view. 

Conceding  its  truth,  as  we  believe  appellee  will,  did 
it  require  reclassification  action?  Yes,  by  all  fair  stand- 
ards. The  act  and  the  regulations  require  only  that  the 
minister  be  "a  regular  minister  of  religion"  (Section  1622.43 
(a)  (1))  or  "a  duly  ordained  minister  of  religion"  (Section 
1622.43(a)   (2)).    The  difficulty  of  the  draft  boards  arises 
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in  the  interpretation,  and  the  regulation,  in  its  effort  to 
clarify  the  problem  goes  on  to  say: 

"The  term  'regular  or  duly  ordained  minister  of 
religion'  does  not  include  a  person  who  irregularly  or 
incidentally  preaches  and  teaches  the  principles  of 
religion  of  a  church,  religious  sect,  or  organization  and 
does  not  include  any  person  who  may  have  been  duly 
ordained  a  minister  in  accordance  with  the  ceremonial, 
rite,  or  discipline  of  a  church,  religious  sect  or  organi- 
zation, but  who  does  not  regularly,  as  a  vocation,  teach 
and  preach  the  principles  of  religion  and  administer 
the  ordinances  of  public  worship  as  embodied  in  the 
creed  or  principles  of  his  church,  sect,  or  organiza- 
tion."  (Subsection   (3)  of   (b)). 

It  is  evident  that  this  definition,  with  respect  to  voca- 
tion, still  is  a  matter  on  which  minds  can  well  disagree. 
The  usual  question  is  how  many  hours  of  secular  work 
disqualify  a  registrant  from  being  considered  a  minister 
by  vocation?    The  Courts  do  not  agree,*  and  absent  legis- 


*Some  use  the  hours  per  week  standard.  For  example,  in 
United  States  v.  Stankewicz,  20  hours  per  week  of  secular  work 
was  not  disqualifying;  124  F.  Supp.  27,  28. 

In  the  more  recent  case  of  United  States  v.  Cheeks,  159  F.  Supp. 
328,  the  decision  notes,  concerning  the  local  board,  "When  they 
found  he  was  continuing  his  40  hours  a  week  secular  employment 
they  *  *  *  denied  him  a  ministerial  classification"  (329).  Although 
the  acquittal  was  based  on  the  fact  a  board  member  didn't  think 
any  of  Jehovah's  witnesses  is  entitled  to  a  minister's  classification, 
it  is  clear  the  trial  judge  didn't  believe  a  regular  secular  job  was 
disqualifying. 

Some  go  by  "regularity"  as  in  United  States  v.  Thomas,  D.  N.  J. 
Apr.,  1955,  No.  229-54,  where  Judge  Forman  noted:  "Beyond  his 
taking  on  the  secular  work  necessary  to  furnish  a  basis  for  liveli- 
hood for  his  wife  and  himself,  where  is  there  any  evidence  that  the 
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lation  (assuming  its  validity)  it  is  unlikely  there  ever  can 
be  agreement  on  this  subject.    Thus,  it  must  be  concluded 
that  any  reasonable  showing  of  new  status  in  the  ministry, 
whether  it  be  a  substantially  larger  proportion  of  religious 
to  secular  hours  or,  as  here,  of  substantially  higher  position 
in  the  hierarchy,  should  entitle  the  registrant  to  be  con- 
sidered a  candidate  for  reclassification.     Many  a  federal 
judge  has  said  "If  I  were  classifying  him  on  this  record 
I  might  have  classified  him  differently,  but  the  law  doesn't 
give  me  *  *  *  etc."    By  the  same  token,  when  a  reasonable 
quantity  and  quality  of  new  evidence  is  presented  it  is 
only  fair  that  the  board  say:     "Well,  we  don't  think  he 
should  be  classified  as  a  minister  but  the  Appeal  Board 
may  think  otherwise,  so  we'll  give  him  his  chance  for  an 
appellate  determination".     This  is  analogous  to  a  district 
judge  admitting  an  appellant  to  bail  pending  appeal.  When 
a  local  board  deprives  a  registrant  of  the  opportunity  to 
have  his  new  evidence  weighed  by  an  administrative  ap- 
peal board  it  is  an  arrogation  of  infallibility  to  itself.    This 
Court  should  condemn  such  immodesty. 

regularity    of   his    ministerial    duties    changed    or    was    affected 
thereby". 

This  Court  seems  inclined  to  use  the  rule  of  necessity  In 
Brown  v.  United  States,  216  F.  2d  258,  the  opinion  notes  that  Brown, 
Vv-hen  informing  the  local  board  he  had  become  one  of  the  servants 
added  that  he  was  working  for  short  periods  of  time  in  order  to 
provide  himself  with  subsistence  and  to  defray  his  expenses  (259). 
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CONCLUSION. 

Appellant  at  least  should  have  had  the  opportunity 
for  an  administrative  appeal  so  that  his  new  status  could 
have  been  reviewed. 

The  judgment  of  conviction  should  be  reversed  so 
that  he  can  be  reprocessed  by  the  Selective  Service  System 
on  his  new  status. 

Respectfully  submitted, 

J.  B.  TiETZ, 

Attorney  for  Appellant. 
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Roy  Vernon  Shaw, 
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United  States  of  America, 

Appellee. 


APPELLEE'S  BRIEF. 


I. 
JURISDICTION. 

Appellant  was  indicted  by  the  Federal  Grand  Jury  in 
and  for  the  Southern  District  of  California  on  February 
5,  1958,  under  Section  462  of  Title  50,  United  States 
Code,  Appendix,  for  knowingly  failing  and  neglecting  to 
report  for  civilian  work  in  lieu  of  induction  as  ordered 
to  do  by  Local  Board  79.     [Tr.  3-4.] 

After  the  appellant  was  arraigned  and  pleaded  not 
guilty,  the  appellant  was  tried  in  the  United  States  Dis- 
trict Court  for  the  Southern  District  of  California,  North- 
ern Division,  before  the  Honorable  Gilbert  H.  Jertberg 
without  a  jury  on  April  25,  1958,  and  at  the  close  of 
evidence  and  argument  Judge  Jertberg  took  the  matter 
under  submission.  On  May  28,  1958,  Judge  Jertberg 
adjudged  the  defendant  guilty  as  charged  and  sentenced 
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him  to  the  custody  of  the  Attorney  General  or  his  au- 
thorized representative  for  imprisonment  for  a  period  of 
ninety  days.     [Tr.  8-9.] 

The  District  Court  had  jurisdiction  of  the  cause  of 
action  under  50  U.  S.  C,  Appendix  462,  and  18  U.  S.  C. 
3231. 

II. 
STATUTE  INVOLVED. 

The  Indictment  in  this  case  was  brought  under  Sec- 
tion 462  of  Title  50,  Appendix,  United  States  Code,  which 
provides  in  pertinent  part: 

"(a)  Any  .  .  .  person  charged  as  herein  provided 
with  the  duty  of  carrying  out  any  of  the  provisions 
of  this  title  [sections  451-470  of  this  Appendix], 
or  the  rules  or  regulations  made  or  directions  given 
thereunder,  who  shall  knowingly  fail  or  neglect  to 
perform  such  duty  .  .  .  shall,  upon  conviction  in 
any  district  court  of  the  United  States  of  competent 
jurisdiction,  be  punished  by  imprisonment  for  not 
more  than  five  years  or  a  fine  of  not  more  than 
$10,000,  or  by  both  such  fine  and  imprisonment  .  .  ." 

III. 
STATEMENT  OF  THE  CASE. 

The  Indictment  returned  on  February  5,  1958,  charges 
that  the  appellant  was  duly  registered  with  Local  Board 
No.  79  in  Bakersfield,  Cahfornia;  he  was  classified  I-O; 
he  was  ordered  to  report  for  civilian  work  contributing 
to  the  maintenance  of  the  National  Health,  Safety,  and 
Interest  at  the  Los  Angeles  County  Department  of  Chari- 
ties on  September  24,  1957;  and  at  that  time  he  knowingly 
failed  and  neglected  to  report  for  civilian  work  in  lieu 
of  induction  into  the  Armed  Forces  of  the  United  States 
as  so  notified  and  ordered  to  do.     [Tr.  3-4.] 
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After  arraignment  and  a  plea  of  not  guilty,  the  appel- 
lant was  tried  before  the  Honorable  Gilbert  H.  Jertberg 
without  a  jury  on  April  25,  1958.  On  May  7,  1958,  the 
Court  filed  an  order  for  judgment  in  which  the  Court 
found  the  appellant  guilty  as  charged  in  the  Indictment. 
On  May  28,  1958,  Judge  Jertberg  sentenced  the  defend- 
ant to  imprisonment  for  a  period  of  ninety  days.  [Tr. 
8-9.]  On  May  28,  1958,  the  defendant  filed  a  notice  of 
appeal.     [Tr.  9-10.] 

Appellant  assigned  as  error  the  Judgment  of  convic- 
tion on  the  following  grounds: 

(1)  The  District  Court  erred  in  failing  to  grant  the 
Motion  for  Judgment  of  Acquittal; 

(2)  The  District  Court  erred  in  convicting  the  appel- 
lant and  entering  a  judgment  of  guilty  against  him.  (App. 
Br.  p.  5.) 

IV. 
STATEMENT  OF  THE  FACTS. 

The  following  facts  are  obtained  from  Government's 
Exhibit  1  in  evidence  [the  appellant's  Selective  Service 
File]  :' 

September  18,  1951:  Appellant  registered  at  Local 
Board  79  in  Bakersfield,  CaHfornia.     [Ex.  1-2.] 

December  18,  1951:  Defendant  returned  his  Classifi- 
cation Questionnaire  (SSS  Form  100)  to  Local  Board 
79,  in  which  he  signed  Series  XIV  indicating  he  claimed 
conscientious  objection  to  participation  in  war.  [Ex. 
5-11.] 


^Hereinafter  this  Exliibit  will  be  referred  to  as  "Ex."  followed 
by  the  appropriate  page  in  said  Exhibit. 


March  17,  1952:  Appellant  returned  his  Special  Form 
for  Conscientious  Objector  (SSS  Form  150)  to  Local 
Board  79  in  which  he  claimed  conscientious  objection  to 
both  combatant  and  noncombatant  training  and  service. 
Appellant  in  this  form  claimed  belief  in  a  supreme  being, 
and  stated  he  was  not  a  member  of  a  religious  sect  or 
organization.     [Ex.  14-17.] 

April  21,  1952:  Local  Board  79  classified  appellant 
I-AO  by  a  vote  of  3  to  0.     [Ex.  12.] 

April  22,  1952:  Local  Board  79  mailed  appellant  a 
Notification  of  Classification  (SSS  Form  110)  advising 
him  of  his  I-AO  classification.     [Ex.  12.] 

February  3,  1953 :    Local  Board  79  mailed  appellant  an 
Order  to  Report  for  Armed  Forces  Physical  Examina- 
tion (SSS  Form  223)  on  February  11,  1953.     [Ex.  18.] 
February  18,  1953:    Local  Board  79  mailed  appellant 
a  Certificate   of   Acceptability    (Form   DD-62)    advising 
him  that  as  a  result  of  his  physical  examination  he  was 
found  not   acceptable   for   induction   and   it   was   recom- 
mended that  he  be  re-examined  in  six  months.     [Ex.  12.] 
March  9,    1953:    Local   Board  79  classified   appellant 
IV-F  by  a  vote  of  3  to  0,  and  mailed  him  a  Notification 
(SSS  Form  110)  of  such  classification.     [Ex.  12.] 

July  20,  1953:  Local  Board  79  received  a  College  Stu- 
dent Certificate  (SSS  Form  109)  from  CaHfornia  State 
Polytechnic  College  indicating  that  appellant  completed 
his  first  year  in  the  school  of  agriculture.  [Ex.  19-20.] 
August  31,  1953:  Local  Board  79  mailed  appellant  an 
Order  to  Report  for  Armed  Forces  Physical  Examination 
(SSS  Form  223)  on  September  9,  1952.     [Ex.  21.] 

September  15,  1953:    Local  Board  79  mailed  appellant 
a   Certificate   of   Acceptability    (Form   DD-62)    advising 
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him  that  as  a  result  of  physical  examination  he  was  found 
fully  acceptable  for  induction.     [Ex.  23.] 

September  25,  1953:  Appellant  returned  to  Local  Board 
79  the  College  Questionnaire  (Form  C-296)  in  which  he 
indicated  he  had  completed  his  first  year  of  college.  [Ex. 
58-59.] 

October  5,  1953:  Local  Board  79  classified  appellant 
II-S  by  a  vote  of  3  to  0.     [Ex.  12.] 

October  6,  1953:  Local  Board  79  mailed  appellant  a 
Notification  of  Classification  (SSS  Form  110)  advising 
him  of  his  II-S  classification;  and  mailed  him  a  form 
(Form  C-242)  to  be  completed  by  his  college  in  regard 
to  his  enrollment  and  satisfactory  pursuance  of  a  full- 
time  course  of  study.     [Ex.  60.] 

November  2,  1953 :  Local  Board  79  classified  appellant 
I-A  by  a  vote  of  3  to  0  (the  Form  C-242  had  not  been 
returned)  and  notified  him  of  this  classification  (SSS 
Form  110).     [Ex.  5.] 

November  12,  1953 :  Local  Board  79  received  the  Form 
C-242  signed  by  the  Recorder  of  appellant's  college.  [Ex. 
60.] 

November  16,  1953:  Local  Board  79  classified  appel- 
lant II-S  by  a  vote  of  3  to  0.     [Ex.  5.] 

November  17,  1953:  Local  Board  79  notified  (SSS 
Form  110)  appellant  of  his  II-S  classification.     [Ex.  12.] 

July  9,  1954:  Local  Board  79  received  a  College  Stu- 
dent's Certificate  (SSS  Form  109)  from  appellant  indi- 
cating he  had  completed  his  second  year  in  agricultural 
college.     [Ex.  61-62.] 

July  22,  1954:  Local  Board  79  mailed  appellant  a 
College  Questionnaire  (Form  C-296).     [Ex.  63.] 


August  3,  1954:  Local  Board  79  received  the  com- 
pleted College  Questionnaire  (Form  C-296)  from  appel- 
lant as  well  as  a  change  of  address.     [Ex.  63-66.] 

August  23,  1954:  Local  Board  79  classified  appellant 
II-S  by  a  vote  of  2  to  0.     [Ex.  12.] 

August  24,  1954:  Local  Board  79  notified  (SSS  Form 
110)  appellant  of  his  II-S  classification.     [Ex.  12.] 

September  20,  1954:  Local  Board  79  mailed  appellant 
a  form  (Form  C-242)  to  be  filled  out  by  his  college. 
[Ex.   67.] 

October  11,  1954:  Local  Board  79  received  the  Form 
C-242  from  appellant's  college.     [Ex.  67.] 

July  14,  1955:  Local  Board  79  mailed  appellant  a 
College  Questionnaire   (Form  C-296).     [Ex.  68-69.] 

July  19,  1955:  Local  Board  79  received  the  College 
Questionnaire  (Form  C-296)  from  appellant.  [Ex.  68- 
69.] 

August  5,  1955 :  Local  Board  79  sent  the  College  Ques- 
tionnaire (Form  C-296)  back  to  appellant  to  be  com- 
pleted.    [Ex.  68-69.] 

August  11,  1955:  Local  Board  79  received  the  com- 
pleted College  Questionnaire  (Form  C-296)  from  appel- 
lant.    [Ex.  68-70.] 

August  15,  1955:  Local  Board  79  received  a  College 
Student  Certificate  (SSS  Form  109)  from  appellant  in- 
dicating he  had  completed  his  third  year  of  college.  [Ex. 
71-72.] 

August  22,  1955:  Local  Board  79  classified  appellant 
II-S  by  a  vote  of  3  to  0.     [Ex.  12.] 

August  23,  1955:  Local  Board  79  notified  (SSS  Form 
110)  appellant  of  his  II-S  classification.     [Ex.  12.] 


October  14,  1955 :  Local  Board  79  received  notification 
from  appellant's  college  that  appellant  was  enrolled  and 
satisfactorily  pursuing  a  full-time  course  (Form  C-242). 
[Ex.  73.] 

July  24,  1956:  Local  Board  79  mailed  appellant  a  Col- 
lege Questionnaire  (Form  C-296).     [Ex.  12.] 

August  20,  1956:  Local  Board  79  reclassified  appellant 
I-A  by  a  vote  of  2  to  0.     [Ex.  12.] 

August  21,  1956:  Local  Board  79  notified  (SSS  Form 
110)  appellant  of  his  I-A  classification.     [Ex.  12.] 

August  31,  1956:  Local  Board  79  received  a  letter 
from  appellant  in  which  he  stated  that  he  was  dissatisfied 
with  his  I-A  classification  and  would  like  a  personal  ap- 
pearance before  the  appeal  board.  Local  Board  79  received 
a  second  letter  from  appellant  requesting  an  appeal  of  his 
classification.     [Ex.  74-77.] 

September  10,  1956:  Local  Board  79  advised  appellant 
that  he  would  be  notified  when  to  personally  appear  be- 
fore the  board.     [Ex.  78.] 

September  20,  1956:  Local  Board  79  notified  appellant 
to  personally  appear  before  the  board  on  October  1,  1956 
(Form  C-310),  and  in  a  P.S.  advised  appellant:  ''al- 
though you  asked  for  a  personal  appearance  before  the 
Appeal  Board,  we  feel  you  meant  Local  Board,  as  the 
Appeal  Board  grants  no  personal  appearances."    [Ex.  79.] 

October  1,  1956:  Appellant  personally  appeared  before 
Local  Board  79  and  advised:  That  he  became  a  member 
of  Jehovah's  Witnesses  on  March  1,  1953,  that  he  is  an 
ordained  minister  who  devotes  approximately  eight  hours 
a  week  to  his  ministerial  duties  and  fifty  hours  a  week 
to  his  secular  job,  and  that  he  got  married  in  June  of 
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1956.  At  the  conclusion  of  the  personal  interview  the 
board  classified  defendant  I-O  by  a  vote  of  3  to  0.  [Ex. 
12-13,  80-86.] 

October  2,  1956:  Local  Board  79  notified  (SSS  Form 
110)  appellant  of  his  1-0  classification.     [Ex.  13.] 

October  29,  1956:  Local  Board  79  mailed  appellant  a 
Dependency  Questionnaire  (SSS  Form  118).  [Ex.  13, 
87-91.] 

November  8,  1956:  Appellant  returned  his  Dependency 
Questionnaire  (SSS  Form  118)  to  Local  Board  79.  [Ex. 
87-92.] 

December  20,  1956:  Local  Board  79  mailed  appellant 
a  Special  Report  of  Class  LO  Registrants  (SSS  Form 
152)  explaining  what  is  required  of  LO  registrant.  [Ex. 
93-96.] 

December  31,  1956:  Appellant  returned  the  Special 
Report  of  Class  LO  Registrant  (SSS  Form  152)  with- 
out completing  it,  but  with  the  statement:  "I  cannot, 
according  to  my  belief,  accept  any  work  offered  me  by 
the  Local  Board,  unless  it  be  with  the  Watchtower  Bible 
and  Tract  Society  of  117  Adams  Street,  Brooklyn  1,  New 
York."     [Ex.  94.] 

January  24,  1957:  Local  Board  79  wrote  to  the  State 
Director  of  Selective  Service  asking  what  type  of  work 
was  available  for  LO  registrants.     [Ex.  97.] 

January  30,  1957:  Local  Board  79  received  a  letter 
from  the  State  Director  advising  the  board  of  the  type 
of  work  available  for  LO  registrants.     [Ex.  98.] 

February  26,  1957:  Local  Board  79  wrote  to  appellant 
offering  him  three  types  of  approved  civilian  work  in  lieu 
of  induction  into  the  Armed  Forces.     [Ex.  99.] 
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March  11,  1957:  Appellant  returned  the  offer  of  work 
to  Local  Board  79  in  which  he  declined  to  accept  any  of 
the  work  offered.  Appellant  also  wrote  a  letter  to  the 
board  advising  them  that  he  would  not  accept  any  work 
that  did  not  fit  in  with  his  religious  convictions.  [Ex. 
99-100.] 

April  25,  1957:  Local  Board  79  sent  appellant's  Se- 
lective Service  File  to  the  State  Director  for  review.  [Ex. 
102.] 

April  29,  1957:  The  State  Director  advised  Local  Board 
79  to  set  up  a  meeting  with  the  appellant  and  a  repre- 
sentative from  the  State  Director's  office.     [Ex.  103.] 

May  7,  1957:  Local  Board  79  directed  appellant  to  ap- 
pear for  an  interviev/  on  May  23,  1957.     [Ex.  104.] 

May  23,  1957 :  Appellant  met  with  Local  Board  79  and 
the  State  Director's  representative,  at  which  time  he  filed 
three  affidavits.  After  the  interview  appellant  signed  a 
statement  that  he  could  not  and  would  not  accept  any 
position  offered  by  the  Local  Board  in  lieu  of  induction. 
[Ex.  105-114.] 

July  11,  1957:  Local  Board  79,  via  the  State  Director, 
sent  appellant's  Selective  Service  File  to  National  Head- 
quarters requesting  authority  to  order  appellant  to  per- 
form work  at  Los  Angeles  County  Department  of  Chari- 
ties in  lieu  of  induction  into  the  Armed  Forces.  [Ex. 
115-117.] 

July  29,  1957:  Local  Board  79  received  authority  from 
National  Headquarters  to  order  defendant  to  work  at 
Los  Angeles  County  Department  of  Charities  in  lieu  of 
induction.     [Ex.  118.] 

September  13,  1957:  Local  Board  79  mailed  defendant 
an  Order  to  Report  for  Civilian  Work  (SSS  Form  153) 
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in which  appellant  was  ordered  to  report  to  the  Local 
Board  on  September  24,  1957,  where  he  was  to  receive 
instructions  to  proceed  to  the  place  of  employment:  Los 
Angeles  County  Department  of  Charities.  [Exs.  121- 
122.] 

September  24,  1957:  Appellant  did  not  report  to  the 
Local  Board  or  proceed  to  the  Los  Angeles  County  De- 
partment of  Charities  as  ordered.      [Ex.   123-129.] 

October  18,  1957:  Local  Board  79  sent  appellant's  Se- 
lective Service  File  to  the  State  Director  for  review 
(Form  C-302).     [Ex.  130.] 

October  21,  1957:  State  Director  sent  appellant's  Se- 
lective Service  File  to  National  Headquarters  for  review. 
[Ex.  131.] 

November  6,  1957:  State  Director  reported  appellant 
to  the  United  States  Attorney  of  the  Southern  District 
of  California  for  failure  to  report  for  civilian  work  as 
ordered. 

By  way  of  synopsis  the  Selective  Service  File  indicates 
that  appellant  registered  in  September  of  1951,  claimed  he 
was  a  conscientious  objector,  was  deferred  for  four  years 
while  he  completed  college,  was  classified  as  a  conscien- 
tious objector,  and  when  ordered  to  perform  civilian  work 
in  lieu  of  induction  he  refused. 
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V. 

ARGUMENT. 
Preliminary  Statement. 

Appellant's  case  herein  rests  upon  just  one  fundamental 
point,  namely:  the  appellant  submitted  new  evidence  to 
Local  Board  79  after  his  last  classification,  and  Local 
Board  79  should  have  either  reopened  and  reclassified 
appellant  or  should  have  notified  appellant  that  it  was 
not  going  to  reopen  his  classification.  Hence,  it  is  ap- 
parent that  appellant  is  attempting  to  place  appellee  upon 
the  horns  of  a  dilemma,  but  appellee  will  show  that  there 
is  in  fact,  no  dilemma  present  because  appellant's  initial 
premise  is  a  mere  assertion  and  not  a  fact. 

POINT  ONE. 

The  Effect  of  the  Controlling  Selective  Service 
Regulations. 

The  following  Regulations  govern  the  reopening  and 
reclassifying  of   a  registrant: 

1625.2.  When  registrant's  classification  may  he 
reopened  and  considered  anew.  The  local  board  may 
reopen  and  consider  anew  the  classification  of  a  regis- 
trant (1)  upon  the  written  request  of  the  registrant, 
the  government  appeal  agent,  any  person  who  claims 
to  be  a  dependent  of  the  registrant,  or  any  person 
who  has  on  file  a  written  request  for  the  current 
deferment  of  the  registrant  in  a  case  involving  occu- 
pational deferment,  if  such  request  is  accompanied 
by  written  information  presenting  facts  not  consid- 
ered when  the  registrant  was  classified,  which,  if  true, 
would  justify  a  change  in  the  registrant's  classifica- 
I  tion;  or  (2)   upon  its  own  motion  if  such  action  is 

I  based  upon  facts  not  considered  when  the  registrant 

■  was  classified  which,  if  true,  would  justify  a  change 
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in  the  registrant's  classification;  provided,  in  either 
event,  the  classification  of  a  registrant  shall  not  be 
reopened  after  the  local  board  has  mailed  to  such 
registrant  an  Order  to  Report  for  Induction  (SSS 
Form  No.  252)  unless  the  local  Board  first  specific- 
ally finds  there  has  been  a  change  in  the  registrant's 
status  resulting  from  circumstances  over  which  the 
registrant  had  no  control.    (32  C.F.R.  1625.2.) 

1625.3.  When  registrant's  classification  shall  be 
reopened  and  considered  anew.  The  local  board  will 
reopen  and  consider  anew  the  classification  of  a 
registrant  upon  the  written  request  of  the  State 
Director  of  Selective  Service  or  the  Director  of 
Selective  Service  and  upon  the  receipt  of  such  request 
shall  immediately  cancel  any  Order  to  Report  for 
Induction  (SSS  Form  No.  252)  which  may  have 
been  issued  to  the  registrant.    (32  C.F.R.  1625.3.) 

1625.4.  Refusal    to    reopen    and    consider    anew 
registrant's   classification.     When    a    registrant,    any 
person  who  claims  to  be  a  dependent  of  a  registrant, 
any  person  who  has   on   file   a   written   request   for 
the   current   deferment   of   the   registrant   in   a   case 
involving  occupational  deferment,  or  the  government 
appeal    agent    files    with   the    local    board    a    written 
request  to  reopen  and  consider  anew  the  registrant's 
classification  and  the  local  board   is  of   the  opinion 
that  the  information  accompanying  such  request  fails 
to  present  any  facts  in  addition  to  those  considered 
when  the  registrant  was  classified  or,   even  if   new 
facts  are  presented,  the  local  board  is  of  the  opinion 
that  such  facts,  if  true,  would  not  justify  a  change 
in  such  registrant's  classification,  it  shall  not  reopen 
the   registrant's   classification.    In   such   a   case,   the 
local  board,  by  letter,  shall  advise  the  person  filing  the 
request  that  the  information  submitted  does  not  war- 
rant the  reopening  of   the   registrant's   classification 
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and  shall  place  a  copy  of  the  letter  in  the  registrant's 
file.    No  other  record  of  the  receipt  of  such  a  request 
and  the  action  taken  thereon  is  required.    (32  C.F  R 
1625.4.) 

We  can  immediately  dismiss  Regulations  1625.3  pro- 
viding for  mandatory  reopening  inasmuch  as  there  is  no 
written  request  by  the  State  Director  or  the  National 
Director  to  reopen  appellant's  classification. 

In  essence,  as  far  as  this  case  is  concerned  Regulation 
1625.2  provides  that  the  local  board  may  reopen  and 
reclassify  a  registrant  when  the  following  factors  are 
present : 

a.  A  written  request  by  the  appellant  to  reopen  his 
classification; 

b.  Written  information  (accompanying  the  written 
request  to  reopen)  which  must  contain: 

(1)  new  evidence^ 

(2)  which,  if  true,  would  justify  a  change  in  appel- 
lant's classification. 

In  essence,  as  far  as  this  case  is  concerned,  Regulation 
1625.4  provides  that  if  appellant  files  a  written  request 
to  reopen  his  classification  and: 

a.  presents  evidence  which  is  not  new,  or 

b.  presents  evidence  which  is  new,  but  still  does  not 
justify  a  change  in  classification;  then  the  local  board 
shall  advise  the  appellant  in  writing  that  his  classification 
is  not  being  reopened. 

These  two  regulations  comprise  the  horns  of  the 
dilemma  offered  by  appellant. 
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POINT  TWO. 

The  Appellant  Did  Not  Bring  Himself  Within  the 

Regulations  Governing  Reopening. 

Each  of  the  three  Regulations  governing  reopening 
(cited  above)  requires  a  written  request  (emphasis  sup- 
plied). In  the  instant  case  there  is  no  written  request 
from  anyone  to  reopen  appellant's  classification;  and  fur- 
ther, there  is  no  written  communication  that  is  even 
colorably  or  arguably  a  request  to  reopen.  Although  not 
designated  as  a  part  of  the  record  appellee  has  seen  fit 
(with  acknowledgment  and  agreement  from  appellant's 
counsel)  to  attach  as  Appendix  I  to  this  brief  the  District 
Court's  "Order  for  Judgment"  in  which  the  trial  judge 
stated  his  findings  and  conclusions.  In  this  "Order  for 
Judgment"  the  Court  declared:  "The  record  is  clear  that 
the  defendant  made  no  express  request  that  his  classifica- 
tion be  reopened."    (Appendix.) 

It  is  appellee's  position  that  this  court  need  not  rule  on 
appellant's   arguments   because   they   are   moot,   inasmuch 
as  they  presuppose  the  existence  of  a  written  request  to 
reopen  which  is  in  fact  non-existent  and  so  declared  by 
the  trier  of  fact.    Therefore,  before  reaching  appellant's 
arguments   this   court   would   first   have   to   redecide   the 
factual  issue  of  whether  or  not  there  is  a  written  request 
to  reopen  in  appellant's  Selective  Service  File;  and  appellee 
respectfully  submits  that  it  is  a  maxim  of  the  law  that 
appellate  courts  will  not  redetermine  the  facts  passed  upon 
by  the  trier  of  fact.    It  is  also  worthy  of  note  that  in 
the  instant  case  appellant  does  not  and  cannot  claim  that 
he  ever  requested  (in  writing  or  otherwise)  that  his  class- 
ification be  reopened;  and  thus,  we  are  not  even  faced 
with  the  question  of  substantial  evidence. 
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POINT  THREE. 

Appellant   Did   Not  Submit  New  Evidence  Which  if 
True  Would  Justify  a  Change  in  His  Classification. 

This  point  naturally  presupposes  that  the  court  find  the 
requisite  written  request  to  reopen.  For  the  sole  purpose 
of  showing  that  appellant's  argument  still  lacks  merit 
we  shall  assume,  as  did  appellant  in  his  brief,  the  existence 
of  a  written  request  to  reopen  appellant's  classification. 

The  facts  are  undisputed  that  on  August  20,  1956, 
Local  Board  79  classified  appellant  I-A,  and  within  the 
time  allowed  for  appeal  the  appellant  requested  a  personal 
appearance  and  an  appeal  [Ex.  74-77].  Appellant  on 
September  20,  1956  had  a  personal  appearance  before 
Local  Board  79;  and  at  the  conclusion  of  this  appearance, 
Local  Board  79  classified  appellant  LO  [Exs.  12-13]. 
When  appellant  appeared  before  the  Local  Board  he  ad- 
vised them:  he  became  a  Jehovah's  Witness  on  March  1, 
1953  (this  is  the  first  time  the  Board  was  advised  of  this 
fact)  ;  he  became  an  ordained  minister  on  March  1,  1953; 
and  he  spent  8  hours  a  week  in  the  performance  of  his 
ministerial  duties,  and  50  hours  a  week  in  his  secular 
employment  as  a  salesman  for  a  plant  food  concern  [Ex 
80-86]. 

The  appellant  was  duly  notified  of  his  I-O  classification 
and  did  not  appeal  this  classification. 

For  the  next  six  months  Local  Board  79  attempted, 
without  success,  to  place  appellant  in  approved  civilian 
work  in  lieu  of  induction.  It  is  during  this  period  that 
appellant  claims  he  submitted  "new"  evidence  bearing  on 
his  classification.  What  is  this  "new"  evidence?  Appel- 
lant merely  states  that  the  following  documents  in  his 
Selective  Service  File  constitute  new  evidence: 
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a.  His  letter  to  the  Local  Board  on  March  7,  1957 
in  which  he  offers  an  explanation  as  to  why  he  does  not 
wish  to  perform  any  of  the  three  types  of  civilian  work 
he  was  offered  [Ex.  100]. 

b.  The  three  affidavits  from  fellow  Jehovah  Witnesses 
attesting  to  appellant's  good  character  [Ex.  105,  106  and 
109]. 

Without  laboring  the  issue,  it  is  apparent  that  any 
information  contained  in  these  documents  is  not  "new" 
evidence.  Appellee  invites  a  comparison  of  these  documents 
with  pages  80-86  of  the  appellant's  Selective  Service  File 
[Ex.  80-86]. 

On  May  23,  1957,  appellant  was  once  again  interviewed 
at  Local  Board  79,  at  which  time  he  himself  clearly  indi- 
cated: that  there  was  no  change  in  his  status  since  his 
last  personal  interview,  and  that  he  considered  the  three 
affidavits  [Ex.  105,  106  and  109]  as  character  references 
[Ex.  110-114]. 

Again  referring  to  the  trial  court's  finding  (Appendix 
I)  Judge  Jertberg  found: 

"I  find  nothing  in  the  affidavits  or  in  the  transcript 
of  the  hearing  which  contains  information  which  was 
not  already  before  the  Board  and  which  the  Board 
had  not  previously  considered.     .     .     ."    (Appendix.) 

Hence,  it  is  clear  that  appellant  is  asking  this  court 
to  redecide  the  factual  issue  squarely  presented  and  decided 
in  the  trial  court,  namely:  did  appellant  submit  new 
evidence? 

Before  passing  this  point  there  is  one  further  consid- 
eration. Assuming  the  existence  of  the  written  request 
to  reopen,  and  assuming  further  that  appellant  presented 
new  evidence,  this  court  would  then  have  to  redecide  the 
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factual  issue  of  whether  or  not  this  new  evidence,  if  true, 
would  justify  a  change  in  appellant's  classification. 

The  trial  judge  when  considering  this  very  point  speci- 
fically found:  "nothing  which  would  justify  a  change  in 
the  registrant's  classification"    (Appendix). 

This  court  was  faced  with  this  question  of  reopening 
in  the  Stain  case  {Stain  v.  United  States,  235  F.  2d  339 
(9th  Cir.,  1956));  wherein  this  court  held  that  the  local 
board  must  follow  the  regulations  on  reopening. 

Appellee  will  not  discuss  in  detail  the  law  as  to  whether 
or  not  appellant  would  be  entitled  to  a  ministerial  classifica- 
tion (IV-D)  (as  we  would  first  have  to  make  the  series 
of  assumptions  discussed  above),  other  than  to  point  out 
that  under  the  Selective  Service  Regulation  defining  a 
"regular  or  duly  ordained  minister"  (32  C.F.R.  1622.43) 
and  the  numerous  cases  interpreting  and  applying  this 
regulation  it  is  clear  that  appellant  would  not  be  entitled 
to  a  IV-D  classification. 

Dickinson  v.  United  States,  346  U.  S.  389  (1953)  ; 
United  States  v.  Capehart,  237  F.  2d  388  (4th  Cir., 

1956),  cert.  den.  352  U.  S.  971   (1956); 
United  States  v.  Diercks,  223  F.  2d  12  (7th  Cir., 

1955),  cert.  den.  350  U.  S.  841    (1955); 
United  States  v.  Hill,  221   F.  2d  437   (7th  Cir., 

1955),  cert.  den.  349  U.  S.  964  (1955) ; 
Bates  V.  United  States,  216  F.  2d  130  (8th  Cir., 

1954),  cert,  granted,  reversed  on  other  grounds 

348  U.  S.  966  (1955); 

United  States  v.  Coif  or  d,  238  F.  2d  858  (6th  Cir 
1956) ; 

United  States  v.  Manns,  232  F.  2d  709  (7th  Cir 
1955); 

Leitner  v.  United  States,  222  F.  2d  363  (4th  Cir 
1955). 
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POINT  FOUR. 
The  Local  Board  Was  Not  Required  to  Advise  Appel- 
lant It  Would  Not  Reopen  His  Classification. 

The  second  horn  of  the  dilemma  offered  by  appellant 
is  that  Regulation  1625.4  (32  C.F.R.  1625.4)  applies  to 
the  instant  case  and  was  violated  by  the  Local  Board. 
This  contention  must  also  fail  because  there  is  no  written 
request  to  reopen  appellant's  classification.  We  hereby 
incorporate  our  argument  given  in  Point  Two  above  on 
the  necessity  and  absence  of  a  written  request  to  reopen 
in  order  to  come  within  the  purview  of  this  regulation. 

Appellee  also  wishes  to  point  out  that  this  argument 
was  not  raised  in  the  trial  court  [Tr.  5-7;  and  Appendix 
I],  and  should  not  be  considered  for  the  first  time  on 
appeal. 

Appellant  cites  several  authorities  in  support  of  his 
contention  that  failure  to  advise  a  registrant  that  his 
classification  will  not  be  reopened  is  grounds  for  acquittal. 
Naturally,  this  question  is  not  reached  unless  there  is 
first  a  written  request  to  reopen  accompanied  by  some 
evidence. 

The  Nimori  case  (United  States  v.  Nimori,  N.  D. 
CaUf.,  No.  33,680,  September  25,  1953),  the  Nichols  case 
{United  States  v.  Nichols,  No.  22,951,  S.  D.  Calif.,  De- 
cember 14,  1953),  and  the  LaCasse  case  {United  States 
V.  LaCasse,  No.  23,222  S.  D.  Cahf.,  January  13,  1954), 
are  unreported  District  Court  cases  which  are  clearly 
distinguished  from  the  instant  case  on  the  facts,  and  are 
in  no  way  binding  or  controlling  on  the  issues  raised 
in  this  case. 

In  the  Olvera  case  {Olvera  v.  United  States,  223  F.  2d 
880  (8th  Cir.,  1955),  the  court  pointed  out  that  Olvera 
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had  filed  a  written  request  for  reopening,  had  a  hearing, 
and  still  the  local  board  refused  to  reopen  on  the  ground 
that  it  didn't  have  to,  is  clearly  distinguished  from  the 
instant  case. 

In  Ransom  v.  United  States  (223  F.  2d  15  (7th  Cir., 
1955)),  the  court  specifically  found  that  Ransom  had 
written  to  his  local  board  requesting  his  classification  be 
opened  several  different  times,  and  that  Ransom  had  pre- 
sented new  evidence.  Also  it  appears  that  the  Local  Board 
did  in  fact  advise  Ransom  that  they  were  not  going  to 
reopen  his  classification. 

In  United  States  v.  Vincelli,  216  F.  2d  681  (2nd  Cir., 
1954),  the  registrant  presented  a  written  request  to  reopen 
accompanied  by  a  written  statement  and  thus  this  case 
is  distinguished  from  the  instant  case. 

By  way  of  conclusion  the  Supreme  Court  in  the  Witmer 
case  (348  U.  S.  375,  384  (1954)),  when  speaking  of 
reopening  and  reclassifying,  made  a  statement  which  is 
most  apt  to  appellant's  position:  "mere  cavilling." 

VI. 
Conclusion. 

I.  The  appellant  was  not  entitled  to  have  his  classifica- 
tion reopened  because  he  did  not  make  a  written  request 
to  reopen. 

II.  The  appellant  did  not  present  any  new  evidence 
bearing  on  his  classification. 

III.  Even  if  the  evidence  appellant  presented  is  con- 
sidered to  be  new  and  is  considered  to  be  true,  it  would 
not  justify  a  change  in  his  classification. 
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IV.  The  Local  Board  was  not  required  to  advise  ap- 
pellant that  they  were  not  reopening  his  classification  be- 
cause appellant  never  made  a  written  request  to  have  his 
classification  reopened. 

V.  The  conviction  should  be  affirmed. 

Respectfully  submitted, 

Laughlin  E.  Waters, 

United  States  Attorney, 
Robert  John  Jensen, 

Assistant  U.  S.  Attorney, 
Chief,  Criminal  Division, 

Thomas  R.  Sheridan, 

Assistant  U.  S.  Attorney, 
Attorneys  for  Appellee. 
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APPENDIX  I. 

United  States  District  Court,  Southern  District  of  Cali- 
fornia, Northern  Division. 

United  States  of  America,   Plaintiff,  vs.   Roy  Vernon 
Shaw,  Defendant.    No.  3521-ND. 

Order  for  Judgment. 

The  defendant,  Roy  Vernon  Shaw,  by  indictment  filed 
in  this  Court  on  February  5,  1958,  was  charged  with  a 
violation  of  the  Universal  Military  Training  and  Service 
Act,  Title  50  App.  U.S.C.A.  Section  462,  in  that  he  know- 
ingly failed  and  neglected  to  report  for  civilian  work  con- 
tributing to  the  maintenance  of  the  national  health,  safety 
and  interest  at  the  Los  Angeles  County  Department  of 
Charities  on  September  24,  1957,  as  ordered  by  Local 
Board  No.  79  in  Bakersfield,  California,  on  September  13 
1957. 

The  evidence  on  behalf  of  the  United  States  consisted 
of  a  certified  copy  of  the  Selective  Service  record  of  the 
defendant  on  file  in  the  office  of  Local  Board  No.  79  on 
stipulation  of  the  parties  and  marked  Plaintiff's  Exhibit 
No.  1.  The  evidence  on  behalf  of  the  defendant  consisted 
of  the  testimony  of  the  defendant  and  Defendant's  Ex- 
hibit "A." 

Defendant  made  an  offer  of  proof  as  follows :  That  if 
the  defendant  and  certain  other  witnesses  who  were  des- 
ignated as  congregational  servants,  were  permitted  to  tes- 
tify as  to  the  defendant's  ministerial  status,  the  testimony 
would  show  that  every  Jehovah's  Witness  has  two  congre- 
gations, one  a  geographical  congregation  which  is  that 
Witness'  exclusive  congregation,  and  the  other  a  home 
congregation,  in  this  case,  the  Delano  congregation,  eighty 
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in  number,  with  three  or  four  other  servants,  and  that 
the  testimony  of  these  persons  would  be  to  explain  the 
importance  of  the  work  of  these  servants,  give  a  brief 
synopsis  of  their  duties  and  to  point  out  that  in  many  in- 
stances the  congregational  servants  are  required  to  spend 
less  time  than  is  required  of  some  of  the  other  servants, 
and  even  some  of  the  members  who  do  not  have  servant 
status. 

The  offer  of  proof  was  rejected  by  the  Court. 
An  examination  of  Exhibit  No.  1  reveals,  among  other 
things,  the  following: 

August  20,  1956,  Local  Board  79  classified  de- 
fendant 1-A  by  a  vote  of  2  to  0. 

August  21,  1956,  Local  Board  79  notified  defend- 
ant of  his  1-A  classification  (SSS  Form  110). 

August  31,  1956,  Local  Board  79  received  a  letter 
from  defendant  requesting  a  personal  appearance  be- 
fore the  appeal  board,  and  a  letter  requesting  an 
appeal. 

September  10,  1956,  Local  Board  79  advised  de- 
fendant that  he  would  be  notified  when  to  appear 
before  the  Board. 

September  20,  1956,  Local  Board  79  notified  de- 
fendant to  personally  appear  before  the  board  on 
October  1,  1956. 

October  1,  1956,  defendant  personally  appeared  be- 
fore Local  Board  79  and  advised:  That  he  became  a 
member  of  Jehovah's  Witnesses  on  March  1,  1953; 
that  he  is  an  ordained  minister  who  devotes  approxi- 
mately eight  hours  a  week  to  his  ministerial  duties 
and  fifty  hours  a  week  to  his  job;  and  that  he  got 
married  in  June  of  1956.  After  the  interview,  the 
board  classified  him  1-0  by  a  vote  of  3  to  0. 
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October  2,  1956,  Local  Board  79  notified  defendant 
of  his  l-O  classification. 

October  29,  1956,  Local  Board  79  sent  defendant 
a  dependency  questionnaire. 

November  8,  1956,  defendant  returned  the  com- 
pleted questionnaire. 

December  20,  1956,  Local  Board  79  mailed  de- 
fendant a  Special  Report  for  Class  1-0  Registrants 
explaining  what  is  required  of  1-0  registrants. 

December  31,  1956,  defendant  returned  the  uncom- 
pleted Report  with  the  statement :  "I  cannot,  accord- 
ing to  my  belief,  accept  any  work  offered  me  by  the 
local  board,  unless  it  be  with  the  Watchtower  Bible 
and  Tract  Society  *  *  *." 

January  24,  1957,  Local  Board  79  wrote  to  the 
State  Director  asking  what  type  of  work  was  avail- 
able for  1-0  registrants. 

January  30,  1957,  the  State  Director  replied  with  a 
list  of  the  jobs  available  and  the  salary  of  each. 

February  26,  1957  Local  Board  79  forwarded  the 
information  to  the  defendant,  offering  him  three  types 
of  jobs. 

March  11,  1957,  defendant  declined  all  of  the  offers, 
and  stated  he  would  decline  any  work  which  did  not 
fit  in  with  his  religious  duties. 

April  25,  1957,  Local  Board  79  sent  defendant's 
file  to  the  State  Director  for  review. 

April  29,  1957  the  State  Director  asked  Local 
Board  79  to  arrange  a  meeting  of  the  local  board,  a 
representative  of  the  State  Director  and  the  defend- 
ant. 

May  7,  1957,  Local  Board  79  directed  the  defend- 
ant to  appear  for  interview  on  May  23,  1957. 


May  23,  1957,  defendant  met  with  the  represen- 
tative of  the  State  Director,  and  the  local  board,  and 
after  interview,  he  signed  a  statement  that  he  would 
not  accept  any  position  offered  by  the  local  board  in 
lieu  of  induction. 

July  11,  1957,  file  was  sent  by  State  Director  to 
the  National  Headquarters  requesting  authority  to 
order  the  defendant  to  perform  work  at  the  Los  An- 
geles County  Dept.  of  Charities  in  lieu  of  induction. 

September  13,  1957,  Local  Board  79  ordered  the 
defendant  to  report  to  the  local  board  on  September 
24,  1957  for  instructions  to  proceed  to  the  place  of 
employment. 

September  24,  1957,  defendant  failed  to  report. 

Defendant's   Exhibit   "A,"   the   registration   certificate 
was  signed  by  the  registrar  for  Local  Board  No.  11.    The 
Selective  Service  file.  Plaintiff's  Exhibit  No.  1,  shows  the 
selective  service  processing,  subsequent  to  the  registration, 
to  have  been  done  by  Local  Board  No.  79.    The  registra- 
tion card,  SSS  Form  No.  1,  apparently  prepared  at  the 
time  of  registration  and  retained  in  the  files  of  the  local 
board,  shows  the  registrar  to  have  been  "Nadine  Maclin, 
Registrar  for  local  board  11 T  as  is  shown  on  defendant's 
Exhibit    ''A,"    but   the    registration   card    also    carries    a 
stamped  notation   "Local   Board   No.   79,   Kern   County, 
September  18,  1951,  704  E.  21st  Street,  Bakersfield,  CaU- 
fornia"  at  the  place  where  it  is  indicated  by  printed  direc- 
tion "Stamp  of  local  board  of  jurisdiction  as  determined 
by  item  2,  front  of  card."    Item  2  on  the  front  of  the  card 
is  the  address  of  the  registrant.    There  is  no  reference  to 
or  explanation  for  the  designation  "Local  Board  IT  in  the 
file  or  in  Exhibit  1. 
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At  the  conclusion  of  the  plaintiff's  case,  and  again  at 
the  conclusion  of  the  defendant's  case,  the  defendant  moved 
the  Court  for  a  judgment  of  acquittal,  based  upon  the 
following  grounds : 

1.  The  local  board  denied  defendant  due  process  of  law 
in  that  it  never  gave  the  required  consideration  to  his 
claim  and  evidence  for  a  IV-D  classification. 

2.  Defendant  was  denied  due  process  in  that  his  clas- 
sification was  not  reopened  after  he  submitted  the  precise 
new  and  further  evidence  specifically  requested  of  him  by 
the  local  board,  and  further,  he  was  thereby  frustrated 
from  securing  an  appellate  determination  on  such  aug- 
mented record. 

3.  The  denial  of  the  claim  for  exemption  as  a  minister 
of  religion  by  all  of  the  draft  boards,  and  each  of  them,  is 
without  basis  in  fact,  arbitrary,  capricious  and  contrary  to 
law. 

4.  The  denial  of  the  ministerial  classification  is  illegal, 
arbitrary,  and  capricious  because  the  draft  boards  em- 
ployed artificial  standards  in  determining  what  constitutes 
a  minister  of  religion  within  the  meaning  of  the  Act  and 
regulations;  and  they  did  not  follow  the  definition  of  the 
term  used  in  the  Act  and  regulations  in  determining  the 
claim  of  the  defendant  as  a  minister  of  religion. 

5.  The  denial  of  the  ministerial  classification  by  the 
draft  boards  was  arbitrary  and  capricious  in  that  they  held 
that  the  performance  of  secular  work  by  the  defendant, 
alone,  without  determining  whether  it  was  his  avocation 
and  used  his  performance  of  secular  work  to  defeat  ille- 
gally his  ministerial  status  because  the  undisputed  evidence 
showed  that  he  is  not  engaged  in  secular  work  as  a  main 
business  but  only  incidentally  to  his  main  work  of  the  min- 


istry,  and  that,  according  to  the  Act  and  Regulations,  he 
is  regularly  and  customarily  engaged  in  teaching  and 
preaching  the  doctrines  and  principles  of  a  recognized 
church,  and  pursues  such  preaching  work  as  his  vocation, 
and  does  not  preach  incidentally  to  his  performance  of  any 
secular  work;  and  therefore  the  draft  board  order  is  ille- 
gal, contrary  to  law  and  without  basis  in  fact. 

6.  Defendant  was  denied  procedural  due  process  in  that 
the  local  board  failed  to  have  available  an  Advisor  to  reg- 
istrants and  to  have  posted  conspicuously  or  any  place,  the 
names  and  addresses  of  such  adviser,  as  required  by  the 
regulations,  and  to  defendant's  prejudice. 

7.  The  plaintiff  has  wholly  failed  to  show  that  juris- 
diction existed  in  the  local  board  79  empowering  it  to 
issue  to  defendant  a  valid  order  to  do  civilian  work. 

8.  Defendant  requested  a  personal  appearance  before 
the  appeal  board  but  this  was  refused. 

It  is  my  view  that  the  evidence  fails  to  support  defend- 
ant's contentions  under  grounds  6,  7  and  8.  Local  Board 
79  had  jurisdiction  to  issue  the  order  which  defendant 
failed  to  perform.  It  is  to  be  presumed  that  there  was 
posted  the  names  and  addresses  of  advisers  as  required  by 
the  regulations,  and  this  presumption  was  not  overcome. 
Furthermore,  no  prejudice  to  the  defendant  was  shown. 
There  is  nothing  in  the  record  to  show  that  the  local  board 
refused  any  request  for  a  personal  appearance  which  the 
defendant  made. 

The  other  grounds  revolve  around  the  contention  of  the 
defendant  that  his  case  should  have  been  reopened  and  that 
his  claimed  status  as  a  minister  should  have  been  consid- 
ered and  that  he  was  thereby  denied  due  process  of  law 
and  an  administrative  appeal.     The  regulations  governing 
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the  reopening  of  a  classification  are  found  in  Part  1625.2, 
1625.3  and  1625.4  of  Title  32,  Code  of  Federal  Regula- 
tions.   These  regulations  provide: 

1625.2.  When  registrant's  classification  may  be  re- 
opened and  considered  anezu.  The  local  board  may  re- 
open and  consider  anew  the  classification  of  a  reg- 
istrant ( 1 )  upon  the  written  request  of  the  registrant, 
the  government  appeal  agent,  any  person  who  claims 
to  be  a  dependent  of  the  registrant,  or  any  person  who 
has  on  file  a  written  request  for  the  current  defer- 
ment of  the  registrant  in  a  case  involving  occupa- 
tional deferment,  if  such  request  is  accompanied  by 
written  information  presenting  facts  not  considered 
when  the  registrant  was  classified,  which,  if  true, 
would  justify  a  change  in  the  registrant's  classifi- 
cation; or  (2)  upon  its  own  motion  if  such  action  is 
based  upon  facts  not  considered  when  the  registrant 
was  classified  which,  if  true,  would  justify  a  change 
in  the  registrant's  classification;  provided,  in  either 
event,  the  classification  of  a  registrant  shall  not  be 
reopened  after  the  local  board  has  mailed  to  such 
registrant  an  Order  to  Report  for  Induction  (SSS 
Form  No.  252)  unless  the  Local  Board  first  specifi- 
cally finds  there  has  been  a  change  in  the  registrant's 
status  resulting  from  circumstances  over  which  the 
registrant  had  no  control. 

1625.3.  When  registrant's  classification  shall  he  re- 
opened and  considered  anew.  The  local  board  will 
reopen  and  consider  anew  the  classification  of  a  regis- 
trant upon  the  written  request  of  the  State  Director 
of  Selective  Service  or  the  Director  of  Selective  Serv- 
ice and  upon  the  receipt  of  such  request  shall  immedi- 
ately cancel  any  Order  to  Report  for  Induction  (SSS 


Form  No.  252)  which  may  have  been  issued  to  the 
registrant. 

1625.4.     Refusal  to  reopen  and  consider  anew  regis- 
trant's classification.    When  a  registrant,  any  person 
who  claims  to  be  a  dependent  of  a  registrant,  any 
person  who  has  on  file  a  written  request  for  the  cur- 
rent deferment  of  the  registrant  in  a  case  involving 
occupational    deferment,    or    the    government    appeal 
agent  files  with  the  local  board  a  written  request  to 
reopen  and  consider  anew  the  registrant's  classifica- 
tion and  the  local  board  is  of  the  opinion  that  the  in- 
formation accompanying  such  request  fails  to  present 
any  facts  in  addition  to  those  considered  when  the 
registrant  was  classified  or,  even  if  new  facts  are  pre- 
sented, the  local  board  is  of  the  opinion  that  such 
facts,  if  true,  would  not  justify  a  change  in  such  reg- 
istrant's classification,  it  shall  not  reopen  the  regis- 
trant's classification.     In  such  a  case,  the  local  board, 
by  letter,  shall  advise  the  person  filing  the  request  that 
the  information  submitted  does  not  warrant  the  re- 
opening  of   the   registrant's   classification   and   shall 
place  a  copy  of  the  letter  in  the  registrant's  file.    No 
other  record  of  the  receipt  of  such  a  request  and  the 
action  taken  thereon  is  required. 

Defendant's  contentions  regarding  the  reopening  re- 
volve around  the  personal  appearance  before  the  Board  on 
May  23,  1957  which  was  arranged  following  defendant's 
declination  to  perform  any  civilian  work  offered  by  the 
Board.  At  that  hearing  defendant  presented  three  affi- 
davits which  appear  on  page  105  of  Exhibit  "1."  The 
transcript  of  the  hearing  appears  on  page  110  of  the  Ex- 
hibit "1."  The  record  is  clear  that  the  defendant  made  no 
express  request  that  his  classification  be  reopened.     I  find 


nothing  in  the  affidavits  or  in  the  transcript  of  the  hearing 
which  contains  information  which  was  not  already  before 
the  Board  and  which  the  Board  had  not  previously  consid- 
ered, and  nothing  which  would  justify  a  change  in  the  reg- 
istrant's classification. 

The  guilt  of  the  defendant  of  the  offense  set  forth  in  the 
indictment  has  been  proved  beyond  a  reasonable  doubt. 
Accordingly,  I  find  the  defendant  guilty  of  the  offense  set 
forth  in  the  indictment. 

I  order  and  direct  the  defendant  to  appear  before  this 
Court  on  May  26,  1958,  at  the  hour  of  10:00  A.M.  for  the 
pronouncement  of  sentence.  I  further  direct  that  the  Pro- 
bation Officer  make  a  pre-sentence  investigation  and  file 
with  the  Clerk  of  this  Court  a  report  on  or  before  May 
26,  1958  at  10:00  A.M. 

The  Clerk  of  this  Court  is  directed  to  forthwith  mail 
copies  of  this  order  to  the  defendant,  counsel  for  the  plain- 
tiff and  the  defendant  and  to  the  Deputy  Probation  Offi- 
cer at  Fresno,  California. 

Dated:     May  7,  1958. 

Gilbert  H.  Jertberg, 
Judge^  United  States  District  Court. 
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APPELLANT'S  REPLY  BRIEF. 


APPELLEE'S   ARGUMENT   IS 

1.  Shaw's  written  communications  did  not  expressly 
request  a  reopening; 

2.  Shaw's  evidence  was  not  new  evidence; 

3.  Shaw's  argument  that  the  local  board  did  not  in- 
form him  of  its  refusal  to  reopen  was  not  made  to  the  trial 
court  and,  besides,  the  local  board  was  not  required  to  so 
inform  him. 


APPELLANT'S  REPLY  IS 

1. 

An  Express  Request  for  a  Reopening  of  a  Classification 
Is  Not  Necessary. 

In  the  first  place,  selective  service  registrants  are  not 
to  be  treated  as  litigants  in  an  adversary  proceeding. 
Cox  v.  Wedemeyer,  9  Cir.,  192  F.  2d  920,  923. 

Additionally,  they  are  to  be  given  the  benefit  of  any 
doubt  that  exists  concerning  compliance  with  procedural 
requirements,  and  the  courts  have  so  held  even  in  habeas 
corpus  situations: 

Talcott  v.  Reed,  9  Cir.,  217  F.  2d  360,  363; 
Berman  v.  Craig,  3  Cir.,  207  F.  2d  888,  891; 

citing 

Chih  V.  U.  S.,  1st  Cir.,  142  F.  2d  919,  and  others; 
U.  S.  v.  Derstine,  129  F.  Supp.  117,  120; 
U.  S.  V.  Hujjord,  103  F.  Supp.  859,  862. 

Also  see 

Brown  v.  U.  S.,  9  Cir.,  216  F.  2d  258,  at  260. 

Finally,  courts  have  already  expressly  held  that  a  spe- 
cific request,  in  a  variety  of  selective  service  circumstances, 
is  not  necessary.  Townsend  v.  Zirmnerman,  6  Cir.,  237  F. 
2.d  376 

'The  communication  of  the  information  by  Town- 
send  to  the  draft  board  chairman  of  his  change  of  status 
[oral,  see  page  377]  was  tantamount  to  a  request  that 


his  classification  be  reopened.    Under  the  circumstances 
of  this  case  it  was  not  necessary  that  a  more  formal  re- 
quest be  made.    Cf.  Ex  parte  Fahiani,  D.  C.  E.  D.  Pa. 
1952,  105  F.  Supp.  139,  148."   (378). 
17.  S.  V.  Hotve,  144  F.  Supp.  342,  344. 
Ex  parte  Fahiani,  105  F.  Supp.  139,  Judge  McGranery: 
"The  fact  that  petitioner  never  "specifically"  re- 
quested  the   reopening   of   his   case   is   unimportant " 
(148). 

2. 

Shaw's  Evidence  Was  "New  Evidence'  of  New  Status. 

In  the  Opening  Brief  we  argued  that  evidence  of  new 
status  was  presented  by  Shaw's  communications. 

Appellee's  argument,  in  this  as  in  all  its  phases,  leans 
heavily  on  the  trial  court's  findings.  These  findings  can 
rest  only  on  the  record. 

With  respect  to  this  point  as  well  as  all  others  involved, 
appellant  is  asking  this  court  to  find  that  the  record  does 
not  support  the  trial  court's  findings. 

The  record  indisputably  shows  that  Shaw  became  a 
servant  and  soon  afterwards  was  given  even  greater  min- 
isterial responsibilities  (Exs.  100,  105,  105A,  109).  What 
does  appellee  say  about  this  in  Appellee's  Brief?  Appellee 
relies  partly  on  the  conclusion  of  the  trial  judge  (16)  and 
partly  on  its  own  argument. 

And  what  does  appellee  argue?  That  Shaw  considered 
the  affidavits  as  character  references.  Shaw's  selective 
service  status  is  determined  by  his  evidence;  the  effect  of 
his  evidence  is  not  limited  to  his  limited  understanding  of 
selective  service  law.    A  registrant  presents  facts;  the  Selec- 


tive  Service  System  has  the  duty  of  correctly  classifying. 
The  registrant  is  not  required  to  know  the  classification 
significance  of  all  his  evidence. 

There  can  be  no  question  that  registrants'  classifications 
are  to  follow  changes  in  status,  barring  cut-off  date  prob- 
lems. There  being  no  cut-off  problem  here,  the  only  ques- 
tion is:  Was  there  a  seeming  change  of  status?  As  argued 
in  the  Opening  Brief  the  question  Was  there  a  change  of 
status?  is  an  administrative  one  with  appellate  rights.  It  is 
not  one  we  are  concerned  with  here  unless  it  is  considered 
that  the  evidence  is  so  flimsy  that  no  one  could  possibly 
disagree  on  the  point. 

Here,  there  was  such  a  substantial  difference  between 
the  two  statuses  that  Shaw  was  entitled  to  the  opportunity 
to  ask  for  an  administrative  appeal.  Many  arguments  by 
analogy  can  be  made.  One  by  the  Seventh  Circuit  in  Hull 
v.  Statler,  151  F.  2d  633,  suppose  a  lawyer  be  appointed  a 
judge. 

Where  is  the  line  where  one  of  Jehovah's  witnesses 
ceases  being  one  of  the  flock  and  becomes  one  of  the  shep- 
herds? 

The  decision  can  often  be  difficult.  See  U.  S.  v.  Wasser- 
man,  12.8  F.  Supp.  759,  at  763.  Although  the  court's  deci- 
sion in  the  Wasserman  case  was  adverse  to  the  claim,  the 
reasoning  (citing  Estep  v.  United  States,  66  S.  Ct.  423)  was 
sound,  particularly  that  it  is  an  administrative  decision.  Also 
U.  S.  v.  Steinhait,  129  F.  Supp.  594,  597. 

It  is  submitted  that  the  evidence  of  change  of  status  was 
of  sufficient  amount  to  justify  appellate  administrative  op- 
portunity. 


3. 

The  Local  Board  Was  Required  to  Inform  Shaw  of  Its 

Rejection  of  His  New  Evidence;  and  This 

Point  Was  Before  the  Trial  Court. 

The  above  proposition,  in  inverse  order: 

The  trial  court's  Order  for  Judgment  (see  page  8  of 
Appendix  to  Appellee's  Brief)  quotes  32  C.  F.  R.,  Sec.  1625.4, 
in  full.    This  regulation,  in  part,  says: 

"In  such  a  case,  the  local  board,  by  letter,  shall  ad- 
vise the  person  filing  the  request  that  the  information 
submitted  does  not  warrant  the  reopening  of  the  regis- 
trant's classification  and  shall  place  a  copy  of  the  letter 
in  the  registrant's  file." 

Also  see  page  two  of  said  Appendix:  Ground  number 
2  of  the  motion  includes  the  above  proposition. 

Appellee's  argument  that  the  board  is  not  required  to 
obey  the  regulation  is  no  more  than  a  referral  to  one  already 
made: 

"This  contention  must  also  fail  because  there  is  no 
written  request  to  reopen  appellant's  classification.  We 
hereby  incorporate  our  argument  given  in  Point  Two 
above  on  the  necessity  and  absence  of  a  written  request 
to  reopen  in  order  to  come  within  the  purview  of  this 
regulation."   (page  18  of  Appellee's  Brief). 

Finally,  appellee  distinguishes  the  cases  presented  by 
appellant  and  concludes  they  are  not  "binding  or  control- 
ling". All  this  can  be  conceded.  The  point  is  new  to  this 
court  but  similar  problems  have  already  been  decided,  and 


were  presented  to  aid  in  the  decision  of  how  much  due 
process  protection  is  to  be  given  selective  service  registrants. 

Respectfully  submitted, 

J.   B.    TiETZ, 

410  Douglas  Building, 
South  Spring  and  Third  Streets, 
Los  Angeles  12,  California, 
Attorney  for  Appellant. 
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Explanation  of  References  to  Record. 

There  are  two  separate  Transcripts  of  Record,  of  con- 
fusingly similar  appearance.  One  is  numbered  14711 
and  is  designated  as  being  in  three  volumes.  It  relates 
to  an  original  trial  of  the  issue  of  patent  infringement. 
One  of  the  three  volumes  consists  of  exhibits.  It  is  al- 
ready before  this  Court  as  part  of  the  record  on  an  earlier 
appeal.  The  parties  have  stipulated  that  the  exhibits 
may  be  considered  in  their  original  form,  and  the  third 
volume  has  not  been  reproduced. 

The  second  record  is  the  present  one,  numbered  16141. 
It  consists  of  five  volumes  and  relates  to  all  proceedings 
since  the  original  trial,  including  a  contempt  hearing,  a 
trial  of  an  accounting  issue  before  a  Special  Master,  and 
final  proceedings  before  the  Trial  Court. 

^^  References    to    the    original    record    appear    below    as 
"Orig.  R."  and  to  the  subsequent  record  as  "R." 

References  in  this  brief  to  the  exhibits  specify  the  pro- 
ceedings in  which  they  were  received. 
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Jurisdictional  Statement. 

This  is  an  appeal  from  a  final  judgment  of  $2,508^- 
642.73  in  a  patent  infringement  action  arising  under  the 
patent  laws  of  the  United  States  (Title  35,  U.  S.  C.)- 
The  judgment  appealed  from  was  rendered  on  June  30, 
1958,  by  Judge  Wm.  Mathes  of  the  United  States  Dis- 
trict Court,  Southern  District  of  California,  Central  Di- 
vision. 

The  case  was  before  this  Court  previously  (Coleman 
Co.  V.  Holly  Manufacturing  Co.,  233  F.  2d  71)  when  an 
interlocutory  decree  adjudging  infringement  was  affirmed. 
Subsequently  the  damage  issue  was  tried  below,  and  the 
present  appeal  for  the  first  time  seeks  a  review  of  the 
damages   assessed   against    defendant-appellant    Coleman. 

The  judgment  of  June  30,  1958,  also  made  final  an 
interlocutory  decision  that  held  defendant-appellant  in  con- 
tempt of  the  injunction  which  was  entered  by  the  trial 
court  following  the  previous  appeal.  A  review  of  the 
finding  of  contempt  is  also  sought.  No  review  of  the 
original  finding  of  validity  or  infringement  is  sought  or 
expected. 

Statement  of  the  Case. 

A  full  statement  of  all  relevant  facts,  with  complete 
references  to  the  supporting  record,  is  contained  in  the 
following  sections  of  this  brief  in  connection  with  the 
separate  legal  issues  to  which  they  pertain.  In  order  to 
avoid  needless  repetition  and,  at  the  same  time,  to  afford 
this  Court  the  background  necessary  for  consideration  of 
the  legal  propositions  hereinafter  urged,  at  this  place  we 
present  merely  a  brief  summary  of  the  basic  facts. 

The  suit  at  bar  is  one  seeking  damages  for  patent  in- 
fringement, instituted  by  plaintiff-appellant  Holly  Manu- 
facturing Company  ("Holly")  against  defendant-appellant 
The  Coleman  Company,  Inc.  ("Coleman").   Holly's  patent 
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(Hollings worth  Patent  No.  2,602,441)  relates  to  a  kind 
of  room  heating-  device  known  as  a  gas  wall  heater.  This 
type  of  heater  is  installed  in  the  wall  of  a  room  between 
the  studs,  and  contains  a  gas  burner  for  supplying  heat. 
In  the  operation  of  such  a  device,  air  is  drawn  from  the 
room,  heated  by  the  device  and  then  returned  to  the  room 
for  heating  purposes.  The  gas  wall  heater  industry  was 
well  established  long  prior  to  the  patent  in  suit,  such 
heaters  being  manufactured  and  sold  by  many  different 
companies  [Orig.  R.  542]. 

Prior  to  the  Holly  heater,  most  gas  wall  heaters  utilized 
a  single  heating  chamber.     Some,  however,  such  as  the 
"Royal  Jet"  heater  [R.  1596],  had  two  heating  chambers, 
one  above  the  other,  the  lower  chamber  commonly  being 
referred  to  as  the  primary  heater,  and  the  upper  chamber 
being  referred  to  as  the  secondary  heater  or  ''economizer." 
The  primary  heater  surrounds  the  burner  and  receives  its 
heat  therefrom,  while  the  economizer  surrounds  the  flue 
and  is  heated  by  the  hot  gases  as   they  are  discharged 
through  the  flue.     The  Holly  heater  includes  both  a  pri- 
mary heater  and  an  economizer  arranged  in  such  a  way 
that  the  economizer  is   supplied  with  air  from  the  wall 
spaces  around  the  back  and  sides  of  the  primary  heater. 
This  particular  arrangement — with  the  economizer  receiv- 
ing its  air  from  the  lower  wall  spaces   surrounding  the 
primary  heater — had  not  previously  been  employed  in  gas 
wall  heaters  having  economizers   (such  as  the  Royal  Jet 
heater),  nor  had  it  been  used  in  other  heating  devices, 
such  as  fireplaces,  which  involved  two  heating  chambers. 
Holly  originally  attempted  to  obtain  a  patent  covering 
broadly  any  combination  in  a  gas  wall  heater  of  a  primary 
heater  with  an  economizer.     This  broad  claim,  however, 
was  rejected  by  the  Patent  Office  on  the  ground  that  there 
was  no  invention  in  merely  adding  an  economizer  to  a  gas 
wall  heater.     All  claims  of  the  Holly  patent  application 
were  thereupon  restricted  to  the  specific  combination  de- 


veloped  by  the  Holly  engineers,  namely,  a  combination 
wherein  the  economizer  was  designed  to  receive  its  air 
from  the  spaces  within  the  wall  hut  outside  of  and  sur- 
rounding the  lower  heater  (Part  111(4),  below). 

In  the  operation  of  the  Holly  device,  air  is  taken  in 
near  the  floor  level,  rises  through  the  wall  spaces  sur- 
rounding the  lower  heater,  enters  the  secondary  heater  or 
economizer,  and  is  then  returned  to  the  room  (Part  III 
(4)  (5)  (8)).  As  with  any  secondary  heater  or  econo- 
mizer, the  air  passing-  into  and  through  the  economizer 
absorbs  heat  from  the  flue,  and  this  warmed  air  is  then 
utilized  for  room  heating  purposes,  thereby  "economizing" 
heat.  The  use  in  Holly's  economizer  of  lower  wall  space 
air,  as  described  in  Holly's  patent,  is  claimed  (and  has 
now  been  adjudicated  herein)  to  provide  certain  additional 
advantages,  principally  a  further  improvement  in  effi- 
ciency and  cooler  walls  around  the  economizer. 

Coleman's  heater,   which  likewise  employed   an   econo- 
mizer, contained  a  large  grill  or  opening  above  the  lower 
heater  through  which  air  was  introduced  into  its  econo- 
mizer directly  from  the  room — air,  that  is,  which  had  not 
first  risen  through  the  wall  spaces  surrounding  its  lower 
heater  in  accordance  with  Holly's  patented  combination. 
Coleman's  combination,  utilizing  this  noninfringing  room 
air,  was  constructed  in  accordance  with  its  own  Giwosky 
patent  No.  2,767,702   [Accounting  Ex.  B;  reference  No. 
20  on  this  exhibit  shows  the  grill;  Part  III   (8),  below]. 
Coleman's  lower  heater  and  upper  economizer  were  not, 
however,  hermetically  sealed  where  they  joined  one  an- 
other.    By  virtue  of  the  inherent  characteristics  of  air, 
therefore,  a  certain  amount  of  air  from  the  wall  spaces 
surrounding  the  lower  heater  ("infringing  air")  did  seep 
into  Coleman's  economizer. 

The  initial  trial  of  this  case  involved  two  issues,  namely, 
whether  or  not  Holly's  patent  was  valid,  and  if  so,  whether 
Coleman's  heater  infringed  it.     Upon  the  latter  issue,  the 
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controversy  necessarily  resolved  itself  to  the  question  of 
whether  or  not  Coleman's  economizer  received  a  suffi- 
cient amount  of  lower  wall  space  or  "infringing"  air  to 
affect  its  operation,  Holly  having  conceded  that  if  Cole- 
man's economizer  utilized  no  lower  space  air,*  or  so  in- 
substantial an  amount  of  such  air  that  its  operation  was 
not  affected  thereby,  it  could  not  be  adjudged  guilty  of 
infringement.**  At  the  original  trial  there  was  a  direct 
evidentiary  conflict  on  this  point,  Coleman's  experts  insist- 
ing that  only  approximately  4  per  cent  of  its  economizer 
air  originated  fortuitously  from  the  lower  wall  space, 
whereas  the  testimony  of  Holly's  expert  placed  the  quantity 
of  infringing  air  in  Coleman's  economizers  as  from  23  to 
S7y2  per  cent  [Orig.  R.  226-227;  Summary  of  Argument 
(a),  below].  The  Trial  Court  accepted  the  calculations  of 
Holly's  expert,  and,  after  first  sustaining  Holly's  patent 
as  valid,  held  that  Coleman's  heater  infringed  the  patented 
combination.  Upon  the  former  appeal  of  the  case,  this 
Court,  while  recognizing  the  existence  of  conflicting  evi- 
dence on  this  issue,  declined  to  disturb  the  Trial  Court's 
finding,  sustained  the  Trial  Court's  judgment  in  its  en- 
tirety, and  remanded  the  cause  for  trial  of  the  accounting 
issue. 

When  this  Court's  mandate  issued,  the  Trial  Court's 
original  injunctive  decree  became  final.  Coleman  then  had 
on  hand  a  small  stock  of  completed  heaters  which  could 
not  be  sold  in  their  then  condition  without  violating  the 


*Durmg  the  same  period  here  involved,  Coleman  manufactured, 
used  and  sold  wall  heaters  identical  to  its  "infringing"  heaters  ex- 
cept that  they  were  equipped  with  a  fan  or  "blower"  at  the  bottom 
of  the  economizer,  whereby  room  air  was  drawn  into  the  economizer 
from  the  top  of  the  room,  sucked  down  through  the  economizer, 
and  discharged  into  the  room  from  the  economizer's  lower  end.  It 
has  never  been  contended  by  Holly  that  these  blower-equipped 
heaters— although  employing  the  standard  heater-economizer  com- 
bmation— infringed  its  patent  [R.  1616-1620,  1757-1758]. 

**See  R.  710. 


injunction.  In  order  to  be  permitted  to  dispose  of  its 
stock  of  old  heaters  (preparatory  to  introducing  its  newly 
designed  line  of  non-infringing  wall  heaters),  Coleman 
constructed  a  metal  air  diverter  or  "chute"  for  attachment 
to  its  remaining  old  heaters,  which  chute  was  designed 
to  eliminate  leakage  of  infringing  air  into  its  economizer 
(Part  IV,  below).  Shortly  after  Coleman  commenced  dis- 
posing of  its  stock  of  existing  heaters  provided  with  the 
newly  designed  chute,  Holly  caused  summary  contempt 
process  to  be  served  upon  Coleman.  At  the  contempt 
hearing,  the  uncontradicted  evidence  established  that  with 
the  "chute"  attached  Coleman's  economizer  received  a 
maximum  of  1.3%  of  its  air  from  the  lower  wall  space — 
as  contrasted  with  the  23%  to  57>^%  figure  upon  which 
the  original  infringement  decree  was  based.  Although 
Holly  expressly  conceded  that  unless  sufficient  infringing 
air  entered  Coleman's  economizer  to  affect  its  operation  the 
principle  de  minimis  applied,  and  although  no  evidence  was 
introduced  that  operation  could  be  affected  by  a  mere  1.3% 
of  infringing  air,  the  Trial  Court  held  Coleman  guilty 
of  contempt  (Part  IV,  below). 

Thereafter  the  accounting  trial  was  held  before  United 
States  Commissioner  Theodore  Hocke,  acting  as  Special 
Master.     Following  a  twelve  day  trial  during  which  the 
Special  Master  saw  and  heard  the  witnesses,  he  made  com- 
plete  findings.     These   findings,   however,   were   rejected 
almost  in  their   entirety  by  the  Trial   Court   which   dis- 
regarded   the    master's    recommendations    and    rendered 
judgment  against   Coleman,   upon  a   completely   different 
basis,  for  $2,508,642.72  as  damages,  attorney's  fees,  and 
costs.     This  was  more  than  three  times  the  amount  of 
damages  recommended  by  Master.    Inter  alia,  although  the 
Special  Master  expressly  found  that  Coleman  had  acted  in 
good  faith  and  should  not  be  subjected  to  punitive  damages 
for    patent    infringement,    the    Trial    Court    found    upon 
the  same  evidence  that  Coleman  was  guilty  of  bad  faith, 
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and  awarded  penal  damages,  including  attorney's  fees, 
exceeding  a  half  million  dollars.  This  finding  was  con- 
trary to  the  admission  of  Holly's  only  witness  on  the  good 
faith  issue  (Part  111(5),  below). 

The  questions  involved,  each  being  raised  by  a  considera- 
tion of  the  whole  evidence  on  appeal  from  the  final  judg- 
ment, are: 

1.  Whether  the  evidence  supports  the  award  of  dam- 
ages. 

2.  Whether  the  evidence  supports  the  award  of  ex- 
emplary damages  and  attorney's  fees. 

3.  Whether  the  evidence  supports  the  judgment  of 
contempt. 

4.  Whether  the  record  justifies  entry  of  a  lawful 
judgment  upon  direction  of  this  Court. 

Specification  of  Errors. 

Appellant  designates  the  following  errors: 

1.  The  evidence  does  not  support  the  award  of  pur- 
ported lost  profits,  or  any  award  except  of  reasonable  roy- 
alty, for  the  reason  that  appellee  failed  to  prove  lost  profits 
or  any  actual  damage,  and  the  evidence  does  not  support 
the  underlying  Findings  IV,  V,  VIII,  X,  XI,  and  XIII. 

2.  The  Court  erred  in  equating  appellee's  alleged  lost 
profits  and  damages  with  appellant's  sales  as  in  Finding  X. 

3.  The  evidence  does  not  support  Finding  XXII  that 
appellee  sustained  damages  of  $280,000,  or  $483,553.93, 
or  any  damage  on  account  of  forced  price  reductions,  in- 
creased selling  expenses,  or  curtailed  market  expansion, 
and  does  not  support  the  award  of  damages  therefor. 

4.  The  evidence  does  not  support  the  finding  that  ap- 
i:>ellant  acted  m  bad  faith  as  found  in  Findings  XXIII, 
XXIV,  and  XXVI,  and  thus  does  not  support  the  award 
of  penal  damages  and  attorneys'  fees. 


5.  The  evidence  does  not  support  the  findings  that  ap- 
pellant was  g-uilty  of  contempt  as  found  in  Findings 
XXIII  and  XXVIII,  or  the  award  of  penal  damages,  at- 
torneys' fees,  and  expenses  in  contempt  as  in  and  upon 
Findings  XXV  and  XXVII. 

6.  The  Court  erred  in  computing  the  contempt  dam- 
ages because  paragraph  5  of  the  judgment  awards  $20,- 
265.98  in  excess  of  the  supposedly  supporting  Finding 
XXV. 

7.  The  Court  erred  in  not  rendering  judgment  in  ac- 
cordance with  the  undisputed  evidence  establishing  the 
amount  of  a  nominal  or  reasonable  royalty.  It  also  erred, 
however,  in  Finding  XXIX  wherein  the  finding  of  the 
Special  Master  that  6  per  cent  of  sales  was  a  reasonable 
royalty,  was  adopted  by  reference.  Appellant  excepted  to 
this  finding  as  being  unsupported  by  the  evidence  (Fourth 
Exception).  The  Court  adopted  it  by  reference  but  did 
not  base  the  judgment  thereon. 

To  insure  compHance  with  Rule  18,  paragraph  2(d), 
appellant  makes  the  following  supplemental  specifications: 

a.  The  Trial  Court  erred  in  sustaining  Holly's  objec- 
tion to  the  Special  Master's  finding  that  Coleman  acted 
in  good  faith  and  that  no  punitive  damages  should  be 
awarded. 

b.  The  Trial  Court  erred  in  not  specifically  holding,  as 
requested  in  Defendant's  First  Exception,  that  the  Special 
Master  acted  contrary  to  law  when  he  awarded  Coleman's 
profits  to  Holly  while,  at  the  same  time,  holding  that  actual 
damages  could  not  be  ascertained. 

c.  The  Trial  Court  erred  in  failing  to  hold,  as  re- 
(juested  in  Defendant's  Third  Exception,  that  the  alleged 
damages  due  to  reduced  profit  margins  and  lost  sales  were 
not  susceptible  to  numerical  computation. 


^  d.  The  Trial  Court  erred  in  sustaining-  Holly's  objec- 
tion to  the  Special  Master's  finding-  that  the  evidence  did 
not  permit  the  conclusion  that  Holly  would  have  made 
Coleman's  sales  but  for  the  infringement. 

e.  The  Trial  Court  erred  in  assuming,  without  eviden- 
tiary basis  therefor,  that  the  Special  Master's  Finding  XI 
respecting  the  sales  features  of  the  Holly  and  Coleman 
heaters  were  related  to  Holly's  patented  feature  and  that 
the  Master's  finding  in  this  regard  provided  any  basis  for 
an  inference  that  Holly  would  have  made  Coleman's  sales 
but  for  the  infringement. 

Summary  of  Argument. 

On  the  previous  appeal  this  Court  reviewed  the  question 
of  whether  the  Coleman  heater  infringed  Holly's  patent, 
but  declined  to  disturb  the  finding  of  the  Trial  Court  which 
resolved  the  conflict  of  evidence  on  the  point  in  favor  of 
Holly.  In  referring  to  Coleman's  position  that  the  econo- 
mizers of  its  heaters  were  supplied  with  air  directly  from 
the  room  rather  than  from  the  wall  spaces  surrounding  the 
lower  heater,  this  Court  stated  (233  F.  2d  71,  83)  : 

'Tt  [Coleman]  admits  that  the  amount  of  air  that 
enters  'either  the  4-foot  or  3-foot  economizer  from 
the  space  around  the  lower  heater  is  a  matter  of  di- 
rect dispute.'  The  lower  court  quite  evidently  refused 
to  accept  the  version  of  appellant  on  this  particular 
fact  question  and  we  find  no  reason  to  quarrel  with 
this  decision." 

a.      Revelation    That    Original    Evidence    Before 
This  Court  Was  Mistaken  and  Incorrect. 

We  believe  the  Court  will  find  this  case  to  be  one  of  the 
most  remarkable,  in  many  respects,  that  has  come  before  it. 

Particularly  because  of  the  finding  that  Coleman  acted 
in  bad  faith,  which  directly  resulted  in  the  huge  award  of 
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penal  damages — and  which  probably  accounts  for  most  of 
the  other  findings — it  is  important  to  note  that  the  original 
evidence  before  the  Court  at  the  time  infringement  was 
found  is  now  revealed  to  have  been  the  product  of  mistake 
and  as  being  grossly  contrary  to  the  facts  (Part  111(2), 
below).  While  it  is  unfortunately  too  late  to  assail  the 
original  evidence  insofar  as  it  estabHshes  the  absence  of 
infringement,  it  is  necessary  to  appraise  it  on  the  account- 
ing issues  and  it  first  became  material  for  that  purpose  in 
the  present  proceedings. 

The  key  feature  of  Holly's  patented  heater,  without 
which  Holly  concedes  that  there  would  have  been  no  in- 
fringement by  Coleman,  is  that  all  of  the  air  utilized  in 
the  upper  chamber  of  Holly's  heater,  known  as  an  econo- 
mizer, is  drawn  from  the  wall  spaces  behind  and  at  the 
sides  of  the  lower  part  of  the  heater  and  thus  from  outside 
the  heater.  It  is  air  that  has  followed  this  path  into  the 
economizer  which  is  infringing  air.  It  is  conceded  by 
Holly  that  there  would  have  been  no  infringement  of  its 
patent  if  such  air  did  not  enter  the  Coleman  economizer 
[R.  1182-1183,  1191,  710].  It  was  further  conceded  by 
Holly  that  if  the  amount  of  air  entering  the  Coleman's 
economizer  from  the  lower  wall  spaces  was  so  small  as  not 
to  affect  the  operation  of  the  heater  the  rule  de  minimis 
would  apply  [R.  710]. 

At  the  original  trial  of  this  action,  resulting  in  the  find- 
ing of  infringement,  Coleman's  evidence  was  that  only 
about  4%  of  the  air  in  the  economizer  came  from  the 
infringing  source  [Orig.  R.  395,  406],  and  that  it  made 
no  contribution  to  the  efficiency  of  the  heater  [Orig.  R. 
406],  but  it  was  rejected  by  the  Trial  Court.  Holly's  evi- 
dence at  that  time,  given  by  a  Mr.  Landsberg,  was  that 
a  very  large  quantity  of  the  so-called  infringing  air  en- 
tered the  economizers  of  the  Coleman  heaters.  This  sup- 
posed volume  of  infringing  air  was  calculated  by  him  as 
being   between   23%    and   57.5%    of   all   the   air   in  the 
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Coleman  economizers,  depending  upon  the  particular  type 
of  heater  being  tested  (Part  111(2),  below). 

Holly's  expert  witness  reached  this  mistaken  conclusion 
by  measuring  the  air  emitted  from  Coleman's  economizers 
and  deducting  therefrom  the  only  source  of  non-infringing 
air  which  was  then  known  to  him.  It  was  his  erroneous 
assumption  that  there  were  only  Hvo  sources  of  air  into 
Coleman's  economizers,  one  the  infringing  source  and  the 
other  from  the  outside  atmosphere  of  the  room  directly 
into  the  economizer  (Part  111(2),  below),  which  assump- 
tion was  not  at  that  time  conclusively  demonstrated  to  be 
incorrect  by  the  expert  then  representing  Coleman.  It  was 
this  error  by  Holly's  expert  which  caused  the  extreme 
variation  of  his  testimony  from  that  given  at  all  times  by 
Coleman's  witnesses.  It  happens  that  the  Trial  Court 
originally  accepted  Holly's  mistaken  evidence  and  predi- 
cated its  finding  of  infringement  thereon. 

It  is  now  a  demonstrated  and  uncontradicted  fact  that 
there  was  another,  large,  and  previously  overlooked  source 
of  /zon-infringing  air  into  the  Coleman  economizers,  in- 
side the  heater.  This  revelation  obviously  invalidates  all  of 
the  computations  and  deductions  of  Holly's  expert  at  the 
original  trial,  and  the  latter  has  now  frankly  admitted  so 
as  a  witness  herein  (Part  111(2),  below). 

The  actual  amount  of  infringing  air  entering  Coleman's 
economizers  did  not  exceed  3.1%  of  the  total  air  in  them 
[R.  1592-1594,  1749-1751],  was  a  mere  incidental  leakage, 
and  did  not  affect  the  operation  of  Coleman's  heaters  in  any 
respect  (Part  111(3),  below),  which  is  what  Coleman  has 
always  contended. 

None  of  these  facts  has  been  disputed  in  the  present  pro- 
ceedings. 

In  this  connection  the  Court  will  have  in  mind  the  fact 
that  Holly  is  itself  in  the  heating  industry,  with  its  own 
engineers,    present    in    court,    and    with    its    own    testing 
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facilities,  having  possession  of  Coleman  heaters  for  test- 
ing, and  that  it  necessarily  would  have  challenged  any  error 
on  such  vital  subjects.  It  must  therefore  be  assumed 
that  disputable  facts  v/hich  are  part  of  the  fabric  of  the 
case  would  have  been  disputed,  so  that  the  absence  of  dis- 
pute is  of  more  than  merely  legal  significance. 

The  finality  of  the  original  decree  adjudging  Coleman 
in  infringement  is  not  questioned.  This  background  of  the 
case  is  vital,  however,  because  of  its  bearing  upon  the 
issue  of  good  faith,  on  the  issue  of  the  value  of  a  rea- 
sonable royalty,  and  more  generally  upon  the  equitable  posi- 
tion of  Coleman  in  this  case. 

b.     Basis  of  the  Judgment. 

Under  the  present  patent  damage  statute  there  are  two 
approaches  to  the  damage  issue:  (1)  proof  of  actual 
damages,  if  any,  or  (2)  proof  of  the  value  of  a  reasonable 
royalty:  Faulkner  v.  Gihhs,  199  F.  2d  635  (9th  Cir., 
1952). 

Holly  chose  to  try  the  issue  solely  upon  a  claim  of  actual 
damage  and  offered  no  evidence  as  to  reasonable  royalty. 
All  evidence  on  that  subject  was  offered  by  Coleman  and 
was  not  disputed  (Part  V,  below). 

The  basic  finding  of  the  Trial  Court— directly  opposite 
to  that  of  the  Special  Master— was  that  Holly  would  have 
made  all  of  Coleman's  sales  had  it  not  been  for  the 
infringement,  and  that  Holly's  sales  would  accordingly 
have  been  increased  by  $7,635,062.00  but  for  the  infringe- 
ment (Part  I,  below).  To  this  gross  amount  of  Cole- 
man's sales  the  Court  applied  an  unsupported  estimate  that 
Holly's  profits  on  its  patented  wall  heaters  were  19% 
of  its  sales,  and  made  a  basic  award  of  $1,450,661.78. 
Holly  did  not  support  this  19%  figure  with  any  accounting 
records,  or  with  any  other  records  (Part  1(3),  below). 
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To  this  figure,  representing  Holly's  assumed  profits  on 
all  of  Coleman's  sales,  the  Court  added  the  sum  of 
$483,553.93,  being  an  additional  33y3%  "to  provide  full 
compensation"  for  the  supposed  actual  damages. 

(These  awards,  totaling  $1,934,215.71,  were  made 
without  proof  of  a  single  lost  sale.) 

To  the  basic  figure  also,  upon  a  finding  of  bad  faith 
which  was  opposed  to  all  of  the  evidence  on  that  issue 
(the  Special  Master  who  saw  and  heard  the  witnesses 
found  that  there  was  good  faith),  the  Trial  Court  added 
another  25%,  or  $362,665.45,  as  punitive  damages. 

Upon  the  same  finding  of  bad  faith  the  Court  awarded 
$130,000.00  as  general  attorneys'  fees,  and  an  additional 
sum  equal  to  twice  Coleman's  profits  on  sales  made  after 
finality  of  the  original  decree,  or  $69,483.38.  The  Court 
also  awarded  $9,269.77  as  attorneys'  fees  and  expenses  in 
connection  with  the  contempt  proceeding. 

c.      Holly's  Damage  Cannot  Be  Equated  With  Cole- 
man's  Sales   on   the  Facts   of  This   Case. 

For  several  reasons  this  is  not  a  case  in  which  the 
patent  owner's  loss,  if  any,  can  be  equated  with  the  in- 
fringer's sales.  It  is  conceded  that  this  may  be  done 
when  a  patent  owner  can  show  that  he  would  have  made 
the  infringer's  sales  had  the  latter  not  done  so.  But  to 
make  such  proof  the  patent  owner  has  the  burden  of 
showing  that  there  is  a  special  need  or  demand  for  his 
product  which  can  be  satisfied  only  by  his  product  and  the 
infringer's:  Pozifer  Specialty  Co.  v.  Connecticut  Light  & 
Power  Co.,  80  F.  2d  874  (2nd  Cir.,  1936).  There  is  no 
presumption  to  this  effect,  but  strict  proof  is  required 
(Part  I,  below). 

No  attempt  was  made  to  show  the  existence  of  any 
demand  among  house  builders  or  the  general  public  for 
Holly's   particular   type   of   wall   heater   as   distinguished 
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from  wall  heaters  manufactured  by  strangers  to  this  ac- 
tion. Thus  the  judgment,  which  is  based  upon  the  un- 
supported assumption  that  Holly  would  have  made  Cole- 
man's sales  but  for  the  infringement,  is  without  foundation 
or  support.  The  Special  Master  found  that  Holly  would 
not  have  made  all  of  Coleman's  sales  (although  it  would 
probably  have  made  some  indeterminate  portion  of  them) 
and  computed  damages  upon  a  different  basis  [Part  I, 
below;  Report  of  Special  Master,  R.  52-53]. 

The  closest  approach  made  by  Holly  to  proof  of  any 
lost  sales  was  evidence  of  its  percentages  of  the  national 
wall  heater  market  before,  during  and  after  the  infringe- 
ment.    Even  disregarding  all  of  the  many  factors  which 
would  cause   fluctuations  in   such  matters,   and  even   as- 
suming that  Coleman's  infringing  competition  was  alone 
responsible,    these    figures    conclusively    refute    the    Trial 
Court's  basic  assumption  that  Coleman's  competition  pre- 
vented Holly  from  making  all  or  even  substantially  all  of 
the  former's  sales.     During  the  whole  period  of  infringe- 
ment Coleman  maintained  approximately  11%  of  the  na- 
tional market  [R.  1625,  1630;  Holly  made  a  graph  of  its 
interpretation    of    the    record    showing    the    comparable 
figure  of  approximately  9%,  R.  322].     Of  this,  approxi- 
mately  9%    represented   sales   of   the   infringing   heaters 
[Holly's  graph,  R.  322].     It  will  be  seen  that  at  no  time 
did  Holly  suffer  a  comparable  reduction  of  sales  as  com- 
pared either  with  its  pre-infringement  volume  or  its  post- 
infringement  volume  (Part  I,  below). 

Holly's  percentage  of  the  national  market  according  to 
its  own  figures  was  19.1%  in  1951  before  Coleman  manu- 
factured the  infringing  heater.  After  Coleman  stopped 
manufacturing  that  heater  Holly's  percentage  of  the  na- 
tional market  rose  to  20%,  or  an  increase  of  less  than 
1%  (viz.  0.9%).  In  the  years  between,  when  Coleman 
was  selhng  the  infringing  heater.  Holly's  percentages  of 
the   national   market   were:      1952-18.8%;    1953-14.6%; 
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1954-17.5%;   1955-17.7%;   1956-17.7%^   [Orig.  R.  542; 
Accounting  Ex.  47]. 

Thus  the  fluctuations  and  reductions  of  Holly's  share 
of  the  national  market,  compared  with  its  /^r^-infringe- 
ment  share  (19.1%),  were:  .3%,  4.5%,  1.6%,  1.4%, 
1.4%.  Compared  with  its  /'o^^infringement  share  of  the 
national  market  (207o)  [Accounting  Ex.  47],  Holly's 
hypothetical  losses  from  Coleman's  competition,  disre- 
garding all  other  factors,  were:  1.2%,  5.4%,  2.5%  2  3% 
2.3%.  /  '    •   /  . 

Holly's  average  loss  on  this  hypothesis  was  1.84%  of 
the  national  market  based  on  its  pre-infringement  share, 
and  2.74%  based  on  its  post-infringement  share. 
^  Thus,  in  awarding  Holly  Coleman's  share  of  the  na- 
tional market  based  on  sales  of  infringing  heaters  only 
(and  even  disregarding  the  additional  $483,553.92  ''to 
provide  full  compensation"),  the  Trial  Court  awarded 
Holly  between  three  and  five  times  the  maximum  loss 
which  could  possibly  be  deduced  from  Holly's  own  evi- 
dence. 

It  has  been  assumed  in  the  foregoing,  solely  for  the  sake 
of  argument,  that  fluctuations  in  Holly's  volume  were 
caused  by  Coleman's  infringement.  As  appears  below 
(Part  I),  however,  it  is  impossible  to  make  such  an  as- 
sumption as  a  fact. 

There  was  no  other  evidence  purporting  to  equate 
Holly's  alleged  losses  with  Coleman's  sales.  If  such  evi- 
dence as  is  in  the  record  is  to  be  used  as  a  basis  of 
computation  and  all  factors  other  than  Coleman's  competi- 
tion are  illogically  to  be  disregarded,  it  is  evident  that  the 
fluctuations  in  Holly's  percentage  of  the  national  market 
rather  than  the  whole  of  Coleman's  percentage  of  the 
national  market  must  be  so  employed.     Taking  the  higher 

^When  Holly's  percentage  went  down  the  number  of  competitors 
m  the  field  had  gone  up  (Part  I,  below). 
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fluctuation,  that  between  Holly's  post-infringement  per- 
centage (20%)  and  its  percentage  during  infringement, 
the  loss  computes,  as  found  by  the  Special  Master,  at 
approximately  $400,000,  rather  than  the  $1,450,661.78 
plus  $483,553.93  found  by  the  Trial  Court  [Report  of 
Special  Master,  R.  50-51]. 

It  is  apparent,  however,  that  even  this  approach  to  the 
damage  issue  is  fallacious  because  fluctuations  in  the  total 
volume  in  the  national  market,  together  with  variations 
in  the  number  of  competing  companies  shown  to  have  oc- 
curred from  year  to  year,  and  a  great  variety  of  unspeci- 
fied factors,  cause  percentagewise  fluctuation?  of  an  in- 
dividual   company    to   be    without    significance.      Figures 
introduced  by  Holly  indicate  that  this  was  the  situation 
here,    as    its    output    substantially    increased    during    the 
period  of  infringement   (Part  I,  below).     Furthermore, 
such   an   approach   to   the   damage   issue   substitutes   in- 
ference and  conjecture  for  the  required  proof  of  the  exist- 
ence of  a  demand  for  Holly's  particular  heater.     Also, 
the  fact  that  Coleman's  percentage  of  the  national  ma/rket 
remained  virtually  constant  during  and  after  infringement 
shows  that  if  Holly  lost  any  customers  they  did  not  come 
to  Coleman  (Part  1(2),  below). 

Finally,     Coleman     maintained     distributing     facilities 
throughout  the  United  States;  it  had  distributors  cover- 
ing every  state  in  the  Union,  with  more  than  one  dis- 
tributor in  many  areas,  whereas  there  were  parts  of  the 
country  in  which  Holly  had  no  outlets  at  all   [R.   1628- 
1631 ;  Part  I  below].    A  Coleman  witness  testified  without 
contradiction  from  Holly  that  Coleman  never  heard  from 
Holly  in  any  of  the  rural  areas  throughout  the  country 
[R.  1629],  again  showing  that  it  is  impossible  to  conclude 
that  Holly  would  have  made  all  of  Coleman's  sales  under 
any  circumstances.     Furthermore,   Coleman   sold  a  com- 
plete  line   of   heating   products,    giving   it   a    competitive 
advantage    over    a    manufacturer    of    only    one    or    two 
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products,  such  as  Holly    [R.   1628-1629].     These   facts, 
Coleman's  established  name  in  the  industry,  and  its  estab- 
lished sales  organization,  account  for  the  constancy  of  its 
share  of  the  National  Market,  and  show  that  it  competes 
with  Holly  whatever  wall  heater  Coleman  produces.    This 
is    readily    understandable.      The    Court    will    no    doubt 
judicially  recognize  the  fact  that  the  vast  majority  of  wall 
heater  purchasers  would  select  the  same  by  such  considera- 
tions as  appearance,  the  name  of  the  manufacturer,  rela- 
tionships with  the  dealer,  or  price,  and  that  it  would  be 
very  rare  indeed  to  find  one  who  made  his  selection  because 
of  any  awareness  of  the  air  passages  within  the  heater. 
Customer    demand    for    the    Holly    heater,    the    Coleman 
heater,  and  each  of  the  many  other  competing  wall  heaters 
manufactured  by  other  companies,  could  not  possibly  have 
been  predicated  even  in  part  upon  public  knowledge  or 
even  awareness  of  the  source  and  route  of  the  air  inside 
the  heating  device.     And  without  such  a  class  of  persons 
it  is  obvious  that  there  can  never  have  been  a  specific  de- 
mand for  Holly's  heater  as  distinguished  from  any  of  the 
numerous  competitive  wall  heaters  which  lacked   Holly's 
patented  feature.     It  is  again  impossible  to  conclude  that 
Holly    would   have    made    Coleman's    sales    but    for    the 
infringement. 

It  is,  therefore,  apparent  that  for  many  reasons  it  is 
not  possible  merely  to  assume  that  Holly's  damages  can 
be  measured  in  terms  of  Coleman's  sales,  and  the  judg- 
ment, which  requires  that  assumption  to  sustain  it,  is 
without  support. 

d.  The  Evidence  Conclusively  Showed  That  Cole- 
man Acted  in  Good  Faith,  and  the  Special 
Master  so  Found. 

The  Trial  Court  found  that  Coleman  acted  in  bad  faith 
and  assessed  exemplary  damages  which,  with  attorneys' 
fees  allowed  upon  the  same  finding,  exceeded  a  half  million 
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dollars.  The  Special  Master,  who  alone  heard  the  wit- 
nesses on  the  good  faith  issue,  found  that  Coleman  acted 
in  good  faith,  and  this  is  the  only  conclusion  the  record  will 
sustain  (Part  III,  below). 

As  noted  in  (a),  above,  it  is  now  an  undisputed  fact 
that  the  case  actually  involves  a  mere  useless  leakage  of 
infringing  air  into  Coleman's  economizer  rather  than  the 
major  flow  erroneously  assumed  at  the  time  of  the  original 
trial.  This  was  a  known  fact  throughout  the  present  pro- 
ceedings when  the  damage  issue  was  tried. 

Thus  the  issue  is  not  whether  Coleman  acted  in  bad  faith 
in  appropriating  a  large  quantity  of  useful  infringing  air, 
which  it  was  originally  assumed  to  have  done,  but 
whether  it  was  guilty  of  bad  faith  in  failing  to  eliminate 
altogether  a  mere  leakage  of  such  air,  now  shown  by  un- 
contradicted evidence  to  have  been  useless  (Part  111(3), 
below).  It  is  inconceivable  that  there  could  possibly  have 
been  bad  faith  on  such  facts,  even  apart  from  the  direct 
testimony  on  the  subject.  The  evidence  shows  that  Cole- 
man's engineering  problem  was  not  how  to  use  the  in- 
fringing air  but  how  to  ehminate  it  (Part  111(5),  below), 
and  it  was  eliminated  except  for  inconsequential  leakage. 

Dramatic,  indeed,  was  the  incident  discussed  under  sub- 
section "a"  of  this  summ.ary  (and  in  Part  111(2),  below) 
when  it  was  conclusively  demonstrated  during  the  trial 
below  that  the  original  testimony  of  Holly's  expert  Lands- 
berg,  regarding  the  quantity  of  infringing  air  in  Coleman's 
economizer,  was  wholly  inaccurate.  Equally  spectacular, 
however,  was  the  explosive  failure  of  Holly's  single 
attempt  affirmatively  to  prove  bad  faith. 

In  its  effort  to  prove  bad  faith  at  the  trial  before  the 
Special  Master,  Holly  called,  as  a  surprise  witness  from 
Milwaukee  [R.  1310],  a  Mr.  Dean  Olds,  formerly  a 
Coleman  engineer  in  charge  of  the  department  which 
developed  the  infringing  heater  but  at  the  time  he  testified 
a  consultant  for  the  company  which  merged  with  Holly 
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[R.  1291].  Minutes  of  the  New  Products  Committee  of 
The  Coleman  Company  of  August  14,  1952,  were  received 
in  evidence  [R.  1244-1245].  These  minutes,  quoting 
Mr.  Olds,  said  in  part:  ''He  mentioned  he  had  recently 
received  the  patent  information  on  the  Holly  units  similar 
to  our  economizer  and  after  a  careful  review  he  was  of 
the  opinion  our  present  economizer  would  infringe  on 
their  patent"  [p.  10-a  of  Ex.  19;  R.  1245].  Mr.  Olds 
testified  that  the  chairman  of  the  committee  "not  only  in- 
structed me  to  go  ahead,  but  when  I  asked  what  situation 
we  might  be  in  in  the  event  of  an  issuance  of  the  patent  to 
Holly,  he  told  me  that  he  would  take  care  of  that  matter 
when  it  came  up"  [R.  1251-1252].  This  was  the  state 
of  the  evidence  on  the  issue  of  bad  faith  when  Mr.  Old's 
direct  examination  ended. 

Upon    cross-examination    the    witness    was    confronted 
with  two  letters  he  had  written  to  Mr.  Horace  Dawson  of 
Chicago,  Coleman's  patent  attorney,  after  he  had  origin- 
ally formed  the  above  opinion  but  still  before  Coleman's 
heater  was  placed  on  the  market.     He  then  admitted  that 
his  original  opinion  had  been  formed  before  he  saw  the 
Holly  patent  file  wrapper;  that  after  he  had  seen  it  he 
changed  his  mind,  concluded  that  the  Coleman  heater  did 
not  infringe  the  patent,  and  advised  the  patent  attorney 
in  great  detail  of   his   reasons   for   so  concluding    (Part 
in (5),    below).      The    information    which    he    gave    in 
writing  to  the  patent  attorney  was  that  air  entering  the 
economizer   from   Holly's   source   overheated   the   heater; 
that  it  was  necessary  to  eliminate  Holly's  air  to  make  the 
heater  function;  that  to  do  this  he  had  devised  a  baffle 
which   he  called   the   ''air   stopper'';   that   in   his   opinion 
the  Holly  patent  did  not  cover  mere  leakage,  and  that  all 
but  this  had  been  eliminated  in  the  Coleman  heater.     It 
was   his   written   opinion   that   it   was   "not  necessary   to 
assure  an  air  tight  joint  in  order  to  distinguish  from  the 
claims"  of  the  patent  (Part  ni(5),  below). 
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He  had  so  much  trouble  with  overheating  from  the 
escape  of  Holly  air  into  the  economizer,  before  he  re- 
duced it  to  the  minimum,  that  he  concluded  that  Holly 
obtained  American  Gas  Association  approval  of  its  heater 
only  because  that  agency  did  not  know  how  to  test  it,  and 
had  not  done  so  carefully  (Part  HI (5),  below). 

Old's  final  opinion,  as  written  to  Coleman's  patent 
attorney,  was:  "I  feel  that  we  definitely  do  not  in- 
fringe";'and  that  we  (Coleman)  "certainly  would  not 
care  to  build  our  units  in  the  manner  described  in  the 
patent"   (Part  ni(5),  below). 

Undoubtedly  Coleman's  conduct  was  not  wilful  in  the 
sense  of  being  in  bad  faith.     There  was  no  intention  to 
appropriate  Holly's  invention,  but  just  the  reverse.  ^  The 
fact   that   it  has   been   judicially   and   finally   established, 
upon   mistaken   evidence,    that   Coleman   intentionally   in- 
fringed Holly's  patent,  does  not  establish  bad  faith  (Part 
ni(lO),   below),   and   the   Trial   Court   did  not   purport 
to  base  its  finding  of  bad  faith  upon  the  prior  adjudica- 
tion of  intent.     The  uncontradicted  evidence  demonstrates 
that  Coleman  believed  it  did  not  infringe.     It  could  not 
have    foreseen    that    an    action    for    infringement    would 
eventually  be  prosecuted  upon  an  erroneous  state  of  facts 
in  which  the  characteristics  of  its  heater  would  be  over- 
looked.     (It   should   be   noted   that   at   the   original   trial 
Coleman's  evidence  did  show  that  the  actual  amount  of 
infringing  air  in  the  economizer  was  as  it  is  now  known 
to  have  been,  but  it  did  not  then  conclusively  invalidate 
Holly's  mistaken  evidence  by  visually  demonstrating  the 
existence  of  the  overlooked,  noninfringing  passage.)    The 
fact  that  it  has  been  found  to  have  acted  intentionally, 
as  necessarily  it  did,  does  not  suggest  that  it  acted  in  bad 
faith  for  it  clearly  acted  in  the  belief  that  it  did  not  in- 
fringe (Part  111(10),  below). 

The  difference  between  intentional  infringement  (as 
infringement  may  later  be  found  by  a  court)  and  bad 
faith  infringement  is  illustrated  by  the  following  passage 
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from  the  January,  1953,  letter  from  Mr.  Olds  to  Cole- 
man's patent  attorney,  in  which  he  concluded  that  Cole- 
man did  not  infringe  but  had  best  prepare  for  suit: 

"Furthermore,  in  view  of  the  fact  that  I  feel  that 
we  definitely  do  not  infringe,  and  certainly  would  not 
care  to  build  our  units  in  the  manner  described  in 
the  patent,  I  do  not  believe  that  we  would  be  willing 
to  pay  any  very  excessive  royalty.  On  the  other 
hand,  as  you  would  judge,  the  Coleman  Company 
has  every  interest  in  recognizing  a  legitimate  patent 
and  would  rather  support  patents  than  to  attempt  to 
destroy  them.^  This,  then,  is  about  the  situation  as 
I  see  it.     I  think  we  should  prepare  for  suit. 

"Quite  naturally,  however,  a  great  deal  of  our 
future  thinking  will  be  governed  very  strongly  by 
your  opinion"   (Part  111(5),  below). 

Here  is  conclusive  proof  that  Coleman,  while  intention- 
ally standing  upon  what  it  deemed  to  be  its  rights,  did 
so  without  bad  faith,  and  intending  to  be  guided  by  its 
patent  counselor. 

Holly  offered  no  evidence  other  than  that  given  by  Mr. 
Olds  upon  his  direct  examination  to  prove  bad  faith,  but 
Coleman  established  its  good  faith  by  two  additional  un- 
assailable methods. 

Mr.  Horace  Dawson,  Coleman's  patent  counsel,  testi- 
fied that  he  had  advised  Coleman  before  its  heater  was 
put  on  the  market  that  there  was  in  his  opinion  no  in- 
fringement of  the  Holly  patent.  His  letter  to  Holly, 
written  at  that  time  and  reiterating  that  opinion,  is  in 
evidence.  He  gave  this  advice  having  in  mind  the  possi- 
bility of  a  leakage  of  Holly's  air  into  the  economizer. 
There  is  nothing  to  suggest  that  Coleman  did  not  accept 
and  act  upon  this  advice  in  good  faith.  Bona  fide  re- 
liance upon  legal  advice  that  there  is  no  infringement  is 
a  strong  circumstance  showing  good  faith  (Part  HI (7), 
below). 
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At  the  time  of  the  original  trial  Coleman  had  applied 
for  a  patent  on  its  own  heater  economizer  combination. 
Subsequently  that  patent,  known  as  the  Giwosky  patent, 
was  issued.  Coleman  manufactured  its  heaters  accord- 
ing to  the  design  of  the  Giwosky  patent  (Part  111(8), 
below).  Although  it  was  declared  upon  the  basis  of  the 
mistaken  evidence,  and  when  it  was  erroneously  assumed 
that  Coleman  was  taking  and  using  large  quantities  of 
infringing  air  from  the  wall  spaces,  that  Coleman's  heater 
combination  differed  only  in  ''immaterial  details,"  proof 
of  the  truth  was  still  open  on  the  issue  of  good  or  bad 
faith.  The  truth  is  that  the  principles  of  the  Holly  and 
Giwosky  patents,  and  thus  of  the  Holly  and  Coleman 
heaters,  are  fundamentally  different  (Part  HI,  below). 
As  has  been  pointed  out  above  Coleman  did  not  want 
Holly  air.  It  eliminated  substantially  all  of  it,  and  took 
97%  of  its  economizer  air  from  non-infringing  sources. 

The  Holly  patent  provides  that  the  Holly  heater  shall 
take   100%    of   its   air   in   its   economizer   from   the  wall 
spaces  outside  its  lower  box,  which  air  entered  the  wall 
spaces  at  the  floor  level  (Part  HI (4),  below).     Coleman, 
on  the  other  hand,  took  none  of  its  air  from  that  source 
except  the  leakage  which  did  not  exceed  3.1%  of  the  total. 
Instead,  it  took  its  economizer  air  from  another  source, 
bringing  the  air   in  through  a  grille  located  at  the  top 
of  the  lower  box   and  directly  from  the  room  into   the 
economizer    (Part   111(5),    (8),   below).      The   Giwosky 
patent  zms  issued  by  the  Patent  Office  after  a  full  con- 
sideration of  the  Holly  patent  and  other  representative 
patents  of  the  prior  art.    The  fact  that  an  infringer  has 
developed   his   own   design   and   operated   under   his   own 
patent  is  a  strong  circumstance  showing  good  faith  (Part 
111(8),  below). 

(It  should  be  noted,  however,  that  in  another  action 
the  same  Trial  Court  has  granted  summary  judgment 
against  Coleman,  in  favor  of  the  company  with  which 
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Holly  has  merged  and  thus  the  same  plaintiff  in  interest 
as  in  the  present  action,  declaring  that  one  of  the  claims 
of  the  Giwosky  patent  is  invalid.  This  was  decided  upon 
the  basis  of  essentially  the  same  prior  patents  which  the 
Patent  Office  considered  not  to  anticipate  the  invention, 
but  as  to  which  the  Court  found  no  issue  which  Coleman 
should  be  permitted  to  try.  An  appeal  from  that  judgment 
IS  now  pending  in  this  Court  (No.  16154)  and  consohda- 
tion  of  the  two  appeals  will  be  sought.) 

It  is  therefore  submitted  that  there  is  no  evidence  of  bad 
faith,  and  that  good  faith  as  found  by  the  Special  Master 
was  conclusively  shown  by  the  following: 

1.  Direct  evidence,  upon  the  contemporaneous  writings 
and  cross-examination  of  Holly's  witness,  Olds,  that  while 
designing  for  Coleman  he  attempted  to  exclude  all  but 
leakage  of  Holly's  air. 

2.  Direct  evidence  of  this  same  witness  Olds,  and  by 
undisputed  tests  of  the  heater,  that  Coleman's  engineer 
succeeded  in  doing  so  in  the  process  of  developing  a 
different  combination. 

3.  The  belief  of  the  witness  Olds  and  of  The  Coleman 
Company  that  there  was  no  infringement. 

4.  Advice  of  Coleman's  patent  counselor  that  there 
was  no  infringement. 

5.  Reliance  by  Coleman  upon  its  own  patent  as  applied 
for  and  issued. 

6.  The  lack  of  any  utility  of  Holly's  air  in  the 
Coleman  heater,  as  shown  by  undisputed  evidence. 

7.  Holly's  admission  that  if,  as  is  now  established 
(although  not  in  time  to  alter  the  original  decree),  the 
amount  of  infringing  air  is  too  small  to  affect  the  heater, 
the  rule  de  minimis  would  apply  [R.  710]. 

8.  The  presumption  of  good  faith,  and  the  absence  of 
any  evidence  to  conflict  with  it. 


—24— 
ARGUMENT. 

The  final  Judgment  appealed  from  [Par.  5,  R.  436] 
awards  Holly  damages,  attorneys'  fees,  and  costs  which 
total  $2,508,642.73.  The  aggregate  awards  for  "actual" 
damages  total  $1,934,215.71.  The  punitive  assessments 
total  $562,148.83.  For  the  convenience  of  the  Court  the 
following  descriptive  tabulation  of  the  various  items  is 
made: 

Tabulation  of  Damages,  Attorneys'  Fees,  and  Costs 
Assessed  by  Trial  Court. 

Actual  Damages 

Lost  Profits  on  Total  Coleman  Sales 
of  $7,635,062  (which  includes  $182,851 
of  contempt  sales)  at  the  estimated 
19%  alleged  profit  rate  of  Holly  $1,450,661.78 

33>^%  of  Holly's  lost  profits  on  Cole- 
man's total  sales  (including  contempt 
sales)  as  further  compensation.  $  483,553.93 

Punitive  Awards 

25%  of  Holly's  alleged  lost  profits  on 
Coleman   total    sales    (including   con- 
tempt sales)  $  362,665.45 
Attorneys  fees  exclusive  of  contempt 
proceedings  $  130,000.00 

Added  Punitive  Damages  of  twice 
Holly's  alleged  lost  profits  of  $34,- 
741.69  on  the  contempt  sales  $     69,483.38 

Other  Awards 

Attorneys'  fees  and  expenses  in  con- 
tempt proceedings  $        9,269.77 

Costs  $       3,008.42 

Total  $2,508,642.73 
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T. 

The  Court's  Award  of  $1,450,661.78  as  Plaintiff's  Lost 
Profit  Is  Factually  and  Legally  Erroneous. 

There  is  one  arresting  fact  which  brings  into  focus  all 
that  will  be  said  below:  having  the  burden  of  doing  so, 
Holly  failed  to  prove  a  single  lost  sale,  undoubtedly  because 
it  could  not  do  so.  The  startling  contrast  between  this 
significant  lack  of  proof  of  even  one  lost  sale,  and  the 
award  of  $1,450,661.78  for  'lost  sales,"  quickly  demon- 
strates the  incredible  nature  of  the  judgment. 

The  basis  for  the  principal  damages  awarded  below  is 
set  out  in  the  Court's  Finding  X  [R.  425-426]  which 
reads : 

"Plaintiff,  during  the  period  involved,  was  in  good 
financial  condition;  as  business  increased  the  plant 
was  enlarged;  and  in  all  reasonable  probability  plain- 
tiff would  have  manufactured  and  sold  additional 
patented  wall  heaters  equal  in  number  to  the  infring- 
ing sales  if  the  infringing  heaters  had  not  been 
available." 

Thus  the  Court  concluded  that  but  for  the  infringement 
all  of  Coleman's  customers  would  have  purchased  from 
Holly.  (As  noted  below  in  this  Part,  and  in  Summary  of 
Argument,  section  c,  this  is  an  assumption  which  cannot 
be  supported.)  The  Court  also  accepted  Holly's  un- 
supported claim  (Part  1(3),  below)  that  it  would  have 
made  a  19%  profit  on  every  additional  wall  heater  it 
might  have  sold,  and  multiplied  this  arbitrary  percentage 
by  Coleman's  total  sales  of  $7,635,062.00  to  arrive  at 
the  lost  profits  damages  of  $1,450,661.78  [Finding  XIII, 
R.  426].  In  so  doing  the  Court  rejected  the  contrary  find- 
ings of  the  Master  who  heard  all  the  evidence  in  the 
accounting  trial.  As  stated  in  the  Report  of  Special 
Master  [R.  52-53] : 

"However,    there   is   no   evidence   before   me   that 
plaintiff  could  have  made  all  of  the  sales  made  by 
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defendant.  In  my  opinion  some  of  defendant's  cus- 
tomers would  have  used  heaters  without  the  patented 
features,  supplied  by  the  defendant  or  others,  and  that 
it  would  be  highly  conjectural  to  find  that  plaintiff 
coidd  Jtave  made  all  of  defendant's  sales  but  for  the 
infringing  heaters/'    (Emphasis  added.) 

"The  patented  device  is  not  in  the  category  of 
devices  where  a  customer  is  required  to  use  the 
patented  device  or  do  without.  There  were  and  are 
many  wall  heaters  on  the  market  not  incorporating 
the  patented  features  which  will  heat  a  room.  Perhaps 
not  as  efficiently  as  plaintiff's  patented  heaters  but  the 
customer  can  use  them  if  he  so  desires.  He  is  not 
compelled  to  use  plaintiff's  patented  heater  or  go 
without  heat." 

Even  this  finding  is  very  generous  to  Holly  for  there 
was  not  and  could  not  have  been  proof  of  any  public 
demand  for,  or  even  awareness  of,  wall  heaters  whose 
economizers  were  supplied  with  wall  space  air.  As  the  trial 
judge  himself  conceded,  '7  don't  suppose  anyone  bought 
this  Holly  heater  because  a  certain  amount  of  air  was 
flowing  up  the  rear  of  the  sides  of  the  lower  box"  [R. 
1928]. 

The  figure  for  lost  profits  which  the  Master  believed  to 
be  supported  by  the  evidence  was  $400,000,  which  cor- 
responds to  about  25%  of  Coleman's  total  sales,  as  com- 
pared with  the  Court's  figure  of  $1,450,661.78  computed 
on  the  assumption  that  Holly  would  have  made  100% 
of  Coleman's  sales.  The  Master's  computation  is  sum- 
marized in  his  report  as  follows   [R.  50-51]  : 

"The  fact  that  plaintiff's  percentage  of  the  sales 
of  wall  heaters  was  19%  in  1951  and  rose  to  20% 
within  three  months  after  the  infringement  stopped 
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indicates  that  plaintiff  would  have  enjoyed  at  least 
20%  of  the  national  market  but  for  the  infringement. 
The  additional  sales  of  1.2%,  5.4%,  2.3%  and  2.3% 
for  1952,  1953,  1954  and  1955  respectively,  at  the 
plaintiff's  profit  of  $14.50  per  unit  would  approxi- 
mate an  additional  $400,000  profits  to  plaintiff  but 
for  the  infringement." 

1.  The  Realities  of  the  Wall  Heater  Market  Situation  as 
Disclosed  by  the  Evidence  Make  It  Impossible  to  Conclude 
That  Holly  Would  Have  Made  All  of  Coleman's  Sales. 

At  all  times  during  the  period  of  the  infringement  Holly 
was  faced  with  many  competitors  besides  Coleman.  As 
shown  by  American  Gas  Association  (AGA)  records, 
the  number  of  companies  in  the  gas  wall  heater  industry 
for  the  years  from  1952  to  1956  were  [R.  1626] : 

Year  No.  Mfgs. 

1952  16 

1953  19 

1954  11 

1955  13 

1956  12 

During  the  years  from  1952  through  1956,  the  com- 
bined sales  of  Holly  and  Coleman  never  exceeded  30% 
of  the  total  national  wall  heater  market  [Orig.  R. 
542,  R.  1625,  1630,  Accounting  Ex.  47;  Holly's  graph 
R.  322].  In  other  words,  some  70-75%  of  all  wall  heater 
sales  in  the  United  States  over  this  period  went  to  com- 
petitors of  Holly  and  Coleman. 

The  direct  eft'ect  on  Holly  of  competition  from  com- 
panies other  than  Coleman  is  clearly  demonstrated  by  com- 
paring the  relationship  between  Holly's  percentage  of  the 
national  market  with  the  number  of  AGA  approved  com- 
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petitors  during  the  years  from  1952  to  1956.  This  data 
tabulates  as  follows  [R.  1625-1626;  Accounting  Ex.  47; 
Orig.  R.  542] : 

No.  AGA  Approved     Holly's  % 
Year  Companies  National  Market 

1952  16  18.8 

1953  19  14.6 

1954  11  17.5 

1955  13  17.7 

1956  12  17.7 

As  can  readily  be  seen,  Holly's  percentage  of  the  Na- 
tional Market  decreased  in  1953  when  the  number  of 
AGA  approved  competitors  increased;  increased  in  1954 
when  the  number  of  competitors  decreased ;  and  remained 
substantially  the  same  from  1954  to  1956  while  the 
number  of  competitors  also  remained  substantially  the 
same. 

Also,  it  should  not  be  overlooked  that  the  total  wall 
heaters  sold  in  the  United  States  increased  rapidly  after 
1951.     For  example,  the   Department  of   Commerce   in- 
dustry totals  for  1951  showed  shipments  of  205,486  units 
of  which  Holly  shipped  39,319  units  representing  19.1% 
of  the  total  [Orig.  R.  542].     In  1954  the  national  total 
was  350,000  units  of  which  Holly's  shipments  accounted 
for  17.5%,  reduced  from  the  19.1%  of  1951,  yet  the  units 
shipped  by  Holly  greatly  increased:  61,406  units  in  1954 
as  compared  with  39,319  in  1951   [Orig.  R.  542],  an  in- 
crease of  over   50%.     Obviously,   Holly  was  having  to 
expand   rapidly  even  to  maintain  its   approximate   share 
of  the  national  market.     What  basis,  then,  could  there  be 
for  assuming  as  the  Trial  Court  has  done  that  Holly  could 
also  have  manufactured  sufficient  additional  heaters  to  have 
absorbed  Coleman's  entire  share  of  this  expanding  market? 
There  is  not  the  slightest  evidence  that  Holly  would  ever 
have  been  able  to  absorb  Coleman's  share  of  the  national 
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wall  heater  market.  The  evidence  establishes  that  if 
Coleman  had  not  had  the  infringing  heaters  on  the 
market,  it  would  nevertheless  have  manufactured  a  com- 
petitive wall  heater  line,  which  would  have  been  sold 
through  the  long  established  Coleman  organization.  It 
should  be  borne  in  mind  that  Coleman  for  many  years  has 
had  complete  national  distribution  of  its  products,  whereas 
even  today  Holly  does  not  sell  in  certain  areas  of  the 
country  [R.  1628-1631]. 

Even  if  Coleman  had  gone  out  of  the  wall  heater 
business  entirely  during  the  years  1952  through  1956, 
then  nevertheless  Coleman's  percentage  of  the  national 
market  would  have  been  redistributed  among  all  the  com- 
peting companies  in  the  wall  heater  industry  and  would 
not  all  have  gone  to  Holly,  there  being  no  proof,  and  the 
nature  of  the  heaters  making  such  proof  impossible,  that 
only  those  of  Holly  and  Coleman  could  satisfy  the  demand 
[see  R.  1627-1628].  An  assumption  that  Coleman's  cus- 
tomers, who  gave  it  1 1  %  of  the  national  market,  purchased 
these  particular  models  because  undetected  puffs  of  air  (or 
any  quantity)  reached  the  economizers  through  an  air  pas- 
sage patented  by  Holly,  would  be  so  unreasonable  that  we 
believe  no  court  would  consciously  make  it,  yet  this  is 
exactly  what  the  judgment  does  assume.  As  a  Coleman 
vice-president  testified,  Coleman  lost  many  sales  to  manu- 
facturers who  did  not  even  have  an  economizer  on  their 
heaters  at  all  [R.  1627-1628],  and  so  must  Holly  have 
done. 

Holly  presented  no  evidence  bearing  directly  on  the 
question  whether  there  was  a  definite  segregated  demand 
even  for  wall  heaters  equipped  with  economizers,  regardless 
of  the  source  of  their  air,  as  distinguished  from  all  other 
AG  A  approved  gas  wall  heaters.  A  fortiori  there  was  not, 
and  could  not  be,  any  evidence  of  a  special  demand  for 
wall  heaters  feeding  economizers  with  air  from  the  lower 
wall  spaces,   as  observed  by  the  trial  judge  and  quoted 
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above.  There  was  some  testimony  by  Holly's  witnesses 
that  up  to  1952  the  economizer  feature  of  the  Holly 
heaters  (not  the  source  of  the  economizer's  air)  provided 
a  competitive  advantage.  However,  Holly's  attorney 
pointedly  refrained  from  asking  any  of  Holly's  witnesses 
about  the  competitive  situation  as  it  existed  throughout 
the  wall  heater  industry  during  the  years  of  the  infringe- 
ment. Nor  did  Holly  offer  any  evidence  connecting  its 
alleged  distinctive  sales  features  with  customer  preference 
at  any  time.  As  shown  in  the  following  subsection  of 
this  brief,  Coleman's  sales  increased  when,  in  1957,  it 
brought  out  a  non-infringing  heater  which  did  not  even 
have  an  economizer  at  all. 

Coleman's  evidence  on  the  other  hand  shows  that  start- 
ing in  1953  (which  was  the  first  full  year  of  Coleman's 
infringement),  there  was  a  general  upgrading  of  the 
wall  heater  products  of  Holly's  competitors.  By  1953 
competitors  of  both  Holly  and  Coleman  were  selling  AGA 
approved  single  stud  space  wall  heaters,  including  ones 
of  35,000  BTU  capacity  like  Holly's  [R.  1626]. 

In  discussing  AGA  (American  Gas  Association)  regula- 
tions and  testing  procedures,  Holly's  witness  Mr.  Hol- 
lingsworth  made  clear,  perhaps  inadvertently,  that  the 
upgrading  of  competitive  heaters  to  a  level  directly  com- 
petitive with  Holly  was  made  compulsory  by  1954.  In 
that  year  a  new  retroactive  set  of  regulations  was  adopted 
by  AGA,  and  all  manufacturers  were  required  to  obtain 
new  approvals.  Under  the  1954  AGA  regulations,  as 
explained  by  Mr.  Hollingsworth,  every  heater  was  tested 
for  "hot  spots"  from  floor  to  ceiling,  and  with  a  flue 
height  that  corresponded  to  the  actual  conditions  of  use 
[R.  1164-1165]. 

In  1953,  nineteen  companies  held  AGA  approvals  on 
gas  wall  heaters,  while  only  eleven  manufacturers  re- 
ceived approvals  under  the  retroactive  regulations  of 
1954  [R.  1625-1626].     The  wall  heaters  of  each  of  these 
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eleven  manufacturers  were  necessarily  of  a  directly  com- 
petitive quality  to  the  Holly  heater.  In  order  to  receive 
1954  AG  A  approval,  the  heaters  had  to  solve  the  hot 
wall  problem  from  floor  to  ceiling-  while  achieving  at  least 
70%  efficiency  under  the  test  conditions.  The  70%  effi- 
ciency was  a  practical  maximum.  Mr.  Hollingsworth 
admitted  that  Holly's  run-of-the-line  production  units 
would  average  only  68  to  69%  on  the  AG  A  efficiency 
test  [R.  1230]. 

The  Court's  Finding  No.  VHI  [R.  425]  does  not  specify 
the  time  when  other  wall  heaters  supposedly  did  not  have 
the  same  sales  features  as  the  Holly  and  Coleman  heaters. 
The  finding  would  have  some  support  in  the  evidence,  but 
no  relevance,  if  it  refers  to  the  period  before  1952.  Other- 
wise, the  finding  is  directly  contrary  to  the  evidence.  As 
previously  noted,  during  the  entire  period  of  the  infringe- 
ment many  other  companies  were  marketing  directly  com- 
petitive AGA  approved  gas  wall  heaters. 

2.  The  Law  Requires  That  Any  Claimed  Actual  Damages 
for  Patent  Infringement  Be  Proved  With  Certainty,  and 
There  Is  No  Presumption  of  Damage  Beyond  That  of  a 
Reasonable  Royalty. 

It  has  long  been  settled  that  the  burden  of  proving  dam- 
ages rests  upon  the  patent  owner :  Robertson  v.  Blake,  94 
U.  S.  728  (1877);  Dodson  v.  Hartford  Carpet  Co.,  114 
U.  S.  439  (1885).  "Actual  damages  must  be  actually 
proved,  and  cannot  be  assumed,"  said  the  Supreme  Court 
in  Seymour  v.  McCormick,  57  U.  S.  (16  How)  480,  490 
(1853).  The  statutory  "reasonable  royalty"  the  patent 
owner  may  recover  if  he  chooses.  But  as  noted  in  Sey- 
mour V.  McCormick  (p.  490) : 

'Tf  he  claims  anything  above  that  amount,  he  is 
bound  to  substantiate  his  claim  by  clear  and  distinct 
evidence." 
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The  Court  added  (p.  490)  : 

"The   question  is   not  what   speculatively  he   may 
have  lost,  but  what  actually  he  did  lose." 

The  burden  is  not  carried  by  claiming  without  proof 
that  Holly  would  have  made  Coleman's  sales:  Power 
Specialty  Co.  v.  Connecticut  Light  &  Pozuer  Co.,  80  F. 
2d  874  (2d  Cir.,  1936);  Wedge  v.  Waynesboro  Nur- 
series, 31  Fed.  Supp.  638,  641-642  (W.  D.  Va.,  1940) ; 
American  Can  Co.  v.  Goldee  Mfg.  Co.,  31  F.  2d  492  (D.  C. 
N.  Y.  1927)  ;  Dowagiac  Mfg.  Co.  v.  Minnesota  Moline 
Plow  Co.,  235  U.  S.  641  (1915)  ;  Underwood  Typewriter 
Co.  V.  E.  C.  Stearns  Co.,  227  Fed.  74,  82-83  (2d  Cir., 
1915);  McSherry  Mfg.  Co.  v.  Dowagiac  Mfg.  Co.,  160 
Fed.  948,  951-953  (6th  Cir.,  1908). 

As  shown  by  the  foregoing  decisions,  the  courts  have 
uniformly  held  that  damages  allegedly  based  on  lost  sales 
may  never  be  presumed.    The  rule  is  the  same  even  though 
a  plaintiff  and  a  defendant  are  the  only  sources  of  prod- 
ucts which  infringe  the  patent  in  suit,  and  even  though  the 
patented  product  has  some  sales  features  not  provided  by 
other  products  for  the  same  general  purpose.     (See  Power 
Specialty  and  Waynesboro  Nurseries  cases  cited  above.) 
A  most  complete  and  authoritative  discussion  of  this 
question  is  found  in  the  above  cited  Power  Specialty  case 
(80  F.   2d  874).     The   facts,   there,   were   substantially 
identical  with  those  of  the  present  case.     The  following 
extract  from  page  875  of  the  opinion  shows  the  direct 
applicability  of  the  decision  to  the  case  at  bar: 

''Although  appellant  and  appellee  were  the  only 
manufacturers  of  the  patented  economizer,  it  does  not 
follow  that,  if  the  sales  had  not  been  made  by  the 
appellant,  the  appellee  would  have  made  them.  Other 
manufacturers  were  selling  economizers  suitable  for 
steam  plants.  .  .  . 
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''  .  .  .  No  claim  of  loss  or  profits  would  he  justified 
unless  the  customer  had  to  have  an  economizer  of  a 
kind  which  it  must  have  bought  from  the  appellee  if 
not  from  the  appellant.  It  appears  in  these  circum- 
stances that  the  buyers  might  have  purchased  devices 
other  than  the  appellant's  economizers  or  might  not 
have  bought  any."    (Emphasis  added). 

In  summarizing  the  law  and  the  evidence    the  Court 
further  stated  (p.  S77)  : 

"From  the  foregoing,  it  is  clear  that  the  allowance 
of  profits  on  a  basis  of  lost  sales  was  not  sustained 
by  the  proof,  and  the  appellee's  damages  should  not 
have  been  thus  measured.  Where  lost  sales  profits 
have  been  allowed,  the  courts  have  found  that,  but 
for  the  infringement,  the  plaintiff  would  have  made 
the  sales  either  to  the  infringer  himself  or  to  the 
eventual  customers.  (Citing  cases.)  This  fact  must 
be  proved  and  cannot  be  presumed.  (Citing  cases.) 
Without  sufficient  proof,  as  here,  the  damages  should 
be  measured  on  the  basis  of  a  reasonable  royalty/' 
(Emphasis  added.) 

If  the  market  areas  reached  by  the  Coleman  sales  or- 
ganization had  been  the  same  as  those  reached  by  Holly, 
and  had  the  customers  in  those  areas  really  preferred  wall 
heaters  equipped  with  economizers  using  wall  space  air,  it 
is  obvious  not  only  that  Holly  would  have  proved  it  but 
that  Coleman's  sales  would  have  dropped  drastically  on  the 
termination  of  the  infringement.     But  Holly  oft^ered  no 
such  proof,  and  for  good  reason.    What  actually  happened 
on  the  termination  of  the  infringement  was  that  Coleman's 
sales  increased  rather  than  decreased.     In  the  first  four 
months  after  the  introduction  of  defendant's  non-infring- 
ing line  of  wall  heaters,  Coleman  sold   10,399  gas  wall 
heaters  as  compared  with  9,303  wall  heaters  during  the 
corresponding  months   of    1956    [R.    1624].      Coleman's 
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plant  was  then  struck  for  53  days  which  seriously  inter- 
fered with  the  company's  production  and  shipping.  Never- 
theless, during  the  first  six  months  of  1957  Coleman  sold 
10.7% 'of  the  national  wall  heater  market  as  compared  with 
11.1%  for  1956  [R.  1625].  This  evidence  is  conclusive 
in  itself  that  Coleman's  11%  share  of  the  national  market, 
which  it  had  maintained  for  many  years  prior  to,  during, 
and  subsequent  to  the  infringement,  would  not  have  gone 
to  Holly  [R.  1630]. 

Holly's  position  here  is  very  much  like  that  of  the  plain- 
tiff in  the  Waynesboro  Nurseries  case  (cited  above)  where 
the  Court  stated  (31  Fed.  Supp.  at  p.  641)  : 

"In  other  words,  it  would  seem  that,  while  plain- 
tiffs were  unable  to  sell  to  these  persons  during  the 
period  of  infringement,  they  were  equally  unable  to 
sell  to  them  either  before  or  after  this  period.  If  I 
am  correct  in  my  reading  of  the  evidence,  it  is  not 
shown  that  any  of  the  persons  to  whom  defendants 
sold  were  customers  of  plaintiffs  before  defendants' 
infringing  product  came  on  the  market  or  became 
customers  after  the  infringement  ceased.  This  would 
indicate  that  plaintiff  is  complaining  of  sales  to  per- 
sons to  whom  it  has  never  been  able  to  sell  and  that 
defendants'  market  was  one  which  for  some  reason 
has  never  been  reached  by  plaintiffs." 

It  is  believed  that  the  trial  court  was  misled  by  decisions 
cited  by  Holly  where  lost  sales  damages  have  been  awarded 
in  entirely  different  factual  situations.  The  decisions 
which  Hoily  claimed  supported  such  an  award  in  the  pres- 
ent case  were :  Bemis  Car  Box  Company  v.  J.  G.  Brill  Co., 
200  Fed.  749,  758  (3d  Cir.,  1912) ;  Livesay  Windoiv  Com- 
pany, Inc.  V.  Livesay  Industries,  Inc.,  251  F.  2d  469,  471 

(5th' Cir.,  1958);  Electric  Pipelines,  Inc.  v.  Fluid  Sys- 
tems, Inc.,  146  Fed.  Supp.  262  (D.  C.  Conn.,  1956)  ;  and 
National  Rejectors,  Inc.  v.  A.B.T.  Mfg.  Corp.,  188  F.  2d 

706  (7th  Cir.,  1951). 
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The  Bemis  case  dealt  with  a  factual  situation  in  which 
the  defendant,  prior  to  the  infringement,  purchased  the  in- 
fringing product  from  the  plaintiff.  There  was  no  other 
source  of  the  product,  and  consequently  the  only  issue  was 
whether  defendant  would  have  continued  to  buy  from 
plaintiff  if  defendant  had  not  manufactured  the  product 
Itself  during  the  period  of  infringement.  Thus,  there  was 
no  uncertainty  about  the  fact  of  specific  and  identifiable 
lost  sales.    As  the  Court  stated  (200  Fed.  at  p.  762)  : 

'While  thereafter  defendant  ceased  purchasing 
plaintiff's  boxes,  it  did  not  stop  using  boxes  of  that 
type,  for  the  infringing  box  was  but  the  plaintiff's 
box  made  by  the  defendant.  The  desire  of  the  de- 
fendant to  use  that  type  of  box  would,  therefore,  had 
it  not  become  an  infringer,  have  probably  caused  it 
to  continue  to  purchase  from  the  plaintiff.  Its  con- 
duct, both  before  and  during  the  period  of  infringe- 
ment, is  wholly  and  only  consistent  with  the  conclu- 
sion that  the  defendant  would  have  continued  a  cus- 
tomer of  the  plaintiff,  had  it  not  become  an  infringer.'' 
(Emphasis  added.) 

In  the  Livesay  case  the  evidence  conclusively  established 
that  all  of  the  sales  which  defendant  made  could  only  have 
been  made  by  plaintiff.  Both  the  plaintiff  and  the  defend- 
ant sold  their  products  under  the  name  'Tivesay"  and  this 
was  the  way  it  was  specified  in  architects'  plans,  so  that 
no  other  product  could  possibly  meet  the  requirements  of 
the  specification.  As  stated  in  the  Opinion  (251  F.  2d  at 
p.  478) : 

"Indeed,  a  common  thing  was  for  the  architect's 
written  specifications  to  call  for  Livesay  Concrete 
Window  Frames'  meaning  specifically  either  of  the 
two  frames.  At  least  as  to  all  of  the  residences  com- 
prising the  9.5%  with  built-in  blind  guides  which  went 
to  make  up  the  combined  volume  of  Infringer  and 
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Licensee,  the  builder,  or  contractor,  or  architects 
called  for  this  type  of  frame.  As  to  this  market  de- 
mand, the  source  of  supply  was  confined  to  these  two 
parties  and  had  not  the  infringement  occurred,  the 
Licensee  would  here  have  had  a  monopoly  in  an  arti- 
cle having  established  trade  acceptance  of  great  ex- 
tent."   (Emphasis  added.) 

The  Electric  Pipe  Line  case  involved  a  factual  situation 
similar  to  the  Livesay  case.  The  sales  were  made  through 
competitive  bids  which  defined  the  character  of  the  re- 
quired systems  by  detailed  specifications.  The  basis  for 
the  holding  that  plaintiff  would  have  made  the  sales  but 
for  the  infringement  was  the  Master's  finding: 

".  .  .  that  Fluid  Systems  and  Electric  Pipe  Line 
were  the  only  sellers  of  the  kind  of  system  required 
by  the  specifications  of  the  job  in  question."  (146 
Fed.  Supp.  at  p.  263;  emphasis  added). 

The  Opinion  of  the  Court  of  Appeals  in  the  National 
Rejectors  case  merely  summarizes  the  Master's  Report. 
However,  it  is  clear  from  the  Court's  Opinion  that  the 
type  of  product  there  involved  could  have  been  obtained 
only  from  the  plaintiff  or  defendant.  The  Master  had 
specifically  found   (188  F.  2d  at  p.   709): 

".  .  .  that  purchasers  of  defendant's  infringing  de- 
vices would  have  made  these  purchases  from  plaintiff 
but  for  defendant's  infringement;  .  .  ." 

Thus,  in  these  cases  there  was  a  proved  demand  for  the 
patent  owners'  particular  products,  with  which  only  the 
infringers'  products  interfered. 

In  the  present  case  we  have  a  factual  situation  in  which 
many  competitors  were  supplying  a  product  for  the  same 
purpose.  All  wall  heater  manufacturers  are  classified  as 
one  industry  by  the  United  States  Department  of  Com- 
merce [Orig.  R.  542].    This  is  certainly  not  a  case  where 
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it  may  be  said,  as  in  the  cases  cited  by  Holly,  that  but  for 
Coleman's  infringement  the  particular  sales  involved  would 
necessarily  have  been  made  by  Holly.  Coleman  was  not 
a  former  customer  of  Holly,  nor  were  the  sales  involved 
here  made  under  specific  job  requirements  or  specifications 
nor  was  there  a  special  demand  for  single  stud  space  wall 
heaters  equipped  with  economizers  with  or  without  lower 
wall  space  air.  Rather,  this  is  a  situation  like  that  which 
was  found  in  the  Power  Specialty  case  in  which  the  Court 
stated  (80  F.  2d  at  p.  875): 

"that  the  buyers  might  have  purchased  devices  other 
than  appellant's  economizers  or  might  not  have  bought 
any." 

The  Master's  Report  specifically  so  found   [Report  of 
Special  Master,  R.  52-53]. 

This  is  not  a  case  in  which  in  reason,  or  under  the  law 
Holly's  damage  can  be  equated  with  Coleman's  sales,  and 
the  judgment  is  therefore  without  evidentiary  support. 

3.      The   19%  Profit  Margin  Attributed  to  Holly  Is  Without 
Support  in  the  Record. 

Although  Finding  XH  [R.  426]  states  that  "Plaintiff's 
net  profit  on  the  patented  wall  heaters  was  approximately 
19%   of  Its  net  sales,"  there  was  no  evidence  presented 
from  which  such  a  figure  could  be  determined.     During 
the  years  from  1952  to  1957,  Holly  sold  a  number  of  other 
products  besides  wall  heaters.     No  records  were  kept  for 
most  of  these  years  which  show  the  profit  margins  on  wall 
heaters.    The  records  for  1952  to  1955  disclose  only  total 
profits  on  all  products  without  any  breakdown  between 
products.    The  first  records  indicating  Holly's  profit  mar- 
gin on  wall  lieaters  pertain  to  the  years   1956  and   1957 
[Accounting  Exs.  2^Z,  34  and  36].    Exhibit  2>Z,  which  con- 
solidates Exhibit  34  and  represents  the  fiscal  year  1956- 
1957  [R.  1329],  shows  only  a  7.1%  profit  margin  on  wall 
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heaters.  This  percentage  is  based  on  net  sales  and  is  be- 
fore taxes,  and  is  therefore  on  the  identical  basis  as  the 
19%  figure  adopted  by  the  Court.  Exhibit  36  [R.  1341] 
shows  a  corresponding  figure  of  10.5%  profit  on  wall 
heaters  for  the  first  half  of  1956. 

Clearly,  either  7.1%  or  10.5%  is  entirely  different  from 
19%.  How  then  did  the  Court  arrive  at  the  19%  figure? 
There  is  nothing  in  the  findings  to  indicate  where  this 
percentage  came  from,  but  apparently  the  Court  simply 
accepted  plaintiff's  bare  assertion  that  the  19%  figure  was 
supported  by  the  record.  All  that  plaintiff  ever  offered  in 
support  of  this  percentage  was  the  following,  which  is 
quoted  from  plaintiff's  Memorandum  in  Support  of  Its 
Proposed  Findings  [R.  252-253] : 

"The  19%  figure  was  ascertained  over  a  2>^-year 
period,  a  portion  of  which  was  prior  to  Coleman's 
entry  into  the  market,  and  a  portion  of  which  was 
after  Coleman's  entry  into  the  market.  This  average 
profit  figure  was  ascertained  on  the  basis  of  Holly's 
20.1%  profit  margin  in  the  year  1951,  its  17.4% 
profit  margin  in  the  year  1952,  and  its  19.7%  profit 
margin  during  the  first  half  of  1953.  [Accounting 
Tr.  777,  841.]" 

(The  transcript  references  in  the  foregoing  quotation 
may  now  be  found  at  R.  1431-1432  and  R.  1488.) 

It  should  be  noted  that  the  figures  set  out  in  the 
foregoing  quotation,  which  were  destined  to  become  the 
measure  of  damages,  were  only  supposed  to  represent  the 
total  profits  of  Holly  on  all  its  operations,  including  profits 
derived  from  other  sources  than  sales  of  its  products,  and 
profits  on  products  other  than  wall  heaters  [Accounting 
Ex.  23,  p.  6;  Accounting  Ex.  24,  p.  4;  R.  1431-1432, 
1488].  This  will  be  clearly  demonstrated  by  reference  to 
the  testimonv  Holly  cites  as  support  in  the  foregoing  quo- 
tation: "Accounting  Tr.  777,  841,"  now  found  in  R.  1431- 
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1432  and  1488.  Obviously,  the  profit  margins  which 
Holly  made  on  its  total  operation  are  completely  irrelevant 
to  the  question  of  how  much  profit  Holly  might  have  made 
if  It  had  sold  all  of  Coleman's  heaters. 

The  utter  invalidity  of  the  19%  figure  adopted  by  the 
Court  can  be  demonstrated  another  way.  Holly's  profits 
on  its  total  operation  varied  widely  over  the  years  from 
1952  to  1957.  The  alleged  19%  average  profit  on  wall 
heaters  bears  no  relation  to  even  the  average  total  profits 
made  by  Holly  during  the  period  of  the  infringement,  much 
less  to  any  profit  which  Holly  made  or  could  have  made  on 
its  wall  heater  sales  alone.  Holly's  Annual  Reports  show 
the  true  situation  [Accounting  Ex.  24,  p.  4;  Ex.  25  p  4- 
Ex.  26,  p.  3;  Ex.  27;  Ex.  28,  p.  2,  and  Ex.  29,  p.  3]'.  The 
pertinent  figures  from  these  reports  are  summarized  be- 
low: 

Holly's  Profit  Percentage  on  Its  Total  Operation. 

p^^-    ,  Net  Profit  Before  Taxes 

^^^^^  (%  to  Net  Sales -I 

1952  (Calendar  Year)  17  4^ 

1953  "  "  13;8 

8.3 

14.6 
Calendar  Year  to  June,  1956  5.9 

Fiscal  Year  to  Dec,         1956  6.3 

Fiscal  Year  to  Mar.,        1957  2.8 


1954 
1955 


Average  9.8% 

H  the  figures  in  the  foregoing  tabulation  are  averaged 
the  result  as  indicated  above  is  9.8%.  Such  an  average 
would  have  considerably  more  justification  than  the  19^^ 
average  proposed  by  plaintifif,  which  was  based  on  an  arbi- 
trarily selected  two  and  one-half  year  period.  It  would 
also  correspond  much  more  closely  with  the  actual  figures 
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for  1956  and  1957  of  7.1%  and  10.5%,  which  are  the  only 
figures  in  the  record  showing  profit  percentages  for  Holly's 
wall  heater  sales. 

Summarizing,   the   Court's   finding   that   plaintiff's   net 
profit  on  wall  heaters  was  approximately  19%  of  its  net 
sales  is  wholly  without  evidentiary  support.     Holly  kept 
no   records   breaking   down   its    over-all   profit   until   the 
years  1956  and  1957.     On  the  consohdated  report   [Ac- 
counting Ex.  33]  the  net  profit  on  wall  heaters  was  7.1% 
of  net  sales  for  the  fiscal  year  1956-1957.    In  the  first  half 
of  1956,  the  corresponding  figure  was  10.5%.    The  19% 
figure  comes  from  a  devious  calculation  proposed  by  plain- 
tiff wherein  a  two  and  one-half  year  period  is  arbitrarily 
selected  for  a  computation  of  average  total  profits,  and 
without  confinement  to  the  product  here  in  issue.     Even 
by  this  shotgun  method  of  computation  the  ultimate  con- 
clusion is  irrational  since  Holly's  average  profits  on  all 
products  for  all  years  in  question,   1952-1957,  was  only 
9.8%  of  net  sales,  as  shown  above  from  its  own  figures. 
When  it  is  considered  that  Coleman's  total  sales  of  wall 
heaters  from  1952-1957,  amounting  to  over  seven  and  one- 
half  million  dollars,  has  been  multiplied  by  19%  in  the  pri- 
mary damage  calculation,   the  magnitude   of   the  court's 
error  is  readily  apparent.     Every  percentage  point  under 
this  extraordinary  method  of  calculation  is  worth  $76,350. 
It  is  therefore  submitted  that  it  was  gross  error  for  the 
Court  to  make  such  a  calculation  with  an  unsupported  and 
speculative  multiplying  factor  of  19%. 
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II. 
The  33-1/3%  Increase  of  the  Assumed  Lost  Profits 
Damages  Is  Arbitrary,  Unreasonable  and  Without 
Evidentiary  Support. 

The  Court's  Finding  XXII  [R.  430]  presumes  that  the 
figure  of  $1,450,661.78  is  inadequate  to  compensate  Holly 
for  its  actual  damage.  The  ?>2>y2%  increase  amounts  to 
$483,553.93,  bringing  the  total  assessment  for  "actual" 
damages  to  $1,934,215.71.  This  compares  with  the  total 
damages  as  found  by  the  Master  of  $785,975.85  [Report 
of  Special  Master,  R.  60,  67].  The  final  figures  as  arrived 
at  by  the  Court  and  by  the  Master  as  to  Holly's  supposed 
actual,  reasonable  and  probable  damages  dififer  by  $1,148,- 
239.86.  Without  having  heard  any  of  the  lengthy  and  in- 
volved evidence  on  the  accounting,  the  Court  has  perceived 
two  and  one-half  times  as  much  actual  damages  as  did 
the  Master. 

The  Court's  Finding  XXII  refers  to  three  types  of  dam- 
ages which  supposedly  justified  the  333^%  increase:  (1) 
"forced  price  reductions,"  (2)  "increased  selling  ex- 
penses," and  (3)  "curtailment  of  plaintifif's  market  ex- 
pansion." All  of  these  types  of  alleged  damage  were  spe- 
cifically considered  by  the  Master  and  taken  into  account 
in  arriving  at  the  total  figure  of  $785,975.85  recommended 
by  him  [Report  of  Special  Master,  R.  48-52,  and  his 
Finding  V,  R.  62].  On  the  facts  of  this  case,  however, 
they  are  mere  generalities  having  no  substance  to  support 
them. 

It  is  Coleman's  position  that  both  the  Master  and  the 
Court  erred  by  deriving  definite  dollar  values  from  these 
hypothetical  types  of  damage  when  the  record  is  devoid 
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of  any  data  permitting  such  computation.  The  case  law 
requiring  that  any  damages  other  than  a  reasonable  roy- 
alty be  proved  with  certainty  has  no  exceptions. 

The  Court's  Finding  XXII  [R.  430]  states  categorically 
that  "the  damages  suffered  by  plaintiff  due  to  forced  price 
reductions  and  increased  selling  expenses  amount  to  at 
least  $280,000."  There  is  nothing  in  the  record  even  to 
suggest  support  for  this  finding.  In  order  to  support  a 
specific  calculation  of  this  type,  it  would  be  necessary  to 
make  the  preliminary  finding,  impossible  in  this  case,  that 
Coleman's  infringement  was  the  sole  cause  of  the  lower 
per  cent  profit  made  by  Holly  in  the  years  1953  to  1955 
as  compared  with  the  years  1951  and  1952:  Power  Spe- 
cialty Co.  V.  Connecticut  Light  &  Power  Co.,  80  F.  2d  874, 
878  (2d  Cir.,  1936) ;  American  Can  Co.  v.  Goldee  Mfg. 
Co.,  31  F.  2d  492,  493  (D.  C.  N.  Y.,  1927),  affirmed  31 
F.  2d  494  (2d  Cir.,  1929). 

As  held  in  the  Power  Specialty  case: 

"It  was  error  to  allow  recovery  for  reduction  in 
prices  in  appellee's  original  bid  due  to  the  competition 
of  the  appellant  in  three  of  the  instances  where  the 
installation  was  made  by  the  appellee.  To  succeed  in 
this  claim,  appellee  must  prove  that  it  lost  profits 
because  it  was  compelled  to  lower  its  price  solely  he- 
cause  of  competition  by  the  appellant.  (Citing  cases.)" 
(Emphasis  added.) 

The  record  is  without  evidence  to  support  the  conjec- 
ture that  Holly's  slightly  lower  profit  margins  in  the  years 
1953  to  1955  were  caused  by  Coleman's  infringement  ra- 
ther than  by  other  factors.  In  fact,  the  only  evidence  at 
all  which  Holly  presented  with  regard  to  price  reductions 
related  only  to  sales  to  one  specific  customer  in  Florida 
[R.  1028-1033].  Clearly,  such  limited  evidence  cannot 
support  the  sweeping  generalization  made  by  the  Court. 
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Most  of  the  asserted  damage  to  Holly's  profit  margin  is 
supposed  to  have  occurred  in  1953  and  1954  [Report  of 
Special  Master,  R.  50].  Holly  claims  to  have  made  a 
profit  of  $2.00  less  per  unit  sold  in  those  years  than  in  the 
immediately  preceding  year.  However,  there  were  many 
factors  other  than  Coleman's  infringement,  as  admitted  by 
Holly's  own  vice  president,  Mr.  Hammond,  that  led  to  the 
reduced  level  of  Holly's  business  at  that  time.  A  major 
factor,  as  noted  above  Part  1(1),  was  the  entry  of  three 
new  AGA  approved  competitors  into  the  field  in  1953.  As 
discussed  by  Mr.  Hammond,  there  was  also  the  steel  short- 
age due  to  the  Korean  War,  and  the  fact  that  Holly  had 
reached  the  limit  of  its  plant  capacity  [Orig.  R.  468-471], 

Even  aside  from  the  fact  that  there  is  no  evidence  show- 
ing that  the  reduced  profit  margins  were  caused  by  the 
infringement,  the  assumption  underlying  the  Court's  con- 
jecture is  fundamentally  incredible.  It  is  almost  unheard 
of  for  a  corporation  to  maintain  the  same  profit  margin 
year  after  year  independent  of  changing  business  condi- 
tions. Yet  the  Court  has  assumed  exactly  this  unlikely 
phenomena — that  Holly  would  have  continued  to  operate  at 
the  same  profit  margin  during  each  of  the  years  1953, 
1954,  and  1955  as  it  did  in  the  years  1951  and  1952.  Ob- 
viously, such  an  unlikely  proposition  could  not  be  adopted 
as  a  foundation  for  calculating  damages  without  the  clear- 
est proof. 

Finding  XXH  [R.  430]  also  assumes  that  Holly  suf- 
fered additional  damage  due  to  a  curtailment  of  its  mar- 
ket expansion.  Since  the  Court  had  already  compensated 
Holly  for  its  assumed  loss  of  all  of  Coleman's  business. 
Finding  XXH  can  only  refer  to  Holly's  loss  by  not  tak- 
ing business  away  from  other  companies  besides  Coleman. 
What  could  be  more  illogical  than  such  a  conclusion?  Cole- 
man's infringement  could  not  have  prevented  Holly  from 
expanding  at  the  expense  of  its  non-infringing  competi- 
tors.    Furthermore,  a  nearly  fabulous  expansion  would 
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have  been  required  to  permit  Holly  to  absorb  all  of  Cole- 
man's output  plus  an  additional  volume  of  business  suffi- 
cient to  yield  a  further  profit  of  $483,661.78. 

We  know  that  Coleman  from  1952  through  1956  had 
only  approximately  one-tenth  of  the  gas  wall  heater  busi- 
ness in  the  country,  while  Holly's  other  non-infringing 
competitors  accounted  for  two-thirds  of  the  total  business 
[Orig.  R.  542;  Accounting  Ex.  47;  R.  1624-1625]. 

In  other  words,  two-thirds  of  the  market  was  wide  open 
to  Holly.  Yet  when  Coleman  ceased  to  sell  the  infringing 
heaters  [R.  1623],  Holly  simply  retained  about  the  same 
minor  share  of  the  national  market  [Accounting  Ex.  47, 
R.   1768,  and  Ex.  43,  Orig.  R.  542]. 

HI. 
As  Coleman's  Good  Faith  Is  Completely  Vindicated, 
There  Is  No  Legal  Basis  for  the  Award  of  Puni- 
tive Damages  and  Attorneys'  Fees. 

It  is  well  settled  that  in  patent  infringement  actions  there 
can  be  no  basis  for  an  award  of  either  punitive  damages 
or  attorneys'  fees  unless  the  evidence  establishes  beyond 
question  that  the  defendant  was  actuated  by  malice,  bad 
faith,  or  some  other  improper  motivation: 

Enterprise  Mfg.  Co.  v.  Shakespeare  Co.,  141  F.  2d 

916,  920  (6th  Cir.,  1944) ; 
Creagmile  v.  John  Bean  Mfg.  Co.,  32  Fed.  Supp. 

646,  648-649  (S.  D.  Cal,  1940); 
Cincinnati  Car  Co.  v.  Nezv  York  Rapid  Transit 

Corp.,  66  F.  2d  592,  593  (2d  Cir.,  1933); 
Park-In-Theaters  v.  Perkins,  190  F.  2d  137,  142 

(9th  Cir.,  1951); 
Faulkner  v.  Gibbs,  199  F.  2d  635,  641-642   (9th 
Cir.,  1952). 
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^  Of  the  foregoing  citations  the  first  three  cases  deal  spe- 
cifically with  the  law  relating  to  punitive  damages  while 
the  last  two  deal  with  the  question  of  awarding  attorneys' 
fees.  The  applicable  rule,  however,  is  the  same.  Before 
a  Court  can  exercise  its  discretion  to  award  either  puni- 
tive damages  or  attorneys'  fees  it  must  first  find  from  the 
evidence  that  the  infringer's  conduct  in  resisting  the  patent 
was  consciously  wrongful.  As  stated  in  the  Enterprise 
case  (141  F.  2d  at  p.  921): 

"Compensatory  damages  constitute  adequate  remu- 
neration for  invasion  of  a  patentee's  property  rights, 
unless  the  refusal  of  the  infringer  to  bow  to  the  pre- 
sumptive validity  of  an  issued  patent  is  consciously 
wrongful.  A  court  of  equity,  exercising  patent  juris- 
diction, does  not  readily  infer  wrong  motivation  upon 
the  part  of  those  resisting  the  validity  of  patent 
claims.  Patentees  generally  entertain  suspicion  that 
those  who  challenge  their  claims  are  deliberate  male- 
factors. However  bona  fide,  such  suspicions  produce 
no  legal  effect,  unless  sustained  by  evidence  substanti- 
ating suspicion  as  truth." 

This  Court  similarly  summarized  the  law  governing  the 
awarding  of  attorneys'  fees  in  patent  cases  in  the  Park-In- 
Theatres  case   (190  F.  2d  at  p.   142): 

"Thus,  payment  of  attorneys'  fees  for  the  victor  is 
not  to  be  regarded  as  a  penalty  for  failure  to  win  a 
patent  infringement  suit.  The  exercise  of  discretion 
in  favor  of  such  an  allowance  should  be  bottomed 
upon  a  finding  of  unfairness  or  bad  faith  in  the  con- 
duct of  the  losing  party,  or  some  other  equitable  con- 
sideration of  similar  force,  which  makes  it  grossly  un- 
just that  the  winner  of  the  particular  lawsuit  be  left 
to  bear  the  burden  of  his  own  counsel  fees  which  pre- 
vailing litigants  normally  bear." 
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1.  The  Court's  Finding  of  Bad  Faith  Is  Directly  Contrary 
to  the  Report  of  the  Special  Master  Although  Based  on 
the    Same   Evidence. 

It  is  Coleman's  position  that  the  Court's  Findings 
XXIII,  XXIV,  and  XXVI  [R.  430-431]  are  clearly  erro- 
neous and  find  no  support  in  the  evidence.  The  Court 
found  that  "defendant's  conduct  amounts  to  unfairness  or 
bad  faith."  This  is  directly  contrary  to  the  Report  of  the 
Special  Master  who  found  good  faith.  It  must  be  borne 
in  mind  that  the  issue  of  whether  Coleman  acted  in  good 
faith  first  became  material  and  was  tried  for  the  first  time 
during  the  accounting,  and  that  the  Special  Master  alone 
heard  the  witnesses  on  this  issue,  including  Coleman's  pat- 
ent attorney,  Coleman's  chief  design  engineer  and  one  of 
his  assistants,  and  all  witnesses  concerning  the  effect  of  the 
infringing  air  flow  on  the  heater.  As  set  out  in  Finding 
XXIII  [R.  67]  and  Conclusion  VI  [R.  69]  of  his  Report, 
the  Special  Master  recommended  that  there  should  be  no 
increased  damages  up  to  the  time  of  the  issuance  of  the 
original  injunction.  The  evidentiary  basis  for  his  conclu- 
sion is  summarized  in  his  Report  as  follows  [R.  60]  : 

"Defendant  offered  evidence  of  good  faith  on  the 
question  of  increased  damages.  The  evidence  shows 
that  it  had  received  expert  opinion  to  the  effect  that 
the  patent  was  not  infringed  and  that  it  in  good  faith 
relied  upon  those  opinions." 

The  Special  Master  did  not  pass  on  the  question  of 
whether  punitive  damages  might  be  awarded  on  the  small 
amount  of  sales  involved  in  the  contempt  proceeding,  nor 
does  the  Report  contain  a  specific  recommendation  with 
regard  to  attorneys'  fees  on  the  case  in  chief,  although  it 
necessarily  follows  from  the  finding  of  Coleman's  good 
faith  that  no  basis  existed  for  such  an  award.  (It  may 
be  noted  at  this  point  that  the  total  sales  involved  in  the 
contempt  were  relatively  negligible,  amounting  to  but  $182,- 
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851  as  compared  with  the  sales  prior  to  the  original  in- 
junction of  $7,452,211,  which  combined  made  up  the  total 
sales  of  $7,635,062.  All  questions  relating  to  the  con- 
tempt proceeding  are  discussed  in  Part  IV  of  this  brief.) 
We  will  now  examine  the  actual  conduct  of  Coleman  in 
the  light  of  the  legal  principles  governing  the  award  of 
exemplary  damages  and  attorneys'  fees,  upon  the  basis  of 
which  the  Special  Master  found  that  Coleman  acted  in 
good  faith  and  the  Trial  Court  found  that  it  acted  in  bad 
faith. 

2.      The  True  Nature  of  Coleman's  Heater  as  Contrasted  With 

Holly's. 

As  appears  below,  both  the  legal  advisors  and  the  tech- 
nical advisors  of  Coleman  concluded,  after  a  study  of 
Holly's  patent  and  the  file  wrapper,  and  with  a  true  knowl- 
edge of  Coleman's  heater,  that  there  was  no  infringement. 
In  view  of  the  fact  that  infringement  was  later  judicially 
declared,  it  becomes  important  to  recognize  the  fact  that 
the  evidence  upon  which  that  declaration  was  made  was 
mistaken  evidence — important  not  for  the  purpose  of  re- 
considering the  infringement,  but  as  a  necessary  basis 
upon  which  to  determine  the  issue  of  good  faith.  The  ac- 
tual facts  and  not  Holly's  mistakenly  proved  facts  neces- 
sarily governed  Coleman's  legal  and  technical  advisors 
long  before  the  mistake  was  made. 

In  this  connection  it  should  be  noted  again  that  at  the 
original  trial  Coleman  did  show  the  true  quantity  of  in- 
fringing air  in  its  heater  [Orig.  R.  395,  406],  albeit  Cole- 
man then  failed  conclusively  to  destroy,  as  it  later  did,  the 
mistaken  factual  premise  upon  which  Holly's  expert  made 
his  contrary  deductions.  The  trial  court  believed  Holly's 
evidence,  and  it  was  not  until  later  that  the  inaccuracy  of 
Holly's  factual  premises  was  conclusively  revealed.  There- 
after the  actual  facts  were  not  disputed. 


All  of  Holly's  original  evidence  on  this  point  was  given 
by  a  Mr.  Henry  Landsberg.  His  conclusions  were  that  the 
economizers  of  the  Coleman  heaters  used  from  23%  to 
57y2%  of  infringing  air,  depending  upon  the  kind  of 
heater  tested  [Orig.  R.  226-227].  It  is  now  an  estab- 
lished fact  that  the  actual  amount  of  infringing  air  did 
not  exceed  3.1%  [R.  1592-1594,  1749-1751],  and  since 
revelation,  at  the  contempt  hearing,  of  Holly's  original 
error,  this  fact  has  not  been  disputed. 

Mr.  Landsberg's  error  was  that  he  overlooked  a  large 
passage  of  non-infringing  air.  His  method  of  computing 
the  percentage  of  infringing  air  was  to  subtract  from  the 
total  volume  of  air  emitted  from  Coleman's  economizer  the 
volume  of  air  passing  through  the  only  non-infringing 
passage  of  which  he  then  knew.  In  his  opinion  there  were 
only  two  sources  of  air  into  the  Coleman  economizer,  one 
an  infringing  source  and  the  other  a  non-infringing 
source.^ 

It  has  now  been  established,  without  dispute,  and  by 
visual  demonstration  by  means  of  smoke,  that  there  was  a 
third  source  of  a  considerable  volume  of  non-infringing 
air,  overlooked  by  Mr.  Landsberg,  also  feeding  the  Cole- 
man economizer  [R.  532-538,  598-645,  particularly  R.  603- 
606  and  624-625].  The  air  from  the  previously  over- 
looked non-infringing  passage  was  referred  to  throughout 
the  contempt  hearing,  and  in  the  cited  references,  as  the 
"brown"  air. 


20rig.  R.  265,  692-694.  The  "upper  grill"  referred  to  at  page 
265  is  the  outlet  from  the  Coleman  economizer,  at  which  pomt 
Landsberg  measured  the  flow  of  air  from  the  economizer.  Pomts 
7  and  8  are  openings  into  the  economizer  directly  from  the  room, 
thus  admitting  non-infringing  air  into  the  economizer.  In  the 
Landsberg  formula  at  page  693  the  total  air  from  the  Coleman 
economizer  is  V.  Air  entering  at  7  and  8,  non-mf nngmg,  is  Y. 
Infringing  air  is  X.  Knowing  only  of  these  two  sources  of  air  into 
the  economizer,  the  total  volume  (V)  was,  to  him,  X  plus  Y.  By 
subtracting  the  non-infringing  air  entering  from  7  and  8  from  the 
total  volume  (V),  he  concluded  that  all  of  the  remainder  (X)  was 
mfringing  air. 
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Obviously  this  fact  invalidated  Mr.  Landsberg's  calcu- 
lations, and  he  admitted  that  this  was  so.  Upon  disclosure 
of  the  previously  overlooked  air  passage,  Mr.  Landsberg's 
testimony  was  [R.  557-559]  as  follows: 

Q.  Mr.  Landsberg,  what  you  were  attempting  to 
do  with  your  test  was  to  determine  how  much  of  the 
air  coming  out  of  5^  went  up  the  back  of  the  heater 
outside  the  box,  weren't  you?     A.     Yes,  sir. 

Q.  And  you  understand  what  we  mean  by  these 
various  colored  areas,  brown,  green,  pink,  don't  you? 
A.     I  didn't  follow  all  of  that  completely. 

Q.  All  right.  I  will  put  it  to  you  in  other  lan- 
guage then:  When  was  the  first  time  your  attention 
was  called  to  the  existence  of  any  passage  up  inside 
of  the  box  of  the  lower  heater  that  permitted  air  to 
get  into  the  Economizer  ?  A.  I  wasn't  too  aware  of 
that,  actually,  as  my  tests  were  made  and  as  the 
formula  was  computed  it  was  considered  that  there 
were  two  sources  of  air  into  the  Economizer,  one 
from  the  outside  and  one  from  the  bottom. 

Q.  In  other  words,  what  you  did  was  in  good 
faith  accept  the  data  that  was  given  you,  you  used 
the  data  given  you  as  far  as  where  you  were  going  to 
start  your  calculations,  did  you  not?  A.  Well,  the 
tests  were  made  on  that  premise. 

Q.  That  is  what  I  mean.  At  no  time  did  anybody 
tell  you  that  there  was  a  major  source  of  air,  or  any 
source  of  air,  up  the  inside  of  the  lower  box  into  the 
Economizer,  did  they?  A.  I  didn't  consider  it  that 
way. 

Q.  And  if  that  is  a  fact,  then  of  course  all  of  your 
calculations  are  completely  destroyed,  are  they  not? 
A.  If  that  is  a  fact,  there  is  a  question  as  to  the  path 
that  that  air  took  to  get  to  the  Economizer. 


^Point  5  was  the  outlet  from  Coleman's  economizer. 
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Q.  You  could  go  much  further  than  that,  could 
you  not— if  the  air  you  measured  coming  out  at  5 
went  up  both  the  inside  and  the  outside  of  the  box, 
you  no  more  know  from  your  test  how  much  went 
up  the  outside  of  the  box  than  you  would  know,  look- 
ing at  a  roadful  of  traffic  that  had  merged  from  two 
converging  highways  down  the  road,  which  came 
from  one  road  or  the  other,  would  you?  A.  That's 
right. 

Thus,  in  appraising  Coleman's  conduct  for  the  purpose 
of  determining  whether  exemplary  damages  are  in  order, 
the  case  is  not  one  in  which  Coleman  usurped  and  appro- 
priated a  substantial  volume  of  infringing  air,  presumably 
of  some  value  to  its  heater,  but  one  in  which  it  failed  to 
ehminate  totally  a  small  leakage  having  no  value  (subsecs. 
3  and  5  below).  It  is  also  one,  as  appears  below,  in  which 
Coleman  did  not  want  the  infringing  air,  sought  to  elimi- 
nate it,  and  did  so  except  as  limited  by  the  propensity  of 
air  to  leak. 

3.      The    Infringing    Air   Was    Actually   of   No    Value   to   the 

Coleman    Heater. 

Holly  has  at  no  time  introduced  evidence  as  to  the  effect 
of  the  infringing  air  upon  the  Coleman  heater,  but  origi- 
nally it  was  a  reasonable  assumption,  and  it  was  made,  that 
such  a  quantity  as  was  erroneously  indicated  by  the  Lands- 
berg  testimony  must  necessarily  have  affected  the  opera- 
tion. 

Upon  the  contempt  hearing  in  this  case  the  true  per- 
centage of  the  infringing  air  was  again  shown,  this  time 
with  conclusive  proof  that  the  original  Landsberg  com- 
putations were  in  error.  But  even  then  Holly  offered  no 
evidence  that  the  leakage  of  3.1%  was  of  any  utility  to  the 
Coleman  heater.  In  rendering  his  decision  on  the  contempt 
issue  the  trial  judge,  although  recognizing  the  fact  that 
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the  original  data  was  erroneous,  concluded  that  a  device 
(referred  to  in  Part  IV,  below)  employed  by  Coleman  in 
an  effort  to  comply  with  the  decree  while  still  disposing  of 
Its  stock  of  heaters  on  hand,  had  reduced  the  volume  of 
mfringing  air  to  one  third  of  what  it  had  been  before. 
Having  assumed  that  the  original  volume  of  infringing  air 
had  contributed  to  the  efficiency  of  the  Coleman  heater, 
the  Trial  Court  then  assumed  that  one  third  of  that  quan- 
tity also  affected  the  efficiency  of  the  heater  [R.  766]  ''and 
that  therefore  it  constitutes  an  infringement."  Up  to  that 
time^  there  had  been  no  evidence  at  all  from  either  side 
bearing  upon  the  assumption  made  by  the  Trial  Court. 
(Later  evidence  showed  without  contradiction  that  any 
such  assumption  was  unwarranted— Part  IV,  and  infra, 
this  section). 

The  Court  undoubtedly  made  the  observation  quoted  be- 
low because  of  an  admission  of  Holly's  counsel  during  the 
contempt  hearing  that  there  would  not  even  be  any  in- 
fringement if  there  was  a  mere  leakage  which  did  not  con- 
tribute to  the  efficiency  of  the  heater : 

The  Court :  Is  it  a  fair  statement  of  the  testimony 
to  say  that  the  test  is  whether  enough  air  from  the 
pink  area  enters  the  Economizer  to  affect  the  effi- 
ciency of  the  heater  in  any  material  degree? 

Mr.  Christie  (representing  Holly)  :  I  think  that 
is  true,  your  Honor. 

The  Court:  In  other  words,  if  a  little  air  came 
m  it  didn't  make  the  heater  heat  any  better,  it  didn't 
affect,  I  can't  say  actually  affect  the  operation,  I  sup- 
pose, but  perhaps  the  word  is  efficiency 

Mr.  Christie :     That  is  correct. 

The  Court:  —it  didn't  affect  the  efficiency  of  the 
heater,  then  that  should  be  called  de  minimis,  shouldn't 
it? 

Mr.  Christie:  Yes.  [R.  710.  'Tink"  designated 
the  infringing  air  and  its  source,  R.  700,  766.] 
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One  of  the  issues  which  the  Court  could  properly  have 
considered  upon  the  accounting  trial  was  the  value  of  the 
use  of  the  infringing  air  to  Coleman,  particularly  in  the 
determination  of  a  reasonable  royalty.  The  evidence 
showed  conclusively,  and  was  not  disputed,  that  the  m-- 
fringing  air  was  of  no  utility  whatsoever  to  the  Coleman 
heater.  It  affected  neither  the  efficiency  of  the  heater  nor 
the  wall  temperatures  [R.  1504-1515,  1579-1581]. 

4.     The  Importance  of  the  Use  of  the  Infringing  Air  in  the 
Heater  Combination  Patented  by  Holly. 

Coleman  concedes,  as  it  must  in  view  of  the  prior  ad- 
judication in  this  case,  that  the  claims  of  Holly's  patent 
cover  a  novel  combination  of  elements.  In  connection 
with  the  accounting  for  damages,  however,  it  is  important 
to  keep  in  mind  the  fact  that  the  vital  feature  of  the  Holly 
heater  combination  is  the  use  of  lower  wall  space  air  in 
the  secondary  heater  or  economizer. 

Holly  originally  attempted  to  obtain  a  patent  covering 
the  use  of  economizers  in  gas  wall  heaters,  without  re- 
gard to  whether  air  from  the  lower  wall  space  was  passed 
into  them  [R.  1772-1778,  Exs.  A  and  B  at  original  trial].* 
These  broad  claims,  however,  were  rejected  by  the  Patent 
Office.  The  record  of  the  prosecution  of  the  HolHngs- 
worth  patent  [Continuation  File  Wrapper,  Ex.  B  at  origi- 
nal trial]'  shows  that  the  patent  was  allowed  only  after 
all  of  the  claims  were  amended  to  specify  that  the  econo- 
mizer received  all  of  its  air  from  the  zmll  space  around 
the  lozver  heater.^     In  the  Holly  heater  combination,  as 

^These  exhibits  are  designated  as  part  of  the  record  on  appeal 
[R.  2014]  but  were  not  printed,  pursuant  to  stipulation   [R.  2019]. 

^Claim  I  of  the  patent  as  issued,  from  which  all  of  the  other 
claims  depend,  requires  that  the  "second  hollow  box"  (the  econo- 
mizer) be  related  to  the  "first  box"  (the  primary  heater)  by  having 
an  inlet  opening  adjacent  to  the  bottom  thereof  to  receive  air  flow- 
ing upward  outside  of  the  first  box  inside  of  the  wall." 
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described  in  the  Hollingsworth  patent,  100%  of  the  econ- 
omizer air  comes  from  this  source. 

Hollingsworth  represented  to  the  Patent  Office  in  un- 
equivocal terms  that  an  essential  feature  of  his  heater, 
which  was  responsible  for  its  improved  performance,  was 
the  use  of  lower  wall  space  air  in  the  economizer.  Accord- 
ing to  Hollingsworth  this  principle  of  operation  made  both 
the  lower  and  upper  walls  cooler  than  they  otherwise 
would  be,  while  at  the  same  time  improving  the  overall 
efficiency  of  the  heater  [Hollingsworth  Patent,  col.  4,  lines 
30-53,  Ex.  1  at  original  trial,  Orig.  R.  741-746] : 

"By  drawing  the  cold  air  up  around  the  sides  or  the 
back,  or  both,  of  the  lower  box,  the  neighboring  wall 
surfaces  are  cooled  and  more  fuel  may  be  burned 
safely  without  attaining  excessive  lower  wall  temper- 
atures.    Hence  the  heating  capacity  of  the  aparatus 
IS  increased.     Moreover,  the  air  for  the  upper  heat 
exchange,  because  it  is  drawn  from  a  low  level  has  a 
lower  temperature,  so  that  the  heat  transfer  from  the 
upper  radiator  is  increased.     In  this  way  the  amount 
of  heat  imparted  to  the  air  passed  through  the  upper 
box  (i.e.,  in  the  conduit  around  the  upper  radiator) 
is  increased,  with  a  resulting  improvement  in  over-all 
heating  efficiency.    Third,  the  use  of  cold  or  low  level 
air  as  feed  to  the  secondary  heat  exchanger  makes  it 
possible  safely  to  encase  this  secondary  heat  exchanger 
in  a  combustible  wall.     Fourth,  the  structure  of  the 
invention  is  such  that  the  hot  air  is  brought  out  into 
the  room  at  an  intermediate  level  while  cooler  but 
still  warm  air  is  introduced  into  the  upper  part  of  the 
room  near  the  ceiling,  thus  reducing  stratification  and 
increasing  air  circulation  in  the  room." 

As  will  subsequently  be  developed  in  detail  (subsec  5 
below),  during  the  designing  of  the  Coleman  heater  Cole- 
man's engineers  found  it  essential  to  depart  completely 
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from  the  principle  proposed  by  Hollingsworth.  ^  The  fact 
is  that  the  Coleman  heater  was  designed  to  avoid  the  use 
of  lower  wall  space  air  in  the  economizer,  and  this  was 
done  for  good  engineering  reasons  without  regard  to  any 
attempt  to  evade  the  Hollingsworth  patent  [R.  1282-1283, 
testimony  of  Dean  Olds,  Holly's  witness]. 

It  certainly  cannot  be  overlooked,  and  it  appears  to  be 
of  controlling  importance  in  evaluating  Coleman's  good 
faith,  that  the  feature  which  Hollingsworth  represented  to 
the  Patent  Office  as  being  primarily  responsible  for  his 
new  results  was  not  intentionally  used  in  the  Coleman 
heaters  at  all  (subsec.  5,  below). 

5.  Coleman's  Engineers  Believed  in  Good  Faith  That  They 
Were  Not  Using  the  Combination  Covered  by  the  Holly 
Patent. 

At  the  time  the  Coleman  heater  was  developed  the  engi- 
neering executive  primarily  responsible  for  the  design  of 
the  Coleman  wall  heaters  was  one  Dean  Olds,  no  longer 
with  the  Coleman  Company  but  today  a  consultant  for  the 
Siegler  Corporation  with  which  Holly  has  merged.  Harry 
Giwosky,  the  patentee  of  Coleman's  patent  2,767,702  [Ac- 
counting Ex.  B],  was  a  design  engineer  on  the  project 
under  Mr.  Olds.  Mr.  Olds  was  called  by  Holly  as  a  sur- 
prise witness  [R.  1310]  at  the  accounting  trial. 

The  gist  of  his  testimony  upon  his  direct  examination 
was  that  he  formed  the  opinion  that  if  Coleman  placed  its 
heater  upon  the  market  it  would  infringe  the  Holly  patent 
and  that  he  so  advised  the  Coleman  Company  (Summary 
of  Argument  (d),  above).  Upon  his  cross-examination, 
however,  this  witness  was  confronted  with  letters  which 
he  had  written  to  Coleman's  patent  counsel  early  in  1953. 
He  thereupon  admitted  that  he  had  changed  his  mind  as  to 
possible  infringement  after  the  file  wrapper  was  obtained 
in  August  of  1952,  which  wrapper  disclosed  that  Hol- 
lingsworth had  based  the  patentability  of  his  heater  com- 
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bination  upon  the  use  of  lower  wall  space  air  in  the  econ- 
omizer, and  conceded  that  he  had  then  concluded  that 
there  was  no  infringement  (R.  1271-1272). 

Mr.  Olds  testified  that  the  two  letters  which  he  had 
written  to  Coleman's  patent  counsel  correctly  reflected  his 
state  of  mind  [R.  1282].  These  letters,  written  on  letter- 
heads of  the  Coleman  Company  and  addressed  to  Mr. 
Horace  Dawson  of  Dawson,  Tilton  &  Graham,  209  South 
LaSalle  Street,  Chicago  4,  Illinois,  were  as  follows  [R. 
1267-1271,  emphasis  added  except  as  otherwise  indicated]  : 

January  13,  1953 
Dear  Horace: 

I  am  attaching  a  letter  from  James  B.  Christie  at- 
torney representing  Holly  Manufacturing  Company 
of  Pasadena,  which  as  you  will  note  charges  that  we 
are  infringing  their  patent  No.  2,602,411. 

I  believe  that  you  are  familiar  with  this  patent. 
Last  August  I  asked  you  to  obtain  the  file  wrapper, 
and  on  August  28th  you  analyzed  this  file  wrapper,' 
pointing  out  the  limitations  which  were  required  as  a 
part  of  the  claims  by  the  Examiner  before  this  patent 
was  issued.  Since  you  will  want  to  review  this  again 
I  am  also  returning  the  file  wrapper  for  your  infor- 
mation. In  August  of  1951  you  ran  a  quick  search  to 
determine  what  art  might  exist  on  economizer  devices 
of  this  type. 

We  are  also  sending  you  our  complete  file  on  the 
results  of  this  search  and  ask  that  you  return  it  when 
you  have  finished  using  it.  It  is  our  feeling  that  we 
do  not  infringe  the  Holly  patent. 

You  will  note  that  all  claims  contain  limiting 
phrases,  such  as  this,  'an  inlet  opening  adjacent  the 
bottom  thereof  and  adapted  to  receive  air  flowing  up- 
ward outside  the  first  box  and  imide  the  wall  [empha- 
sis is  Old's],  and  a  flue  connected  to  the  top  of  the 
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second  radiator.'     This  same  limitation  occurs  in  all 
of  the  claims,  if  my  analysis  is  correct. 

You  will  also  note  that  in  figure  1  of  the  drawing 
air  is  shown  entering  at  floor  level  and  being  carried 
upward  outside  the  first  casing,  and  so  on  up  into  the 
heat  exchanger  proper  or  second  casing  and  radiator. 
From  the  engineering  point  of  view  this  is  rather 
peculiar.     We  found  it  advisable  to  shut  off  as  much 
as  possible  this  air  which  rises  around  the  lower  cas- 
ing.    The  reason  was  that  as  the  air  rose  along  the 
casing  it  became   heated.     This   air   then   was   dis- 
charged into  the  second  or  upper  casing  or  economizer 
and  created  additional  temperature  problems  on  the 
upper  unit.     For  that  reason  we  provided  the  casing 
on  those  units  which  use  an  economizer  with  a  series 
of  louvres  at  the  top  of  the  front  of  the  casing.  This 
is  illustrated  in  a  drawing  which  I  am  also  attaching. 
Furthermore,  we  provide  a  baffle  which  is  bent  out- 
ward  against  the  two  by  four  frame,  so  that  air  ris- 
ing between  the  casing  aiid  the  two  by  four  frame  is 
stopped.    The  name  of  this  baffle,  as  you  will  note, 
is  the  air  stopper.     The  air  being  stopped  from  ris- 
ing, then,  beyond  the  top  of  the  lower  casing  is  dis- 
charged out  of  the  side  louvres  to  which  I  have  re- 
ferred. 

I  always  feel  that  some  background  history  may  be 
of  help  to  the  attorney  in  analyzing  a  problem  of 
this  kind.  At  the  time  of  the  introduction  of  the 
Holly  unit  which  has  the  upper  radiator  or  heat  ex- 
changer, AGA  had  not  tested  a  device  of  that  type. 
Apparently  after  some  consultation  it  was  decided  that 
the  unit  would  have  to  be  of  both  the  economizer 
and  the  lower  unit  as  a  package.  Those  tests  ap- 
parently were  not  carefully  conducted,  for  when  we 
retested  the  unit  under  supposedly  the  same  conditions, 
we  found  excessive  wall  temperatures  to  exist,  espe- 
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cially  just  above  the  outlet  of  the  second  stage  warm 
air  discharge  noted  at  44,  figure  1.  Later  this  was 
substantiated  by  retests  at  AGA. 

I  think,  then,  that  this  may  be  the  explanation  of 
why  we  found  it  necessary  to  stop  the  circulation  of 
air  from  the  bottom  unit  to  the  top  unit,  whereas 
HoUingsworth  felt  that  this  air  was  of  advantage  to 
him.  As  a  matter  of  fact,  we  found  it  necessary  to 
go  even  farther.  In  order  to  cool  down  the  wall 
temperature  immediately  above  the  point  44  we 
found  it  necessary  to  introduce  through  the  top  of 
the  second  stage  grille  a  small  amount  of  room  air, 
which  was  then  discharged  upward  and  into  the  attic. 
From  this  explanation  you  will  see  that  the  question 
of  maintaining  no  more  than  a  90-degree  rise  at  any 
point  in  the  wall  surrounding  the  heat  exchanger  unit 
is  one  which  has  caused  considerable  difficulty.  / 
believe  that  our  discovery  that  it  is  necessary  to  stop 
the  circulation  of  air  from  the  lower  unit  to  the  upper 
unit  is  of  real  importance  in  determining  whether  or 
not  we  do  infringe  the  claims  of  HoUingsworth. 

I  would  like  to  have  you  analyze  the  information 
which  I  am  attaching  to  this  letter  and  reply  to  Mr. 
James  B.  Christie.    You  will  also  be  interested  in  the 
question  of  possible  license.     Frankly,  I  cannot  give 
you  a  clear-cut  answer  to  this  one.     You  will  recall 
that   the   purpose   of   your    examination   of   the    file 
wrapper  in  August  of  last  year  was  that  I  intended 
to  discuss  this  patent  with  Mr.   Johnson,   president 
of    the    Holly    Company.      My    interview    with    Mr. 
Johnson  was  far  from  satisfactory.    He  did  not  seem 
to  care  to  discuss  the  patent,  explaining  that  he  was 
not   familiar   with   it.      On   the  other  hand,   he   had 
previously,    in    conversation   with    our    Los    Angeles 
manager,   said  that  if  a  patent  were  granted  they. 
Holly,  would  be  interested  in  granting  licenses  to  a 
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few  reputable  manufacturers.  I  am  unable  to  ac- 
count for  the  distinctly  different  attitude  which  he 
expressed  at  the  time  I  was  in  Los  Angeles.  There- 
fore I  am  unable  to  suggest  whether  or  not  they  are 
in  a  mood  to  grant  a  license. 

Furthermore,  in  view  of  the  fact  that  I  feel  that 
we  definitely  do  not  infringe,  and  certainly  would  not 
care  to  build  our  units  in  the  manner  described  in 
the  patent,  I  do  not  believe  that  we  would  be  vuilling 
to  pay  any  very  excessive  royalty.  On  the  other  hand, 
as  you  would  judge,  the  Coleman  Company  has  every 
interest  in  recognizing  a  legitimate  patent  and  would 
rather  support  patents  than  to  attempt  to  destroy 
them.  This,  then,  is  about  the  situation  as  I  see  it. 
I  think  we  should  prepare  for  suit. 

Quite  naturally,  however,  a  great  deal  of  our  future 
thinking  will  be  governed  very  strongly  by  your 
opinion. 

Sincerely  yours,  Dean,  The  Coleman  Company, 
Inc. 

The  second  letter  was   [R.  1279-1282,  emphasis  added 
except  as  otherwise  indicated]  : 

March  23,  1953 

Dear  Horace: 

I  have  read  Mr.  Christie's  letter  of  March  3  rela- 
tive to  the  question  of  our  infringement  of  the  Holly 
patent.  In  this  morning's  mail  I  also  received  an- 
other letter,  a  copy  of  which  I  am  attaching,  and 
which  I  think  yon  will  find  quite  interesting. 

First,  to  discuss  the  questions  raised  by  Mr.  Chris- 
tie. It  is  true  that  we  have  two  ribs  on  the  back  of 
our  casing.  Hence  it  could  be  claimed  that  we  have 
automatically  provided  a  channel  for  the  circulation 
of  air  from  floor  level  around  what  the  patent  terms 
the  lower   box  and  up  into  the  top  box.     To  me, 
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however,  this  is  a  matter  of  degree.  It  is  not  in  my 
opinion  necessary  to  assure  an  air  tight  joint  in  order 
to  distinguish  from  the  claims  of  the  Hollingsworth 
patent. 

For  example,  cohimn  3,  Hne  12  beginning  as  fol- 
lows :  'Air  from  floor  level  in  the  room  is  passed  up- 
ward through  a  separate  conduit  [Old's  own  em- 
phasis] into  the  bottom  of  the  upper  box  in  which 
the  second  radiator  is  disposed.  Preferably  this 
second  conduit  is  disposed  around  the  side  or  back  or 
both  of  the  lower  box.'  Again  in  column  6,  line 
59,  'Cold  air,  say  at  about  70°  passes  up  from  the  floor 
level  to  the  box  surrounding  the  second  radiator 
through  the  wall  and  in  passing  to  the  upper  louver 
(of  the  secondary  heat  exchanger)  adjacent  the  ceil- 
ing attains  a  temperature  of  165°  at  which  tempera- 
ture it  is  discharged. 

Both  of  these  quotations  clearly  point  out  the  in- 
tent to  have  a  substantial  circulation  of  air.  In  fact, 
it  is  quite  evident  that  the  intent  is  that  air  discharged 
from  the  upper  grill  in  reality  enters  originally  at 
floor  level.  Certainly  then  it  is  evident  that  this  is 
not  simply  a  matter  of  leakage.  So,  it  would  appear 
to  me  that  Mr.  Christie  is  attempting  to  expand  the 
claims  by  interpretation  to  a  point  which  it  seems  to 
me  is  not  logical  in  view  of  the  description. 

It  is  however  true  that  if  we  were,  for  example, 
to  introduce  smoke  at  floor  level  in  a  Coleman  heater 
installed  in  a  wall  some  of  that  smoke  would  ulti- 
mately reach  the  heat  exchanger.  Actually  the  ribs 
on  the  back  of  the  casing  are  intended  to  keep  the 
casing  from  actually  contacting  combustible  material. 
They  do  not  in  all  cases  provide  a  fixed  space  for  you 
must  remember  that  they  are  adjacent  to  a  plastered 
wall.  Thus  it  is  thoroughly  possible  that  any  circula- 
tion might  be  effectively  cut  off  by  plastered  knobs 


—60— 

which  project  through  the  lathe  or  plaster  base.  In  the 
case  of  installation  in  a  plaster  board  wall  this  would 
not  be  true  and  there  would  be  an  air  passage  equiva- 
lent in  width  to  the  thickness  of  the  ribs. 

On  the  other  hand,  and  this  is  definitely  the  truth 
of  our  situation,  we  prefer  to  take  cooler  air  directly 
from  the  room  through  the  louvers  in  the  side  of  the 
casing  near  the  top.  We  need  that  cooler  air  to  help 
cool  the  secondary  heat  exchanger.  Air  which  enters 
at  floor  level  and  is  carried  up  the  height  of  the  heater 
is  of  course  heated  in  the  process.  Hence,  we  have 
found  it  is  not  as  effective  in  cooling  the  secondary 
heat  exchanger.  Frankly  it  seems  to  me  that  this  is 
a  matter  of  degree.  Certainly  Holly  could  prove  that 
some  circulation  does  exist.  Unfortunately  I  do  not 
see  how  we  coidd  very  effectively  block  or  seal  against 
that  slight  amount  of  circulation. 

We  can  try  a  baffle  at  the  top  of  the  casing  at  the 
back  to  see  what  it  will  do.  However,  this  may  be 
difficult  for  American  Gas  Association  tests  covering 
wall  temperatures  surrounding  the  unit  are  ex- 
tremely difficult  to  meet.  Therefore,  even  a  slight 
change  of  this  kind  might  throw  us  over  the  allowable 
90°  rise. 

Relative  to  the  baffles  at  the  side  of  the  casing 
we  are  in  agreement  that  these  should  be  bent  out 
before  the  units  leave  the  factory  and  a  change  has 
been  issued  to  provide  for  bending  them  out  so  that 
they  will  contact  the  2  x  4's.  This  is  being  done  not 
so  much  to  avoid  the  question  of  infringement  but  to 
actually  accomplish  shutting  off  the  rising  warm  air 
so  tlmt  the  entering  colder  air  from  the  side  louvers 
will  be  more  effective. 

The  letter  from  Metalbestos  and  the  attached  folder 
which  you  will  note  is  dated  1949  is  rather  interest- 
ing.   As  you  will  note  in  the  middle  illustration  they 
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at  that  time  were  recommending-  a  grill.  Whether 
warm  air  therefore  issued  from  this  grill  or  whether 
room  air  would  enter  it  is  of  course  a  question.  How- 
ever, there  is  the  possibility  that  this  is  anticipation. 
The  question  of  whether  or  not  the  patent  is  invalid 
because  of  being  credited  to  the  wrong  inventor 
is  also  worth  further  investigation  in  my  opinion. 

If  the  story  told  in  the  Metalbestos  letter  is  correct 
then  of  course  we  would  have  a  question  of  validity. 
After  you  have  read  this  material  I  will  be  glad  to 
hear  from  you  further. 

Sincerely  yours, 

Dean,  The  Coleman  Company,  Inc. 

These  letters  are  set  out  in  their  entirety  in  this  brief 
because  they  show  conclusively  that  The  Coleman  Company 
had  no  desire  to  use  a  combination  wherein  the  economizer 
was  supplied  with  air  from  the  lower  wall  spaces,  that  in 
fact  it  found  such  air  highly  objectionable  and  made  every 
effort  short  of  hermetically  sealing  it  off  to  eliminate  it 
entirely,  and  that  it  succeeded  in  eliminating  such  air  ex- 
cept for  a  leakage  due  to  the  nature  of  air. 

We  believe  it  is  obvious  from  the  foregoing,  without 
reference  to  the  other  circumstances   referred  to  below, 
that  Coleman  did  act  in  complete  good  faith  as  found  by 
the  Special  Master,  and  that  the  finding  of  bad  faith  made 
by  the  Trial  Court  has  no  evidence  or  inference  to  support 
it.     Certainly  Coleman's  refusal  to  admit  an  infringement 
was  never  "consciously  wrongful."     Apparently  even  the 
trial  judge,  as  late  as  the  final  argument  herein,  recognized 
Coleman's  sincerity,  for  he  then  said  to  Holly's  counsel : 
'T  don't  apprehend  that  the  defendant  will  ever  be 
anything  but  unreconstructed  on  this  question  of  in- 
fringement.    It  will  still,  as  a  defendant  has  a  right 
to  do,  it  will  still  believe  that  the  decision  against  him 
is  wrong  in  fact,  if  not  in  law."     [R.   1998.] 
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6.  Coleman's  Conclusion  That  It  Did  Not  Infringe  Was 
Based  Upon  Its  Knowledge  of  the  Actual  Nature  of  the 
Heater  and  Not  Upon  the  Mistaken  Testimony  Introduced 
by  Holly  and  Accepted  by  the  Court. 

It  is  of  course  obvious  that  when  Coleman  reached  the 
foregoing  conclusion,  it  did  so  with  its  engineers'  knowl- 
edge of  the  actual  function  of  its  heater  and  not  upon 
Holly's  erroneous  evidence  as  to  its  nature  later  received 
and  believed  during  the  original  trial.  It  could  not  fore- 
see that  Holly  would  claim,  or  that  a  Court  would  believe, 
that  the  infringing  air  in  the  economizer  was  many  times 
its  true  volume.  In  designing  the  heater  Coleman's  en- 
gineers knew,  as  shown  by  the  above  letters  of  Olds,  that 
in  the  Coleman  heater  the  economizer  was  designed  to 
operate  not  with  infringing  air,  but  with  air  received  di- 
rectly from  the  room,  and  that  any  air  reaching  the 
economizer  from  the  lower  wall  spaces  was  an  incon- 
sequential and  unwanted  leakage  which  could  have  no 
beneficial  effect  on  the  operation  of  the  heater. 

7.  Coleman  Was  Advised  by  Its  Patent  Attorney  That  There 

Was  No  Infringement. 

Horace  Dawson  of  the  Chicago  Bar,  an  attorney  special- 
izing in  patent  work  [R.  777\,  was  Coleman's  patent 
counselor  in  the  development  of  the  heater  in  question. 
He  testified  [R.  779] : 

"We  advised  Coleman  that  in  our  opinion  there 
was  no  infringement  because  the  Coleman  structure 
employed  what  we  felt  was  a  different  mode  of  opera- 
tion. Under  decisions  of  the  Supreme  Court  and 
Federal  Courts  it  has  been  held  that  where  a  struc- 
ture, even  though  it  were  to  fall  nominally  or  literally 
under  a  claim,  if  it  has  a  different  mode  or  principle 
of  operation  there  is  no  infringement.  And  in  our 
view  the  taking  of  air  from  the  room  itself  directly 
was   a  different  mode— into  the   economizer   was   a 
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different  operation  from  that  called  for  in  the  Holly 
patent,  where  100  per  cent  of  the  air  was  taken  in 
at  the  bottom  of  the  lower  heater  and  drawn  up 
around  the  casing  and  then  into  the  economizer." 

In  its  Finding  XXIII  [R.  430]  the  Court  found  "Cole- 
man represented  to  Holly  that  it  was  redesigning  its 
heaters  to  avoid  infringement  by  preventing  the  flow  of 
air  into  the  economizer  from  the  conduit  provided  between 
the  lower  box  and  the  wall,  but  Coleman's  redesigned 
heaters  did  not  prevent  such  flow  of  air."  This  finding 
is  based  upon  a  letter  written  by  Horace  Dawson  to  counsel 
for  Holly,  which  appears  in  the  record  [Orig.  R.  514-515]. 

But  the  finding  misconstrues  the  letter.  It  is  true  that 
the  letter  states  [Orig.  R.  514]  :  "None  of  the  air  from 
about  the  lower  box  is  thus  able  to  enter  the  upper  box 
10."  But  it  closes  with  the  following,  after  reference  to 
a  device  known  as  a  Metalbestos  wall  heater  vent  as- 
sembly :  "We  call  this  structure  to  your  attention  because 
your  client  has  been  concerned  with  the  fact  that  a  trace 
of  air  may  lead  past  any  barrier  placed  in  the  studding 
space  and  find  its  way  into  the  upper  box.  A  studding 
space,  with  the  rough  plaster  therein,  is,  of  course,  diffi- 
cult to  seal,  and  in  the  prior  Metalbestos  installations,  it 
is  found  that  a  small  amount  of  air  passes  upwardly 
around  the  barrier  and  into  the  second  box"  [Orig  R 
515]. 

It  is  clear  that  Dawson,  as  he  confirmed  in  his  testimony, 
did  not  commit  Coleman  to  hermetically  sealing  heaters 
against  minor  leakage,  but  instead  referred  to  leakage 
occurring  in  another  device  [R.  788-789].  It  is  also 
reasonable  to  assume  that  Holly  would  not  have  been  much 
concerned  had  it  realized  that  there  was  a  mere  leakage 
for,  as  noted  above,  the  Mr.  Christie  to  whom  the  fore- 
going letter  was  addressed,  representing  Holly  upon  the 
contempt  hearing,  stated  that  if  there  was  a  mere  leakage 
the  rule  de  minimis  would  apply  [R.  710]. 
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(In  calling-  attention  to  this  admission  we  are  not  sug- 
gesting that  Holly  did  not  bring  this  action  in  good  faith. 
Obviously  it  believed  in  the  truth  of  the  testimony  of  Mr. 
Landsberg  offered  at  the  original  trial  and  did  not  then 
realize  that  only  a  leakage  was  involved.  Had  that  fact 
been  understood  at  the  start  there  undoubtedly  would 
never  have  been  a  lawsuit.  Nevertheless  Holly  was  re- 
sponsible for  its  own  evidence  and  Coleman,  from  begin- 
ning to  the  end,  showed  correctly  what  the  amount  of 
leakage  was  [Orig.  R.  395,  406].  Unfortunately  it  did 
not  make  its  conclusive  demonstration  of  the  truth  of  this 
testimony  until  the  accounting  issue  was  tried  and  the 
Trial  Court  had  already  been  misled  on  the  infringement 
issue. ) 

When  Dawson  advised  Coleman  that  in  his  opinion  there 
was  no  infringement,  he  was  fully  aware  of  the  possibility 
of  leakage.  Olds  had  so  advised  him  (letter  of  March 
23,  1953,  above  in  Sub-section  5,  fifth  paragraph,  wherein 
the  economizer  is  referred  to  as  the  ''heat  exchanger"). 
Dawson  testified  that  when  he  wrote  the  letter  to  Holly 
he  had  in  mind  the  "possibility  of  some  air  leakage  from 
around  the  lower   box  into  the  economizer"    [R.    789]. 

The  fact  that  Coleman  acted  upon  the  advice  of  com- 
petent patent  counsel   is  obviously   a   compelling  circum- 
stance in  establishing  good  faith:   See  Artmoore  Co.  v. 
Dayless  Mfg.  Co.,  Inc.,  208  R  2d  1,  6  (7th  Cir.,  1953); 
University  of  Illinois  Foundation   v.    Block   Drug   Co., 
133   Fed.   Supp.   580,   591    (E.   D.   Ill,    1955).      Patent 
infringement   is  a  matter   requiring  expert  opinion,   and 
all  that  any  company  can  do  in  such  a  situation  is  to  seek 
such  opinion.    As  aptly  observed  by  Judge  Learned  Hand: 
"Patent    infringement    often    involves    nice    and 
casuistical  questions  which  it  is  mere  artifice  to  treat 
as   involving   moral   delinquency."      {Cincinnati   Car 
Co.  V.  New  York  Rapid  Transit  Corp.,  66  F.  2d  592, 
593:   2nd  Cir.,  1933.) 
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8.      The  Fact  That  Coleman  Developed  and  Patented  Its  Own 
Heater  Design  Creates  a  Presumption  of  Good  Faith. 

At  the  time  of  the  original  trial,  Coleman  had  applied 
for  Its  own  patent  (the  Giwosky  Patent),  which  has  since 
been  issued  [Accounting  Ex.  B].  In  the  Giwosky  heater 
combmation  the  economizer  is  not  designed  to  take  its  air 
from  the  lower  wall  spaces  [R.  1595-1596].  Instead,  the 
economizer  is  supplied  with  air  directly  from  the  room, 
which  is  the  principle  upon  which  the  Coleman  heaters 
were  constructed  [R.  1595-1596,  1614-1615]. 

The  fact  that  one  has  operated  under  his  own  design 
and  patent  creates  a  strong  presumption  of  good  faith: 

Corning  v.  Burden,  56  U.  S.  (15  How  )  252   272 
(1853); 

Creagmile  v.  John  Bean  Mfg.  Co.,  32  Fed  Supp 
646,  648-649  (S.  D.  Cal.,  1940)-patent  held 
mvahd  on  appeal,  123  F.  2d  182. 

As  said  by  the  Supreme  Court  in  Corning  v.  Burden 
S6  U.  S.  at  page  271  : 

"It  shows,  at  least,  that  the  defendant  has  acted 
in  good  faith,  and  is  not  a  wanton  infringer  of  the 
plaintiff's  rights,  and  ought  not  therefore  to  be  sub- 
jected to  the  same  stringent  and  harsh  rule  of  damages 
which  might  be  justly  inflicted  on  a  mere  pirate." 

In  the   Creagmile  case  on   the   same   issue   of   the   in- 
fringer's good  faith  it  is  said  (p.  649)  : 

"The  record  before  us  indicates  that  the  defendants' 
devices,  exhibits  7  and  8,  while  well  within  the  claims 
of  the  Creagmile  invention,  are  also  claimed  by  de- 
fendants to  have  been  manufactured  under  the  dis- 
closure of  a  subsequent  patent  issued  to  Morse  & 
Phillips,  assignors  of  defendant  Food  Machinery 
Corporation,  on  November  17,  1936,  being  No. 
2,061,326.     This    showing    is,    we    think,    in    itself 


—66— 

sufficient  to  negative  any  bad  faith  in  the  infringing 
acts  of  the  defendants  so  as  to  preclude  any  right  of 
plaintiffs  to  recover  aggravated  damages  in  this  ac- 
tion."    (Emphasis  added.) 

(It  should  be  noted,  however,  that  the  same  Trial  Court 
as  in  this  case  has  granted  summary  judgment,  in  favor 
of  the  company  with  which  Holly  has  merged,  invalidating 
one  of  the  two  claims  of  the  Giwosky  patent.  That  judg- 
ment is  currently  on  appeal  before  this  Court,  No.  16154). 

9.      Coleman   Did  Not  Fail  to  "Exercise   Due  Care." 

In  Finding  XXIV  [R.  431]  the  Trial  Court  states  that 
Coleman  "did  not  exercise  due  care  to  ascertain  whether 
or  not  it  was  infringing  plaintiff's  patent."  The  respects 
in  which  Coleman  was  found  to  be  negligent  are  not 
specified.  Obviously  the  record  does  not  support  such  a 
finding,  nor  does  the  relevancy  of  such  a  finding  appear. 
We  presume  that  the  Trial  Court  did  not  undertake  to 
award  exemplary  damages  and  attorneys'  fees  against 
Coleman  upon  a  finding  that  it  was  merely  negligent,  but 
that  such  finding  was  an  elaboration  of  the  preceding  part 
of  Finding  XXIV  in  which  Coleman's  infringement  is 
declared  to  be  "willful  and  deliberate." 

Coleman's  engineers  knew  the  actual  facts  concerning 

the  Coleman  heater    (Sul>section   5   above).      Coleman's 

patent  counsel  was  informed  of  these  facts  by  Mr.  Olds 

and  advised   Coleman  that  in  his  opinion  there  was  no 

infringement  of  the  patent  (Sub-section  7,  above).    There 

is  nothing  in  the  record  to  suggest  that  Coleman  failed  to 

exercise  reasonable  care  in  determining  whether  or  not  it 

infringed  the  Holly  patent.     There  must  have  been  room 

for    an    honest    manufacturer    in    Coleman's    position    to 

doubt,  in  good  faith,  that  it  infringed  the  Holly  patent,  for 

in  referring  to  the  original  trial  of  this  action  the  trial 

judge  later  said  [R.  764]  :    "I  could  say  to  Mr.  Lyon  that 
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I  don't  see  how,  with  all  due  respect  to  Judge  Bone,  for 
whom  I  have  the  highest  regard  and  respect,  how  he  could 
affirm  this  case  and  reverse  the  Kemart  case,  both  of  which 
were  my  cases.  I  think  the  infringement  in  the  Kemart 
case  was  even  more  demonstrable  than  the  infringement  in 
this  case." 

It  IS  clear  from  the  contemporaneous  writing  of  Mr. 
Olds  that  he  was  convinced,  and  for  excellent  reason, 
that  there  was  no  infringement. 

10.    The  Original  Adjudication  of  Infringement  Does  Not  Estab- 
lish Bad  Faith. 

It  has  been  adjudicated,  upon  the  mistaken  evidence  here- 
tofore referred  to,  that  Coleman  intentionally  infringed 
the  Holly  patent.  This  subject  has  already  been  rather 
fully  discussed  in  Sub-section  2  of  this  Part,  above,  and 
m  Summary  of  Argument  paragraph  (a).  But  the  ques- 
tion of  good  or  bad  faith  was  perforce  not  involved  in  the 
original  infringement  trial  and  was  not  relevant  thereto. 
In  fact,  the  trial  judge  himself  acknowledged  that  the  issue 
of  Coleman's  good  faith  had  not  yet  been  presented  for 
decision  even  as  late  as  the  subsequent  contempt  hearing- 
[R.  765,  1938-1939].  Thus,  the  law  of  the  case  has  not  yet 
been  made  upon  this  issue. 

The  law  of  the  case  cannot  be  made  when  the  question 
on  the  second  appeal  was  not  involved  on  the  first  appeal 
and  is  only  made  when  the  questions  involved  in  both 
appeals  are  substantially  the  same: 

County  of  San  Diego  v.  Milotz,  46  Cal    2d  761 
7^,  300  P.  2d  1   (1956); 

Chicago  &  N.  W.  Ry.  Co.  v.  Kelly  84  F  2d  569 
571  (8th  Cir.,  1936); 

Seagraves   v.    Wallace,   69  F.   2d    163,    164    (5th 

Cir.,  1934),  cert.  den.  296  U.  S.  569; 
See  United  States  v.  Morgan,  307  U.  S.  183    188 
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In  Seagraves  v.  Wallace,  69  F.  2d  at  page  164,  the  Court 
said:  ".  .  .  only  the  questions  in  terms  discussed  and 
decided  are  within  that  principle." 

Accord:  Wolff  Packing  Co.  v.  Court  of  Industrial 
Relations  267  \J.  S.  552  (1925). 

In  Chicago  &  N.  W.  Ry.  Co.  v.  Kelly,  85  F.  2d  at  page 
571,  the  Court  wrote: 

"In  so  far  as  the  questions  arising  upon  this  second 
appeal  are  substantially  the  same  as  those  presented 
on  the  first,  they  are  ruled  by  our  former  opinion." 

As  said  by  the  Supreme  Court  of  California  in  County 
of  San  Diego  v.  Milotz,  46  Cal.  2d  at  page  768: 

"Where  different  questions  arise  on  the  second 
appeal  and  the  record  presents  a  new  consideration 
affecting  the  disposition  of  the  later  appeal,  the  former 
observations  have  no  binding  force  and  the  second 
appeal  must  be  determined  on  the  merits  of  the  issues 
then  submitted." 

In  that  case,  upon  a  prior  appeal  it  had  been  declared 
by  the  appellate  court  that  the  plaintiff's  suit  was  not  one 
to  recover  a  penalty.     This  comment  was  made  apropos 
of  the  defendant's  contention  that  the  plaintiff  should  not 
be  permitted  to  recover  because  the  law  does  not  favor 
penalties.      But    after    the    first    decision    on    appeal,    an 
answer    was    filed    in    which   the   defendant   pleaded    the 
statute  of  limitations  applicable  to  the  recovery  of  penal- 
ties.    It  was  held  that  this  was  a  different  issue,  squarely 
presenting  for  the  first  time  the  question  as  to  the  nature 
of  the  plaintiff's  claim,  and  the  law  of  the  case  did  not 
apply. 
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Furthermore  the  law  of  the  case  never  applies  when  the 
evidence  received  after  the  first  appeal  is  substantially 
different  and  not  merely  cumulative: 

Page  v.  Arkansas  Natural  Gas  Corp.,  53  R  2d  27 
31-32  (8th  Cir.,  1931),  affirmed,  286  U.  S.  269^ 
General   Motors   Acceptance    Corp.    v.    Mid-West 
Chevrolet  Co.,  74  F.  2d  286,  388   (10th  Cir 
1934) ; 

New  York  Life  Ins.  Co.  v.  Golightly,  94  F.  2d  316, 
317  (8th  Cir.,  1938),  cert.  den.  304  U.  S.  566. 

The  evidence  before  the  Trial  Court  on  the  accounting 
trial  was  not  only  different  from  the  evidence  received  at 
the  original  trial,  but  evidence  of  good  or  bad  faith  was 
not  even  relevant  at  the  time  the  infringement  issue  was 
tried. 

The  law  of  the  case  is  never  followed  if  it  would  work 
manifest  injustice: 

County  of  San  Diego  v.  Milots,  46  Cal  2d  761 
767-76^,  300  P.  2d  (1956); 

Chicago,  St.  P.  M.  &  O.  Ry.  Co.  v.  Kulp,  102  F 
2d  352,  354  (8th  Cir.,  1939),  cert.  den.  301 
U.  S.  700. 

Even  when  the  law  of  the  case  does  apply,  it  is  not  "an 
unyielding  one  which  takes  from  the  court  the  power  to 
correct  manifest  error  or  plain  mistake  of  a  serious  nature 
and  bearing  in  the  previous  decision":  State  of  Kansas  v. 
Occidental  Life  Ins.  Co.,  95  F.  2d  935,  936  (10th  Cir., 
1938),  cert.  den.  305  U.  S.  603.  See  also  Messenger  v 
Anderson,  225  U.  S.  436,  444  (1912)  and  Commerci<il 
Nat.  Bank,  etc.  v.  Connolly,  176  F.  2d  1004  1006  (5th 
Cir.,  1949). 
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The  case  of  Rockwood  v.  General  Fire  Extinguisher 
Co.,  8  F.  2d  682  (2nd  Cir.,  1925),  is  of  considerable  in- 
terest in  applying  these  principles  to  this  same  question. 
On  the  first  appeal  the  finding  of  the  Trial  Court  that  the 
defendant  "had  copied  the  [plaintiff's]  idea"  and^  "suc- 
ceeded in  appropriating  all  that  was  of  value  in  plaintiff's 
device,"  was  affirmed  (8  F.  2d  682,  688).  Upon  trial 
of  the  accounting  issue,  the  Trial  Court  awarded  punitive 
damages  of  25%,  as  in  the  case  at  bar.  This  award  was 
annulled  on  appeal,  the  Appellate  Court  stating  (37  F.  2d 
62,  66)  : 

"Punitive  damages  should  not  have  been  awarded 
by  the  court  below.  The  infringement  was  not  wanton 
and  deliberate.  The  validity  of  the  patent  and  its 
infringement  was  open  to  honest  doubt,  and  it  was 
not  until  this  court  passed  upon  the  question  that  the 
defendants  were  found  to  infringe.  In  the  absence 
of  a  deliberate  purpose  to  infringe,  no  such  punitive 
damages  should  have  been  granted  [citing  cases]." 

Infringement  in  the  present  case  was  not  only  "open  to 
honest  doubt"  but  was  found  only  upon  mistaken  evidence. 
In  the  light  of  the  actual  facts  Coleman  not  only  could 
doubt  that  there  was  infringement,  but  actually  had  no 
reason  to  suspect  that  there  was.     The  unfortunate  aspect 
of  this  case  is  that  Holly  accused  without  knowing  the 
facts,  and  Coleman  resisted  without  knowledge  of  Holly's 
mistake,  wherefore  this  litigation.     It  is  impossible  to  find 
in  the  record  anything  to  support  an  inference  that  Cole- 
man infringed  Holly's  patent  in  bad  faith.     On  the  con- 
trary, however,  all  of  the  evidence  shows  that  Coleman 
acted  with  all  due  diligence  and  with  utmost  good  faith. 
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IV. 
The   Adjudication   That   Coleman's   Modified   Heater 
Infringed  Is  Contrary  to  the  Evidence  and  Was 
Improper  on  a  Motion  for  Contempt. 

In  paragraph  4  of  the  judgment  [R.  435],  Coleman  was 
found  guilty  of  civil  contempt  for  failing  to  comply  with 
an^  mjunction  served  upon  it  on  December  28,  1956. 
enjoining  it  from  selling  the  infringing  heaters. 

Commencing  about  July  15,  1956,  Coleman  modified  its 
heaters  by  providing  them  with  an  attachment  referred 
to  as  a  ^'chute"  [R.  476-477],  which  was  designed  to 
ehmmated  leakage  of  the  infringing  air  altogether  and 
which  did  reduce  it  appreciably  [R.  627-631].  This  was 
done  in  order  to  permit  the  disposition  of  the  stock  of  old 
heaters  without  violating  the  injunction,  preparatory  to 
and  while  bringing  out  Coleman's  new  type  of  non- 
infringing heaters  [R.  1604-1605]. 

The  effect  of  the  chute  was  to  reduce  the  amount  of 
infringing  air  to  approximately  one-third  of  what  it  was 
without  the  chute.  The  Trial  Court  so  found  upon  the 
contempt  hearing  [R.  766].  The  "pink"  referred  to  by 
the  Trial  Court  was  the  designation  used  for  infringing 
air  [R.  700,  766].  No  evidence  offered  in  either^'the 
contempt  or  the  accounting  trial  contradicted  the  fact  that 
the  chute  reduced  the  infringing  air  to  one-third  of  its 
volume  without  the  chute,  or  to  approximately  13%  FR 
1593-1594].  ^ 

The  question  before  the  Trial  Court  at  the  lime  of  the 
contempt  hearing  was  whether  Coleman  infringed  Holly's 
patent  by  permitting  approximately  1%  of  the  air  in  its 
economizer  to  escape  from  the  back  wall  spaces,  and 
whether  it  stood  in  contempt  of  the  Court  in  selling  heaters 
so  modified.  That  this  was  the  issue  was  conceded  by 
Holly  and  recognized  by  the  Trial  Court.  As  already  noted 
(Part  111(3)),  Holly's  counsel  agreed  that  if  not  enough 
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of  the  wall  space  air  entered  the  economizer  of  the  modi- 
fied heater  to  ''affect  the  efficiency  of  the  heater"  then 
that  "should  be  called  de  minimis''  [R.  710].  The  trial 
judge,  in  rendering  his  decision  upon  the  contempt  hear- 
ing, said:  "The  test  here,  as  suggested  this  morning,  seems 
to  me  to  be  whether  enough  air  enters  the  Economizer 
from  the  pink  or  infringing  area  to  affect  materially  the 
efficiency  of  the  heater"  [R.  766]. 

Obviously  if  the  modified  heater  did  not  infringe  the 
patent,  it  could  not  violate  the  injunction  and  Coleman 
could  not  be  in  contempt.  As  the  Court  said  in  Wads- 
worth  Electric  Mfg.  Co.  v.  Westinghouse  Electric  & 
Mfg.  Co.,  71  F.  2d  850,  852  (6th  Cir.,  1934) :  "We  think 
it  clear  that  the  only  issue  presented  by  this  appeal  is 
whether  the  defendant's  modified  structures  infringe  the 
patent  claims,  and  whether  their  manufacture  violates  the 
writ  of  injunction,     .     .     ." 

Clearly,   unless   the  lower   wall   space   air,   the  use   of 
100%  of  which  in  Holly's  economizer  was  the  essential 
feature  of   Holly's  patent    (Part  HI (4)    of  this  brief), 
made   some  material  contribution  to   Coleman's   modified 
heater,  that  heater  necessarily  functioned  upon  a  different 
principle  and  there  was  no  infringement,  as  conceded  by 
Holly  upon  the  contempt  hearing.     Nevertheless,  at  the 
contempt  hearing  (as  well  as  during  the  accounting  trial) 
Holly  introduced  no  evidence  that  lower  wall  space  air  had 
any  effect  upon  the   Coleman  heater  with  the  chute  in- 
stalled.    [Upon  the  accounting  trial  it  was  proved  without 
contradiction  that  it  had  no  effect  R.   1514.]     The  Trial 
Court  nevertheless   assumed,   without   evidence,   that   the 
efficiency  of  the  heater  was  affected.     It  was  an  extraor- 
dinary   assumption.      Immediately    following    the    state- 
ment of  the  trial  judge  quoted  above   (that  the  test  was 
whether  the  efficiency  of  the  heater  was  materially  af- 
fected), he  said: 


~7Z— 

"Without  the  chute  in  it  is  adjudicated  that  it 
does.  The  best  estimate  I  can  make  .  .  .  indicates 
that  the  chute  cuts  off  two-thirds,  say  two-thirds, 
of  the  air  to  the  Economizer  from  the  pink  area. 
I  must  find  that  the  ehmination  of  two-thirds  of  the 
air  from  the  pink  area  still  leaves  the  air  from  the 
pink  area  materially  affecting  the  efficiency  of  the 
heater,  and  that  therefore  it  constitutes  an  infringe- 
ment" [R.  766,  emphasis  added]. 

This  conclusion  is  the  very  foundation  of  the  finding 
of  contempt  but  is  without  any  support  in  the  evidence 
whatsoever.  Holly  cannot  point  to  anything  in  the  record 
justifying  even  an  inference  to  that  effect.  The  burden 
was  upon  Holly  to  prove  that  the  modified  heater  infringed 
the  patent.  The  mere  assumption  of  the  Trial  Court  that 
the  minute  volume  of  wall  space  air  affected  the  heater 
was  not  only  without  evidentiary  support  but  involves  a 
curious  non-sequitur. 

The  Trial  Court's  reasoning  was  that  since  (1)  it  had 
once  determined,  although  upon  mistaken  evidence,   that 
there  was  at  least  23%  of  infringing  air  in  the  economizer, 
and    (2)    that  such  a  large  volume  must  have   affected 
the  heater,  ergo  (3)  one-third  of  that  amount  must  also 
have  affected  the  heater  although  it  was  not  there.    But  the 
premise  was  then  known  to  be  wrong;  there  was  never 
such   a   volume   of   infringing   air.      While   the   principle 
giving  finality  to  a  judgment  may  have  made  it  impossible 
to  redetermine  the  question  whether  the  original  heater 
infringed,  it  did  not  perpetuate  the  factual  error  or  dis- 
pense with  the  requirement  of  proof  when  a  new  question 
was  before  the  Court,  namely,  whether  the  modified  heater 
infringed.     There  was  no  other  basis  for  the  conclusion 
that  the  modified  heater  infringed  and  the  judgment  of 
contempt  is  therefore  without  support. 
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The  judgment  of  contempt  also  violated  a  well  estab- 
lished procedural  rule.  Process  for  contempt  is  not  proper 
when  there  is  "fair  ground  of  doubt"  whether  a  device 
accused  of  violating  an  injunction  is  an  infringing  one: 

American  Foundry  &  Mfg.  Co.  v.  Josani  Mfg.  Co., 
79  F.  2d  116,  118-119  (8th  Cir.,  1935); 

Radio  Corporation  of  America  v.  Cable  Tube  Corp., 
66  F.  2d  778,  783  (2nd  Cir.,  1933); 

California  Artificial  Stone  Pavement  Co.  v.  Moliter, 
113  U.  S.  609,  618  (1885); 

General  Electric  v.  Wabash  Appliance  Corp.,  29 
Fed.  Supp.  1003,  1004  (E.  D.  N.  Y.,  1939). 

As  stated  in  the  American  Foundry  case,  79  F.  2d  at 

page  119: 

".  .  .  the  inquiry  here  is  whether  or  not  there  is 
a  'fair  ground  of  doubt'  as  to  infringement  by  the 
1933  device  of  appellant — if  there  is  such,  there 
can  be  no  punishment  for  contempt,  but  appellee  must 
proceed  by  supplemental  or  original  bill  for  infringe- 
ment." 

To  the  same  effect  is  the  Radio  Corporation  case,  66  F. 
2d,  at  page  783 : 

"But  where  the  infringement  by  the  new  device  is 
not  clear  on  the  fact  of  the  matter,  and  there  are 
substantial  issues  for  the  determination  of  the  Court, 
the  plaintiif  may  not  have  them  determined  in  con- 
tempt proceedings,  but  must  bring  a  supplemental  bill 
for  an  injunction  covering  the  new  device,  or  in- 
stitute a  wholly  new  suit  for  such  an  injunction.  (Cit- 
ing cases.)" 

As  applied  in  the  foregoing  cases,  the  basic  rule  govern- 
ing the  plaintiif's  burden  in  a  motion  for  civil  contempt 
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in  a  patent  infringement  case  was  long  ago  laid  down  by 
the  Supreme  Court  in  the  California  Artificial  Stone  case, 
cited  above,  where  the  Court  held  (p.  618)  : 

"Process  for  contempt  is  a  severe  remedy  and 
should  not  be  resorted  to  where  there  is  fair  ground 
of  doubt  as  to  the  wrongfulness  of  defendant's  con- 
duct." 

It  is  indeed  a  mild  statement  to  say  that  in  this  case 
there  was  "fair  ground  for  doubt"  whether  the  modified 
heater  infringed.  There  was  no  evidence  that  it  did  in- 
fringe. Holly  offered  no  evidence  on  the  issue,  and  it  was 
not  tried.  On  the  accounting  trial,  relative  to  the  issue 
of  reasonable  royalty,  it  was  shown  without  contradiction 
that  the  leakage  of  wall  space  air  had  no  effect  on  the 
heater's  operation  with  the  chute  installed,  or  without  it— 
[R.  1514]. 

The  Court  not  only  found  Coleman  to  be  in  contempt, 
but  awarded  punitive  damages.  This  required  proof  of 
bad  faith  (Part  III,  above). 

The  whole  question  of   Coleman's  good  or   bad  faith 
has  been  discussed  in  Part  III  of  this  brief,  to  which  refer- 
ence is  here  made.     The  Coleman  heater  was  designed  to 
take  its  economizer  air  directly  from  the  room  into  the 
economizer,  not  from  the  wall  spaces.    This  so  materially 
differed  from  the  Holly  heater  that  a  patent  issued  upon 
it.     Coleman's  engineers  believed,  with  excellent  reason, 
that  there   was   no  infringement    (Part   111(5),   above). 
If  there  was  no  bad  faith  when  the  original  heater  was 
designed,  there  was  certainly  none  when  Coleman  reduced 
the    already    inconsiderable    3.1%    of    wall    space    air    to 
one-third  thereof. 
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Furthermore,  Coleman  was  advised  by  its  patent  counsel 
that  in  his  opinion  the  heater,  modified  by  the  chute,  did 
not  infringe  [R.  690-692].  This  was  indirectly  sub- 
stantiated by  Holly  at  the  contempt  trial.  Alwin  B. 
Newton,  Coleman's  Vice-president,  who  gave  this  testi- 
mony, testified  that  Holly  representatives,  including  Holly's 
counsel,  were  present  at  a  time  before  the  chute  was 
actually  used,  when  this  was  discussed.  Holly's  counsel 
stated  that  he  was  prepared  to  testify  that  all  that  was 
said  on  this  subject  at  the  meeting  was  that  Coleman's 
counsel  had  advised  that  there  was  no  infringement  [R. 
696].  It  is  submitted  that  this  important  fact,  together 
with  Holly's  failure  to  prove  that  the  modified  heater 
did  in  fact  infringe,  precluded  a  lawful  finding  of  either 
infringement  or  bad  faith. 

Even  in  cases  where  the  device  attacked  so  clearly  in- 
fringes that  it  can  be  adjudicated  as  an  infringement  on 
motion  for  contempt,  the  damages  awarded  should  be 
compensatory  only  unless  the  evidence  establishes  that 
the  defendant  was  acting  in  bad  faith.  (See  UnioM  Tool 
Co.  V.  United  States,  262  Fed.  431,  434,  9th  Cir.,  1920). 

In  the  present  case  the  Court  has  awarded  punitive 
damages  of  more  than  three  times  Coleman's  profits  from 
"contempt  sales."  It  is  submitted  that  there  is  no  evi- 
dence which  can  support  the  award  of  punitive  damages 
in  the  contempt  proceeding. 

The  effect  of  the  final  judgment  is  to  award  Holly 
damages  of  $124,491.05  plus  attorneys'  fees  of  $9,269.77 
on  the  total  contempt  sales  of  $182,851.00.  Apparently 
this  total  is  greater  than  was  actually  intended  by  the 
Trial  Court.    The  Court's  Finding  XXV  [R.  431]  states 
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that  Holly's  lost  profits  damages  on  sales  of  $182,851.00 
made  after  the  injunction  had  become  final  ''should  be 
increased  by  three  times."  The  amount  actually  awarded, 
however,  comes  to  3  and  7/12  times  the  lost  profits  on 
the  contempt  sales  at  the  19%  profit  rate  of  Holly,  and  is 
thus  incompatible  with  the  Court's  own  finding.  The 
extra  7/12  amounts  to  $20,265.98^ 

For  all  of  the  reasons  set  out  above,  it  is  respectfully 
submitted  that  the  holding  of  contempt  should  be  reversed. 

V. 
The  Facts  of  This  Case  Permit  Only  the  Reasonable 
Royalty  Approach  to  the  Damage  Issue,  and  the 
Record  Enables  This  Court  to  Fix  a  Reasonable 
Royalty. 

Since  Holly  and  Coleman  were  at  all  time  in  direct 
competition  with  other  m^anufacturers  of  wall  heaters,  and 
since  there  was  no  specific  and  segregated  demand  for 
Holly's  particular  heater,  so  that  Holly's  losses,  if  any, 
could  not  be  equated  with  Coleman's  sales,  the  facts  of  this 
case  permitted  only  the  reasonable  royalty  approach  to  the 
damage  issue.  Coleman,  of  course,  concedes  that  Holly 
could  have  elected  to  claim  a  reasonable  royalty  because  of 
the  adjudication  of  infringement  and  the  provisions  of 


^Paragraph  5(d)  of  the  judgment  [R.  436]  gives  added  damages 
of  $69,483.38,  which  m  itself  is  consistent  with  Finding  XXV,  since 
the  lost  profits  damages  on  the  contempt  sales  were  included  once 
m  the  total  of  $1,450,661.78  of  paragraph  5(a)  of  the  judgment. 
The  7/12  error  arises  because  the  total  lost  profits  damages  were 
mcreased  by  >^  plus  ^,  making  a  total  of  a  7/12  increase,  in  arriv- 
mg  at  the  figures  of  $483,552.93  and  $362,665.45,  respectively  of 
judgment  paragraphs  5(b)  and  5(c).  Since  paragraphs  5(a)  and 
5(d)  together  apply  the  19%  rate  three  times  to  the  total  contempt 
sales,  $11,580.56  should  be  deducted  from  the  figure  under  5(b) 
of  $483,553.93  to  give  $471,973.37,  and  $8,685.42  should  be  de- 
ducted from  the  figure  of  $362,665.45  under  5(c)  to  give  $353- 
980.03.  The  deductions  of  $11,580.56  and  $8,685.42  combined  make 
up  the  7/12  excess  of  $20,265.98. 
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the  Patent  Act  of  1952  (35  U.  S.  C,  Sec.  284).  This 
Act  reads  in  part:  "Upon  finding  for  the  claimant  the 
court  shall  award  the  claimant  damages  adequate  to  com- 
pensation for  the  infringement,  but  in  no  event  less  than 
a  reasonable  royalty  for  the  use  made  of  the  invention  by 
the  infringer,  together  with  interest  and  costs  as  fixed 
by  the  court." 

The  present  patent  damage  statute  is  a  codification  of 
a  1946  amendment  to  an  earlier  statute  (Rev.  Statute, 
Sec.  4921,  which  provided  that:  ".  .  .  upon  a  decree 
being  rendered  in  any  such  case  for  an  infringement  the 
complainant  shall  be  entitled  to  recover,  in  addition  to  the 
profits  to  be  accounted  for  by  the  defendant,  the  damages 
the  complainant  has  sustained  thereby,  .  .  . ;"  emphasis 
added).  It  is  clear  since  the  1946  revision  of  the  statute 
that,  so  far  as  damages  are  concerned,  a  patent  owner  can 
now  claim  as  a  matter  of  right  only  his  acutal,  provable 
damages  as  distinguished  from  the  infringer's  profits,  and 
and  that  the  infringer's  profits  can  be  reached  only  by 
proving  that  they  were  an  element  of  the  damage  actually 
sustained.  This  would  of  course  require  definite  proof, 
totally  absent  on  the  present  record,  that  Holly  would 
have  made  Coleman's  sales.  The  1946  amendment  has  been 
expressly  so  interpreted  (Ric-Wil  Co.  v.  E.  B.  Kaiser  Co.; 
179  F.  2d  401,  7th  Cir.,  1950). 

This  Court  has  referred  with  approval  to  the  interpreta- 
tion of  the  patent  statute  damage  provisions  as  set  forth 
in  the  Ric-Wil  case  (Faulkner  v.  Gihhs,  199  F.  2d  635, 
638,  footnote  5,  9th  Cir.,  1952). 

It  is  apparent  that  the  present  case  is  not  one  in  which 
actual  damage  was  provable,  and  certainly  not  one  in  which 
actual  damage  was  proved  (Part  I).  Therefore  an  award 
of  a  reasonable  royalty  was  the  proper  and  only  standard 
of  compensation.  This  is  the  usual  situation  in  patent 
infringement  cases  and  is  the  reason  why  patent  owners 
are  given  a  right  to  a  reasonable  royalty.     Otherwise  a 
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patent  owner  would  in  most  cases  receive  only  injunctive 
relief. 

^  The  whole  subject  of  reasonable  royalty  was  thoroughly 
discussed  by  this  Court  in  Faulkner  v.  Gihhs,  supra.  As 
there  stated  by  this  Court,  when  there  is  no  established 
royalty  various  factors  are  to  be  considered  in  fixing 
the  amount  of  a  reasonable  royalty  (199  F  2d  at  nas-e 
639):  '  ^ 

"Where  no  established  royalty  can  be  proved, 
it  is  permissible  to  show  the  value  of  what  has  been 
taken  by  the  infringement  by  proving  what  would 
have  been  a  reasonable  royalty,  considering  the  nature 
of  the  invention,  its  utility  and  advantages,  and  the 
extent  of  the  use  involved.  What  is  a  reasonable 
royalty  is  a  question  of  fact.  A  reasonable  royalty 
is  an  amount  which  a  person,  desiring  to  use  a 
patented  article,  as  a  business  proposition,  would  be 
willing  to  pay  as  a  royalty  and  yet  be  able  to  use 
the  patented  article  at  a  reasonable  profit.  The  pri- 
mary inquiry,  often  complicated  by  secondary  ones, 
is  what  the  parties  would  have  agreed  upon,  if  both 
were  reasonably  trying  to  reach  an  agreement."  (Em- 
phasis added.) 

In  this  case  there  was  no  established  royalty,  Holly  not 
having  granted  any  licenses.    In  their  briefs  below.  Holly's 
counsel  repeatedly  argued  that  this  fact  prevents  the  fixing 
of  a  reasonable  royalty,  and  that  since  Holly  was  in  fact 
unwilling  to  grant  a  license,  to  award  a  reasonable  royalty 
would  amount  to  "compulsory  licensing."     This  specious 
argument  apparently  confused  both  the  Special  Master  and 
the  Trial  Court.     The  Special  Master  said  in  his  Report 
(p.  5)  :     'Tt  is  difficult  in  retrospect  to  determine  a  rea- 
sonable royalty.     Defendant  contends  the  standard   pro- 
vided by  law  is  the  willing-buyer — willing-seller  rule.     In 
this  case  there  was  neither  a  willing  licensee  nor  a  willing 
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licensor."  Only  upon  Coleman's  request  for  a  further 
finding  did  the  Special  Master  fix  a  reasonable  royalty, 
as  noted  below.  The  Trial  Court  took  only  the  actual 
damage  approach  to  the  damage  issue. 

It  is,  of  course,  essential  to  assume  the  existence  of  a 
willing  licensor  and  a  willing  licensee.  As  stated  in 
Horvath  v.  McCord  Radiator  &  Mfg.  Co.,  100  F.  2d  326 
at  page  335  (6th  Cir.,  1938) : 

"In  fixing  damages  on  a  royalty  basis  against  an 
infringer,  the  sum  should  be  reasonable  and  that 
which  would  be  accepted  by  a  prudent  licensee  zvho 
wishes  to  obtain  the  license  but  who  was  not  so 
compelled  and  a  prudent  patentee,  who  wished  to 
grant  a  license  but  who  was  not  compelled.  In  other 
words,  the  sum  allowed  should  be  that  amount  which 
a  person  desiring  to  use  a  patented  machine  and  sell 
its  product  at  a  reasonable  profit  would  be  willing  to 
pay."     (Emphasis  added.) 

This  Court  approved  and  followed  the  foregoing  state- 
ment in  Faulkner  v.  Gibbs,  199  F.  2d  635,  639  (9th  Cir., 
1952). 

Holly's  view  finds  no  support  in  any  known  decision. 
If  an  award  of  reasonable  royalty  requires  an  admission 
by  the  patent  owner  that  he  would  have  sold  a  license,  the 
courts  would  often  be  paralyzed  on  the  threshhold.  It  has 
been  established  for  many  years  that  a  reasonable  royalty 
may  be  judicially  determined  although  the  patent  owner 
has  never  actually  granted  a  license  and  has  held  his  patent 
as  a  close  monopoly.  One  of  the  leading  cases  to  this 
effect  is  Dowagiac  Mfg.  Co.  v.  Minnestota  Moline  Power 
Co.,  235  U.  S.  641,  648  (1915),  wherein  it  is  said: 

"But,  as  the  patent  had  been  kept  a  close  monopoly, 
there  was  no  established  royalty.  In  that  situation 
it  was  permissible  to  show  the  value  by  proving  what 
would  have  been  a  reasonable  royalty,  considering  the 
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nature  of  the  invention,  its  utility  and  advantages,  and 
the  extent  of  the  use  involved.  Not  improbably  such 
proof  was  more  difficult  to  produce,  but  it  was  quite 
as  admissible  as  that  of  an  established  royalty." 

Upon  Coleman's  request  for  further  findings,  the  Special 
Master  fixed  a  reasonable  royalty  as  6%  of  Coleman's 
"net"  sales  [R.  51-52,  61-62].  The  "net"  figure  is  the  same 
as  Coleman's  total  accountable  sales  as  found  by  the  Court 
in  Finding  XIII,  or  $7,635,062.00  [R.  426].  Six  percent 
of  this  figure  will  be  found  to  be  the  $458,103.72  declared 
by  the  Special  Master  to  be  6%  of  defendant's  "net" 
sales  [R.  51-52].  It  should  be  noted  that  this  sales  figure 
of  $7,635,062.00  includes  contempt  sales  of  $182,851.00. 
If  the  contempt  sales  are  treated  separately,  Coleman's 
total  accountable  sales  here  are  $7,452,211.00  and  a  6% 
royalty  thereon  would  be  $447,132.66. 

A  reasonable  royalty  must  be  one  which  would  permit 
a  Hcensee  to  use  the  patent  with  a  reasonable  profit.     As 
said  by  this  Court  in  Faulkner  v.  Gibbs    199  F   2d  635 
639  (9th  Cir.,  1952) :  '  '  ' 

"A  reasonable  royalty  is  an  amount  which  a  person, 
desiring  to  use  a  patented  article  as  a  business  proposi- 
tion, would  be  willing  to  pay  as  a  royalty  and  yet  be 
able  to  use  the  patented  article  at  a  reasonable  profit." 

Another  decision  of  this   Court  to  the  same  efifect   is 
Dunkley  Co.  v.  Central  California  Canneries  7  ¥  2d  972 
977  (9th  Cir.,  1925). 

The  Special  Master  related  a  6%  royalty  to  a  reasonable 
profit  by  assuming  that  Coleman  should  have  made  Holly's 
alleged  but  unproved  and  fictitious  19%  margin  of  profit 
(Part  1(3),  above).  On  this  basis  Coleman's  hypothetical 
profits  would  have  amounted  to  $1,450,661.78.  Coleman's 
actual  profits,  as  found  by  the  Special  Master,  were  $78 S 
975.85  [R.  60].  '  ^    ^> 
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The  Trial  Court,  however,  sustained  all  of  Holly's  ob- 
jections to  the  accounting  methods  approved  and  accepted 
by  the  Special  Master  and  computed  Coleman's  profits  at 
$1,186,537.27   [Finding  XVIII,  R.  428]. 

The  basis  for  the  Master's  Finding  II  [Report  of  Special 
Master,  R.  61-62]  was: 

"It  (Holly)  had  offered  to  defendant's  limited 
Hcense  on  the  basis  of  4%  of  the  net  selling  price 
to  allow  defendant  to  gracefully  withdraw  from  the 
sale  of  the  infringing  heater  which  was  refused.  I 
think  this  was  a  generous  offer  and  that  a  reasonable 
royalty,  under  the  circumstances  in  this  case,  would 
be  6%  of  the  net  sales  leaving  defendant  a  profit  of 
13%  of  net  sales  if  it  could  make  the  same  profit  as 
plaintiff.  The  lower  profit  shown  by  defendant  must 
be  attributable  to  other  items  manufactured  by  de- 
fendant the  costs  of  which  were  charged  in  part 
to  the  infringing  heaters,  6%  of  defendant's  net  sales 
would  be  $458,103.72."  [Emphasis  added;  R.  51- 
52]. 

The  Trial  Court,  while  attempting  to  award  damages  on 
the  alleged  basis  of  actual  loss,  adopted  this  finding  [Find- 
ing XXIX,  R.  432] : 

"To  the  extent  not  inconsistent  with  these  Findings 
of  Fact,  the  facts  as  found  by  the  Special  Master  in 
his  Report  filed  February  10th,  1958,  are  hereby 
adopted." 

It  has  been  demonstrated  that  the  record  in  this  case 
does  not,  and  the  facts  do  not,  permit  damages  to  be 
awarded  except  upon  a  reasonable  royalty  basis  (Part  I, 
above).  Approached  from  this  basis,  as  noted  below,  the 
record  permits  directions  by  this  Court  for  the  entry  of  a 
judgment  based  upon  a  reasonable  royalty.  Patent  royal- 
ties are  traditionally  computed  as  a  percentage  of  sales. 
There   is   no   dispute  as   to   Coleman   sales,   which   were 
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$7,635,062  [Finding  XIII,  R.  426].  The  only  thing  re- 
maining for  this  Court  to  determine,  in  order  to  make  final 
disposition  of  this  case,  is  what  rate  would  represent  a 
reasonable  royalty. 

a.      Possible  Judgment  Based  on  One  Percent  Royalty. 

As  hereinbefore  demonstrated  on  the  facts  of  this  case 
damages  could  be  awarded  only  on  a  reasonable  royalty 
basis  (Part  I).  The  only  evidence  as  to  what  a  reasonable 
royalty  would  be  in  this  case,  assuming  that  the  Holly 
patent  is  deemed  to  have  been  of  any  value  to  Coleman,  was 
introduced  by  Coleman.  It  was  that  in  the  heating  in- 
dustry a  royalty  of  1%  for  the  license  of  a  useful  patent 
is  a  prevailing  maximum.  This  evidence  came  from  two 
sources : 

(1)  Licenses  purchased  and  sold  by  Coleman  were  pro- 
duced and  described  at  length,  and  ranged  from  a  maxi- 
mum of  1%  of  net  sales  downward  to  various  fractions 
of  1%    [R.  1645-1652]. 

(2)  The  other  source  was  Attorney  John  Swain  of 
San  Francisco,  who  had  had  extensive  experience  with 
the  negotiation  of  patent  license  agreements,  including 
those  in  the  heating  industry  [R.  1779-1781].  He  testi- 
fied that  he  had  formed  the  opinion  that  prevailing  royalty 
rates  in  the  heating  industry  were  quite  low  [R.  1781], 
illustrating  this  conclusion  with  a  particularly  significant 
case  in  which  a  San  Francisco  client,  having  patents  giv- 
ing it  a  monopoly  on  a  certain  kind  of  wall  heater,  licensed 
the  Westinghouse  Electric  Company  for  1%,  the  license 
including  the  valuable  privilege  of  access  to  the  licensor's 
know-how  and  techniques  [R.  1781-1783]. 

It  is  submitted  that  Holly  was  obliged  to  know  that  the 
fixing  of  a  reasonable  royalty  was  an  important,  and  we 
believe  the  controlling,  issue  on  the  accounting  trial.  It 
also  knew  that  the  issue  was  being  tried.  However,  Holly 
chose  not  to  introduce  any  evidence  as  to  the  prevailing 
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rates  of  reasonable  royalty  in  the  industry.  Neither  did 
it  offer  expert  evidence  as  to  what  a  reasonable  royalty 
would  be  on  a  wall  heater  appliance.  Yet,  being  m  the 
heating  industry,  it  was  unquestionably  in  a  position  to 
dispute  Coleman's  evidence  if  it  considered  it  disputable. 
Thus  the  uncontradicted  evidence  estabUshed  1%  as  a 
maximum  reasonable  royalty.  One  percent  of  Coleman's 
total  sales  is  $76,350.62. 

Such  a  determination  would  be  in  accord  with  the  views 
of  this  Court  that  a  conservative,  factually-based  approach 
should  be  taken  in  the  calculation  of  a  reasonable  royalty. 
In  Dunkley  Co.  v.  Central  California  Canneries,  7  F.  2d 
972,  977,  at  page  977  (9th  Cir.,  1925),  this  Court  said: 

"When  the  court  is  called  upon  to  fix  a  royalty, 
it  should  be  conservative  in  determining  the  amount. 
(Citation  omitted.)    The  amount  named  should  not  be 
so    high    as    to    preclude    the    use    of    the    patented 
machine." 
The  same  view  was  recently  reiterated  by  this  Court 
in  Faulkner  v.  Gihhs,  199  F.  2d  635,  639-640  (9th  Cir., 
1952). 

On  the  facts  of  this  case  it  is  doubtful  whether  a  li- 
censee would  in  fact  have  been  willing  to  pay  $76,350.62 
for  Coleman's  inconsequential  use  of  Holly's  patent.  But 
certainly  no  one  would  have  paid  more  than  that,  and 
no  reasonable  licensor  in  Holly's  position  could  have 
expected  to  find  a  licensee  willing  to  pay  such  a  price. 

It  is  respectfully  submitted,  therefore,  that  an  award  of 
$76  350.62,  based  upon  a  1%  royalty,  is  the  maximum 
awa'rd  which  the  record  can  sustain,  and  would  represent 
more  than  adequate  compensation  for  any  loss  which,  upon 
any  theory.  Holly  could  be  deemed  to  have  incurred. 
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b.     Possible  Judgment  Based  on  a  Six  Percent  Royalty. 

As  hereinbefore  pointed  out,  the  Special  Master's  Find- 
ing II  [Report  of  Special  Master,  R.  61]  was  that  6% 
of  Coleman's  sales  would  be  a  reasonable  royalty,  which 
finding  the  Trial  Court  adopted  when,  in  its  Finding 
XXIX  [R.  432],  it  approved  all  of  the  Master's  findings 
not  inconsistent  with  its  own.  Therefore,  presumably  this 
Court  might  adopt  the  6%  royalty  figure. 

It  is  respectfully  submitted,  however,  that  to  one  familiar 
with  the  record  of  this  case  a  judgment  of  $458,103.72, 
which  would  represent  a  6%    royalty,   for  the  supposed 
use  of  a  leakage  of  infringing  air  which  Coleman  did  not 
want,  and  which  was  actually  of  no  use  to  it  whatsoever, 
is    manifestly   excessive.      No    reasonable    licensee    would 
have  paid  $458,103.72  for  the  use  of  Holly's  patent  on 
these  facts,  and  we  believe  that  merely  to  state  the  prop- 
osition exposes  its  absurdity.     Nor  would  a  reasonable 
patent  owner  have  expected  to  find  a  person  so  profligate 
with  his  money.     As  noted  hereinbefore,  in  order  to  at- 
tempt to  justify  this  high  figure  it  was  necessary  for  the 
Special  Master  to  assume  that  Coleman  should  have  made 
the  same  rate  of  profit  as  Holly  said  it  made  upon  its 
own  sales  [Report  of  Special  Master,  R.  51-52].     It  has 
been  demonstrated  that  Holly  offered  no  proof  that  it  made 
such  a  rate  of  profit  on  its  wall  heaters  (Part  1(3),  above). 
But  whatever  Holly's  profits  might  have  been  it  is  obvious 
that  such  an  award  would  compensate  it  many  times  over 
for  any  conceivable  loss.     Before  the  Trial  Court's  judg- 
ment in  this  case,  Coleman  would  have  regarded  an  award 
based  upon  a  6%  royalty  as  fantastic  and  as  one  imposing 
a  heavy  penalty.     Without  expressing  disrespect  for  the 
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Trial  Court,  the  fact  is  that  in  all  matters  involving  these 
parties,  both  in  this  and  the  companion  case,  ruHngs  have 
consistently  been  against  Coleman.  In  these  circumstances, 
rather  than  return  to  the  Trial  Court  for  further  proceed- 
ings, Coleman  would  prefer  to  waive  objection  to  a  judg- 
ment based  on  a  6%  royalty,  if  this  were  necessary  to  per- 
mit the  litigation  to  be  brought  to  an  end  in  this  Court. 

c.     Possible  Judgment  Based  on  Rule  De  Minimis. 

It  is  respectfully  submitted  that  this  is  actually  a  case 
to  which  the  rule  de  minimis  applies.  Holly  has  failed  to 
establish  any  actual  damage.  It  has  also  failed  to  intro- 
duce any  evidence  concerning  a  reasonable  royalty.  A 
patent  which  has  no  value  to  a  prospective  licensee  cannot 
in  fact  or  in  law  command  any  royalty. 

We  have  quoted  above  from  the  opinion  of  this  Court 
in  Faulkner  v.  Gihhs,  supra,  wherein  it  is  said  that  in 
determining  a  reasonable  royalty  "it  is  permissible  to  show 
the  value  of  what  has  been  taken  by  the  infringement  by 
proving  what  would  have  been  a  reasonable  royalty,  con- 
sidering the  nature  of  the  invention,  its  utility  and  ad- 
vantages, and  the  extent  of  the  use  involved."  (Emphasis 
added.) 

Breaking  this  down,  and  applying  its  elements  to  this 
case,  it  has  been  shown  that  ''the  value  of  what  has  been 
taken  by  the  infringement"  in  this  case  was  zero,  the 
infringing  air  being  mere  leakage  making  no  contribution 
to  Coleman's  heater  (Part  111(3),  (5),  above). 

Its  "utility  and  advantages"  were  likewise  zero,  and 
"the  extent  of  the  use  involved"  was  nil  if  measured  in 
terms  of  contribution  to  the  heater,  and  insignificant  when 
measured  absolutely.  Holly  has  neither  sustained  any 
actual  damage  nor  yielded  anything  which  had  any  value 
to  Coleman. 
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When  the  patent  owner  fails  to  introduce  any  evidence 
upon  which  a  reasonable  royalty  can  be  determined,  and 
fails  to  prove  actual  damage,  the  rule  de  minimis  is  prop- 
erly applied:  Rude  v.  Westcott,  130  U.  S.  152  (1889); 
American  Can  Co.  v.  Goldee  Mfg.  Co.,  31  F.  2d  492 
(D.  C.  N.  Y.,  1927);  See  also  American  Telephone  & 
Telegraph  Co.  v.  Radio  Audion  Co.,  5  F.  2d  535-536 
(D.  Del.,  1925). 

Conclusion. 

It  is  respectfully  submitted  that  the  judgment  in  this 
case  is  based  upon  the  erroneous  theory  that  a  patent 
owner  is  entitled  to  an  award  of  lost  sales  without  proving 
them.  The  damage  issue  was  left  entirely  to  speculation 
and  conjecture,  and  it  was  assumed,  without  proof,  that 
Holly  would  have  made  all  of  Coleman's  sales  but  for  the 
infringement.  The  evidence  actually  shows,  to  the  con- 
trary, that  Holly  could  not  possibly  have  made  Coleman's 
sales  during  the  infringement  period  any  more  than  it 
did  before  or  afterwards.  The  facts  of  the  case  did  not 
permit  such  proof,  and  none  was  attempted.  The  amount 
awarded  as  supposed  actual  damages  bears  no  relation  to 
the  facts  and  cannot  be  computed  from  any  data  in  the 
record. 

Holly  chose  not  to  introduce  any  evidence  of  reasonable 
royalty,  and  is  dependent  either  upon  Coleman's  evidence 
on  that  issue  or  upon  the  finding  of  the  Special  Master 
as  adopted  by  the  Trial  Court. 

Coleman  has  been  found  in  contempt  without  proof,  or 
even  evidence,  that  its  modified  device  infringed  the  patent. 

Penal  damages  and  attorneys'  fees  have  been  assessed  in 
a  huge  sum  upon  a  record  which  supports  no  finding  of 
improper  motivation,  but  which  affirmatively  establishes 
good  faith. 
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lt is  respectfully  prayed  that  the  judgment  be  reversed, 
and  that  this  Court  end  the  case  by  directing  the  entry  of 
a    reasonable   judgment   which    can    find    support    in    the 
record. 

Respectfully  submitted, 

Parker,  Stanbury,  Reese  &  McGee, 
By  Raymond  G.  Stanbury, 
Attorneys  for  Defendant -Appellant   The 
Coleman  Company,  Inc. 

315  West  Ninth  Street, 
Los  Angeles  15,  California, 

Of  Counsel: 

Timothy  L.  Tilton, 

Dawson,  Tilton,  Fallon  &  Lungmus, 

209  South  La  Salle  Street, 
Chicago  4,  Illinois. 

John  F.  Eberhardt, 
Foulston,  Siefkin,  Schoeppel, 
Bartlett  &  Powers, 

Fourth  National  Bank  Building, 

Wichita  2,  Kansas. 
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Introduction. 

This  Court  has  already  decided  that  the  patent  involved 
in  this  accounting  is  valid,  that  the  Coleman  Company, 
Defendant-Appellant,  infringed  the  patent,  and  specifi- 
cally ''that  all  of  the  essential  parts  and  elements  of  ap- 
pellee's device  have  been  with  immaterial  variations,  faith- 
fully copied  by  appellant  in  its  various  models  here 
claimed  to  infringe  appellee's  patent,"  and  that  the  in- 
fringement was  with  knowledge  of  the  patent  and  was 
"intentional,  conscious  and  deliberate."  (233  F.  2d  71, 
83,  84,  cert,  den.,  352  U.  S.  952.)  These  issues  are,' 
therefore,  res  judicata. 

After  Coleman's  petition  for  certiorari  was  denied,  a 
final  injunction  was  entered  prohibiting  further  sales  of 
the  infringing  devices.  Soon  thereafter  the  District  Court 
found  that  Coleman  was  in  contempt  of  court  for  failure 
to  obey  the  injunction. 
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Only  the  Amount  of  Damages  Is  Now  Before 
This  Court. 

This  appeal  concerns  the  accounting-  for  damages  which 
was  conducted  by  the  District  Court  after  the  mandate 
was  issued  by  this  Court  on  the  previous  appeal  concern- 
ing the  issues  of  validity  and  infringement.  Coleman  also 
asks  this  Court  to  review  the  citation  for  contempt. 

Coleman  comes  to  this  Court  as  an  adjudged  willful 
and  deliberate  infringer,  guilty  of  contempt  of  court  as 
well.  Nonetheless,  it  is  now  arguing  that  it  should  be 
required  to  pay  only  nominal  damages  or  at  most  a  small 
royalty,  which  would  still  leave  it  a  very  large  profit  on 
its  infringement. 

Coleman's  position  as  a  willful,  deliberate  infringer  en- 
titles it  to  no  equitable  consideration  and  certainly  does 
not  warrant  placing  Coleman  in  the  advantageous  posi- 
tion of  a  licensee  who  has  made  a  deal  on  its  own  favor- 
able terms. 

Infringement  of  a  patent  is  a  tortious  taking  of  the 
patent  owner's  property,  and  the  purpose  of  an  account- 
ing in  a  patent  case  is  to  restore  the  injured  party  to  the 
condition  it  would  have  been  in  had  the  infringement  not 
occurred.  Also,  it  is  a  fundamental  principle  of  equity 
that  a  wrongdoer,  such  as  the  intentional  tort-feasor  of 
the  present  case,  should  not  be  permitted  to  benefit  from 
its  wrong. 

Holly's  Damages  Are  Substantial. 

The  District  Court  found  that  Coleman's  tortious  ap- 
propriation and  copying  of  Holly's  major  product  caused 
loss  of  profits  to  Holly  and  provided  large  profits  to  Cole- 
man. The  District  Court  based  its  award  on  the  profits 
which  it  is  reasonably  probable  that  Holly  would  have 
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made  on  an  additional  volume  of  sales  corresponding  in 
dollar  value  to  the  infringing  sales  made  by  Coleman. 
The  District  Court  increased  the  award  based  on  lost 
profits  33y3%  to  compensate  Holly  for  the  forced  price 
reductions,  the  increased  selling  expenses,  and  curtail- 
ment of  its  market  expansion,  caused  by  Coleman's  tor- 
tious appropriation  of  Holly's  major  product.  The  Dis- 
trict Court  also  awarded  punitive  damages  and  attorneys' 
fees  because  of  the  willful  and  aggravated  nature  of  the 
infringement. 

Coleman  argues  that  only  nominal  damages  are  jus- 
tified on  the  contention  that  the  evidence  which  formed 
the  basis  for  the  prior  decisions  concerning  infringe- 
ment, both  by  the  District  Court  and  by  this  Court,  was 
mistaken  and  incorrect  and  that  there  was  really  no  in- 
fringement at  all. 

Coleman,  an  Adjudged  Willful  Infringer,  Is 
Attempting  to  Retry  the  Entire  Case. 

Throughout  its  opening  brief,  Coleman  asserts  over  and 
over  again  that  it  has  shown  in  the  accounting  proceed- 
ings that  the  evidence  concerning  infringement  v/as  er- 
roneous. Such  repetition  might  be  effective  before  a 
jury.  However,  Coleman's  assertion  failed  to  impress 
the  Special  Master  or  the  District  Court.  Contrary  to 
Coleman's  assertion,  Holly  did  not  concede  the  existence 
of  such  an  error.  In  fact,  Coleman's  assertion  was  a 
matter  of  direct  dispute  and  was  rejected  by  the  District 
Court  after  it  had  viewed  tests  on  the  issue  of  the  claimed 
error.  Apparently  Coleman  feels  that  if  it  continually 
repeats  its  false  assertion,  it  will  eventually  gather  some 
substance.  However,  Coleman  has  presented  no  new 
evidence  on  this  issue  during  the  accounting  proceedings. 
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Instead,  Coleman  is  rearguing  the  very  same  evidence  on 
infringement  which  was  rejected  by  the  District  Court 
and  this  Court  affirmed.  Coleman  is  endeavoring  to  retry 
the  entire  case  in  the  accounting  proceedings. 

This  Appeal  Legitimately  Involves  Only 
Three  Fact  Issues. 

This  appeal  involves  only  three  basic  issues  as  set  forth 
on  page  7  of  Coleman's  opening  brief.  All  are  issues  of 
fact.     They  are: 

1.  The  amount  of  Holly's  damages  resulting  from 
Coleman's  tortious  evasion  of  its  rights. 

2.  The  finding  of  the  District  Court  that  Coleman 
sold  infringing  heaters  after  the  final  injunction,  as  set 
out  in  the  judgment  for  civil  contempt. 

3.  The  finding  of  the  District  Court  that  Coleman's 
conduct  amounts  to  unfairness  or  bad  faith  so  as  to  war- 
rant awards  of  exemplary  damages  and  attorneys'  fees. 

This  litigation  has  been  going  on  for  nearly  six  years 
and  the  District  Court  has  had  the  parties  and  their 
witnesses  before  it  on  three  separate  occasions — at  the 
original  trial  in  1955,  at  the  hearing  for  civil  contempt 
in  1957,  and  at  the  hearing  on  the  accounting  in  1958. 
Inter  partes  tests  were  conducted  on  two  occasions — prior 
to  the  original  trial  and  at  the  hearing  for  civil  contempt. 
The  latter  tests  were  observed  by  the  District  Court.  All 
of  these  proceedings  were  before  the  same  judge,  William 
C.  Mathes. 

In  disregard  of  this  Court's  appellate  function  and,  in- 
deed,   its    appellate   jurisdiction,    Coleman    is    asking    the 
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Court  to  try  de  novo  the  disputed  questions  of  fact  that 
were  settled  below.  But  this  Court,  which  heeds  "the 
admonition  that  appellate  courts  should  be  slow  to  impute 
to  trial  courts  a  want  of  diligence  or  perspicacity" 
{Cavness  v.  United  States,  187  F.  2d  719,  723  (9th  Cir., 
1951))  will  not  so  usurp  the  functions  of  the  District 
Court. 

The  Supreme  Court  has  stated  with  respect  to  patent 
cases : 

"Like  any  other  issue  of  fact,  final  determination 
requires  a  balancing  of  credibility,  persuasiveness  and 
weight  of  evidence.  It  is  to  be  decided  by  the  trial 
court  and  that  court's  decision,  under  general  prin- 
ciples of  appellate  review,  should  not  be  disturbed 
unless  clearly  erroneous.  Particularly  is  this  so  in 
a  field  where  so  much  depends  upon  familiarity  with 
specific  scientific  problems  and  principles  not  usually 
contained  in  the  general  storehouse  of  knowledge  and 
experience."  {Graver  Tank  &  Manufacturing  Com- 
pany, Inc.  V.  Linde  Air  Products  Co.,  339  U.  S.  605, 
609-610  (1949).) 

Coleman's  statement  of  the  case  in  its  opening  brief 
is  distorted  and  incomplete.  We  are,  therefore,  compelled 
to  present  a  true  statement  of  the  facts  on  behalf  of 
Holly. 
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Statement  of  the  Facts  and  the  Manner  in  Which  the 
Questions  on  This  Appeal  Arose. 

Holly  Places  the  Patented  Wall  Heaters  on  the 
Market  and  Achieves  Immediate  and  Pronounced 
Commercial  Success. 

Holly  started  business  in  1938  with  one  employee.  [R. 
1385.]  It  progressed  rapidly  in  the  heater  business,  its 
progress  being  predicated  in  large  part  on  the  develop- 
ment of  leading  products.  [R.  1389-1394.]  During  the 
war  years  Holly  developed  an  oil-burning  furnace  which 
was  ahead  of  its  competition,  and  in  1945,  Holly  developed 
an  entirely  new  design  of  floor  furnace  which  made  it  un- 
necessary for  builders  to  dig  a  pit  under  the  house  to 
accommodate  the  furnace.  No  one  else  had  such  a  furnace 
at  the  time,  and  the  demand  for  the  furnace  helped 
Holly  develop  in  Southern  California  an  excellent  dealer 
organization.  [R.  1391.]  Mr.  Olds,  who  was  in  charge 
of  major  appliance  design  for  Coleman,  corroborated  the 
fact  that  Holly  was  a  leader  in  developing  new  products 
in  the  heating  field.     [R.  1306.] 

By  the  year  1950,  Holly  had  progressed  to  the  point 
where  it  was  supplying  11.3%  of  all  the  wall  heaters  sold 
in  the  United  States  [Orig.  R.  542],  and  was  in  a  firm 
financial  position.  [R.  1390.]  But  its  wall  heaters,  like 
those  of  other  manfacturers,  were  subject  to  a  number 
of  objections  (mainly  that  the  wall  above  the  heater  was 
too  hot  and  that  the  heaters  did  not  heat  the  room  as  well 
as  they  should),  which  Holly  sought  to  overcome.  In 
that  year,  Holly  introduced  the  improved  wall  heater  which 
is  the  subject  of  the  patent  in  suit.  This  heater  over- 
came the  objections.  It  eliminated  the  hot  wall  problem. 
It  improved  the  circulation  of  air  in  the  heated  room,  and 
it  minimized  the  heat  loss  due  to  warm  air  being  sucked 
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out  of  the  room  into  the  flue  through  the  draft  hood. 
These  features  were  made  possible  by  the  use  of  a  second- 
ary heat  exchanger  of  unique  construction  disposed  above 
the  primary  heater.  Holly's  wall  heater  sales  climbed 
rapidly,  so  that  in  1951,  they  constituted  19.1%  of  the 
national  market  [Orig.  R.  542],  almost  double  what  they 
had  been  in  the  previous  year.  By  1952,  Holly's  sales 
were  on  a  nationwide  basis  and  amounted  to  about  $3,- 
300,000.  [Accounting  Ex.  24.]  More  than  eighty  per- 
cent of  these  sales  were  accounted  for  by  its  new  patented 
wall  heaters  with  the  secondary  heat  exchanger.  [R.  1423.] 

Coleman  Copies  Holly's  Heater  and  Continues  Its 
Infringement  After  Falsely  Representing  That  It 
Will  adopt  a  Non-Infringing  Design. 

In  July,  1951,  Coleman's  president  instructed  his  ap- 
pliance design  group  to  produce  a  wall  heater  like  the 
Holly  heater.  Coleman's  heater  then  in  production  was 
not  competitive  with  the  Holly  heater.  He  stated  with 
respect  to  possible  infringement  of  Holly's  patent  rights 
that  ''he  would  take  care  of  the  matter  when  it  came 
up."     [R.  1250-1252.] 

Holly's  single  patent  on  its  new  wall  heater  (the  patent 
in  suit)  issued  in  July,  1952.  In  September,  1952,  Cole- 
man asked  Holly  for  a  license  under  the  patent  and  was 
refused.  [R.  1255,  1256,  1436.]  Coleman  chose  to  dis- 
regard the  patent  and  started  selling  its  infringing  heaters 
the  next  month.  Holly  thereupon  served  notice  of  in- 
fringement, and  Coleman,  through  its  counsel,  Mr.  Daw- 
son, assured  Holly  that  it  would  cease  infringement  by 
redesigning  its  heater  [Orig.  R.  514]  and  furnished  Holly 
with  a  drawing  of  the  heater  it  alleged  it  was  about  to 
substitute   for   the   infringing  model.      [Orig.    R.    516.] 
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But  when  Coleman's  redesigned  heater  came  on  the  mar- 
ket, Holly  discovered  that  it  did  not  live  up  to  Mr.  Daw- 
son's assurances  and  that  Coleman  continued  to  infringe. 
Holly  endeavored  to  avoid  litigation,  and  offered  Cole- 
man a  limited  license  for  one  year  to  permit  Coleman  to 
dispose  of  the  infringing  heaters.  [R.  1437.]  But  Cole- 
man refused  this  proposal  and  continued  the  infringement. 

Holly  Brings  Suit  for  Infringement  and  Coleman 
Conducts  False  Tests  Designed  to  Show  Lack  of 
Infringement. 

Holly  brought  this  suit  on   September   23,    1953.     In 
January,    1954,   at   the  University  of  Wichita,   Coleman 
staged  certain  tests  that  were  calculated  to  show  that  its 
heaters  did  not  infringe.     Holly's  representatives  were  in- 
vited to  attend  the  tests,  and  the  first  of  Coleman's  long 
line  of   counsel,   Mr.   Dawson,   took   depositions   in   con- 
nection with  them.    This  was  the  first  time  that  Mr.  Daw- 
son ever  witnessed  tests  of  the  infringing  heaters.     [R. 
786.]     The  furnaces  employed  in  the  tests  were  not  in- 
stalled in  accordance  with  Coleman's  own  operating  in- 
structions.    [Orig.   R.   476,    594.]     Contrary   to   the   in- 
structions, the  front  panels  on  the  heaters  were  improperly 
placed,  so  that  there  were  large  gaps  through  which  con- 
siderable flow  of  air  occurred  to  distort  the  normal  air- 
flow   patterns    in   the    heater.      The    tests    were    further 
falsified  by  partially  blocking  the  space  between  the  rear 
wall  and  the  heater  with  plaster.     Both  the  improper  leaks 
and  the  plaster  blocks  were  observed  and  pointed  out  by 
Holley's   representatives.      [Orig.    R.   477.]      Thereupon, 
Mr.  Dawson  was  seen  no  more,  except  briefly  as  a  witness 
for  Coleman  during  the  accounting. 
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The  Original  Trial. 

At  the  trial  before  the  District  Court,  Coleman  was 
represented  by  the  firm  of  Lyon  and  Lyon.  Coleman  ad- 
mitted that  its  heaters  contained  every  element  of  the 
patent.  (233  F.  2d  71,  84.)  The  only  issue  involved  the 
manner  in  which  the  heaters  functioned.  Three  "experts" 
for  Coleman,  Messrs.  Kice,  who  was  assistant  to  the 
President  of  Coleman,  Blazier  and  Petoff,  of  the  Univer- 
sity of  Wichita  Research  Foundation,  testified  at  length 
as  to  how  Coleman's  heaters  operated  and  what  the  air 
flows  were.  Holly  produced  witnesses  who  presented  tes- 
timony in  contradiction  to  that  of  Coleman's  "experts." 
The  District  Court  resolved  this  conflict  of  testimony, 
made  extensive  findings  of  fact,  and  concluded  that  the 
patent  was  valid  and  infringed. 

It  should  be  pointed  out  that  with  respect  to  Cole- 
man's present  contention  that  the  heaters  were  not  prop- 
erly tested  since  a  large  source  of  air  to  the  economizer 
was  overlooked,  Coleman's  witness  unequivocally  testified 
that  such  a  source  did  not  exist.     [Orig.  R.  360,  36L] 

The  Original  Appeal. 

Coleman,  again  represented  by  Lyon  and  Lyon,  appealed 
from  the  decision  of  the  District  Court  and  alleged  that 
the  District  Court  had  made  forty-eight  specified  errors. 
But  this  Court  found  no  merit  in  any  of  the  alleged  errors, 
approved  the  findings  of  the  District  Court,  and  held  that 
the  patent  was  valid  and  characterized  Coleman  as  an 
intentional,  conscious  and  deliberate  infringer. 
On  the  issue  of  invention,  this  Court  held  that: 

"From  the  entire  record  it  appears  that  a  'heat  ex- 
changer' or  'economizer'  of  this  peculiar  construction 
and  arrangement  has  never  been  embodied  in  any  type 
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of  mechancial  wall  heater  apparatus  prior  to  its 
application  and  use  in  the  Holly  device.  The  earlier 
patented  devices,  all  of  which  were  in  evidence,  can- 
not be  said  to  embody  in  any  material  way  the  dual 
heat  passing  functional  operation  accomplished  by  the 
use  of  the  upper  box  'economizer'  integrated  into 
the  complete  Holly  device.  In  our  opinion  this  ar- 
rangement of  parts  has  caused  all  of  the  elements 
incorporated  in  the  Holly  combination  to  cooperate 
in  a  new  way  to  produce  a  new,  useful  and  unexpected 
result  in  the  room-heating  art.  This  combination 
spells  out  both  novelty  and  utility.  As  reduced  to 
practice  its  attributes  have  caused  the  Holly  device 
to  take  on  a  new  and  unique  quality  and  distinction 
which  clearly  makes  it  a  new  and  useful  improvement 
in  wall  heaters  fired  with  gaseous  fuel  and  as  such 
it  represents  a  measurable  and  substantial  advance 
and  improvement  in  the  room-heating  art  and  a  valua- 
ble contribution  thereto. 

".  .  .  In  our  view  the  whole  of  the  Holly  device 
yields  'surprising  consequences'  which  others  in  the 
heating  field  failed  to  find  'obvious'."  (233  F.  2d 
71,  79,  80.) 

This  Court  went  on  to  hold  that: 

".  .  .  the  Holly  patentees  clearly  appear  to  have 
parted  company  with  the  basic  design  portrayed  by 
these  concepts  to  create  something  new  in  overall 
construction  and  functional  operation"^ — a  compact 
unitary  wall  device  which  could  easily  be  adapted  to 
the  modern  pattern  and  mode  of  living  under  condi- 
tions or  urban  life  (or  where  gas  would  be  available) 
and  where  an  effective  and  reliable  single-room  gas- 
burning  heater  device  would  be  highly  desirable  and 
certainly  very  useful."     (233  F.  2d  71,  84.) 
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On  the  issue  of  infringement  this  Court  observed  that 
the  claims  cover  the  Coleman  wall  heater  in  its  entirety, 
saying : 

"A  brief  glance  at  the  claims  of  the  patent  in  issue 
reveals  that  the  Holly  patentees  definitely  claimed  the 
structure  and  utilization  of  this  new  'economizer' 
assembly  as  an  essential  and  integral  part  of  their 
binary  device."     (233  F.  2d  71,  80.) 

"A  careful  consideration  of  the  entire  record  (in- 
cluding exhibits)  convinces  us  that  all  of  the  es- 
sential parts  and  elements  of  appellee's  device  have 
been,  with  immaterial  variances,  faithfully  copied"^ 
by  appellant  in  constructing  its  various  models  here 
claimed  to  infringe  appellee's  patent.  There  is  most 
persuasive  evidence  in  the  record  to  sustain  this  con- 
clusion."   (233  F.  2d  71,  83.) 

Lastly,  as  we  have  already  noted,  this  Court  held  that 
Coleman's  infringement  ''has  been  and  is  intentional,  con- 
scious and  deliberate."     (233  F.  2d  71,  84.) 

The  Petitions  for  a  New  Trial  and  for  a  Rehearing. 

Upon  receipt  of  this  Court's  decision,  Coleman  moved 
for  a  new  trial  on  the  ground  of  "newly  discovered  evi- 
dence," the  British  Patent  No.  502,945  granted  in  1939 
to  Darby,  and  also  made  a  petition  for  a  rehearing  before 
this  Court.     It  is  unnecessary  to  go  into  the  details  of 
these  maneuvers  by  Coleman,  for  this  Court  found  both 
the  motion  for  a  new  trial  and  the  petition  for  rehearing 
to  be  without  merit,  but  it  is  interesting  to  observe  that 
Coleman's  principal  counsel  at  this  stage  of  the  proceedings 
was  the  Wichita   firm  of   Foulston,   Siefken,    Schoeppel, 
Bartlett    and    Powers,    the    third    firm    that    entered    the 
arena  for  Coleman. 
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The  Petition  for  a  Writ  of  Certiorari. 

Coleman's  next  effort  was  a  petition  to  the  Supreme 
Court  for  a  Writ  of  Certiorari,  this  effort  being  spear- 
headed by  the  fourth  counsel  to  be  employed  by  Coleman, 
Mr.  Dean  Acheson.  Certiorari  was  denied  in  December, 
1956,  and  the  mjunction  became  final. 

The  Contempt  Proceeding. 

During  all  of  the  preceding  long,  drawn-out  period  of 
litigation,   Coleman  continued   to  make   and   sell  the  in- 
fringing heaters.     Nor  did  it  cease  to  infringe  when  the 
injunction  became  final.     On  the  contrary,  Coleman  per- 
sisted in  selling  the  identical  infringing  heaters  together 
with  a  small  piece  of  metal,  a  "chute,"  included  in  the 
cartons  in  which  the  heaters  were  sold,  along  with  installa- 
tion instructions  for  the  chutes.     In  consequence,  Holly 
brought  a  motion  for  civil  contempt  for  violation  of  the 
injunction.     Coleman  appeared  at  the  contempt  trial  with 
new  counsel,  Mr.   Stanbury,  a  new  Vice-President,   Mr. 
Newton,  and  a  new  expert,  Mr.  Harmon.   Coleman,  repre- 
sented this  time  by  its  fifth  counsel  in  the  matter,  intro- 
duced evidence  purporting  to  show  that  the  addition  of  the 
chute  avoided  infringement,  and  also  introduced  evidence 
purporting  to  show  that  there  were  air  flows  (the  ''brown" 
air)  in  the  prior  Coleman  heaters,  previously  held  to  in- 
fringe, which  likewise  avoided  infringement,  and  under- 
took to  demonstrate  these  alleged  facts  by  tests  of  the 
heater,  with  and  without  the  chute,  in  the  presence  of  the 
District  Court.     Mr.    Stanbury   asserted,   prior   to  these 
tests,  that  they  would  "put  the  matter  at  rest."     [R.  445.] 
The  District  Court  witnessed  the  Coleman  tests  and  also 
witnessed   tests   conducted   by   Holly   which    showed   that 
the  "brown"  air  path  into  the  economizer  was  insignificant 
and  that  the  tests  on  which  the  Court  based  its  finding  of 
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infringement  presented  a  true  picture  of  the  functioning 
of  Coleman's  heaters.  The  tests  did  "put  the  matter  at 
rest"  for  after  witnessing  the  tests  and  hearing  oral 
argument,  the  District  Court  held  that  the  heaters,  with 
the  chute  installed,  still  infringed  the  patent  and  held 
Coleman  in  contempt. 

The  Accounting. 

After  the  contempt  proceeding,  the  case  was  referred  to 
a  Master  to  ascertain  Holly's  damages.  Mr.  Tilton,  Mr. 
Dawson's  partner,  appeared  for  the  first  time,  and  as- 
sisted Mr.  Stanbury,  and  Coleman  brought  in  another  new 
expert,  Mr.  Berry. 

Determination  of  Coleman's  Profits  from  the 
Infringement. 

Coleman  admitted  a  profit  of  approximately  $600,000 
[Accounting  Ex.  A]   on  the  infringing  heaters,  but  had 
not  kept  separate  accounts  of  the  infringing  operation,  and 
during  the  hearings  on  the  accounting  it  became  apparent 
that  Coleman  had  made  a  number  of  improper  allocations 
of  expenses.     For  example,  it  had  even  charged  a  portion 
of  Coleman's  legal  expenses  in  this  very  litigation  against 
profits  on  the  infringing  heaters.     The  Master  accepted 
part  of  Holly's  corrections  and  found  that  Coleman's  profit 
was  $785,975.     The  District  Court  accepted  the  rest  of 
Holly's  corrections  and  found  that  Coleman's  true  profits 
from  the  infringing  operations  amounted  to  $1,186,537. 
Coleman,  on  this  appeal,  does  not  object  to  this  Finding 
XVni  of  the  District  Court  nor  did  it  object  to  the  sup- 
porting Findings  XIV,  XV,  XVI,  and  XVII.    The  figure 
must  be  taken  as  correct  and  represents  a  minimum  figure 
for  Holly's  damages. 

The  profit  figure  of  $1,186,537  does  not  represent  the 
entire  advantage  that  accrued  to  Coleman  from  the  In- 
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fringement.  Mr.  Kuhn,  Coleman's  treasurer,  in  an  affi- 
davit filed  in  support  of  Coleman's  petition  for  a  stay  of 
the  District  Court's  injunction,  swore  that  without  the 
infringing  heaters,  Coleman's  entire  Heating  Appliance 
Division,  which  accounted  for  40%  of  its  entire  business, 
would  have  been  unprofitable  [R.  6],  and  that  Coleman 
might  be  forced  to  close  its  Los  Angeles  and  San  Francisco 
offices  because  of  lack  of  business.     [R.  9.] 

Determination  of  Holly's  Profits  on  Sales  Lost 
Due  to  Coleman's  Infringement 

During  the  accounting.  Holly  showed  that  its  own 
actual  profit  margin  on  the  patented  heaters  was  higher 
than  Coleman's  and  amounted  to  a  net  profit  of  19%. 
The  Master  so  found  as  did  the  District  Court.  [R.  61, 
426.]  Coleman's  sales  of  the  infringing  heaters  subject 
to  this  accounting  amounted  to  $7,635,062,  as  the  Master 
and  the  District  Court  found,  and  again  Coleman  does  not 
object  to  this  finding  on  this  appeal.  If  Holly  had  sold 
Coleman's  infringing  heaters,  in  addition  to  its  own 
patented  heaters,  it  is  a  simple  matter  of  arithmetic  to 
determine  that  its  profit  would  have  been  19%  x  $7,- 
635,062,  or  $1,450,661. 

During  the  accounting  proceeding.  Holly  showed  that 
throughout  the  infringing  period  only  Holly  and  Coleman 
sold  the  patented  heaters,  that  there  were  no  other  heaters 
on  the  market  that  had  the  same  sales  features,  that  these 
features  were  the  important  ones  for  both  parties'  heaters, 
that  Holly  and  Coleman  were  in  direct  competition  with 
each  other  throughout  the  country  and  at  all  levels  of 
distribution,  that  Holly  was  in  good  financial  condition  and 
could  have  produced  all  the  infringing  heaters  of  Coleman, 
and  that  Holly's  sales  of  the  patented  heaters  increased 
markedly  before  Coleman  entered  the  field,  decreased  dur- 
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ing  the  infringing  period,  and  increased  immediately  after 
the  infringement  ceased.  The  Master  accepted  all  of 
this  evidence  and  made  corresponding  findings.  All  of 
this  evidence  shows  that  Holly,  in  all  reasonable  prob- 
ability, would  have  manufactured  and  sold  the  additional 
patented  heaters  represented  by  Coleman's  infringement 
and  would  have  made  the  profit  of  $1,450,661  calculated 
in  the  foregoing  paragraph. 

The  Master  recognized  that  "Holly  may  have  been  able 
to  make  all  the  sales  made  by  defendant  or  at  least  a  large 
percentage  of  them.    Its  percentage  of  the  national  market 
would  have  exceeded  20%  but  for  the  infringement"   [R. 
52],  but  refused  to  award  the  profits  on  Coleman's  sales 
at   Holly's   profit   margin   on   the   ground   that    some   of 
Coleman's   customers   might   have   bought   heaters    other 
than  the  patented  heaters  since  they  were  ''not  compelled 
to   use  plaintiff's   patented   heater   or   go   without    heat." 
[R.  53.]     In  consequence  of  this  view,  the  Master  based 
his  award  on  the  profits  made  by  Coleman  but  remarked 
that  "plaintiff's  damages  amount  at  least  to  the  profits 
made  by  the  defendant."     [R.  54.] 

Throughout   the   accounting,    Coleman    contended    that 
Holly,  in  order  to  recover  its  lost  profits,  must  prove  that 
it  would  have  made  each  and  every  Coleman  sale  if  Cole- 
man had  stayed  out  of  the  field.    Holly  disagreed  with  this 
view  of  the  law,  and  contended  that  in  order  to  recover 
its  lost  profits  of  $1,450,661,  it  had  only  to  show  that  it 
was  reasonably  probable  that  it  would  have  made  the  sales 
and   that   the   evidence    satisfied   this    requirement.      The 
District  Court  agreed  with  Holly's  view  of  the  law  and 
awarded  Holly's  lost  profits  calculated  by  applying  Holly's 
percentage  of  profits  to   Coleman's  volume  of  sale-   ie 
19%  X  $7,635,062— $1,450,661,  as  previously  described^ 
[R.  426.] 
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Determination  of  Profits  Lost  by  Holly  on  Its  Own 
Sales  Due  to  Price  Reductions  and  Increased  Sell- 
ing Expenses  Forced  by  Coleman  and  Due  to  Cole- 
man's Interference  With  Holly's  Market  Expansion. 

During  the  accounting,  Holly  contended  that  an  award 
of  profits,  calculated  as  just  described,  would  not  afford 
complete  compensation  for  the  infringement,  because  the 
figure  does  not  reflect  the  fact  that,  but  for  Coleman's 
competition,  Holly  would  have  made  a  larger  profit  on 
its  own  sales  of  the  patented  heater  and  does  not  reflect 
Coleman's  interference  with  Holly's  market  expansion. 
The  Master  found  that  "the  evidence  shows  that  plaintiff 
was  forced  to  reduce  the  selling  price  of  its  heater  because 
of  defendant's  competition.  It  also  shows  that  plaintiff 
was  required  to  exert  increased  selling  efforts  and  ex- 
penses to  meet  the  competition."  [R.  52.]  The  Master 
calculated  that  the  enforced  price  reduction  and  increased 
sales  costs  amounted  to  at  least  $280,000  [R.  50]  but, 
strangely,  did  not  award  this  sum  to  Holly,  nor  did  the 
Master  make  any  measurement  or  award  of  damages  for 
Coleman's  interference  with  Holly's  general  market  ex- 
pansion. When  these  anomalies  were  called  to  the  atten- 
tion of  the  District  Court,  it  held  that : 

"Damages  computed  on  the  basis  of  plaintiff's  lost 
profits  or  damages  on  the  basis  of  defendant's  actual 
profits  do  not  compensate  plaintiff  for  forced  price 
reductions,  or  increased  selling  expenses  and  curtail- 
ment of  plaintiff's  market  expansion  caused  by  the 
infringement;  the  damages  suffered  by  plaintiff  due 
to  forced  price  reductions  and  increased  selling  ex- 
penses amount  to  not  less  than  $280,000;  and  plain- 
tiff's damages  as  actually  computed  on  the  basis  of 
plaintiff's  lost  profits  should  be  increased  not  less 
than  33^%  to  provide  full  compensation  for  the 
injury  caused  to  plaintiff  by  the  defendant's  inten- 
tional tort."     [R.  430.] 
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Pursuant  to  the  foregoing  finding,  the  District  Court 
computed  an  additional  award  of  $483,553.93,  arrived  at 
by  multiplying  the  figure  of  plaintiff's  lost  profits  on 
Coleman's  infringing  sales  ($1,450,661.78)  by  33y3%. 
[R.  436.] 

The  Aggravated  Nature  of  Coleman's  Tort. 

The  fact  that  Coleman's  infringement  was  willful,  con- 
scious and  deliberate  is,  as  we  have  already  observed,  res 
judicata.  During  the  accounting,  Holly  urged  that  Cole- 
man's conduct  was  such  as  to  justify  an  award  of  punitive 
damages. 

The  Master  refused  to  recommend  such  an  award  with 
respect  to  damages  accruing  prior  to  final  injunction  on 
the  sole  ground  that  "defendant  in  good  faith  relied  on 
expert  opinions  to  the  effect  that  the  patent  involved  was 
not  infringed."  [R.  67.]  The  Master  made  no  finding 
with  respect  to  damages  accruing  after  final  injunction  ''in 
view  of  the  fact  that  the  (District)  Court  heard  the  evi- 
dence on  the  contempt  proceeding  and  so  is  in  a  better  posi- 
tion than  the  Master  to  determine  if  the  defendant  in  good 
faith  relied  upon  expert  opinions  that  the  changes  made 
eliminated  the  infringement."     [R.  67.] 

In  a  review  of  the  Master's  findings  before  the  District 
Court,  Holly  pointed  to  a  number  of  examples  of  Cole- 
man's conduct,  other  than  the  fact  that  it  was  willful, 
intentional  and  deliberate,  which  justified  an  award  of 
punitive  damages.  Holly  also  showed  that  Coleman's 
experts  were  not  sufficiently  informed  to  provide  an  opinion 
upon  which  Coleman  could  in  good  faith  rely. 

The  District  Court,  after  reviewing  the  evidence,  found 
that  the  infringement  was  not  only  willful  and  deliberate, 
but  "in  complete  disregard  of  plaintifif's  patent  rights, 
and  although  it  had  notice  of  plaintiff's  patent,  defendant 
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did  not  exercise  due  care  to  ascertain  whether  or  not  it 
was  infringing  plaintiff's  patent,  or  at  any  other  time." 
The  District  Court  further  found  that  ''the  defendant's 
conduct  amounts  to  unfairness  or  bad  faith  .  .  ." 
[R.  431.]  In  consequence  of  these  findings,  the  District 
Court  increased  damages  by  25%,  trebled  those  accruing 
after  the  final  injunction,  and  also  awarded  Holly  at- 
torneys' fees.  The  figure  of  25%  was  applied  to  Holly's 
lost  profits  on  Coleman's  infringing  heaters;  i.e.,  $1,- 
450,661.78,  the  result  being  exemplary  damages  in  the 
amount  of  $362,665.45.  For  infringement  after  final  in- 
junction the  Court  awarded  treble  damages  in  the  amount 
of  $69,483.38.  The  figures  for  attorneys'  fees  were 
$130,000  plus  $9,269.77  in  the  contempt  proceedings. 

Summary  of  Argument. 

Coleman  is  paying  no  more  than  hp  service  to  the  prior 
decisions  of  the  District  Court  and  of  this  Court  and  is 
again  rearguing  the  entire  case,  particularly  the  issue  of 
infringement. 

Coleman  asserts  that  the  evidence  upon  which  the  prior 
decisions  of  the  District  Court  and  of  this  Court  are 
based  is  mistaken  and  incorrect  and  that  there  was  really 
no  infringement  at  all.  However,  no  new  evidence  has 
been  submitted.  Coleman  is  merely  rehashing  the  prior 
evidence  and  arguments. 

Also,  Coleman  is  re-arguing  disputed  questions  of  fact, 
such  as  percentages  of  air  flow  and  the  importance  of  such 
air  flow,  which  were  settled  by  the  Trial  Court  after 
witnessing  inter  partes  tests. 

In  its  endeavor  to  re-argue  the  entire  case  before  this 
Court,  Coleman  is  not  only  arguing  disputed  questions  of 
fact  settled  in  the  court  below,  but  it  is  also  arguing  points 
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that  are  not  included  in  its  Points  on  Appeal  or  in  its 
Specification  of  Errors. 

The  willful  nature  of  the  infringement,  the  advance  in 
the  art  provided  by  the  invention,  and  Coleman's  appropri- 
ation of  the  entire  invention  precludes  assessment  of  dam- 
ages on  the  basis  of  a  reasonable  royalty,  on  the  basis  of 
the  advantage  provided  by  the  infringing  device  over 
a  standard  of  comparison,  or  on  the  basis  of  apportion- 
ment of  the  profits. 

The  proper  measure  of  damages  under  the  facts  of 
this  case  is  the  profit  which  it  is  reasonably  probable  that 
Holly  would  have  made  on  the  infringing  sales  since  that 
profit  is  larger  than  the  profit  which  Coleman  made  on 
the  infringing  sales.  Undeniably  Coleman  caused  Holly 
to  lose  such  profits. 

Coleman's  profit  was  less  than  the  profit  which  it  is 
reasonably  probable  that  Holly  would  have  made  on  the 
infringing  sales   and,   hence,   is   not   the   proper   measure 
of    damages    in   this    case.      However,    Coleman's    profit 
would  be  the  proper  measure  of  damages  if  it  had  been 
larger  than  Holly's  probable  profits.    At  a  minimum,  there- 
fore. Holly  would  be  entitled  to  recover  Coleman's  actual 
profit,  $1,186,537,   irrespective  of  whether  or  not   Holly 
would  have  made  the  sales  which  Coleman  made  if  Cole- 
man had  not  entered  the  field.     This   is  because  an   in- 
fringer's  profits   is   one   of   the   traditional   measures    of 
damages,  on  the  age-old  theory  that  a  wrongdoer  shall  not 
be  allowed  to  profit  from  his  wrong.     Coleman  was  an 
intentional  tort-feasor  and  should  not  be  permitted  to  re- 
tain its  ill-gotten  gains. 

An  award  based  on  profits,  either  Holly's  lost  profits 
or  Coleman's  actual  profits,  does  not  fully  compensate 
Holly  for  its  injury.  In  addition  to  these  items  of  damage. 
Holly  suffered  price  reductions  on  its  own  sales  which  were 
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forced  by  Coleman's  competition,  increased  selling  ex- 
penses on  the  part  of  Holly  as  a  result  of  Coleman's  com- 
petition with  the  very  same  product,  and  curtailment  of 
its  market  expansion  based  upon  use  of  the  patented  wall 
heater  as  a  leading  product.  The  increase  in  the  award 
in  the  amount  of  33>^%  to  compensate  Holly  for  these 
injuries  is  proper  and  is  well  supported  by  the  evidence 
in  the  record  before  this  Court. 

Whether  or  not  the  sales  of  the  wall  heaters  after  the 
injunction  became  final  were  in  contempt  of  court  is 
purely  a  question  of  fact.  The  sole  issue  is  whether  or 
not  the  wall  heaters  sold  with  chutes  infringed  Holly's 
patent.  The  issue  of  infringement  is  a  question  of  fact. 
The  District  Court  found  infringement.  Great  weight  is 
given  a  trial  court's  determination  of  questions  of  fact, 
particularly  when  the  determination  is  based  upon  an 
inspection  of  physical  apparatus  and  inter  partes  tests  of 
the  apparatus. 

The  punitive  increase  in  damages  and  the  award  of 
attorneys'  fees  are  well  supported  by  the  evidence  of  record 
in  this  case.  Coleman  was  a  willful  tort-feasor.  It  deliber- 
ately pirated  Holly's  major  product  and  deliberately  in- 
fringed Holly's  patent.  It  acted  in  complete  disregard  for 
Holly's  proprietary  rights,  its  patent  counsel  was  not  suf- 
ficiently informed  concerning  the  wall  heaters  to  render 
an  opinion  upon  which  Coleman  could  rely  in  good  faith, 
and  it  made  many  misrepresentations  to  Holly  concerning 
the  infringement. 

Coleman  is  arguing  issues  of  fact  only.  No  issues  of 
law  are  presented.  Due  to  the  extensive  legal  proceed- 
ings before  it,  the  District  Court  was  in  excellent  posi- 
tion to  balance  the  credibility  of  the  witnesses,  and  to  bal- 
ance the  persuasiveness  and  weight  of  the  evidence.  Its 
judgment  on  all  the  issues  is  well  supported  by  the  record 
before  this  Court. 


—21— 

ARGUMENT. 
I. 
Coleman  Pays  No  More  Than  Lip  Service  to  the  Prior 
Decisions  in  This  Case  and  Is  Endeavoring  to  Re- 
argue the  Issue  of  Infringement. 

Throughout  its  brief  Coleman,  in  a  last-ditch  effort,  con- 
tends that  the  evidence  upon  which  the  prior  decisions 
were  based,  including  the  decision  of  this  Court,  was  mis- 
taken and  incorrect.  Coleman  argued  the  very  same  thing 
before  both  the  Special  Master  [R.  1818-1821]  and  the 
District  Court  [R.  1863-1866]  repeatedly,  but  to  no  avail. 
Coleman  bases  its  argument  on  the  false  contention  that 
one  of  Holly's  experts,  Mr.  Landsberg,  admitted  during 
the  contempt  proceedings  that  his  tests  and  calculations 
were  mistaken  and  incorrect.  The  contention  is  not  true, 
and  cannot  be  supported  in  the  record. 

At  the  original  trial  on  the  issue  of  infringement,  Mr. 
Landsberg  testified  concerning  the  amount  of  air  which 
the  secondary  heat  exchanger  or  economizer  of  the  Cole- 
man heater  derived  through  the  passageway  about  the 
sides  and  back  of  the  lower  box  of  the  heater.*  It  was 
57%  for  Coleman's  early  type  heaters  and  22%  or  23% 
for  the  rest  of  the  heaters  which  constituted  most  of 
Coleman's  sales.     [Orig.  R.  226,  227.] 

Mr.  Landsberg  made  the  same  kind  of  tests  and  gave 
testimony  at  the  contempt  trial  with  respect  to  the  heaters 
employing  a  chute  which  were  sold  after  the  injunction 
became  final.  The  amount  of  this  air  was  16%o  to  17%. 
[R.  489.] 


*At  the  original  trial,  the  major  issue  on  infringement  was 
whether  the  Coleman  heaters  contained  a  conduit  for  air  to  be  taken 
into  the  economizer  from  around  the  lower  box  as  called  for  by  one 
element  of  the  claims. 
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After  giving  this  testimony  at  the  contempt  trial,  Mr. 
Landsberg  was  asked  on  cross-examination  if  his  calcula- 
tions would  be  destroyed  if  it  is  a  fact  that  there  was  a 
major  source  of  air  (the  so-called  "brown"  air)  which  he 
had  not  considered.  He  responded,  "If  it  is  a  fact,  there 
is  a  question  as  to  the  path  that  that  air  took  to  get  to  the 
economizer."     [R.  558.] 

Thus,  Mr.  Landsberg's  answer  merely  said  that  if  it  is 
a  fact  that  there  was  a  major  source  of  air  for  the  econo- 
mizer which  he  had  not  considered,  then  there  might  be 
some  question  about  his  computations.  Mr.  Landsberg's 
answer  was  not  an  admission  that  his  computations  were 
incorrect. 

After  this  cross-examination  of  Mr.  Landsberg,  Cole- 
man endeavored  to  show  that  there  was  another  major 
source  of  air  for  the  economizer.  It  contended  that  a 
joint  in  the  top  of  the  lower  box  served  as  a  major  source 
of  air  for  the  economizer.  It  called  the  joint  a  "scoop." 
In  reality,  it  was  an  overlapping  closure  between  two  por- 
tions of  the  lower  box,  and  it  did  not  serve  as  a  major 
source  of  air  for  the  economizer.  (Coleman's  present 
contention  about  this  major  source  of  air  is  just  the  op- 
posite of  its  contention  during  the  prior  trial  on  the  issue 
of  infringement.  There  its  expert  Mr.  Kice  stated  that 
the  air  heated  in  the  lower  box  is  not  used  at  all  in  the 
economizer.  He  said  "There  is  no  way  for  it  to  get  in 
there  directly.  The  only  way  would  be  indirectly." 
[Orig.  R.  360-361.]) 

After  Coleman  endeavored  to  show  that  the  joint,  or 
"scoop"  provided  air  to  the  economizer,  Mr.  Landsberg 
made  additional  tests.  He  tested  a  Coleman  heater  with  a 
tape  across  the  joint  or  "scoop"  through  which  the  major 
source  of  air  was  supposed  to  flow.    Then  he  removed  the 
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tape.  The  first  test  showed  that  the  economizer  received 
14.9%  of  its  air  from  the  channel  about  the  sides  and  back 
of  the  heater.  [R.  686.]  The  second  test  showed  19.4% 
[R.  687.] 

Thus,  the  joint  or  "scoop"  did  not  serve  as  a  majoi- 
source  of  air  for  the  economizer.  The  most  that  can  be 
said  for  the  joint  or  "scoop"  is  that  it  may  have  reduced 
the  flow  of  air  through  the  passageway  between  the  sides 
and  back  of  the  wall  heater  from  19.4%  to  14.9%)  The 
difference — 4.5% — is  the  amount  of  air  which  flows 
through  the  joint  or  "scoop."  Comparatively,  this  is  not  a 
major  source  of  air  by  any  means. 

The  District  Court  found  that  Coleman's  so-called 
"major  source"  of  air  provided  at  best  6%  of  the  air  for 
the  economizer  [R.  766],  and  held  that  the  air  which  was 
provided  through  the  passageway  about  the  sides  and  back 
of  the  heater  was  sufficient  to  affect  the  efficiency  and 
operation  of  Coleman's  heaters  [R.  41],  as  discussed  more 
fully  in  Section  X  of  this  brief. 

The  issue  of  infringement  is  res  judicata.  The  evidence 
upon  which  the  decisions  concerning  infringement  are 
based  is  not  mistaken  and  incorrect,  as  contended  by  Cole- 
man.    It  is  merely  endeavoring  to  re-open  the  entire  case. 

11. 

Coleman,  in  Disregard  of  This  Court's  Appellate  Func- 
tion, Is  Re-arguing  Disputed  Questions  of  Fact 
That  Were  Settled  by  the  Trial  Court. 

Coleman  contends  that  its  computations  showing  the 
flow  of  air  through  the  passageway  about  the  sides  and 
back  of  the  lower  box  to  be  mere  leakage  of  the  order  of 
.6%  to  3%  of  the  total  air  suppHed  to  the  economizer, 
are  correct  and  stand  uncontested  and  uncontradicted. 
(Br.  6,  11,  18,  20,  23,  47,  48,  50,  71,  75.) 


—24— 

Nothing  could  be  farther  from  the  truth!  Coleman's 
computations  relate  to  the  issue  of  infringement,  which 
is  a  question  of  fact.  {Martin  v.  Be-Ge  Mfg.  Co.,  232  F. 
2d  530  (9th  Cir.,  1956).)  This  question  of  fact  has  been 
contested  vigorously  and  resolved  in  every  instance  in 
Holly's  favor. 

The  computations  which  Coleman  now  contends  to  be 
correct  are  those  of  its  Mr.  Newton. 

The  same  figures  based  upon  the  same  unreliable  smoke 
tests  were  presented  at  the  original  trial  where  Coleman 
contended  that  the  flow  of  air  through  the  passageway 
about  the  sides  and  back  of  the  lower  box  was  leakage  of 
the  order  of  3%  or  4%  of  the  total  air  supplied  to  the 
economizer.  [Orig.  R.  395,  406.]  The  District  Court 
found  otherwise  and  this  Court  affirmed. 

The  same  computations  were  presented  at  the  contempt 
trial,  where  Coleman  contended  that  this  flow  of  air  was 
1.3%  without  the  chute  and  .6%  with  the  chute  installed. 
[R.  645.]  The  District  Court  fovmd  that  the  flow  of  air 
was  much  larger.     [R.  766.] 

The  same  computations  were  presented  during  the  ac- 
counting where  Coleman  contended  that  this  flow  of  air 
was  3.1%  without  the  chute  and  1.3%  with  the  chute 
installed.  [R.  1594.]  But  the  District  Court  reaffirmed 
its  finding  of  infringement  with  respect  to  the  sales,  both 
before  and  after  the  judgment  became  final,  and  awarded 
substantial  damages  on  both  types  of  sales. 

Coleman  again  urges,  as  it  did  before  the  District 
Court,  that  its  computations  concerning  air  flow  in  the 
accounting  are  based  upon  something  new.  Before  the 
Special  Master  and  the  District  Court  Coleman's  counsel 
urged  that  the  results  shown  by  these  computations  render 
the  assessment  of  damages  like  in  a  wrongful  death  action 
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after  the  supposedly  dead  person  walks  into  the  court  room 
[R.  1826,  1866.] 

Nothing  new  has   been  added  in  the  accounting  pro- 
ceedings concerning  the  amount  of  air  which  enters  the 
economizer  or  heat  exchanger  from  the  space  about  the 
sides  and  back  of  the  lower  box.    Coleman's  Mr.  Newton 
testified  in  the  accounting  proceedings,  with  respect  to  the 
data  upon  which  he  based  his  computations,  that  "I  used 
the  data  which  I  took  from  the  record  in  the  contempt 
part  of  the  trial."    [R.  1593.]    In  response  to  the  question 
^'May  we  ask  precisely  what  part  of  the  record  this  data 
is,  what  page?",  Coleman's  counsel  stated  'It  is  in  Vol- 
ume III  (of  the  contempt  transcript)  and  it  describes  it 
when  the  Court  was  present."    [R.  1594.]    Mr.  Newton 
went  on  to  say  "1  took  the  data  with  the  chute  mainly 
from  page  209,  and  without  the  chute  mainly  from  page 
240."    [R.   1594.]     Clearly  nothing  new  was  added  con- 
cerning percentages  of  air  flow  during  the  accounting  pro- 
ceedings.   Mr.   Stanbury  so   stated   when  he  said   "And 
this  is  not  new  evidence."    [R.  1593.] 

Evidence  was  presented  by  Coleman  during  the  account- 
ing proceedings  concerning  the  effect  of  this  flow  of  air 
on  the  efficiency  of  the  Coleman  heaters  and  on  the  tem- 
peratures of  the  wall  in  which  the  heaters  are  mounted. 
This  evidence  was  the  testimony  of  Mr.  Berry  concerning 
ex  parte  tests  which  he  conducted.  Mr.  Berry  gave  no 
testimony  or  test  results  concerning  percentage  of  air  flow. 

Moreover,  Mr.  Berry  admitted  that  his  test  procedure 
was  incomplete  as  far  as  the  requirements  of  the  A.G.A. 
(American  Gas  Association)  are  concerned,  because  he 
did  not  measure  the  wall  temperatures  above  the  econo- 
mizer outlet  grille  and  the  temperatures  along  the  wall 
behind  the  economizer   outlet   grille.      [R.    1550,    1553  1 
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Mr.  Berry  further  admitted  that  the  back  wall  tempera- 
tures which  he  did  not  measure  "would  have  been  prob- 
ably high"  [R.  1556],  that  with  respect  to  a  solid  metal 
member  for  preventing  the  flow  of  air  from  the  space 
about  the  lower  box  to  the  economizer,  "It's  conceivable 
that  the  conduction  of  heat  along  a  solid  member  going  to 
the  wall  would  conduct  enough  heat  so  that  the  tempera- 
ture might  be  too  high"  [R.  1560]  ;  and  that  "there  were 
a  number  of  places  in  this  top  panel"  having  temperatures 
which  would  not  have  passed  the  A.G.A.  requirements. 
[R.  1566.] 

Thus,  the  tests  of  Mr.  Berry  are  of  no  significance  at 
all  concerning  the  efficiency  of  the  heater.   However,  these 
tests  did  indicate  that  with  the  flow  of  air  from  about 
the  sides  and  back  of  the  lower  box  to  the  secondary  heat 
exchanger  cut  off  completely,  the  Coleman  heater  would 
not  have  even  come  close  to  passing  the  A.G.A.  require- 
ments concerning  wall  temperatures.    Apparently  this  flow 
of  air  was  essential;  without  it  Coleman's  heaters  would 
not  have  passed  the  standards  imposed  by  the  A.G.A.  and 
could  not  have  been  sold.     [Orig.  R.   173.]     Mr.  Berry 
further  corroborated  this  when  he  pointed  out  that  the 
air  flow  in  these  heaters  is  "very,  very  important     .     .     . 
because  you  have  such  a  very  small  amount  of  heating 
surface  (in  a  wall  heater  located  in  the  space  between  a 
pair  of  studs).     It  is  really  ridiculous  that  you  can  get 
by  with  that   small  amount  of   heating   surface   with  a 
35,000  BTU  heater."    [R.  1567.] 

The  District  Court  has  found  with  respect  to  the  sales 
both  before  and  after  the  injunction  became  final,  that 
the  quantity  of  air  entering  the  economizer  from  around 
the  back  and  sides  of  the  lower  box  was  of  sufficient 
quantity  to  affect  materially  the  efficiency  and  operation 
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of  Coleman's  heaters.  [Interlocutory  Findings  VI,  VII; 
R.  40-41.]  This  question  of  fact  was  settled  by  the  Trial 
Court  after  it  viewed  tests  of  the  heaters,  and  its  decision 
is  entitled  to  great  weight. 

III. 
Coleman   Is   Precluded   From  Arguing   Many  of  the 
Points  Raised  in  Its  Brief  Because  of  Its  Failure 
to  Comply  With  the  Rules  Concerning  Appeals. 

Coleman,  in  its  endeavor  to  completely  re-try  the  present 
case  before  this  Court,  is  not  only  arguing  disputed  ques- 
tions of  fact,  but  is  also  arguing  points  that  are  not  in- 
cluded in  its  Points  on  Appeal  under  Rule  17  or  its 
Specification  of  Errors,  under  Rule  18.2(d),  as  follows: 

1.  Coleman  now  asserts  (Br.  41,  52)  that  the  only 
feature  covered  by  Holly's  patent  is  a  channel  for  con- 
veying air  to  the  secondary  heat  exchanger  or  economizer. 
However,  the  District  Court  and  this  Court  of  Appeals 
found  that  the  invention  is  a  combination  of  elements  pro- 
viding a  new  overall  construction  and  operation,  and  that 
no  particular  element  or  group  of  elements  less  than  the 
entire  combination  constitutes  the  invention.  This  is  set 
forth  in  Finding  XIX,  yet  Coleman  did  not  list  this  find- 
ing or  its  substance  in  its  Points  on  Appeal  [R.  2016] 
or  its  Specification  of  Errors.     (Br.  7-8.) 

2.  Coleman  now  asserts  (Br.  12,  37)  that  the  19% 
profit  margin  attributed  to  Holly  is  without  support  in 
the  record.  Both  the  Special  Master  [R.  51]  and  the 
District  Court  [R.  426]  found  that  Holly's  profit  margin 
for  the  purpose  of  this  accounting  was  19%.  This  is  set 
forth  in  the  District  Court's  Finding  XII,  yet  Coleman 
did  not  set  forth  either  this  finding  or  its  substance  in 
Its  Points  on  Appeal  or  in  the  Specification  of  Errors. 
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The  only  Points  on  Appeal  relating  to  Holly's  lost  profits 
are  Numbers  1  and  2,  which  say  that  Holly  failed  to 
prove  any  lost  profits  or  any  actual  damage,  in  accordance 
with  Findings  IV,  V,  VHI,  X,  XI  and  XIII,  and  that 
Holly's  lost  profits  and  damages  should  not  be  equated 
with  Coleman's  sales  in  accordance  with  Finding  X. 

3.  Coleman  now  asserts  (Br.  81-82)  that  its  actual 
profits  were  $785,975.85.  However,  the  District  Court 
found  Coleman's  actual  profits  to  be  $1,186,537.27.  This 
is  set  forth  in  Finding  XVIII  [R.  428]  and  in  the  sui>- 
porting  Findings  XIV,  XV,  XVI,  XVII  [R.  426-427], 
yet  Coleman  did  not  set  forth  these  findings  or  their 
substance  in  its  Points  on  Appeal  or  its  Specification  of 
Errors. 

Rule  17  of  the  United  States  Court  of  Appeals  for  the 
Ninth  Circuit  states  that  the  court  will  consider  nothing 
but  the  points  so  stated.  Rule  18.2(d)  requires  that  the 
findings  of  fact  and  conclusions  of  law  alleged  to  be 
erroneous  be  set  forth  with  particularity. 

Rule  75(d)  of  the  Federal  Rules  of  Civil  Procedure 
also  provides  that  if  appellant  does  not  designate  for 
inclusion  the  complete  record  and  evidence,  as  was  the 
case  here,  he  shall  provide  a  statement  of  the  points  on 
which  he  intends  to  rely. 

The  courts  have  required  adherence  to  these  Rules. 
For  example,  in  Jesionowski  v.  Boston  &  Maine  Railroad, 
329  U.  S.  452,  459  (1947),  the  Supreme  Court  reviewed 
a  case  in  which  a  Circuit  Court  held  that  the  issue  of  a 
defect  in  equipment  was  not  properly  raised  before  it 
because  the  issue  was  not  included  in  its  statement  of 
points  as  required  by  F.  R.  C.  P.,  Rule  75(d).  It  was 
argued  that  the  issue  was  raised,  though  not  specifically, 


—29— 

by  its  general  point  that  the  doctrine  of  res  ipsa  loquitur 
was  not  applicable.   The  Supreme  Court  said: 

'We  cannot  hold  that  the  Circuit  Court  erred  when 
it  refused  to  consider  the  question  because  of  re- 
spondent's failure  to  comply  with  Rule  75(d)." 

In  Hargraves  v.  Bowden,  217  F.  2d  839,  840  (9th  Cir., 
1954),  this  Court  said: 

"The  attorneys  should  make  an  attempt  to  conform 
to  the  rules  and  not  try  to  improvise  new  practice. 
At  least,  the  points  at  issue  on  appeal  should  be 
defined." 

In  Matsuo  Yoshida  v.  Liberty  Mutual  Insurance  Com- 
pany, 240  F.  2d  824,  829  (9th  Cir.,  1957),  this  Court 
stated : 

".  .  .  However,  appellants  are  precluded  from 
raising  this  issue  because  of  their  failure  to  set 
forth  the  full  substance  of  the  rejected  evidence  in 
their  appeal  brief  as  required  by  Rule  18,  subd.  2(d) 
of  this  Court,  28  USCA." 

United  States  v.  Shingle,  91  F.  2d  85,  ^7  (9th  Cir. 
1937),  Cert.  Denied  302  U.  S.  746,  and  United  States  v. 
John  II  Estate,  91  F.  2d  93,  94  (9th  Cir.,  1937),  Cert. 
Denied  302  U.  S.  746,  are  cases  in  which  the  appellant 
improperly  specified  many  more  errors  than  it  argued  in 
its^  brief.  In  the  present  case  appellant  argued  many  more 
points  in  its  brief  than  it  specified  as  errors  or  Points 
on  Appeal.    This  is  improper. 

Coleman  is  not  adhering  to  its  Points  on  Appeal  or  its 
Specification  of  Errors.  It  is  re-arguing  the  entire  case 
on  this  appeal  in  an  endeavor  to  render  the  previous  six 
years  of  litigation  a  nullity,  just  as  it  has  endeavored  to 
do  throughout  the  accounting  proceedings. 
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IV. 
Coleman's    Contention    That    Its    Infringement    Was 
Trivial  and  Hence  to  Be  Satisfied  by  an  Award 
of  Little  More   Than   Normal   Damages   Is   Not 
Well  Founded,  Either  in  Fact  or  in  Law. 

Coleman  continues  to  argue  that  its  infringement  was 
trivial  because  it  reduced  the  size  of  one  passageway  for 
air,  a  single  element  of  the  infringed  claims.  It  does  this 
despite  its  failure  to  object  to  the  District  Court's  Find- 
ing XIX  to  the  effect  that  Holly's  invention  is  a  combina- 
tion of  elements  providing  a  new  overall  construction  and 
operation,  and  that  no  particular  element  or  group  of  ele- 
ments less  than  the  entire  combination  constitutes  the 
invention.     [R.  428.] 

This  is  improper,  but  if  this  Court  elects  to  consider 
the  point  it  will  find  that  Coleman's  infringement  was 
complete. 

A.     The  Extent  of  Coleman's  Infringement  Is 
Complete  as  a  Matter  of  Fact. 

Coleman  asserts  that  the  vital  distinguishing  feature  of 
the  Holly  patent  is  the  passageway  for  conveying  air 
along  the  back  and  sides  of  the  lower  box  to  the  secondary 
heat  exchanger  or  economizer.  In  support  of  this  Cole- 
man contends  that  the  Patent  Office  rejected  the  Holly 
patent  application  on  the  ground  that  there  was  no  in- 
vention in  merely  adding  a  secondary  heat  exchanger  to  a 
gas  wall  heater.  This  is  incorrect,  as  an  inspection  of  the 
file  history  of  the  Holly  patent  will  show.  [Trial  Exs. 
A  and  B.] 

Throughout  the  accounting  proceedings  Coleman  has 
contended  that  it  could  have  avoided  infringement  by  the 
elimination  of  this  particular  passageway  for  air.    How- 
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ever,  Coleman  employed  this  passageway  and,  hence,  what 
it  might  have  done  is  of  no  significance.  Moreover,  Cole- 
man never  showed  that  it  could  eliminate  this  passageway. 
In  fact,  the  testimony  of  Coleman's  expert,  Mr.  Berry, 
mdicated  that  a  heater  with  the  passageway  eliminated 
would  not  pass  the  A.G.A.  requirements,  as  discussed 
above  in  Section  II. 

I  Moreover,  Coleman  could  have  avoided  infringement 
by  the  elimination  of  any  of  the  other  elements  of  the 
patent  claims.  However,  the  value  of  the  invention  cannot 
be  assessed  on  the  basis  of  the  importance  of  any  single 
element  or  on  the  basis  of  the  cost  of  eliminating  any 
such  element. 

There  was  a  demand  for  wall  heaters  employing  sec- 
ondary heat  exchangers.  Only  Holly  and  Coleman  have 
supplied  such  wall  heaters  and  these  wall  heaters  em- 
ployed all  of  the  elements  of  the  claims  of  Holly's  patent. 
This  combination  of  elements  had  substantial  value. 

This  Court  has  already  recognized  that  the  invention  of 
the  patent  in  suit  covers  more  than  a  minor  improvement 
of  prior  wall  heaters.    Thus,  this  Court  said: 

"A  brief  glance  at  the  claims  of  the  patent  in  issue 
reveals  that  the  Holly  patentees  definitely  claimed'^ 
the  structure  and  utilization  of  this  new  'economizer' 
assembly  as  an  essential  and  integral  part  of  their 
binary  device."    (233  F.  2d  71,  80.) 

This  Court  went  on  to  say  that: 

*.  .  .  The  Holly  patentees  clearly  appear  to 
have  parted  company  with  the  basic  design  portrayed 
by  these  concepts  (the  prior  art)  to  create  some- 
thing new  in  overall  construction  and  functional  oper- 

*The  emphasis  is  the  Court's. 
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ation— a  compact  unitary  wall  device  which  could 
easily  be  adapted  to  the  modern  pattern  and  mode 
of  living  under  conditions  of  urban  life  (or  where 
gas  would  be  available)  and  where  an  effective  and 
reliable  single-room  gas-burning  heater  would  be 
highly  desirable  and  certainly  very  useful."  (233  F. 
2d  71,  84.) 

Both  of  these  quotations  emphasize  that  the  patented 
heater  comprises  a  new  combination  of  elements,  and  that 
the  invention  resides  in  the  whole  combination,  as  set 
out  element  by  element,  in  the  principal  claim  of  the 
patent  in  suit. 

This  Court  has  already  found  that  Coleman  copied  "all 
the  essential  parts  and  elements"  of  Holly's  wall  heater, 
and  "that  the  Coleman  devices  contain  all  the  elements 
called  for  by  claims  1  through  4  of  the  patent  in  suit." 
(233  F.  2d  71,  83,  84.) 

The  completeness  of  Coleman's  infringement  prior  to 
its  adoption  of  the  chutes  is  res  judicata.  The  infringe- 
ment after  the  chutes  were  installed  is  also  complete,  for 
the  case  is  one  that  "comes  within  the  settled  rule  that 
infringement  is  not  avoided  by  impairment  in  degree  so 
long  as  the  distinguishing  function  is  retained."  (Murray 
V.  Detroit  Wire  Spring  Co.,  206  Fed.  465,  468  (6th  Cir., 
1913).) 

B.  Coleman's  Contention  That  All  it  Has  to  Pay 
for  Is  a  Passageway  for  Air  Is,  as  a  Matter 
of  Law,  Fallacious. 

Coleman,  despite  the  holding  of  this  Court  of  Appeals 
that  the  invention  of  the  patent  in  suit  resides  in  the 
entire  combination,  that  the  patent  claims  this  entire  com- 
bination, and  that  Coleman  "faithfully  copied"  the  entire 
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combination  with  "immaterial  variances,"  contends  that 
its  infringement  was  trivial  and  that  damages  should  be 
assessed  on  the  importance  of  the  passageway  through 
which  air  flows  from  the  space  about  the  sides  and  back 
of  the  lower  box  into  the  economizer. 

A  somewhat  similar  contention  was  made  by  the  de- 
fendant in  the  case  of  Ruth  v.  Steams-Roger  Manufac- 
turing Co.,  13  Fed.  Supp.  697  (D.  Colo.,  1935).  The 
invention  in  that  case  involved  a  flotation  machine  em- 
ploying an  impeller,  two  communicating  compartments, 
and  a  weir.  The  infringer  contended  that  the  weir  was 
the  only  improvement  contributed  by  the  invention  and 
that  the  patent  owner  was  entitled  only  to  the  profits  on  the 
weir. 

In  the  Ruth  case  the   infringer   contended  that   all  it 
had  to  pay  for  was  a  passageway  for  water ;  i.e.,  the  weir. 
In   the   present   case    Coleman   contends    that    all    it    has 
to  pay  for  is  the  passageway  for  the  so-called  infringing 
air.    The  infringer  in  the  Ruth  case  was  not  successful 
in  his  contention.    The  Court  found  that  although  some 
of  the  elements  in  the  invention  were  old,   the  old  ele- 
ments  and   the   weir   produced   a   new   combination.      In 
the  present  case  the  Courts  have  found  that  the  Holly 
invention  likewise  involves  a  new  combination  and  have 
expressly  failed  to  find  that  all  these  elements  were  old. 
(233  F.  2d  71,  80.)    The  Court  of  Appeals  went  even 
further  in  the  present  case  and  found  that  a  "heat  ex- 
changer or  economizer  of  the  peculiar  construction  and 
arrangement   has   never   been   embodied   in   any   type   of 
mechanical  wall  heater  apparatus  prior  to  its  application 
and  use  in  the  Holly  device."    (233  F.  2d  71,  79.) 

In  the  Ruth  case  the  District  Court  awarded  the  in- 
fringer's profits  to  the  patent  owner.    This  was  affirmed 
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on  appeal.  (Steams-Roger  Manufacturing  Co.  v.  Ruth, 
87  R  2d  35,  39  (10th  Cir,  1936).)  The  Court  of 
Appeals  said: 

"The  Master  was  put  to  choice,  under  the  proof, 
of  awarding  appellee  nominal  damage,  which  would 
be  grievously  unjust  and  not  in  accordance  with  the 
spirit  of  our  mandate;  relegating  him  to  royalties, 
manifestly  impractical  here,  for  there  could  be  no 
fairly  accurate  measure  of  a  reasonable  royalty;  or 
requiring  appellant  to  yield  up  all  the  profits  made 
on  the  sales  of  these  machines.  The  latter  choice  was 
made,  and  we  concur." 

Coleman  suggests  that  since  it  cut  down  on  the  flow  of 
air   through   one   passageway   of    the    infringing   heater, 
the  damage  which  it  caused  Holly  is  less  than  the  damage 
that  Holly  would  have  suffered  if  Coleman  had  not  cut 
down  on  the  flow  of  air.   In  essence  Coleman  is  contending 
that   there   are   degrees   of   infringement   and   that   their 
degree  of  infringement  is  low  because  they  reduced  the 
flow  of  air  through  one  passageway.    The  Courts  have 
never  recognized  degrees  of  infringement.    Either  there  is 
infringement  or  there  is  no  infringement.    If  there  is  in- 
fringement, Holly  is  entitled  to  general  damages.   If  there 
is  no  infringement,  Holly  is  not  entitled  to  any  damages. 
Since  the  Courts  have  found  that  there  was  infringement, 
Holly  is  entitled  to  general  damages. 

V. 
This  Is  Not  a  Case  Where  Apportionment  of  Damages 

Applies. 

Damages  are  assessed  on  the  basis  of  apportionment 
where  the  patented  invention  is  only  a  portion  of  a  ma- 
chine. The  portion  of  the  profits  derived  from  the  portion 
of  the  entire  machine  covered  by  the  patented  invention  is 
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the  award  in  such  case.  In  the  present  case  it  is  res  judi- 
cata that  the  patent  covers  the  entire  wall  heater  as  set 
forth  in  Section  IV  above,  and  hence,  apportionment  does 
not  apply.  The  Trial  Court  has  so  found  in  Findings 
XIX  and  XXI  and  Coleman  has  not  taken  exception  to 
these  findings. 

VI. 
This  Is  Not  a  Case  Where  Damages  Based  on  the  Ad- 
vantage Over  a  Standard  of  Comparison  Applies. 

In  a  few  instances  the  Courts  have  awarded  damages 
based  on  the  advantage  which  the  patented  invention  pro- 
vides over  other  means  for  producing  the  same  result 
which  was  available  to  the  defendant  when  he  began  the 
infringement.  (Klooster,  "Patent  Accountings,"  1930 
p.  422.) 

Such  a  device  must  have  been  "open  to  the  public,"  "in 
common  use,"  "known  prior  to  complainant's  invention," 
and  "open  to  the  world."  (Klooster,  "Patent  Account- 
ings," 1930,  p.  423.) 

Coleman  argues  that  it  could  have  manufactured  and 
sold  a  non-infringing  heater  with  one  passageway  for  air 
sealed  off.  It  contends  that  this  so-called  infringing  air 
was  actually  of  no  value  to  Coleman,  and  that  damages 
should  be  assessed  accordingly.  That  is,  the  damages  should 
be  nominal  based  upon  this  standard  of  comparison. 

However,  Coleman  has  never  built  such  a  heater  which 
is  exemplified  by  accounting  Exhibit  BB  [R.  1679],  and 
Coleman  has  not  shown  that  such  a  heater  was  "in  com- 
mon use"  and  "known  prior  to  complainant's  invention" 
as  required  when  damages  are  assessed  on  the  basis  of 
the  advantage  which  the  patented  invention  provides  over 
a  standard  of  comparison. 
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Thus,  Coleman  is  endeavoring  to  use  a  hypothetical 
non-infringing  heater  as  a  standard  of  comparison.  This 
tactic  for  endeavoring  to  hold  down  damage  awards  has 
been  expressly  rejected  by  the  courts  in  many  cases.  For 
example,  in  Expanded  Metal  Co.,  et  al.  v.  General  Fire- 
proofing  Co.,  247  Fed.  899,  910  (D.  C.  Ohio,  1917),  the 
court  held  that  an  infringer  ''should  not  be  permitted  to 
avail  himself  of  inventions  developed  by  himself  or  others 
after  he  has  appropriated  another's  property  for  the  pur- 
pose of  mitigating  or  avoiding  the  damage  thus  inflicted 
on  another." 

Another  Court  expressed  this  more  forcefully  as  fol- 
lows: 

"The   obvious    danger   of    attempting   to   measure 
recovery,  not  by  what  the  infringer  as  a  manufac- 
turer or  seller  in  fact  made  as  a  manufacturer's  and 
seller's  profit  on  the  particular  combination,  but  by 
the  gain,  if  any,  as  compared  with  what  he  would 
have  made  had  he  manufactured  something  which  he 
mis-ht,    but   did   not   make — the   obvious    danger    in- 
volved  is  this:    It  introduces  a  conjectural  basis  of 
evidence;  it  compels  assumptions  which  are  repugnant 
to  the  very  purpose  of  giving  relief  to  the  patentee 
for  the  appropriation  which  the  infringer  for  some 
reason  chose;  it  compels  comparison  of  zvhat  he  actu- 
ally did,  as  against  a  standard  which  he  chose  not 
to  follow;"^  it  gives  prominence  to  what,  but  for  the 
invention,   he  might  have  done,   thereby  to   get  the 
measure  or  value  of  what,  apparently,  because  of  the 
invention,  he  did  do.    In  other  zuords,  the  realm  of 
speculation  is  explored,  collaterally  inquired  into,  with 
the  inevitable  residt  of  ahvays  finding  some  standard 
which  will  lead  to  nominal  recoveries;"^  a  practical 


*  Emphasis  ours. 
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result  of  treating-  the  infringement  of  appropriation 
as  a  mere  fortuity,  a  mere  accident  of  making  a 
selection  of  one  out  of  several  equally  desirable 
courses  to  pursue."  {Malleable  Iron  Range  Co.  v. 
Lee,  263  Fed.  896,  900  (7th  Cir.,  1920).) 

Coleman  also  contends  that  the  Royal  Jet  [Accounting 
Ex.  FF]  and  the  Williams  [Accounting  Ex.  EE]  heaters 
are  similar  to  the  patented  heaters.  However,  it  is  clear 
that  these  heaters  did  not  have  the  features  of  the  patented 
heaters  and  cannot  serve  as  a  standard  of  comparison. 
The  Williams  heater  was  not  placed  on  the  market  until 
the  very  end  of  the  infringing  period  in  April  or  May, 
1957,  and,  hence,  is  too  late  to  meet  the  requirements  for 
a  standard  of  comparison.  [R.  1679.]  Moreover,  the 
Williams  heater  is  merely  arranged  to  look  like  the  pat- 
ented heater  in  order  to  take  advantage  of  its  popularity. 
It  does  not  have  a  secondary  heat  exchanger,  nor  does  it 
heat  two  streams  of  air.     [R.  1677-1678.] 

The  Royal  Jet  heater  was  not  really  a  wall  heater.  It 
would  not  fit  in  the  space  between  a  pair  of  studs.  It 
was  so  large  that  it  was  usually  placed  in  the  corner  of 
a  room  and  framed  in.  [R.  1676-1677.]  Also,  the  Royal 
Jet  heater  had  only  one  outlet  for  heated  air  and  heated 
only  a  single  stream  of  air  [R.  1762],  whereas  the  heaters 
made  by  Holly  and  Coleman  heated  two  separate  streams 
of  air  and  had  two  outlets  for  these  streams  of  hot  air. 

Obviously,  there  is  no  standard  for  comparison  avail- 
able to  Coleman.  The  District  Court  so  found  in  Finding 
XX.  [R.  428-429.]  Hence,  damages  must  be  assessed 
on  the  entire  wall  heater  structure  and  not  on  the  advan- 
tage provided  by  a  passageway  for  air,  as  contended  by 
Coleman. 
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VII. 
This  Is  Not  a  Case  Where  a  Reasonable  Royalty 

Applies. 

Coleman  contends,  as  it  has  throughout  the  accounting 
proceedings,  that  since  the  1946  amendments  to  the  statute 
concerning  damages  in  patent  cases,  profits  have  been 
virtually  excluded  as  an  element  of  damages  and  that  a 
reasonably  royalty  is  the  measure  that  must  be  employed 
in  nearly  every  case.    (Br.  78-82.) 

Hence,  Coleman  contends  that  despite  the  adjudicated 
fact  that  it  is  an  intentional  tort-feasor,  it  should  be  per- 
mitted to  retain  the  fruits  of  its  wrong-doing  and  should 
be  required  to  pay  only  a  royalty  that  it  as  a  willing 
licensee  would  pay.  Such  a  contention  violates  the  funda- 
mental principle  of  equity  as  exemplified  by  California 
Civil  Code,  Section  3517,  that  ''no  one  can  take  advantage 
of  his  own  wrong." 

The  Congressional  proceedings  concerning  the  1946 
changes  are  reproduced  as  Appendix  C  to  this  brief. 
These  proceedings  clearly  show  that  it  was  the  intent  of 
Congress  to  provide  for  the  recovery  of  general  damages. 
It  has  been  properly  pointed  out  that  the  1946  change  was 
a  "broadening  amendment  to  the  statute."  (Livesay  Win- 
dow Company  v.  Livesay  Industries,  251  F.  2d  469,  472 
(5th  Cir.,  1958).) 

A  reasonable  royalty  is  the  minimum  measure  of  dam- 
ages permitted  under  the  statute  concerning  damages  in 
patent  cases.  The  reasonable  royalty  measure  of  damages 
is  proper  where  the  infringement  is  without  notice  or 
knowledge  of  the  patent,  as  shown  by  the  Congressional 
proceedings.  Likewise,  the  reasonable  royalty  measure  of 
damages  is  proper  where  the  patent  owner  exploits  the 
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patent  by  licensing  it  on  a  royalty  basis  rather  than  by 
manufacturing  and  selling  the  patented  product.  {Faulk- 
ner V.  Gihhs,  199  F.  2d  635  (9th  Cir.,  1952).) 

The  reasonable  royalty  minimum  measure  of  damages 
can  have  no  application  here  because  it  is  res  judicata 
that  Coleman's  infringement  was  deliberate  and  with 
notice  of  the  patent,  and  because  Holly  did  not  exploit 
the  patent  by  granting  licenses  on  a  royalty  basis  but 
rather  manufactured  and  sold  the  patented  heaters  and 
endeavored  to  exclude  Coleman  from  encroaching  upon 
its  proprietary  product.  An  award  based  upon  a  reason- 
able royalty  would,  in  effect,  amount  to  compulsory  li- 
censing, which  is  repugnant  to  the  American  way  of  doing 
business  and  which  has  been  expressly  rejected  by  Con- 
gress, as  shown  by  the  Congressional  proceedings  of 
Appendix  C. 

Coleman  contends  (Br.  79-80)  that  Faulkner  v.  Gihhs, 
199  F.  2d  635  (9th  Cir.,  1952)  and  Dowagiac  Mfg.  Co. 
V.  Minnesota  Moline  Power  Co.,  235  U.  S.  641,  require 
that  a  reasonable  royalty  be  the  basis  of  the  award  in 
the  present  case. 

However,  in  the  Faulkner  case  the  patent  owner  ex- 
ploited the  invention  by  licensing  others  and  the  infringe- 
ment was  innocent — without  prior  knowledge  of  the  pat- 
ent. Neither  of  these  factors  are  present  in  the  case  at 
bar.   Footnote  7  of  the  Faulkner  case  (p.  638)  says: 

"Where,  however,  the  patentee  has  himself  engaged 
in  the  manufacture,  use  or  sale  of  his  patented  article, 
he  may  be  awarded  damages  for  his  loss  of  profits 
resulting  from  the  infringement." 

The  decision  of  the  Dowagiac  case  is  predicated  upon 
the  findings  that:  (1)  the  patent  covered  merely  an  im- 
provement in  a  small  portion  of  a  large  machine  which 
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was  in  commercial  use  prior  to  the  invention;  (2)  the 
mfringement  was  not  willful;  (3)  there  was  no  showing 
that  the  patent  owner  had  the  means  and  facilities  re- 
quired to  supply  both  its  own  customers  and  those  who 
purchased  the  infringing  devices;  and  (4)  there  was  no 
showing  of  lost  sales  or  injury  by  competition  resulting 
from  the  infringement. 

In  the  present  case,  the  absence  of  the  first  two  of  these 
items  is  res  judicata.  Either  of  these  factors  would  take 
the  present  case  outside  the  holding  of  the  Dowagiac  case. 
In  addition,  Holly  has  proved  that  it  had  the  means  and 
facilities  required  to  supply  both  its  own  customers  and 
those  who  purchased  the  infringing  devices  from  Coleman. 
It  is  also  established  that  Coleman's  infringement  caused 
Holly  to  lose  sales  and  interfered  with  the  expansion  of 
Holly's  entire  business. 

A  recent  case  in  which  the  infringer's  profits  were  em- 
ployed as  the  measure  of  the  damages  is  Graham  et  al.  v. 
Jeoffroy  Mfg.,  Inc.,  et  al,  2S?>  F.  2d  72  (5th  Cir.,  1958), 
cert,  denied,  79  S.  Ct.  28,  3  L.  Ed.  59,  118.    In  its  peti- 
tion for  certiorari  the  infringer  urged  that  its  profits  were 
not  a  proper  measure  of  the  damages  since  the  1946  revi- 
sion of   the   statute  and  specifically  asked  the   Supreme 
Court  to  review  the  issue  as  to  whether  or  not  profits  are 
recoverable  under  the  statute  today.    The  Supreme  Court 
significantly  denied  the  petition  for  writ  of  certiorari.    It 
was  not  impressed  with  arguments  which  are  the  very 
same  as  those  which  Coleman  has  presented  in  the  pres- 
ent case. 

It  is  clear  that  profits  are  proper  elements  or  measures 
of  damages  today.  A  reasonable  royalty  is  merely  the 
statutory  minimum. 
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VIII. 
The  Proper  Measure  of  Damages  Under  the  Facts  of 
This  Case  Is  the  Profit  Which  It  Is  Reasonably 
Probable  That  Holly  Would  Have  Made  on  the 
Infringing  Sales,  or  Coleman's  Actual  Profits, 
Whichever  Is  Greater. 

The  statutory  provision  concerning  damages  for  in- 
fringement of  a  patent  states  that  "The  Court  shall  award 
the  claimant  damages  adequate  to  compensate  for  the 
infringement  but  in  no  event  less  than  a  reasonable  roy- 
alty for  the  use  made  of  the  invention  by  the  infringer 
.  .  ."  and  that  ''the  Court  may  increase  the  damages 
up  to  three  times  the  amount  found  or  assessed"  (35 
U.  S.  C.  284.) 

The  proper  measure  of  damages  in  a  patent  infringe- 
ment case,  as  in  any  other  tort  case,  is  that  which  most 
nearly  restores  the  injured  party  to  the  condition  it  would 
have  been  in  had  the  infringement  never  occurred.  (Yale 
Lock  Mfg.  Co.  V.  James  Sargent,  117  U.  S.  536,  552-553; 
Faulkner  v.  Gihhs,  199  F.  2d  635,  638  (9th  Cir.,  1952)  ; 
Livesay  Window  Company,  Inc.  v.  Livesay  Industries, 
Inc.,  251  F.  2d  469,  471   (5th  Cir.,  1958).) 

A.     The  Infringer's  Actual  Profits  Is  One 
Measure  of  Damages. 

The  profits  which  the  infringer  made  is  an  element  or 
measure  of  damages  which  is  employed  frequently  in  an 
application  of  the  well-established  principle  that  a  wrong- 
doer shall  not  be  permitted  to  retain  the  benefits  of  his 
wrong-doing.  (Duplate  Corp.  v.  Triplex  Safety  Glass  Co., 
298  U.  S.  448,  457  (1936).  An  accounting  of  profits 
and  damages  is  not  unique  to  a  patent  case.  It  is  simply 
an    "affirmation    of    pre-existing    principles    of    equity." 
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(Computing  Scale  Co.  v.   Toledo   Computing  Scale  Co., 
279  Fed.  648,  671  (7th  Cir.,  1921).) 

Also,  profits  are  one  measure  of  the  value  of  what  the 
infringer  took  from  the  patent  owner.  It  is  one  of  the 
traditional  ways  to  assess  damages  in  patent  cases,  and 
is  still  in  effect  today.  (Computing  Scale  Co.  v.  Toledo 
Computing  Scale  Co.,  279  Fed.  648,  672  (7th  Cir.,  1921)  ; 
Graham  v.  Jeoffroy  Mfg.  Co.,  Inc.,  253  F.  2d  72,  74  (5th 
Cir.,  1958) ;  Cert.  Denied,  3  L.  Ed.  59,  118,  79  S.  Ct.  28; 
Cong.  Rec— Senate,  July  17,  1946,  p.  9188;  1946  Code 
Cong.  Serv.  1386,  June  4,  1946,  which  are  set  forth  in 
Appendix  C  to  this  Brief.)  This  corresponds  to  the  com- 
mon law  rule  concerning  the  tortious  taking  of  real  prop- 
erty where  the  owner  is  entitled  to  "the  reasonable  rental 
value  of  the  land  during  the  time  of  the  defendant's  occu- 
pancy, or  the  value  of  the  actual  yield,  if  that  is  greater." 
(''Handbook  on  the  Lazv  of  Damages''  by  Charles  T. 
McCormick,  1935,  p.  480.) 

B.     Coleman's  Actual  Profits. 

Coleman  now  asserts,  in  its  endeavor  to  reargue  the 
entire  case,  that  its  actual  profits  were  only  $785,975.85. 
(Br.  81-82.)  However,  the  District  Court  found  that 
Coleman's  profits  amounted  to  at  least  $1,186,537.27, 
providing  a  profit  margin  of  15.5%. 

Coleman  did  not  object  to  this  Finding  XVIII  or  to 
the  supporting  Findings  XIV,  XV,  XVI  and  XVII  [R. 
426-428]  or  their  substance  in  its  Points  on  Appeal  or 
its  Specification  of  Errors,  and  it  is  improper  for  Cole- 
man to  reargue  the  matter  of  its  actual  profits  now.  How- 
ever, if  the  court  elects  to  review  this  matter,  it  will  find 
ample  evidence  in  the  record  to  support  the  findings  of  the 
District  Court. 
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Coleman  did  not  keep  separate  accounts  of  its  infring- 
ing operations.  During  the  accounting  Coleman  presented 
a  statement  showing  a  profit  of  approximately  $600,- 
000.00.  [Accounting  Ex.  A.]  This  figure  was  derived 
by  improperly  allocating  to  the  infringing  operation  many 
costs  that  should  not  have  been  borne  by  that  operation. 
One  such  improper  allocation  was  a  share  of  the  attor- 
neys' and  professional  fees  spent  in  defending  this  litiga- 
tion. The  impropriety  of  Coleman's  other  allocations  are 
developed  at  length  in  the  record,  pages  255-273. 

The  parties  are  in  agreement  as  to  the  total  dollar  vol- 
ume of  the  sales  made  by  Coleman.  The  sales  which  are 
subject  to  this  accounting  amounted  to  $7,635,062.  After 
a  detailed  investigation  concerning  expenses  properly 
chargeable  against  this  operation  involving  the  testimony 
of  Messrs.  Hyland,  Kuhn,  Olds  and  Morgan,  Holly 
showed  that  Coleman's  profits  amounted  to  at  least  $1,- 
186,537.27,  providing  a  profit  margin  of  15.5%.  [R 
428.] 

The  Coleman  heater  had  the  same  features  as  the  Holly 
heater  and  the  two  looked  very  much  alike.  There  is  no 
evidence  that  any  of  the  "immaterial  variations"  added 
by  Coleman  contributed  to  Coleman's  profits.  Thus,  Cole- 
man's direct  profit  of  at  least  $1,186,537.27  is  a  minimum 
measure  of  Holly's  damages. 

C.     The  Patent  Owner's  Lost  Profits  Is  Another 
Measure  of  Damages. 

The  profits  which  the  patent  owner  was  deprived  of 
by  the  infringement  is  an  element  or  measure  of  damages 
which  is  often  employed  by  the  Courts.  The  patent 
owner's  lost  profits  is  one  measure  of  what  the  infringer 
took  from  the  patent  owner  in  cases  in  which  the  patent 


—44— 

owner  is  actively  engaged  in  manufacturing  and  selling 
the  patented  invention  and  does  not  license  others  to  do 
so.  (Faulkner  v.  Gihhs,  199  F.  2d  635,  638-fn.  7  (9th 
Cir.,  1952)  ;  Live  say  Window  Company,  Inc.  v.  Livesay 
Industries,  Inc.,  251  F.  2d  469  (5th  Cir.,  1958)  ;  National 
Rejectors,  Inc.  v.  A.  B.  T.  Mfg.  Corp.,  188  F.  2d  706 
(7th  Cir.,  1951) ;  Electric  Pipelines,  Inc.  v.  Fluid  Systems, 
Inc.,  146  Fed.  Supp.  262  (D.  C.  Conn.,  1956).)  In  such 
circumstances,  it  is  the  patent  owner's  lost  profits  which 
restores  the  patent  owner  to  the  condition  it  would  have 
been  in  had  the  infringement  never  occurred.  This  corre- 
sponds to  the  common  law  rule  concerning  the  tortious 
taking  of  personal  property  where  the  owner  is  entitled 
to  recovery  of  "the  value  of  the  use  of  the  property  dur- 
ing the  time  he  has  been  deprived  of  it,  and  this  may 
be  measured  by  its  normal  earning  power  .  .  ."  and  the 
recovery  may  be  for  "loss  of  profits"  when  justified  under 
the  facts  of  the  situation.  ("Handbook  on  the  Law  of 
Damages"  by  Charles  T.  McCormick,  1935,  pp.  477,  479.) 

D.     Holly's  Lost  Profits  on  Coleman's  Infringing 
Sales. 

Coleman's  contention  (Br.  26)  that  the  figure  for  lost 
profits  which  the  Master  believed  to  be  supported  by  the 
evidence  was  $400,000  is  incorrect.  This  is  the  figure 
which  the  Master  found  that  Holly  would  have  lost  predi- 
cated upon  the  assumption  that  Holly  would  have  had 
20%  of  the  national  market  if  Coleman  had  not  infringed. 
[R.  50.]  The  Master  went  on  to  find  that  Holly  would 
have  sold  more  than  20%  of  the  national  market  [R.  51], 
and  did  not  base  his  award  on  this  basis  at  all  because 
Holly  did  not  show  that  it  would  have  sold  "all"  of  the 
infringing  heaters,  but  for  the  infringement.     [R.  52.] 

The  District  Court  rejected  this  misconception  of  the 
law  and  awarded  Holly  its  lost  profits  computed  on  the 


basis  of  the  profits  which  Holly  would  have  made  at  its 
profit  margin  on  the  dollar  volume  of  Coleman's  actual 
sales  of  the  infringing  heaters,  the  sum  of  $1,450,661.78. 

Both  the  Special  Master  and  the  District  Court  found 
Holly's  profit  margin  on  the  wall  heaters  to  be  19%  for 
the  purpose  of  this  accounting.  [R.  51,  426.]  Now  Cole- 
man asserts  that  this  profit  margin  is  incorrect.  However, 
Coleman  did  not  object  to  this  Finding  XH  by  the  District 
Court  or  to  its  substance  in  its  Points  on  Appeal  or  in 
its  Specification  of  Errors,  and  it  is  improper  for  Cole- 
man to  reargue  the  matter  of  Holly's  profit  margin  now. 

However,  if  the  Court  elects  to  review  the  matter,  it 
will  find  ample  evidence  in  the  record  to  support  the  find- 
ings of  the  Master  and  the  District  Court. 

Holly's  profit  margin  was  ascertained  in  two  ways — ^by 
determining  the  average  profits  made  by  Holly  during  a 
reasonable  period,  and  by  a  detailed  computation  made 
by  one  of  Holly's  accountants  in  accordance  with  Holly's 
standard  accounting  practices  and  based  on  the  entire  in- 
fringing period  from  1952  through  the  first  quarter  of 
1957.  The  first  way  provides  a  profit  figure  of  19^0,  and 
the  second  way  a  figure  of  19.3%. 

The  detailed  computation  was  presented  by  Mr.  Qay- 
baugh  and  was  not  objected  to  by  Coleman.  [R.  1321, 
1325.]  The  figures  are  shown  in  Accounting  Exhibit  20. 
Mr.  Claybaugh  found  that  Holly's  average  profit  per  wall 
heater  was  as  follows:  1952— $14.52,  1953— $12.46, 
1954— $12.50,  1955— $14.11,  1956— $11.22  and  1957— 
$6.24.  By  multiplying  Coleman's  wall  heater  unit  sales 
each  year  by  Holly's  profit  per  wall  heater  unit  for  the 
respective  years,  Mr.  Claybaugh  found  that  Holly's  lost 
profits  were  $1,475,010.00. 
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Mr.  Claybaugh's  computation  is  based  on  the  average 
profit  derived  by  Holly's  entire  line  of  products  over  the 
entire  infringing  period  from  1952  through  the  first  quar- 
ter of  1957.  [R.  1329.]  The  computation  is  thus  con- 
servative because  the  patented  wall  heater  line  was  more 
profitable  to  Holly  than  the  other  lines  of  equipment  which 
it  sold.  [R.  1326,  1329.]  There  are  two  other  features 
that  tend  to  make  the  profit  figure  of  Accounting  Exhibit 
20  conservative.  First,  the  manufacturing  costs  for  the 
additional  heaters  are  taken  to  be  the  same  as  the  manu- 
facturing costs  for  the  heaters  which  Holly  actually  sold 
with  no  allowance  for  savings  due  to  increased  volume 
in  manufacturing.  [R.  1330.]  Second,  administrative  and 
engineering  expenses  were  taken  as  fixed,  regardless  of 
volume,  and  sales  expense  was  increased  in  proportion  to 
volume.  But  some  elements  of  sales  expenses  are,  in  fact, 
fixed  and  such  fixed  sales  expenses,  together  with  fixed 
portions  of  manufacturing  costs,  such  as  depreciation, 
real  estate  taxes,  and  insurance,  which  have  been  ignored 
in  the  computation,  more  than  offset  any  variable  items 
of  administrative  and  engineering  expenses.     [R.   1330.] 

The  determination  of  Holly's  profit  margin  on  the 
basis  of  Holly's  average  profits  over  a  reasonable  period 
of  time  is  a  judicially  approved  way  for  computing  lost 
profits.  {Bemis  Car  Box  Co.  v.  J.  G.  Brill  Co.,  200  Fed. 
749  (3rd  Cir.,  1912),  Cert,  denied,  226  U.  S.  614.) 

Holly's  profit  during  the  year  1951  was  20.1%  on  all 
of  its  sales.  During  1952  it  was  17.4%,  and  during  the 
first  half  of  1953  it  was  19.7%.  [R.  1431,  1488.]  Holly's 
average  profit  during  this  period  was  approximately  19%. 
This  period  includes  one  and  three-quarters  years  prior 
to  Coleman's  entry  into  the  market  and  three-quarters  of 
a  year   after   Coleman's   entry.    The   wall   heaters   were 
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more  profitable  than  Holly's  other  products.  [R.  1326, 
1329.]  Hence,  Holly's  profit  margin  was  actually  greater 
than  19%  during  the  early  part  of  the  infringing  period. 
During  the  latter  part  of  the  infringing  period  the  profit 
margins  were  reduced  because  the  building  industry  was 
in  a  depressed  condition  [R.  50]  due  in  part  to  strikes. 

Coleman  has  presented  a  table  (Br.  39)  which  purports 
to  show  that  Holly's  profit  margin  on  the  wall  heater  was 
lower  than  the  197o  found  by  both  the  Special  Master 
and  the  District  Court.  However,  the  table  is  arranged 
to  emphasize  the  end  portion  of  the  infringing  period 
when  the  building  industry  was  in  a  depressed  condition. 
The  first  three  months  of  1957  are  given  the  same  weight 
as  a  full  year.  Also,  the  year  1956  is  included  twice  in 
the  computation  of  the  average. 

The  19%  profit  margin  on  the  wall  heater  sales  is 
possibly  low  for  the  first  part  of  the  infringing  period 
and  possibly  high  for  the  latter  part,  but  the  average  of 
19%  throughout  the  infringing  period  is  proper  for  the 
purpose  of  this  accounting.  This  is  corroborated  by  the 
computation  in  Accounting  Exhibit  20  which  results  in 
an  actual  lost  profit  figure  of  $1,475,010.00,  or  an  aver- 
age profit  margin  of  about  19.3%  throughout  the  infring- 
ing period. 

If  anything,  the  computation  resulting  in  an  average 
profit  figure  of  19%  for  Holly  is  more  favorable  to  Cole- 
man than  it  should  be.  This  Court  has  pointed  out  that 
a  satisfactory  way  of  computing  lost  profits  is  to  employ 
the  business  records  of  the  injured  party  before  the 
injury  occurred.  (The  Flintkote  Company  v.  Lys fjord 
et  al.,  246  F.  2d  368,  392  (9th  Cir.,  1957).)  Coleman 
entered  the  market  with  its  wall  heater  during  the  latter 
part  of  1952.    Hence,  Holly's  profit  margin  for  the  year 


1951  of  20.1%  could  be  employed.  This  was  the  first  full 
year  of  sales  of  the  patented  wall  heater  and,  hence,  is 
the  only  year  before  the  injury  occurred  upon  which  com- 
putations may  be  made. 

Coleman's  sales  of  the  infringing  heater  amounted  to 
$7,635,062.00,  and  this  figure  is  undisputed.  Multitplying 
the  dollar  volume  of  the  Coleman  sales  by  Holly's  profit 
figure  of  19%  results  in  the  computation  of  Hollys'  lost 
profits  in  the  amount  of  $1,450,661.78.  The  concurrence 
of  the  Special  Master  and  the  District  Court  on  this  point 
is  entitled  to  great  weight.  This  is  one  element  of  Holly's 
damages. 

E.     Coleman's  Infringement  Caused  Holly  to 
Lose  Profits. 

Coleman  contends  that  it  did  not  cause  Holly  to  lose 
profits,  and  that  in  any  event  Holly  cannot  recover  its 
lost  profits  because  such  profits  are  speculative  since  Holly 
did  not  prove  that  each  and  every  purchaser  of  the  in- 
fringing heaters  would  have  purchased  from  Holly  if  the 
infringing  heaters  had  not  been  available.  Coleman  fur- 
ther urges  that  absolute  certainty  of  proof  is  required  on 
the  part  of  Holly  concerning  the  sales  which  Holly  would 
have  made.  However,  Coleman  is  confusing  the  issue  of 
causation  with  the  issue  of  the  amount  of  the  damages. 
These  two  issues  are  discussed  separately  in  this  and  the 
next  section  of  this  brief. 

Certainty  of  proof  is  required  as  to  the  fact  of  damage 
and  the  fact  that  Coleman  caused  it.  The  amount  of  the 
damages  may  be  ascertained  by  a  reasonable  calculation. 
On  this  question  the  Supreme  Court  has  stated : 

"The  rule  which  precludes  the  recovery  of  uncer- 
tain damages  applies  to  such  as  are  not  the  certain 
result  of   the  wrong,   not   to   those   damages   which 
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are  definitely  attributable  to  the  wrong  and  only  un- 
certain in  respect  of  their  amount." 

"Where  the  tort  itself  is  of  such  a  nature  as  to 
preclude  the  ascertainment  of  the  amount  of  damages 
with  certainty,  it  would  be  a  perversion  of  funda- 
mental principles  of  justice  to  deny  all  relief  to  the 
injured  person,  and  thereby  relieve  the  wrongdoer 
from  making  any  amend  for  his  acts.  In  such  case, 
while  the  damages  may  not  be  determined  by  mere 
speculation  or  guess,  it  will  be  enough  if  the  evidence 
show  the  extent  of  the  damages  as  a  matter  of  just 
and  reasonable  inference,  although  the  result  be  only 
approximate."  {Story  Parchment  Co.  v.  Patterson 
Parchment  Paper  Co.,  282  U.  S.  555,  562  563 
(1931).)  '     , 

This  Court  has  stated  with  reference  to  lost  profits  in 
an  antitrust  case : 

"The  cases  have  drawn  a  distinction  between  the 
quantum  of  proof  necessary  to  show  the  fact  as  dis- 
tinguished from  the  amount  of  damage;  the  burden 
as  to  the  former  is  the  more  stringent  one.  In  other 
words,  the  fact  of  injury  must  first  be  shown  before 
the  jury  is  allowed  to  estimate  the  amount  of  dam- 
age." (Flintkote  Company  v.  Lysfjord  246  F  2d 
368,  392  (9th  Cir.,  1957).) 

The  fact  of  damage  in  the  present  case  is  beyond  dis- 
pute. Damage  to  Holly  was  inevitable  when  Coleman 
appropriated  Holly's  major  and  leading  product.  The 
Special  Master  found  that  "the  evidence  is  conclusive  that 
plaintiff  suffered  damages  because  of  defendant's  in~ 
fringement."     [R.   52.] 

As   this  Court  has   stated,   the   wall   heater   is   unique 
because  "a  heat  exchanger  or  economizer  of  this  particular 
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construction  and  arrangement  has  never  been  embodied 
in  any  type  of  mechanical  wall  heater  apparatus  prior 
to  its  application  and  use  in  the  Holly  device" ;  the  wall 
heater  ''represents  a  measurable  and  substantial  advance 
and  improvement  in  the  room-heating  art  and  a  valuable 
contribution  thereto,"  and  "the  record  establishes  a  ready 
and  widespread  acceptance  of  the  Holly  device  on  the 
market  and  attendant  commercial  success."  (233  F.  2d 
71,  79,  80.)  It  is  inevitable  that  Holly  would  suffer  loss 
of  sales  to  Coleman  when  Coleman  forced  Holly  to  share 
the  market  with  it. 

The  loss  which  Holly  suffered  is  the  natural  and  proxi- 
mate consequence  of  Coleman's  wrongdoing.   The  patented 
wall  heater  was  Holly's  major  product,  constituting  83% 
of  Holly's  unit  shipments  in  1952  and  over  80%  of  its 
business   throughout   the   infringing   period.     [R.    1423.] 
The  patented  heater  became  an  immediate  commercial  suc- 
cess in  Holly's  hands.    In  two  years,  Holly  more  than 
doubled  its  volume.    [Orig.  R.  542.]    Then  Coleman  came 
in.    Holly's  percentage  of  the  national  market  decreased 
when  Coleman  started  infringing  and  it  increased  when 
Coleman  ceased  infringing.    (Appendix  A.)    These  facts 
alone  establish  that  the  loss  which  Holly  suffered  is  the 
nautral  and  proximate  consequence  of  Coleman's  wrong- 
doing.   But  there  is  additional  evidence  which  points  in 
the  same  direction. 

Holly  and  Coleman  were  direct  competitors  at  all  levels 
of  distribution  and  sales.  [R.  1024,  1428.]  Coleman  was 
Holly's  biggest  competitor  in  the  sale  of  wall  heaters 
[R.  1033],  and  its  only  competitor  in  the  sale  of  the 
patented  heaters,  or  in  the  sale  of  any  wall  heater  with 
a  secondary  heat  exchanger.  [R.  1023,  1029,  1425. 
(233  F.  2d  71,  84).]    In  this  situation  the  natural  and 
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proximate  consequences  of  Coleman's  wrongful  acts  were 
lost  sales,  increased  selling  costs,  forced  price  reductions, 
and  curtailment  of  market  expansion  on  the  part  of 
Holly. 

The  certain  result  of  Coleman's  infringement  was  inter- 
ference with  the  exploitation  of  the  invention  in  Holly's 
hands.  The  amount  of  such  damage  may  be  computed 
with  reasonable  certainty. 

In  a  case  involving  two  rival  groups  of  salmon  fisher- 
men, the  court  awarded  to  the  plaintiffs  the  profits  that 
they  would  probably  have  made  if  the  defendants  had  not 
wrongfully  forced  plaintiffs  away  from  the  fishing 
grounds.  Obviously,  fishermen's  luck  is  subject  to  un- 
certainty.   Yet  the  court  stated  that: 

"The  situation  disclosed  by  the  testimony  renders 
applicable  the  principle  of  law  to  which  we  have 
already  alluded  that  uncertain  damages  are  nonrecov- 
erable  only  when  the  uncertainty  is  due  to  inability 
to  establish  with  certainty  the  cause."  (Blanchard 
V.  Makinster,  137  Ore.  58,  1  P.  2d  583,  586.) 

The  present  case  involves  much  less  uncertainty  than 
fishermen's  luck.    Speculation  is  not  required. 

F.     Holly's  Lost  Profits  Are  Established  With  Reasonable 
Certainty  and  Are  Not  Speculative. 

Coleman  urges  that  to  justify  an  award  based  upon 
Holly's  lost  profits,  the  number  of  additional  wall  heaters 
which  Holly  would  have  sold  if  Coleman  had  not  forced 
Holly  to  share  the  market  must  be  proved  with  absolute 
certainty.  Coleman  contends  that  Holly  must  prove  that 
each  and  every  purchaser  of  the  infringing  heaters  would 
have  purchased  from  Holly  if  the  infringing  heaters  had 
not  been  available.    In  other  words,  Coleman  urges  that 
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the  amount  of  the  damage,  as  distinguished  from  the 
fact  of  damage,  must  be  proved  with  absolute  certainty. 
The  Courts  do  not  so  hold.  In  one  case  in  which  lost 
profits  were  awarded,  the  Court  stated  with  respect  to 
the  actual  amount  of  the  lost  profits  that  "Of  course,  there 
could  be  no  absolute  certainty  upon  such  a  subject." 
(Bemis  Car  Box  Company  v.  J.  G.  Brill  Co.,  2CX)  Fed. 
749,  758  (3rd  Cir.,  1912).) 

In  both  antitrust  and  patent  cases  involving  lost  profits, 
the  Courts  employ  the  reasonable  probability  test.    The 
Courts  hold  that  if  in  all  reasonable  probability  the  in- 
jured party  would  have  made  the  sales  which  the  wrong- 
doer made,  then  the  injured  party  is  entitled  to  recover 
its  lost  profits.    {Bemis  Car  Box  Company  v.  J.  G.  Brill 
Co.,  200  Fed.  749,  765  (3rd  Cir.,  1912)  ;  Flintkote  Com- 
pany V.  Lysfjord  et  al,  246  F.  2d  368,  392   (9th  Cir., 
1957)  ;  Livesay  Window  Company,  Inc.  v.  Livesay  Indus- 
tries, Inc.,  251  F.  2d  469,  471  (5th  Cir.,  Jan.  24,  1958).) 
In   applying   the   ''reasonable    probabihty"    test   in   the 
Bemis  case  the  Court  reviewed  many  prior  decisions  and 
held  that  where  a  patent  owner  is  engaged  in  the  manu- 
facture and  sale  of  a  patented  device  and  does  not  license 
others  to  do  so,  the  patent  owner  may  recover  the  profits 
which  it  probably  would  have  made,   if   its   business  is 
established,   successful,   and  well  equipped  to  handle  the 
increased  volume.    (200  Fed.  749,  765.) 

The  record  clearly  shows  that  Holly  meets  the  require- 
ments of  the  Bemis  case  because  its  business  was  estab- 
lished, quite  successful,  and  well  equipped  to  handle  an 
increased  volume  of  wall  heaters  equal  in  number  to 
Coleman's   infringing   sales. 

Holly's   business   started   in    1938   with   one   employee 
[R.  1385],  but  by  1952  when  Coleman  started  selling  the 
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infringing  heaters,  Holly's  sales  were  on  a  national  basis 
and  amounted  to  approximately  $3,300,000  annually.  [Ac- 
counting Ex.  24.] 

The  financial  statements  of  Holly  throughout  the  in- 
fringing period  are  part  of  the  record.  [Accounting  Ex. 
21-29.]  They  show  that  Holly  was  in  good  financial 
condition.  Its  ratio  of  current  assets  to  current  liabilities 
was  never  less  than  ly,  to  1.  It  ranged  between  ly,  to 
1  and  31^  to  1  during  the  years  1953  and  1954  [R.  1452], 
when  the  effects  of  Coleman's  infringement  were  the  most 
pronounced.  It  had  a  good  credit  rating  and  could  ob- 
tain additional  financing  without  difficulty.  Holly's  former 
President  estimated  that  it  could  have  borrowed  at  least 
three-quarters  of  a  million  dollars  during  the  years  1953 
and  1954.     [R.  1450,  1451.] 

Holly's  sales  force  extended  throughout  the  United 
States.  Holly  had  no  sales  outlets  in  foreign  countries, 
as  Coleman  did,  but  foreign  sales  have  not  been  included 
in  this  accounting  because  Holly  had  no  patents  in  other 
countries. 

Holly  had  its  own  sales  representatives  throughout  the 
country.  [R.  1023,  1421,  1422,  1452.]  In  addition, 
Holly's  products  were  distributed  throughout  the  country 
by  the  Crane  Company,  which  is  a  well-known  company 
with  national  distribution.     [R.  1422.] 

Holly  produced  the  wall  heaters  within  its  own  plant, 
and  the  production  facilities  could  have  handled  the  ad- 
ditional volume  without  difficulty.  Holly's  plant  capacity 
was  mcreased  50%  in  late  1953,  and  its  total  capacity 
was  very  large  with  respect  to  what  its  sales  turned  out 
to  be  in  subsequent  years.     [R.  1447^  1448.] 
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Holly's  actual  production  of  the  wall  heaters  averaged 
48,628   annually   during   the   years    1950   through    1956. 
[Orig.  R.  542,  Accounting  Ex.  7.]     Coleman  sold  120,582 
infringing   heaters   for   an   average   of    23,000   per   year 
during  the  infringing  period  of  5>4  years.     [Accounting 
Ex.  A.]     Holly's  ability  to  handle  this  additional  volume 
of  wall  heaters  was  considered  in  detail  during  the  ac- 
counting proceedings.     The  problem  of  carrying  finished 
goods   inventory,   the   problem   of   carrying   accounts    re- 
ceivable, the  problem  of  plant  capacity,   the  problem  of 
raw  material  inventory  and  work  in  process,  the  matter 
of  possible  additional  variable  expenses,   the  availability 
of  financing  and  the  avenues  that  were  open  to  Holly  for 
selling  the  wall  heaters  were  considered.     [R.  1440.]     The 
record  clearly  shows  that  Holly,  without  difficulty,  could 
have   manufactured    and   marketed    the    Holly-type    wall 
heaters  which  were  made  and  sold  by  the  Coleman  Com- 
pany.    [R.  1440-1453.] 

The  only  period  in  which  Holly  could  possibly  have  had 
difficulty   in   supplying   the   additional   volume   was    from 
October,  1952  to  March,  1953.     [R.  1445,  1446.]     This 
was  because  of  steel  allocations  during  this  period  as  a 
resuh  of  the  Korean  War.     The  allocation  was  on  the 
basis  of  orders  on  hand  and  it  did  not  impose  a  flat  ceil- 
ing on  what  Holly  could  get.      [R.    1447.]      Holly  was 
able  to  obtain  sufficient  steel  so  that  by  Spring  of   1953 
Holly  was  able  to  produce  faster  than  it  could  sell  and 
at  a  rate  greater  than  the  combined  annual  shipments  of 
Holly  and  Coleman.      [R.    1443.]      At  that  time   Holly 
was  plagued  with  the  problem  of  over-production  and  ex- 
cessive finished  goods  inventory,  and  as  a  result,  Holly 
had  its  first  major  plant  lay-off  in  its  history  in  the  sum- 
mer of  1953.     [R.  1444  and  Accounting  Ex.  32A.]  This 
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was  only  a  few  months  after  Coleman  entered  the  market 
with  the  infringing  wall  heaters  in  October,  1952,  and 
both  the  Special  Master  and  the  District  Court  found  that 
the  major  plant  lay-off  probably  would  not  have  occurred 
but  for  Coleman's  infringement.  [R.  63,  Findins:  X- 
R.  423,  Finding  IV.] 

A  finished  goods  inventory  sufficient  to  supply  the  ship- 
ments to  be  made  during  approximately  thirty-three  days 
was  a  normal  working  minimum  at  Holly.  [R.  1444.] 
Accounting  Ex.  32A  shows  the  size  of  the  finished  goods 
inventory  (FGI)  in  terms  of  shipments.  The  figures 
for  the  years  1952-1954  are: 
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The  inventory  was  lower  than  the  normal  minimum 
during  January  and  February,  1953.  During  March  and 
April  of  1953,  it  was  about  average.  In  May  and  June 
of  1953,  the  inventory  increased  substantially,  and  in 
July,  1953,  the  inventory  was  about  three  times  normal. 
"Shortly  thereafter,  Holly  had  a  major  plant  lay-off  as 
a  result."  [R.  1444.]  Even  with  the  major  lay-off. 
Holly's    finished    goods    inventory    remained    excessively 
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high  throughout  the  remainder  of   the  year  and  during 
the  first  quarter  of  1954. 

There  is  direct  relation  between  the  size  of  Holly's 
finished  goods  inventory  and  Coleman's  entry  into  the 
patented  wall  heater  market  which  Holly  previously  had 
to  itself.  Holly  did  not  sell  all  of  the  heaters  that  it  could 
have  manufactured  in  the  year  1953.     [R.  1447-1448.] 

The  best  evidence  of  Holly's  ability  to  make  and  sell 
additional  patented  heaters  is  the  record  of  what  it  ac- 
complished when  it  brought  its  own  patented  heaters  on 
the  market.  During  the  first  year  (1951)  that  Holly 
sold  the  patented  heater,  its  wall  heater  sales  rose  from 
23,935  units  to  39,319  units.  Thus,  Holly  was  able  to 
increase  its  production  by  60%  in  a  single  year  and 
to  increase  its  share  of  the  national  market  for  wall 
heaters  from  11.3%  to  19.1%.     [Orig.  R.  542.] 

During  the  two  years  (1951-1952)  immediately  pre- 
ceding Coleman's  entry  into  the  market.  Holly's  sales 
more  than  doubled.  They  increased  from  23,435  units 
in  1950  to  49,046  units  in  1952.     [Orig.  R.  542.] 

Obviously,  Holly's  business  was  well-established,  quite 
successful,  and  very  well  equipped  to  handle  an  increased 
volume  of  wall  heaters  equal  in  number  to  Coleman's  in- 
fringing sales.  The  requirements  set  forth  in  the  Bemis 
case  are  met  and  Holly  is  entitled  to  recover  the  profits 
which  it  is  reasonably  probable  that  Holly  would  have 
made  on  the  infringing  sales. 

A  more  recent  case  in  which  the  "reasonable  proba- 
bility" test  is  employed  is  Lwcsay  Windoiv  Company, 
Inc.  V.  Livesay  Industries,  Inc.,  251  F.  2d  469  (5th  Cir., 
1958).  In  the  Livesay  case  the  Court  found  that  in  all 
reasonable  probability  the  patent  owner  would  have  made 
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the  sales  which  the  infringer  made  because  ( 1 )  the  patent 
owner  and  the  defendant  infringer  were  for  all  practical 
purposes  the  only  sources  of  the  patented  devices,  (2) 
the  features  of  the  patented  device  were  the  important 
sales  features  of  the  device,  (3)  the  patent  owner  had 
the  ability  to  manufacture  an  additional  volume  of  the 
devices  corresponding  in  number  to  those  manufactured 
and  sold  by  the  infringer,  and  (4)  the  device  had  a  large 
trade  acceptance. 

The  facts  of  the  present  case  are  "on  all  fours"  with 
the  facts  upon  which  the  Court  based  its  opinion  in  the 
Livesay  case,  because   (1)   Holly  and  Coleman  were  the 
only  suppliers  of  the  patented  wall  heater  or  of  any  wall 
heater  employing  a  secondary  heat  exchanger   [R.   1023, 
1029,  1425,  233  R  2d  71,  84]   (2)  the  features  which  are 
covered  by  Holly's  patent  are  the  important  sales  features 
of  the  wall  heaters  sold  by  Holly  and  of  the  infringing 
wall  heaters  sold  by  Coleman  [R.  1015-1020,  1415-1419, 
1429],   (3)   Holly  had  the  ability  and  could  have  manu- 
factured an  additional  volume  of  heaters   corresponding 
in  number  to  the  number  of  infringing  heaters  manu- 
factured by  the  Coleman  Company   [R.   1440-1453],  and 
(4)  the  patented  wall  heaters  had  a  large  trade  acceptance 
[Orig.  R.  542],  as  this  Court  has  already  found.     (223 
F.  2d  71,  80.) 

Moreover,  defendant's  sales  department  recognized  the 
large  trade  acceptance  of  the  device.  The  patented  heaters 
were  so  popular  and  Holly's  growth  so  "fabulous"  (Br. 
43)  that  defendant's  sales  department  demanded  that  "we 
must  have  something  that  would  be  strictly  competitive 
with  the  Holly  unit."     [R.  1249.] 

Coleman  contends  that  the  Livesay  case  is  different 
from  the  present  case  because  in  the  Livesay  case  both 
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the  plaintiff  and  the  defendant  sold  their  product  under 
the  name  "Livesay"  and  this  is  the  way  it  was  specified 
in  architects'  plans  so  that  no  other  product  could  pos- 
sibly meet  the  requirements  of  the  specification.  However, 
this  does  not  distinguish  the  two  cases  because  in  many 
instances  architects  specified  wall  heaters  with  secondary 
heat  exchangers  or  economizers  and  no  other  product 
other  than  the  heaters  produced  by  Holly  and  Coleman 
could  meet  this  specification.  [R.  1019,  1020,  1427- 
1428.]  Some  of  Holly's  hterature  was  given  a  standard 
A.I.A.  (American  Institute  of  Architects)  file  number 
to  facilitate  use  by  architects.  [R.  1417.  Accounting  Ex. 
39.]  There  were  no  other  wall  heaters  available  through- 
out the  infringing  period  which  employed  secondary  heat 
exchangers  or  economizers.     [R.  1023,  1029.] 

Clearly,  the  factual  situation  of  the  present  case  meets 
the  requirements  set  forth  in  the  Livesay  case.  Holly 
is  entitled  to  its  lost  profits  just  as  the  patent  owner  was 
entitled  to  its  lost  profits  in  the  Livesay  case. 

Another  recent  case  along  the  same  line  is  Electric 
Pipelines,  Inc.  v.  Fluid  Systems,  Inc.,  146  Fed.  Supp. 
262  (D.  C.  Conn.,  1956),  affirmed  250  F.  2d  697  (2nd 
Cir.,  1957)  where  the  Court  held  that  where  there  are 
only  two  suppliers  of  a  patented  device  who  are  in  direct 
competition  with  one  another,  the  patent  owner  is  en- 
titled to  recover  its  possible  profits  on  the  infringing 
sales. 

In  the  Electric  Pipelines  case  the  Court  cited  Klooster 
on  "Patent  Accountings,"  Prentice-Hall,  Inc.,  1930, 
wherein  it  is  stated  at  page  463  that: 

''Where  the  complainant  and  the  defendant  are  the 
only  manufacturers  of  the  product  in  suit,  there  is 
a  presumption  that  the  complainant  would  have  pro- 
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duced  and  sold  to  its  own  profit  an  amount  equal  to 
the  amount  produced  and  sold  by  the  defendant.  This 
is  especially  true  where  the  defendant  has  deliber- 
ately become  an  infringer  and  wrongfully  trespassed 
on  the  complainant's  rights,  for  the  law  is  that  in 
cases  of  wanton  infringement  every  doubt  is  to  be 
resolved  against  the  infringer." 

A  similar  case  is  National  Rejectors,  Inc.  v.  A.B.T. 
Mfg.  Corp.,  188  F.  2d  706  (7th  Cir.,  1951)  where  the 
Court  held  that  a  patent  owner  may  recover  its  lost  profits 
if  the  sales  of  the  infringing  devices  were  due  to  features 
within  the  protection  of  the  patent. 

In  the  present  case  there  were  only  two  suppliers  of 
the  patented  device  [R.  1023,  1029,  1425;  233  F.  2d  71, 
84]  and  they  were  in  direct  competition  with  one  an- 
other at  all  levels  of  distribution  and  sales.  [R.  1024, 
1428.]  Hence,  the  requirements  of  the  Electric  Pipeline 
case  and  Klooster  are  met.  It  is  res  judicata  and  estab- 
lished that  the  infringement  was  deliberate  and,  hence, 
every  doubt  should  be  resolved  against  the  infringer 
according  to   Klooster. 

Likewise,  sales  of  the  infringing  device  were  due  to 
features  within  the  protection  of  the  patent  [R.  1015- 
1020,  1415-1419],  and  hence,  the  requirement  of  the 
National  Rejectors  case  is  met. 

Coleman  contends  that  the  Electric  Pipeline  and  the 
National  Rejectors  cases  differ  from  the  present  case  be- 
cause the  sales  there  were  to  certain  specifications  which 
could  be  met  only  by  the  patent  owner  and  the  infringer. 
However,  in  the  present  case  only  Holly  and  Coleman  sold 
wall  heaters  having  the  patented  features.  These  fea- 
tures were  important  sales  features  and  were  specified  by 
architects  and  builders.      [R.    1019,    1020,    1427,    1428.] 
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Hence,  the  present  case  meets  requirements  set  forth 
in  the  Bemis,  Livesay,  Electric  Pipelines,  and  National 
Rejectors  cases  and  in  Klooster  concerning  the  proof 
necessary  to  estabHsh  lost  profits  with  reasonable  cer- 
tainty. 

G.  Other  Wall  Heaters  Were  Available,  but 
They  Did  Not  Have  the  Sales  Features  of 
the  Patented  Heaters. 

Coleman  contends  that  Holly  is  not  entitled  to  recover 
its  lost  profits   on  the   sales  made  by   Coleman  because 
there  were  other   wall  heaters   available   during  the  in- 
fringing period  and  customers  were  not  compelled  to  use 
the  patented  wall  heater  or  go  without  heat.     However, 
no  other  wall  heaters  had  the  sales  features  of  the  pat- 
ented heaters,  and  both  the  Special  Master  and  the  Dis- 
trict Court  so  found.    [R.  64,  Finding  XI;  R.  425,  Finding 
VHL]      Coleman's    Mr.   Newton   characterized   the   pat- 
ented wall  heater  as  an  ''odd  ball"  design  showing  that  it 
was  unique  and  different.      [R.    1640.]      Moreover,   this 
Court  found  that  the  patented  device  had  unique  features 
in  that  "a  heat  exchanger  or  economizer  of  this  peculiar 
construction  and  arrangement  has   never   been   embodied 
in  any  type  of  wall  heater  apparatus  prior  to  its  applica- 
tion and  use  in  the  Holly  device."     (233  F.  2d  71,  79.) 
This  Court  also  found  that  no  other  wall  heaters  employed 
secondary  heat  exchangers  at  all.     (233  F.  2d  71,  84.) 
This   was   true   throughout   the    infringing   period.      [R. 
1023,  1029.] 

In  all  of  the  cases  cited  above  concerning  awards  of 
lost  profits  other  devices  were  available  and  customers 
were  not  compelled  to  use  the  patented  device  or  go  with- 
out.    In  the  Bemis  case,  200  Fed.  749,  757,  the  Court 
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found  that  "other  satisfactory  boxes  were  in  general 
use,"  yet  the  award  was  on  the  basis  of  the  patent  owner's 
probable  profits.  The  same  is  true  of  the  National  Re- 
jectors case  where  the  invention  concerned  a  device  for 
ejecting  defective  coins  and  the  invention  differed  over 
the  prior  art  only  in  that  one  element  had  been  added. 
(164  F.  2d  ZZZ  (7th  Cir.,  1947).)  Likewise,  in  the 
Electric  Pipeline  case  the  Court  found  that  in  the  years 
immediately  prior  to  and  for  some  years  following  the 
issuance  of  the  patent,  several  other  arrangements  had 
been  sold  on  a  commercial  basis  for  the  very  same  pur- 
pose. (132  Fed.  Supp.  123  (D.  Conn.,  1955.)  In  the 
Livesay  case,  251  F.  2d  469,  470,  the  patent  was  con- 
cerned with  a  window  frame  suitable  for  residential  and 
commercial  buildings,  and  obviously  there  were  many 
other  window  frames  available  to  possible  customers. 

The  most  important  sales  features  of  the  patented  heat- 
ers are  (1)  the  ability  to  produce  large  amounts  of  heat, 
such  as  required  to  heat  a  small  house,  with  a  compact 
wall  heater  without  producing  excessive  wall  temperatures, 
(2)  the  ability  to  produce  large  amounts  of  heat  with  the 
wall  heater  located  in  the  space  between  a  pair  of  studs 
and  not  being  excessively  tall  or  extending  too  far  into 
the  room,  (3)  maintaining  the  heat  loss  of  the  wall  heater 
through  the  draft  hood  independent  of  flue  height  so  as 
to  provide  efficient  operation  irrespective  of  the  height 
of  the  building,  and  (4)  improved  air  circulation  by 
heating  two  streams  of  air  and  discharging  warm  air 
just  below  the  ceiling  level  and  still  warmer  air  about 
midway  along  the  heater  so  as  to  avoid  stratification. 
These  features  are  set  forth  in  the  previous  opinion  of 
this  Court.     (233  F.  2d  71,  81.) 

Coleman    appreciated    the    importance    and    uniqueness 
of  these  features.     In  its  annual  statement  for  the  year 
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1952,  which  issued  just  after  the  infringing  heaters  were 
placed  on  the  market,  it  stated  with  reference  to  its  wall 
heater  Hne  that  "New  models  just  introduced  have  im- 
proved appearance  and  some  unusual  features  that  make 
for  higher  heating  performance."     [Orig.  R.  769.] 

Now  Coleman  argues  in  its  last-ditch  effort  to  avoid 
payment  of  damages  (Br.  31)  that  these  features  may 
have  been  important  at  the  beginning,  but  they  were  not 
important  throughout  the  infringing  period  because  other 
companies  were  manufacturing  American  Gas  Association- 
approved  wall  heaters  which  must  have  been  competitive 
due  to  the  A.G.A.  approval.  However,  A.G.A.  approval 
does  not  signify  or  even  intimate  that  the  A.G.A.-ap- 
proved  heater  has  features  which  make  it  competitive 
with  the  patented  heater.  A.G.A.  approval  merely  sig- 
nifies that  the  heater  meets  certain  minimum  standards 
set  up  to  protect  the  purchasers  of  the  heaters  [Orig.  R. 
52],  as  discussed  in  more  detail  in  Section  VIII-I  of  this 
brief. 

Moreover,  these  features  were  employed  in  Holly's  sales 
literature  throughout  the  infringing  period,  not  just  at 
the  beginning,  as  shown  by  Accounting  Exs.  37-43.  These 
features  are  still  important  today.      [R.   1429.] 

Although  some  of  the  other  manufacturers  produced 
wall  heaters  having  one  or  possibly  two  of  the  above 
features  as  techniques  improved,  none  was  able  to  produce 
a  wall  heater  having  all  of  these  features  during  the  in- 
fringing period  or  even  today.  Coleman's  present  non- 
infringing wall  heater,  which  was  developed  at  the  end 
of  the  infringing  period  after  the  wall  heater  industry 
had  obtained  much  more  experience,  does  not  have  the 
features  of  Items  2,  3  and  4.  Coleman's  present  heater 
has  a  lower  box  which  is  materially  larger  than  the  lower 
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box  of  Coleman's  infringing  heaters  or  of  Holly's  pat- 
ented heaters.  It  is  "one  of  the  largest  big  heaters  that 
is  on  the  market."  [R.  1623.]  Coleman's  present  non- 
infringing models  do  not  employ  a  secondary  heat  ex- 
changer or  economizer ;  they  do  not  use  a  secondary  heat 
exchanger  to  cause  the  heat  loss  through  the  draft  hood 
to  be  substantially  independent  of  flue  height,  and  they 
do  not  heat  two  streams  of  air  so  as  to  provide  improved 
circulation  and  reduced  stratification  of  air  in  the  room. 

These  sales  features  were  made  possible  by  the  use  of 
the  secondary  heat  exchanger  or  economizer.  No  manu- 
facturers other  than  Holly  and  Coleman  employed  a 
secondary  heat  exchanger  or  economizer  during  the  in- 
fringing period.     [R.  1023,  1029.    233  F.  2d  71,  84.] 

The  Royal  Jet  and  the  Williams  heaters  are  the  only 
ones  which  Coleman  has  identified  as  being  even  remotely 
similar  to  and  competitive  with  the  patented  wall  heaters. 
As  discussed  previously  in  Section  VI  on  standard  of 
comparison,  the  Royal  Jet  heater  was  not  even  a  wall 
heater,  and  the  Williams  heater  did  not  have  a  secondary 
heat  exchanger  and  was  not  placed  on  the  market  until  the 
very  end  of  the  infringing  period. 

Potential  customers  were  concerned  only  with  the  ex- 
ternal appearance,  the  size,  the  safety  and  the  perform- 
ance of  the  heaters.  These  features  of  the  Holly  and 
Coleman  heaters  were  very  similar  and  were  made  pos- 
sible by  Holly's  patented  invention. 

Mr.  Johnson,  the  President  of  Holly,  was  emphatic 
in  his  testimony  that  the  patented  features  of  the  Holly 
heater  were  responsible  for  its  sales.     He  said: 

''Well,   from   the   time   that   we   brought   out   this 
patented  wall  heater,  and  until  Coleman  came  into 
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the  field  with  one  using  the  same  features,  there  were 
a  number  of  other  heaters,  to  be  sure,  but  there  were 
no  heaters  at  all  that  had  the  same  sales  features  that 
we  did  or  that  sold  to  the  same  class  of  trade,  you 
mig-ht  say.  We  regarded  this,  you  might  say,  as  the 
kind  of  competition  that  a  Ford  would  be  to  Cadillac. 
We  had  the  Cadillac,  and  we  had  the  only  real  qual- 
ity heater  on  the  market."     [R.  1425.] 

Mr.  Cox,  of  Holly's  sales  department,  stated  that  the 
patented  wall  heaters  "very  definitely"  gave  Holly  ad- 
vantages over  its  competitors.  [R.  1019.]  Mr.  Cox 
further  testified  that: 

"When  we  were  the  only  company  with  a  heater 
with  the  secondary  heat  exchanger,  the  quality  of 
the  equipment  and  the  superior  performance  of  the 
equipment  tended  to  offset  any  price  competition  that 
we  ran  into."     [R.  1035.] 

Also,  there  was  no  heater  on  the  market  which  was 
competitive  with  the  patented  heater  "in  terms  of  the  way 
it  was  built."  Architects  and  builders  frequently  speci- 
fied secondary  heat  exchanger-type  wall  heaters.  [R. 
1417,  1421,  1427-1428.]  When  a  wall  heater  with  a 
secondary  heat  exchanger  or  economizer  was  specified, 
only  the  patented  heater  would  serve,  regardless  of  the 
size  required.     [R.   1019,  1020.] 

Thus,  the  patented  heater  was  unique  and  there  were 
no  other  heaters  available  which  had  the  same  sales 
features  or  which  were  directly  competitive.  The  mere 
fact  that  other  wall  heaters  were  available  does  not  negate 
the  finding  that  in  all  reasonable  probability,  Holly  would 
have  sold  an  additional  volume  of  heaters  corresponding 
in  number  to  the  infringing  sales  by  Coleman  if  Coleman 
had  not  appropriated  Holly's  leading  product. 
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H.  The  Combined  Sales  of  Holly  and  Coleman 
Follow  a  Trend  Established  by  Holly  Prior 
to  Coleman's  Infringement. 

There  is  no  dispute  concerning  the  unit  sales  of  the 
patented  wall  heaters  by  Holly  and  by  Coleman  and  their 
percentage  relationship  to  the  total  national  sales  of  wall 
heaters  by  all  manufacturers.  [R.  62-63,  425.]  These 
figures  are  shown  in  the  charts  of  Appendix  A-Enlarged 
and  Appendix  B  to  this  brief  which  are  taken  from  R 
323  and  404. 

The  chart  of  Appendix  A  shows  the  percentage  of  the 
national  market  commanded  by  the  patented  wall  heaters 
and   the   portions   which   were   supplied   by   plaintiff   and 
by  defendant.     The  chart  shows  that  the  percentage  of 
the   national   market    commanded    by    the    patented    wall 
heater  increased  rapidly  to  18.4%  in  1951,  the  first  full 
year  during  which  the  heaters  were  sold.     After  Coleman 
entered  the  market  in  late   1952  Holly's  sales  decreased 
markedly;  hence,  Coleman  took  sales  away  from  Holly 
The  combined  sales  of  Holly  and  Coleman  commanded  a 
slowly    increasing    percentage    of    the    national    market 
throughout   the   infringing   period. 

The  chart  of  Appendix  A  shows  that  there  were  no 
marked  changes   in  the  combined  percentage  of  the  na- 
tional market  when   Coleman   entered   the   field.      It   in- 
creased only  1.6%  in  1952  and  only  3.4%  in  1953,  the 
first  full  year  of  the  infringing  sales.     Such  increases  are 
to  be  expected  for  a  superior  product  which  achieved  im- 
mediate commercial  success  and  which  had  wide  trade  ac- 
ceptance.    Hence,   Coleman's   sales   were   largely  due  to 
the  superior  features  of  the  infringing  wall  heaters  and 
the  large  customer  demand  for  them,  and  not  to  factors 
contributed  by  Coleman.     It  is  reasonably  probable  that 


Holly  would  have  sold  additional  wall  heaters  equal  in 
number  to  Coleman's  sales  if  Coleman  had  not  supplied 
the  infringing  heaters. 

The  Chart  of  Appendix  B  shows  the  total  unit  sales 
of  patented  wall  heaters,  and  the  portions  which  were 
supplied  by  Holly  and  Coleman.  This  chart  further  em- 
phasizes the  fact  that  Coleman's  sales  were  largely  due 
to  the  superior  features  of  the  infringing  wall  heaters, 
and  not  to  factors  contributed  by  Coleman.  Holly's  sales 
of  the  patented  wall  heater  increased  rapidly  during  the 
years  1950-1952.  Coleman  entered  the  market  at  the 
end  of  1952,  and  for  the  next  three  years  the  combined 
sales  of  Holly  and  Coleman  merely  follow  a  trend  or  slope 
which  was  created  by  Holly  prior  to  Coleman's  entry  in 
the  field.  Sales  by  both  parties  declined  in  1956  due  to 
in  large  part  to  a  general  decline  in  construction  work 
and  to  strikes  in  the  construction  industry.      [R.   50.] 

Coleman  argues  that  its  sales  of  wall  heaters  increased 
after  it  introduced  its  non-infringing  line  of  wall  heaters 
and  it  contends  that  it  sold  10,399  wall  heaters  in  the 
first  four  months  of  1957,  compared  to  9,303  wall  heaters 
during  the  corresponding  months  of  1956.  (Br.  33.) 
Coleman  contends  that  this  shows  that  none  of  its  busi- 
ness would  have  gone  to  Holly. 

However,  these  figures  have  no  significance  because 
Coleman  sold  the  infringing  heaters  during  the  first  2>^ 
months  of  this  period— up  to  March  11,  1957. 
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I.  Approval  of  a  Heater  by  the  American  Gas 
Association  Does  Not  Signify  That  the 
Heater  Is  Competitive  With  the  Patented 
Heater. 

Coleman  places  major  emphasis  on  its  contention  that 
the  other  wall  heaters  approved  by  the  American  Gas 
Association  (A.G.A.)  were  directly  competitive  with  the 
Holly  heater  by  virtue  of  the  A.G.A.  approval. 

Coleman's  contention  that  Holly's  Mr.   Hollingsworth 
made  clear  that  the  upgrading  of  competitive  heaters  to 
a  level  directly  competitive  with  Holly  was  made  com- 
pulsory by  1954  is  incorrect.     Mr.  Hollingsworth  merely 
stated  that  the  A.G.A.  testing  procedures  were  changed  in 
1954.     [R.  1161-1162.]     A.G.A.  approval  merely  means 
that  the  heater  in  question  meets  certain  minimum  stand- 
ards set  up  to  protect  the  purchasers  of  heaters.     [Orig. 
R.  52.]     A.G.A.  approval  of  a  wall  heater  certainly  does 
not  signify  or  even   intimate  that  the  A.G.A.-approved 
heater   is   a  type   which   would   be   competitive   with   the 
patented  heater.     The  A.G.A.  regulations  could  not  have 
required  that  all  wall  heaters  employ  the  patented  features 
because  these  features  were  covered  by  Holly's  patent  and 
were  not  available  to  the  trade. 

Coleman  has  submitted  statistics  (Br.  27)  purportedly 
showing  a  correlation  between  Holly  sales  and  the  number 
of  manufacturers  of  A.G.A.-approved  wall  heaters  during 
the  infringing  period.  However,  there  is  no  evidence  in 
the  record  concerning  the  type  of  heaters  produced  by 
these  A.G.A.-approved  manufacturers  or  the  volume  of 
sales  of  the  A.G.A.-approved  heaters.  There  is  not  even 
any  evidence  in  the  record  which  shows  that  the  A.G.A.- 
approved  heaters  were  actually  placed  on  the  market 
after   being   approved.      The   number   of   other   A.G.A.- 
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approved  manufacturers  standing  alone  is  of  no  signi- 
ficance. To  take  an  extreme  example,  each  A.G.A.- 
approved  manufacturer  other  than  Coleman  and  Holly 
could  have  produced  one  heater  each.  Yet,  following 
Coleman's  argument,  Holly's  sales  should  vary  inversely 
with  the  number  of  A.G.A.-approved  manufacturers. 

To  clearly  show  that  there  is  no  correlation  between 
the  number  of  manufacturers  of  wall  heaters  and  the  sales 
of    the   patented    wall    heaters,    the    number    of    A.G.A.- 
approved  manufacturers  have  been  superimposed  in  graph 
form  on  the  chart  of  Appendix  A.     The  percentage  of 
the    national   market    commanded    by    the    patented    wall 
heaters,  as  shown  by  the  combined  sales  of  Holly  and 
Coleman   in   the   chart,    starts    from    a   level    created   by 
Holly  prior   to   Coleman's   entry   into   the   field.      There- 
after the  combined  sales  commanded  a  slowly  increasing 
percentage  of  the  national  market,  regardless  of  the  num- 
ber of  manufacturers  which  were  producing  other  types 
of  wall  heaters.     The  number  of   manufacturers  varied 
widely   throughout   the    infringing   period,    but   the   per- 
centage of  the  national  market  commanded  by  the  pat- 
ented wall  heater  did  not. 

Moreover,  the  chart  demonstrates  that  there  is  no  cor- 
relation between  the  number  of  manufacturers  making  wall 
heaters  and  either  Coleman's  sales  or  Holly's  sales,  both 
of    which    should    be    affected    equally    under    Coleman's 
thesis.    From  1952  to  1953  the  number  of  manufacturers 
increased  from   16  to   19  and  Holly's  percentage  of  the 
national  market   decreased.      However,    Holly's   decrease 
was  due  to  the  directly  competitive  heater  which  Coleman 
placed   on  the   market   just   three   months   prior   to   that 
period.    From  1953  to  1954  the  number  of  manufacturers 
decreased    markedly,    yet    Coleman's    percentage    of    the 
national   market    went   down   slightly    and    Holly's    sales 
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did  not  increase  in  proportion  to  the  decrease  in  the  num- 
ber of  manufacturers.  From  1954  to  1955  the  number 
of  manufacturers  increased  almost  to  the  same  extent 
as  from  1952  to  1953,  yet  Holly's  sales  and  Coleman's 
sales  changed  very  little.  From  1956  to  1957  the  number 
of  manufacturers  almost  doubled,  and  so,  according  to 
Coleman's  thesis,  Holly's  sales  should  have  dropped.  Yet 
Holly's  percentage  of  the  national  market  for  the  first 
three  months  of  1957  increased  substantially.  Holly's 
percentage  of  the  national  market  for  the  second  quarter 
of  1957,  the  last  period  as  to  which  there  is  any  evidence, 
increased  still  further  to  20  per  cent.  [Accounting  Ex' 
47.]  ^        ' 

Clearly  the  number  of  other  manufacturers  had  vir- 
tually no  effect  upon  the  percentage  of  the  national  market 
commanded  by  Holly  or  by  Coleman,  or  upon  the  per- 
centage of  the  national  market  commanded  by  the  total 
sales  of  the  patented  wall  heater,  as  shown  by  the  com- 
bined sales  of  Holly  and  Coleman.  However,  Coleman's 
sales  of  the  infringing  heaters  did  have  a  direct  effect 
upon  Holly's  sales. 

Thus,  the  other  manufacturers  of  wall  heaters  produced 
wall  heaters  which  were  noncompetitive  with  the  patented 
wall  heaters.  Only  the  infringing  heaters  sold  by  Cole- 
man were  directly  competitive  with  the  Holly  heater. 

The  record  clearly  shows  that  Coleman  made  a  profit 
of  at  least  $1,186,537.27  by  its  wrongful  appropriation 
of  Holly's  invention.  The  record  clearly  shows  that  it 
is  reasonably  probable  that  Holly  would  have  made  a 
profit  of  $1,450,661.78  if  Coleman  had  not  appropriated 
Holly's  wall  heaters.  Since  Holly's  lost  profit  is  larger 
than  Coleman's  actual  profit,  the  former  is  the  proper 
measure  of  damages. 
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IX. 

Holly's  Lost  Profits  on  Its  Own  Sales  Due  to 

Coleman's  Infringement. 

The  Special  Master  found: 

"That  defendant's  competition  caused  the  plaintiff 
to  reduce  the  prices  on  its  heaters,  to  increase  its 
selling  efforts  and  expense,  interfered  with  its  market 
expansion,  and  that  plaintiff's  major  lay-off  prob- 
ably would  not  have  occured  but  for  the  infringe- 
ment."    [R.  63.] 

However,  the  Master  did  not  make  a  specific  award  of 
damages  to  compensate  Holly  for  these  injuries  because 
of  the  difficulty  in  computing  the  dollar  value  of  the  in- 
juries. The  District  Court  made  such  an  award  on  the 
basis  of  the  discretionary  power  of  the  Court  to  increase 
the  damages  as  actually  computed  in  order  to  provide 
full  compensatory  relief.   (35  U.  S.  C.  284.) 

It  is  well  established  that  the  damages  as  actually  com- 
puted may  be  increased  in  the  discretion  of  the  Court 
to  compensate  for  injuries  which  are  real  but  difficult  to 
compute  in  detail.  Bad  faith  or  unfairness  on  the  part 
of  a  defendant  is  not  required  to  warrant  such  an  in- 
crease. 

In  Activated  Sludge,  Inc.  et  al  v.  Sanitary  Dist.  of 
Chicago,  64  Fed.  Supp.  25,  36  (D.  111.,  1946),  affirmed 
157  F.  2d  517  (7th  Cir.,  1946)  Cert,  denied  330  U.  S. 
834  (1947),  the  Court  stated: 

"I  conclude  that  the  extra  damages  recoverable 
thereunder  may  be  punitive  if  the  circumstances  so 
warrant,  but  include  also  damages  purely  compensa- 
tory which  are  elusive  but  which  plaintiffs  ought  to 
recover,  not  as  punishment  but  as  reimbursement 
for  what  plaintiffs  have  actually  lost." 
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In  Edwin  H.  Armstrong  v.  Emerson  Radio  &  Phono- 
graph Corp.,  132  Fed.  Supp.  176,  179  (D.  C.  N.Y.    1955) 
the  Court  stated: 

"There  is  no  doubt  that  the  damage  provision  of 
the  patent  law,  35  U.S.C.  284,  is  remedial,  and  the 
damages  contemplated  may  be  awarded  whether  the 
wrong  was  intentional  or  unwitting.  Walker  on 
Patents,  Dellers  Ed.,  Sec.  ^?>S.  Public  policy  dic- 
tates that  where  the  injury  is  to  property,  intangible 
aspects  of  the  damage  claim  which  relate  to  the  com- 
plexities of  our  industrial  society  be  satisfied  by  the 
imposition  of  additional  damages,  which  though  in 
some  aspects  punitive,  are  inherently  remedial." 

Coleman  contends  that  there  is  no  evidence  in  the 
record  showing  that  Coleman  caused  injury  to  Holly  in 
the  form  of  forced  price  reductions,  increased  selling  ex- 
penses, or  curtailment  of  Holly's  market  expansion.  Cole- 
man bases  its  argument  primarily  on  the  contention  that 
other  A.G.A. -approved  manufacturers  were  supplying 
two-thirds  of  the  wall  heater  market  and  their  competition 
must  have  affected  Holly  more  than  Coleman's  competi- 
tion. 

However,  as  discussed  previously  in  Section  VIH-I  of 
this  brief,  the  number  of  A.G.A.  manufacturers  or  the 
yearly  variations  in  the  number  of  A.G.A.  manufacturers 
has  Httle  or  no  significance  with  reference  to  Holly's 
losses.  None  of  the  other  manufacturers  were  selling 
wall  heaters  having  the  superior  features  of  the  patented 
heaters.  [R.  1023.]  Only  the  Coleman  heaters  were 
directly  competitive  with  the  Holly  heaters.      [R.   1425.] 

Coleman  also  contends  that  when  it  ceased  selling  the 
infringing  heaters.  Holly's  sales  remained  about  the  same 
in  terms  of  the  national  market,  and,  hence,  there  is  no 
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direct  relationship  between  Coleman's  infringement  and 
Holly's  sales.  The  evidence  shows  otherwise.  Holly's 
percentage  of  the  national  market  was  17.7%  in  1956. 
It  increased  to  19.1%  in  the  first  quarter  of  1957,  which 
is  the  quarter  in  which  Coleman  was  forced  to  discontinue 
its  sales  by  the  civil  contempt  order.  Holly's  percentage 
increased  to  20%  of  the  national  market  in  the  second 
quarter  of  1957.  [Accounting  Ex.  47.]  This  is  the 
last  date  on  which  statistics  are  of  record  in  this  case. 

Moreover,    the    effect    of    Coleman's    infringing    sales 
was  more  pronounced  during  the  early  part  of  the  in- 
fringing period  than   during  the  latter   part.     The  wall 
heater  industry  did  not  exist  until  after  World  War  H. 
[R.   1430.]      During  the  early  years  of  the  industry,  it 
was  plagued  with  many  problems  solved  by  the  patented 
heater.     (233  F.  2d  71,  81.)   As  a  result,  the  patented 
wall    heater    achieved    immediate    commercial    success    in 
Holly's  hands  in  1951   and  in  Coleman's  hands  in  1953. 
Holly  was  able  to  sell  its  wall  heaters  at  prices  above 
other  wall  heaters  before  Coleman  started  selling  the  in- 
fringing heaters.     [R.  1425.]     However,  Coleman's  sales 
of  the  infringing  heaters  forced  Holly  to  make  price  re- 
ductions, and  some  of  the  reductions  were  of   sufficient 
magnitude  that  they  were  outside  the  jurisdiction  of  Holly's 
Sales  Department  and  had  to  be  made  by  the  President 
of  Holly.     [R.  1427.] 

Mr.  Cox,  of  Holly's  Sales  Department,  testified  that 
in  many  instances  Holly  had  to  make  price  reductions 
or  lose  the  customer.  [R.  1027.]  Mr.  Cox  produced 
invoices  and  a  memorandum  [Accounting  Exs.  11,  12  and 
13]  showing  that  in  order  to  keep  a  particular  customer 
in  Florida  from  buying  the  Coleman  heaters,  Holly  had 
to  reduce  its  price  on  the  popular   35,000  BTU  heater 
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from  about  $41.30  to  $36.30,  a  reduction  of  $5.00  per 
heater.  [R.  1028-1029.]  This  constituted  a  12%  re- 
duction in  price. 

Coleman's  sales  of  the  infringing  heaters  also  required 
that  Holly's  selling  effort  and  expense  be  increased.  [R. 
1026-1035.]  For  example,  with  reference  to  the  Florida 
situation  where  Holly  had  previously  had  the  field  pretty 
much  to  itself  due  to  its  superior  product,  Mr.  Cox  had 
to  make  roughly  six  trips  within  one  year  to  try  to  "put 
out  the  fire"  caused  by  Coleman's  sales  of  the  infringing 
heaters.      [R.   1427.] 

The   Special   Master   computed   a   minimum   figure   of 
$280,000  for  Holly's  damages  through  reduction  of  prices 
and  increased  selling  costs  forced  by  Coleman's  infringe- 
ment.     [R.    50.]      The   Master   pointed   out   that   during 
1952,  Holly's  average  sales  profit  per  unit  was  $14.52 
for  1953  the  sum  of  $12.46;  for  1954  the  sum  of  $12.50 
for  1955  the  sum  of  $14.11;  for  1956  the  sum  of  $11.22 
and  for  the  first  three  months  of  1957  the  sum  of  $6.24. 
The  Special  Master  pointed  out  that  the  low  figures  for 
1956   and    1957   could    not   be    attributed    solely    to    the 
infringement   because   evidence    shows   that   the   building 
industry  generally  was  at  a  low  ebb  caused  in  part  by 
strikes.     However,  the  Special  Master  pointed  out  that 
the  loss  of  approximately  $2.00  per  unit  in  1953  and  1954 
and  50^  per  unit  in  1955,  under  the  evidence,  could  well 
be  attributed  to  the  reduced  prices  and  increased  sales 
costs  caused  by  the  infringement.     Based  upon  the  num- 
ber of  units  sold.  Holly's  loss  computed  on  this  basis  would 
be  over  $280,000.     [R.  50.] 

This  provides  a  rough  measure  of  Holly's  damages  due 
to  forced  price  reductions  and  increased  selling  expenses. 
This  computation  does  not  include  Holly's  loss   such  as 
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Holly's  loss  due  to  curtailment  of  its  market  expansion 
caused  by  the  infringement. 

Holly's  growth  from  a  small  operation  in  1938  to  a 
profitable  business  having  annual  sales  of  $3,300,000  m 
1952  was  predicated  in  large  part  on  the  development  of 
leading  products,  as  discussed  in  the  Statement  of  the 
Facts  at  the  beginning  of  this  brief. 

Prior  to  Coleman's  tortious  conduct.  Holly  was  suc- 
cessfully employing  the  patented  wall  heater  to  expand 
its  marketing  channels,  particularly  in  Holly's  expansion 
outside  the  State  of  California.  [R.  1419.]  In  addi- 
tion to  being  useful  in  the  expansion  of  Holly's  marketing 
channels,  the  patented  wall  heaters  helped  Holly  obtain 
dealers  who  would  sell  other  products  manufactured  by 
Holly.     [R.  1420.] 

Holly's  out-of-state  business  was  15.7%  of  its  Cali- 
fornia business  in  1950,  the  year  in  which  the  patented 
wall  heaters  were  introduced.  In  1951  this  increased 
to  26%.  In  the  second  half  of  1952  when  Coleman  started 
selling  the  infringing  heaters  the  figure  decreased  to 
21.2%,  in  1953  it  dropped  to  20.3%,  and  in  1954  it 
dropped  to  14.4%.  [R.  1424.]  This  occurred  despite 
Holly's  policy  to  push  sales  in  its  out-of-state  market. 
[R.  1446.]  It  is  therefore  clear  that  Holly's  out-of-state 
business  suffered  because  of  Coleman's  infringement  by 
which  Coleman  interfered  with  the  expansion  of  Holly's 
marketing  channels. 

The  33>^%  increase  awarded  by  the  District  Court  is 
necessary  in  order  to  at  least  partially  restore  Holly  to 
the  condition  it  would  have  been  in  had  the  infringement 
never  occurred. 
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X. 

Coleman's  Contempt  of  the  Final  Injunction  Is  Purely 
a  Question  of  Fact  Which  Was  Resolved  by  the 
District  Court  After  Observing  Tests  of  the  Ac- 
cused Devices  and  Resolving  Conflicting  Testi- 
mony. 

The  first  infringing  heaters  manufactured  by  Coleman 
were  equipped  with  a  four-foot  economizer  which  re- 
ceived a  large  proportion  of  its  air  from  the  confined 
wall  space  around  the  lower  box  of  the  heater.  On  June 
23,  1953,  after  Holly  had  accused  Coleman  of  infringe- 
ment but  before  suit  was  brought,  Mr.  Dawson,  counsel 
for  Coleman,  gave  solemn  written  assurance  that  Cole- 
man had  ceased  infringement  and  enclosed  a  drawing 
purporting  to  show  what  Coleman  had  done.  The  drawing 
[Orig.  R.  516]  shows  a  solid  member  located  between 
the  lower  box  and  the  upper  portion  of  the  heater  where 
the  secondary  heat  exchanger  or  economizer  is  located. 
Such  a  solid  member  would  prevent  any  movement  of 
air  from  the  lower  box  to  the  upper  box.  Mr.  Dawson 
wrote : 

"In  the  drawing  you  will  note  that  the  second  or 
upper  box  10  (the  economizer)  is  closed  at  its  bot- 
tom and  that  it  is  open  only  at  its  forward  intake 
end  11.  None  of  the  air  from  about  the  lower  box 
is  thus  able  to  enter  the  upper  box  10."  [Orip-  R 
514.] 

Had  Mr.  Dawson's  statement  been  true,  infringement 
might  have  been  avoided,  but  Mr.  Dawson's  statement 
was  far  from  Coleman's  performance.  What  Coleman 
actually  did  in  its  second  design  (which  employed  the 
three-foot  economizer  and  which  constituted  most  of 
Coleman's  sales)  was  merely  to  constrict  the  opening  be- 


tween  the  economizer  and  the  space  in  the  wall  around 
the  lower  box.  But  the  space  for  communication  was 
still  substantial.  This  reduced  the  flow  of  air  into  the 
economizer  from  the  space  in  the  wall  around  the  lower 
box,  but  did  not  prevent  it.  The  District  Court  recog- 
nized Coleman's  failure  to  live  up  to  its  promises,  and  this 
appellate  Court  quoted  the  District  Court's  finding  with 
approval,  saying: 

'That  after  Holly  had  sent  notice  of  infringement 
of  the  patent  in  suit  to  Coleman,  it  represented  to 
Holly  that  it  was  redesigning  the  Coleman  wall  heat- 
ers, Models  No.  64,  67,  68  and  69  to  prevent  the  flow 
of  air  upward  into  the  second  box  or  economizer 
from  the  conduit  provided  outside  the  first  box  and 
inside  the  wall,  but  that  Coleman's  redesigned  wall 
heaters  of  these  models  which  were  manufactured 
and  sold  by  Coleman  on  or  after  November  2,  1953 
and  which  employed  its  three-foot  economizer,  did 
not  prevent  such  flow  of  air;  that  Coleman's  wall 
heaters  of  the  said  four  models  and  sold  by  it  on 
or  after  November  2,  1953  employed  its  so-called  3- 
foot  economizer  which  was  adapted  to  receive  air 
flowing  upward  outside  the  first  box  and  inside  the 
wall  as  taught  and  claimed  by  the  patent  in  suit. 
.    .    ."     (233  F.  2d  71,  82.) 

When  the  injunction  became  final,  Coleman  tried  an- 
other maneuver,  similar  in  many  respects  to  the  unsuc- 
cessful one  involved  in  its  change  from  the  four-foot 
economizer  to  the  three-foot  economizer,  but  even  more 
blatant.  This  time  Coleman  continued  to  sell  heaters  that 
were  identical  to  those  that  had  been  finally  adjudicated 
to  infringe,  except  for  the  addition  of  a  so-called  "chute" 
in  the  cartons  in  which  the  wall  heaters  were  sold,  along 
with  instructions  that  the  chute  should  be  installed  inside 
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the  heaters.  This  chute,  which  could  be,  and  sometimes 
was,  installed  in  the  bottom  of  the  economizer,  did  not 
reduce  the  passageway  for  air  into  the  economizer  from 
the  space  inside  the  wall  around  the  lower  box,  but  merely 
made  this  passageway  a  little  longer.     [R.  551.] 

"Under  these  circumstances  infringement 
seems  so  clear  that  there  was  no  reason  for  requiring 
the  complainant  to  proceed  by  supplemental  bill  rather 
than  by  motion  to  punish  for  contempt."  {Heywood- 
Wakefield  Co.  v.  Frank  &  Son,  98  F.  2d  772  77Z 
(2d  Cir.,  1938).) 

As  Judge  Learned  Hand  stated  in  the  case  of  Gordon 
V.  Tiirco-Halvah  Co.,  247  Fed.  487,  490,  491   (2nd  Cir 
1917): 

"We  follow  rather  the  practice  .  .  .  that  in 
cases  of  a  colorable  evasion  of  the  decree  the  Dis- 
trict Court  had  the  discretion  ...  to  proceed 
directly  under  petition  in  contempt.     .     .     ." 

Holly  brought  a  proceeding  in  civil  contempt  to  enjoin 
this  second  clumsy  subterfuge  of  Coleman,  and  there  was 
a  trial  before  the  District  Court. 

Coleman,  in  spite  of  the  fact  that  anyone  could  see 
that  the  passageway  for  air  into  the  economizer  from 
around  the  back  and  sides  of  the  lower  box  was  still  open 
even  with  the  chute  installed,  contended  that  the  chute 
effectively  prevented  air  from  coming  up  from  the  space 
inside  the  wall  around  the  lower  box  into  the  economizer 
and  offered  to  establish  this  fact  by  smoke  tests  of  the 
accused  heaters  conducted  in  the  presence  of  the  District 
Court.  In  making  the  offer,  Coleman's  counsel  asserted 
that  a  view  of  the  tests  by  the  District  Court  would  "put 
the  matter  at  rest."  [R.  445.]  Holly  likewise  offered 
to  run  tests  of  the  accused  heaters,  employing  an  instru- 
ment called  a  Titrilog. 
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The  District  Court  witnessed  both  sets  of  tests  and 
heard  testimony  about  the  tests  from  witnesses  for  both 
parties  prior  to  and  during  the  conduct  of  the  tests. 

At  the  original  trial,  Coleman  produced  testimony  about 
similar  smoke  tests  from  three  so-called  experts,  Messrs. 
Blazier  and  Petoff,  of  the  University  of  Wichita,  and  Mr. 
Kice,  of  Coleman's  staff.  [Orig.  R.  384,  396,  283.] 
These  witnesses  were  conspicuous  by  their  absence  during 
the  contempt  proceedings.  They  were  replaced  by  Mr. 
Harmon,  an  assistant  professor  of  the  University  of  Cali- 
fornia, and  Mr.  Newton,  one  of  Coleman's  vice  presidents, 
neither  of  whom  had  testified  at  the  original  trial.  New 
legal  counsel  appeared  at  this  stage  of  the  proceedings 
also,  Mr.  Stanbury. 

The  tests  performed  by  Messrs.  Harmon  and  Newton 
were  conducted  with  pipe  cleaners  of  various  lengths 
dipped  in  titanium  tetrachloride  which  gave  off  a  white 
smoke  consisting  of  solid  particles  of  titanium  dioxide. 
This  smoke  was  introduced  into  the  infringing  heaters  at 
various  points  and  an  attempt  was  made  to  control  the 
amount  of  smoke  introduced  by  regulating  the  length 
of  the  pipe  cleaners.  Then  attempts  were  made  to  esti- 
mate by  eye  the  relative  amounts  of  the  smoke  coming 
out  of  the  heaters  at  various  points,  one  of  the  pur- 
poses of  this  approach  being  to  demonstrate  the  pro- 
portion of  air  coming  into  the  economizer  from  around 
the  back  and  sides  of  the  lower  box  when  the  chute  was 
installed  at  the  base  of  the  economizer  and  when  the  chute 
was  not  present. 

Professor  Harmon  was  relatively  candid  in  his  testi- 
mony about  the  tests.  He  readily  admitted  that  he  had 
had  no  prior  experience  in  testing  heaters  and  that  he 
had  never   before   employed   titanium   dioxide   in   smoke 
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tests.  [R.  548.]  He  agreed  that  in  the  tests  he  never 
really  measured  anything  but  simply  made  estimates  based 
on  his  eye.  [R.  547-548.]  He  also  admitted  that  the 
titanium  dioxide  employed  in  the  tests  tended  to  be  de- 
posited within  the  heater  [R.  548],  from  which  it  is 
plain  that  the  amount  of  smoke  coming  out  of  the  heater 
was  not  the  same  as  the  amount  of  smoke  introduced. 
He  agreed  further  that  he  sometimes  knew  in  advance 
the  length  of  the  pipe  cleaners  employed  [R.  550]  and 
upon  which  the  volume  of  smoke  introduced  purportedly 
depended,  so  that  his  opinion  of  how  much  smoke  came 
out  could  have  been  influenced  by  what  he  wished  to  see. 
He  admitted  that  he  had  never  run  a  test  that  would 
determine  what  proportion  of  the  air  issuing  from  the 
upper  grille  of  the  economizer  came  up  from  behind  the 
back  and  sides  of  the  lower  box  [R.  552-553],  but  when 
pressed  by  the  Court,  ventured  the  opinion  that  the  chute 
cut  off  about  half  of  the  air  entering  the  economizer  from 
the  space  inside  the  wall  around  the  back  and  sides  of 
the  lower  box.     [R.  555.] 

Mr.  Newton,  Coleman's  vice-president,  was  a  biased 
witness,  or,  as  Coleman's  counsel  called  him  during  oral 
argument,  "a  partisan  person."  [R.  723.]  His  testi- 
mony was  influenced  more  by  the  exigencies  of  the  litiga- 
tion than  was  that  of  Mr.  Harmon.  But  he  also  intimated 
that  the  chute  cut  off  no  more  than  half  of  the  so-called 
"infringing"  air.  [R.  645.]  At  the  same  time,  however, 
his  bias  led  him  to  testify  to  the  proportions  of  "infring- 
ing" air;  i.e.,  that  coming  into  the  economizer  from  the 
space  around  the  lower  box,  with  great  particularity,  in 
fractions  of  a  per  cent.  Thus,  Mr.  Newton,  on  the  basis 
of  the  tests  which  both  he  and  the  District  Court  observed, 
stated  that  without  the  chute,   the   Coleman   economizer 
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drew  1.33%  of  its  air  from  the  "pink"  or  infringing  space; 
i.e.,  that  within  the  wall  around  the  lower  box,  and  that 
this  figure  was  reduced  to  0.6%  when  the  chute  was  in- 
stalled. [R.  645.]  Coleman  contended  that  both  propor- 
tions were  too  small  to  influence  the  operation  of  the 
heater,  which  amounts  to  a  contention  that  it  never  had 
infringed  the  patent  because  it  never  had  drawn  an  effec- 
tive proportion  of  air  into  the  economizer  from  the  space 
in  the  wall  around  the  lower  box.  This,  plainly,  was  an 
attempt  on  Coleman's  part  to  retry  the  issue  of  infringe- 
ment, which  was  already  res  judicata. 

The  testimony  of  Mr.  Newton  and  Mr.  Harmon  to  the 
effect  that  the  proportion  of  air  coming  into  the  economizer 
from  the  space  inside  the  wall  around  the  lower  box  was 
neghgible  was  based  on  the  assertion  that  there  were  two 
important  sources  of  air  coming  into  the  economizer  that 
had  not  been  considered  before.     According  to  Coleman's 
counsel,  the  expert  that  Coleman  sent  to   California  to 
confer  with  its  lawyers  neglected  to  call  attention  to  these 
sources   [R.  1908]   at  the  original  trial,  so  that  evidence 
about  them  was  not  presented  at  the  original  trial.    Noth- 
ing could  be  further   from  the   truth.      Coleman's   Kice 
testified  in  the  trial  on  infringement  as  to  the  existence  of 
the  so-called  "green"  air  and  he  stated  unequivocally  that 
the   so-called  channel   for   "brown"   air   did  not   exist — 
"there  is  no  way  for  it  to  get  in"  the  economizer.   [Orig. 
R.   350-351,  360-361.]      But  assuming  Coleman  errone- 
ously misled  the  court,  this  was  not  the  only  opportunity 
that  Coleman  had  to  call  attention  to  these  alleged  newly 
discovered  important  air  sources.     Mr.   Newton  testified 
during  the  contempt  proceeding  that  he  had  known  about 
the  sources  as  early  as  April  or  May  of  1956.     [R.  573.] 
But  no  mention  of  these  air  sources  is  found  in  Coleman's 
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motion  for  a  new  trial  on  the  ground  of  newly  discovered 
evidence,  which  was  made  in  May,  1956. 

^  In  short,  Coleman's  own  conduct  indicates  that  these 
air  sources  are  of  no  consequence,  and  that  Coleman  it- 
self so  regarded  them  until  it  began  to  look  for  a  straw 
to  grasp  after  Holly  instituted  the  contempt  proceedings. 
The  two  "newly  discovered"  sources  of  air  on  which 
Coleman  set  such  great  store  during  the  contempt  pro- 
ceedings were  labeled  ''green"  and  "brown"  to  distinguish 
them  from  the  "pink"  or  "infringing"  air  which  came 
mto  the  economizer  from  the  space  in  the  wall  around 
the  lower  box. 

The  "green"  air  was  supposed  to  originate  within  the 
lower  box  at  its  sides  near  the  top  and  to  pass  into  the 
economizer  directly  from  this  region.  But  as  Mr.  Hol- 
lingsworth  of  Holly  pointed  out,  this  "green"  air  actually 
passes  into  the  stud  space  in  the  wall  behind  the  lower 
box,  before  it  enters  the  economizer  [R.  622]  so  that 
it  is  really  "infringing"  air,  and  during  the  progress  of 
the  tests  in  the  presence  of  the  District  Court,  Coleman's 
counsel  admitted  that  the  "green"  air  was  of  "minor  im- 
portance" and  would  not  even  have  subjected  it  to  test 
save  for  the  District  Court's  request.      [R.  620-621.] 

Coleman  placed  its  major  reliance  on  the  "brown"  air, 
which  could  pass  through  a  joint  in  the  top  of  the  lower 
box  into  the  economizer.  Mr.  Newton  called  this  joint 
a  "scoop."  It  was  Coleman's  contention  that  the  "brown" 
air  passing  through  this  joint  or  "scoop"  was  relatively 
large  in  amount,  and  that  the  air  entering  the  economizer 
from  the  space  inside  the  wall  around  the  back  and  sides 
of  the  lower  box  was  negligible,  whether  or  not  the 
"chute"  was  employed. 
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Mr.  Newton  testified  that  the  "scoop"  had  always  been 
present  in  the  Coleman  heaters  and  in  an  excess  of  zeal, 
even  asserted  that  the  scoop  was  actually  designed  to 
proportion  the  flow  within  the  lower  box  and  to  send  part 
of  the  "brown"  air  directly  into  the  economizer.  [R. 
582.]  But  if  any  such  function  was  actually  designed 
into  the  original  heaters  back  in  1952,  it  is  inconceivable 
that  it  would  not  have  been  brought  out  at  the  trial  while 
Mr.  Giwosky,  the  designer  of  the  infringing  heaters,  was 
still  at  Coleman  (233  F.  2d  71,  84),  or  in  the  petition 
for  a  new  trial.  The  only  thing  that  Mr.  Newton's  testi- 
mony about  the  "brown"  air  establishes  is  that  he  was 
desperately  seeking  an  escape  for  Coleman  in  the  contempt 
proceeding  and  did  not  let  veracity  interfere  with  his 
object. 

Other  evidence  pointing  to  the  lack  of  significance  of 
the  "scoop"  and  the  "brown"  air  that  may  pass  through 
it  into  the  economizer  is  the  fact  that  it  is  not  shown 
in   Coleman's   production   drawings    of    the   heater    [Ac- 
counting Ex.  44,  R.   1662],  nor  in  the  Giwosky  patent 
[Accounting  Ex.   B],   which   Coleman's   design   engineer 
Fertig  testified  was  followed  exactly  in  the  construction 
of  the  heaters  with  the  three-foot  economizers.     [R.  1051.] 
Fertig's   testimony    is    of    particular    importance   on   this 
point  since  he  had  worked  with  Giwosky  as  a  draftsman 
in  designing  the  infringing  heaters.      [R.   1057.]      Cole- 
man's Mr.  Newton,  on  cross-examination  concerning  Cole- 
man's assembly  drawing  of  one  of  the  infringing  heaters 
(a  Model  67),  admitted  that  the  flange  or  so-called  "scoop" 
bears  directly  against  the  front  edge  of  the  top  of  the 
lower  box,  and  that  if  it  were  so  constructed,  it  would 
seal  off  the  so-called  "brown"  air  flow  to  the  economizer. 
[R.   1662.]      An  inspection  of   Coleman's   heater    [Trial 
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Ex.  24]  will  quickly  show  the  physical  insignificance  of 
the  so-called  "scoop,"  which  is  in  reality  no  more  than  a 
joint  between  two  overlapping  pieces  of  sheet  metal. 

Mr.   Landsberg,   an   engineer   in   the   employ  of   Con- 
solidated   Engineering    Company,    who    had    made    tests 
to  determine  the  relative  air  flows  into  Coleman's  econ- 
omizer with  a  scientific  instrument  called  a  Titrilog  and 
who  had  testified  about  these  tests  during  the  original 
trial,    readily   admitted   during   the   contempt   proceeding 
that  he  had  not  then  taken  into  account  the  flow  of  so- 
called  '^rown"  air  into  the  economizer  through  the  so- 
called  ''scoop."     [R.  558.]     But  the  insignificance  of  the 
"brown"  air  flow  was  quickly  determined  by  Mr.  Lands- 
berg in  another  set  of  tests  that  he  ran  during  the  con- 
tempt proceeding  in  the  presence  of  the  District  Court. 
In  these  tests,  Mr.  Landsberg  measured  air  flows  in  the 
Coleman  heater  with  the  crack  at  the  "scoop"  open  and 
with  the  crack  sealed  with  tape,  employing  the  "Titrilog" 
as   a   measuring   instrument— an    instrument    incidentally 
which  had  received  praise  and  approval  from  Coleman's 
witness  Blazier  at  the  original  trial.     [Orig.  R.  393-394.] 
Mr.   Landsberg's  tests  showed  that  with  the  "scoop" 
open,  the  air  coming  to  the  economizer  from  the  lower  box 
amounted  to   19.4%— a  composite  of  that  coming  from 
the  confined  area  around  the  lower  box  and  the  "brown" 
area.     When  the  scoop  was  taped  shut,  so  that  air  could 
enter  only  from  the  confined  area  around  the  lower  box, 
the  percentage  dropped  to   14.9%.      [R.   654,  686-6S7.] 
In  other  words,  the  "brown"  air  amounted  to  the  differ- 
ence of   the  percentages    19.4%— 14.9%,   or   4.5%.      In 
short,  Mr.  Landsberg's  tests  showed  that  with  the  "brown" 
air  excluded,  the  economizer  still  received  a  large  propor- 
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tion  of  the  air  from  the   space  in  the  wall  around  the 
lower  box. 

Mr.  Landsberg  did  not  attempt  to  measure  the  relative 
flows  from  the  ''green"  and  "pink"  areas  into  the  econo- 
mizer  [R.  687],  for,  as  Mr.  Hollingsworth  had  already 
testified,  the  "green"  air  was  really  "infringing"  air  be- 
cause it  merged  with  the   "pink"   air   in  the  stud  space 
within  the  wall  before  it  entered  the  economizer.  [R.  622.] 
Coleman  also  contends  that  Holly  offered  no  evidence 
and  did  not  prove  that  the  heaters  with  the  chute  infringe 
its  patent.    This  is  not  true.     Holly  showed  that  the  wall 
heater  structure  was  exactly  the  same  as  that  previously 
adjudicated  to  infringe,  except  that  the  chute  was  added. 
[R.  27.]     Holly  also  showed  by  affidavits  that  the  chute 
did  not  alter  the  basic  operation  of  the  wall  heaters  pre- 
viously found  to  infringe.      [R.  28,  30,  33.]      The  Dis- 
trict Court  witnessed  inter  partes  tests  of  the  wall  heaters 
and  Mr.  Landsberg  re-ran  his  tests  before  the  Court  and 
showed  that  there  was  no  substance  to  Coleman's  conten- 
tion that  he  made  a  "fantastic"  error.      [R.   654,  686- 
687.]     He  showed  that  there  was  a  substantial  flow  of 
air  up  the  space  between  the  lower  box  of  the  heater  to 
the    economizer    or    secondary    heat    exchanger,    and    the 
District  Court  agreed  with  him.     [R.  766.] 

The  fact  of  infringement  by  the  heaters  modified  by 
the  "chute"  was  corroborated  by  Coleman's  Mr.  Berry 
during  the  accounting,  whose  tests  showed  that  with  this 
flow  of  air  completely  shut  off,  the  wall  temperatures 
were  too  high  and  the  heater  would  not  pass  A.G.A.  regu- 
lations [R.  1556,  1560,  1566],  thus  demonstrating  the 
importance  of  the  air  flow  observed  by  Landsberg. 

The  District  Court  was  accorded  an  opportunity  to  es- 
timate flows  of  air  during  the  smoke  tests  conducted  by 
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Coleman  during  the  contempt  proceedings.  His  eyes  did 
not  observe  the  result  that  Mr.  Newton  testified  to  from 
the  same  tests;  namely,  that  only  about  1%  of  the  air 
came  into  the  economizer  from  the  space  inside  the  wall 
around  the  lower  box.  Instead,  the  District  Court  ob- 
served that: 

"The  test  here,  as  suggested  this  morning  seems  to 

me  to  be  whether  enough  air  enters  the  economizer 

from  the  pink  or  infringing  area  to  affect  materially 

the  efficiency  of  the  heater.     Without  the  chute   it 

is  adjudicated  that  it  does.     The  best  estimate  that 

I  can  make,  doing  some  calculations  as  I  did  during 

the  course  of  the   argument,   is   that   if   around  20 

percent  of  all  the  air  in  the  economizer  as  coming 

out  of  the  economizer  is  comprised  of  brown,  green 

and  pink  air,   that  approximately   6   percent' would 

be  brown,  the  remainder  would  be  green  and  pink, 

and  using  the  best  estimates  we  have  and  placing  them 

in  round  figures,  the  evidence  indicates  that  the  chute 

cuts  off  two-thirds,  say  two-thirds,  of  the  air  to  the 

economizer  from  the  pink  area. 

"I  must  find  that  the  elimination  of  two-thirds  of 
the  air  from  the  pink  area  still  leaves  the  air  from 
the  pink  area  materially  affecting  the  efficiency  of 
the  heater,  and  that  therefore  it  constitutes  an  in- 
fringement."    [R.  766.] 

The  eyes  of  the  District  Court  were  just  as  good  as 
those  of  Coleman's  Messrs.  Newton  and  Harmon,  and 
the  District  Court's  conclusion  was  based  upon  what 
it  actually  saw  in  the  way  of  physical  evidence.  Messrs. 
Newton  and  Harmon,  "partisan  persons,"  were  inher- 
ently influenced  by  their  desire  to  show  non-infringement. 
The  District  Court  was  unbiased  and  it  found  infringe- 
ment based  upon  what  it  saw.     Accordingly,  the  District 
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Court's  conclusion  is  entitled  to  great  weight.  "Appellate 
courts  should  be  slow  to  impute  to  local  courts  a  want  of 
diligence  or  perspicacity."  (Cavness  v.  United  States, 
187  F.  2d  719,  723  (9th  Cir.,  1951).)  And  this  is 
particularly  true  of  a  lower  court's  finding  of  fact  in  a 
case  involving  the  conflicting  opinions  of  experts  and 
inter  partes  tests  where  the  Court  can  see  as  well  as 
the  experts  what  is  occurring. 

Rule  52(a)  of  the  Federal  Rules  provides  in  part: 
"Findings   of   fact   shall   not  be   set   aside   unless 
clearly  erroneous,  and  due  regard  shall  be  given  to 
the  opportunity  of  the  trial  court   to   judge   of   the 
credibility  of  witnesses.     .     .     . 

"To  no  type  of  case  is  this  [clause]  more  ap- 
propriately applicable  than  to  the  one  before  us, 
where  the  evidence  is  largely  the  testimony  of  experts 
as  to  which  a  trial  court  may  be  enlightened  by  sci- 
entific demonstrations  ...  the  record  shows,  the 
trial  judge  visited  laboratories  with  counsel  and  ex- 
perts to  observe  actual  demonstrations 
{Graver  Tank  and  Mfg.  Co.  v.  Linde  Air  Products 
Co.,  339  U.  S.  605,  611.) 

This  Court  has  long  recognized  the  heavy  weight  which 
must  be  accorded  the  findings  of  a  trial  court  in  these 
circumstances. 

"As  well  pointed  out  in  Haseltine  Research  v. 
Admiral  Corp.,  7th  Cir.,  183  F.  2d  953,  where  as 
here,  the  decision  turned  upon  questions  of  fact,  an 
appellate  court  is  not  in  a  position  to  try  such  fact 
questions  de  novo."  {Laishman  v.  General  Motors 
Corp.,  191  F.  2d  522,  529  (9th  Cir.,  1951) ;  Bergman 
V.  Aluminum  Lock  Shingle  Corp.  of  America,  251 
F.  2d  801,  811,  812  (9th  Cir.,  1957).) 
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The  finding-  of  the  District  Court  on  the  issue  of  con- 
tempt is  a  finding  of  fact,  supported  by  the  evidence  and 
is  particularly  strong  since  it  depends  upon  what  the 
Court  actually  saw  with  its  own  eyes  during  the  conduct 
of  the  tests.  It  is  not  clearly  erroneous  and  must  be 
sustained. 

XI. 
The  Wanton  Character  of  Coleman's  Acts  Warrants 
the   Increase   in    Damages   and   Attorneys'    Fees 
Which  Have  Been  Awarded  by  the  District  Court. 

The  award  of  attorneys'  fees  and  the  punitive  increase 
in  damages  is  well  justified  because: 

(1)  Coleman  and  Holly  were  direct  competitors  in  the 
sale  of  wall  heaters,  but  after  Holly  introduced  its  pat- 
ented wall  heater,  Coleman  found  that  its  wall  heater  then 
in  production  was  not  competitive.  [R.  1249.]  Coleman 
thereupon  deliberately  copied  the  Holly  heater  with  im- 
material variations.  (233  F.  2d  71.)  Punitive  damages 
are  justified  where  a  patented  invention  is  deliberately 
copied  without  material  variation.  (IVensel  v.  Gold  Hill 
Hardware  Mfg.  Co.,  21  F.  2d  974  (So.  Dist.  Cal.,  1927).) 

(2)  When  the  possibility  of  infringement  of  Holly's 
patent  rights  was  raised  at  Coleman,  its  president,  Mr. 
Sheldon   Coleman,   instructed   his   design  engineer   to  go 
ahead  and  said  that  "he  would  take  care  of  that  matter 
when   it  came   up."     [R.    1252.]     He   elected   to   ignore 
Holly's  rights.    Punitive  damages  are  justified  where  the 
defendant's  acts  are  without  regard  to  propriety  or  the 
rights  of  others,  or  are  careless  of  the  consequences  and 
yet  without  malice.     (National  Folding  Box  and  Paper 
Company  v.  Robertson's  Estate,  125  Fed.  524,  526  (C   C 
Conn.,  1903).) 
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(3)  Coleman  requested  a  license  under  Holly's  patent 
and  was  refused  [R.  1436],  yet  Coleman  went  ahead 
and  placed  the  device  on  the  market  only  one  month  after 
being  refused.  This  shows  that  Coleman  was  of  the 
opinion  that  its  heaters  infringed  at  the  time  it  placed 
the  heaters  on  the  market.  Punitive  damages  are  justified 
where  the  infringement  is  willful.  (Bristol  Laboratories 
V.  Schenley  Laboratories,  Inc.,  117  Fed.  Supp.  67,  81 
(S.  D.  Ind.,  1953).) 

(4)  It  is  res  judicata  that  Coleman's  infringement  was 
willful,  intentional  and  deliberate  throughout  the  infring- 
ing period,  and  this  is  sufficient  to  justify  punitive  dam- 
ages. {Bristol  Laboratories  v.  Schenley  Laboratories, 
Inc.,  117  Fed.  Supp.  67,  81   (S.  D.  Ind.,  1953).) 

(5)  Coleman,  or  its  agent  Mr.  Dawson,  was  careless, 
if  not  actually  wanton,  in  its  investigation  of  infringe- 
ment of  the  Holly  patent  because  Mr.  Dawson,  as  patent 
counsel  for  Coleman,  testified  that  he  was  not  famiHar 
with  the  various  production  models  of  the  Coleman  heaters, 
that  he  did  not  know  whether  the  statements  he  made 
about  the  heaters  were  actually  true,  and  that  he  did  not 
see  any  tests  of  the  heaters  prior  to  the  commencement 
of  the  present  lawsuit.    [R.  786.]    Punitive  damages  are 
justified  where  defendant's  belief  that  it  was  not  infring- 
ing was  due  to  carelessness  in  ascertaining  the  facts,  or 
carelessness    in   construing   the    scope    of    the    invention. 
(Russell  Box  Company  v.  Grand  Paper  Box  Company, 
203  F.  2d  177,  183   (1st  Cir.,  1953),  Cert,  denied,  346 
U.  S.  821.) 

Punitive  damages  are  justified  where  the  infringement 
was  conscious  and  deliberate  and  the  resulting  litigation 
was  protracted,  vexatious  and  expensive.  (Overman 
Cushion  Tire  Company,  Inc.  v.  Goodyear  Tire  &  Rubber 
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Company,  Inc.,  66  F.  2d  361  (2nd  Cir.,  1933);  Krentler- 
Arnold  Hinge  Last  Company  v.  Leman,  24  F.  2d  423, 
425  (D.  C.  Mass.,  1928).)  The  record  in  the  present 
case  is  replete  with  evidence  which  more  than  meets  these 
requirements  as  follow^s: 

(6)  After  Holly  served  a  formal  notice  of  infringe- 
ment on  Coleman,  Coleman  misrepresented  that  it  was 
changing  the  structure  so  that  there  was  no  possibility 
of  any  flow  of  air  from  the  space  about  the  lower  unit 
into  the  upper  box.  [Orig.  R.  513.]  A  drawing  was 
sent  to  Holly  showing  that  the  proposed  structure  would 
have  a  solid  harrier  plate  extending  throughout  the  space 
between  the  lower  and  upper  boxes  of  the  heater.  [Orig. 
R.  516.]  However,  Coleman  did  not  do  this.  The 
changed  structure  was  essentially  the  same  as  Coleman's 
previous  structure,  and  Holly  found  it  necessary  to  test 
the  Coleman  structure  and  show  that  Coleman's  new 
structure  infringed  the  Holly  patent  the  same  as  the  pre- 
vious structure. 

(7)  Coleman  improperly  installed  the  heaters  employed 
in  the  inter  partes  tests  that  were  run  at  Wichita  in  an 
effort  to  show  non-infringemicnt.      [Orig.  R.  476,   594.] 

(8)  Coleman  was  and  is  stubbornly  litigious  and  has 
burdened  Holly  with  "protracted,  vexatious,  and  expensive 
litigation"  even  to  the  point  that  a  contempt  action  was 
required  in  order  to  keep  all  of  the  previous  litigation 
from  being  rendered  a  nullity. 

(9)  Coleman  withheld  records  that  were  relevant  in 
the  accounting.  This  is  particularly  true  with  respect 
to  Coleman's  reports  to  the  government  which  constitute 
the  entire  basis  for  its  arbitrary  allocation  of  expenses. 
[R.  1744.]     It  also  failed  to  keep  separate  records  of  the 


—90— 

profits  made  from  the  infringement.  [R.  835,  1732.] 
These  acts  and  omissions  are  certainly  grossly  careless, 
if  they  do  not  amount  to  actual  and  deliberate  conceal- 
ment of  pertinent  facts. 

(10)  Over  the  repeated  objections  of  Holly's  counsel, 
Coleman  endeavored  to  retry  this  action  on  the  issue  of 
infringement  in  the  accounting  proceedings  and  presented 
much  evidence  before  the  Special  Master  and  the  District 
Court  which  had  already  been  considered  and  rejected  by 
the  Courts  on  this  very  issue.  By  way  of  example,  Cole- 
man's Mr.  Newton  gave  testimony  before  the  Special 
Master  to  the  effect  that  the  Coleman  heater  derived  only 
a  small  percentage  of  the  air  for  its  secondary  heat  ex- 
changer or  economizer  from  the  space  about  the  lower 
box,  and  that  this  air  was  leakage  only.  Yet  he  testified 
with  respect  to  the  data  upon  which  he  based  his  compu- 
tation that,  "I  used  the  data  which  I  took  from  the  record 
in  the  contempt  part  of  the  trial."  [R.  1593.]  Coleman's 
legal  counsel,  Mr.  Stanbury,  corroborated  this  by  stating, 
"It  is  in  Volume  III  (of  the  contempt  transcript)  and  it 
describes  it  when  the  court  was  present."     [R.  1594.] 

(11)  During  oral  argument  before  the  Special  Master 
and  before  the  District  Court,  Mr.  Stanbury  urged  that 
Mr.  Newton's  computations  were  based  upon  something 
new  and  that  the  results  shown  by  these  computations 
render  the  assessment  of  damages  in  the  present  case  like 
the  assessment  of  damages  in  a  wrongful  death  action 
after  the  supposedly  dead  person  walks  into  the  court 
room.  [R.  1826,  1866.]  However,  he  was  merely  re- 
arguing the  very  same  evidence  which  the  District  Court 
had  previously  rejected.  As  Mr.  Stanbury  pointed  out 
when  the  evidence  was  presented  before  the  Special  Mas- 
ter, "this  is  not  new  evidence."      [R.   1593.]      "It  is  in 
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Volume  III  (of  the  contempt  transcript)  and  it  describes 
it  when  the  Court  was  present."     [R.  1594.] 

(12)  In  this  appeal  Coleman  is  still  endeavoring  to  re- 
try the  issue  of  infringement  and  on  the  basis  of  the  same 
data  which  the  District  Court  rejected,  and  this  data  is 
the  very  same  type  which  the  District  Court  and  this 
Court  rejected  previously.  For  example,  before  the  Spe- 
cial Master  [R.  1814],  before  the  District  Court  [R. 
1863-1866],  and  in  its  opening  brief  before  this  Court 
(Br.  6,  11,  48,  50,  71,  75),  Coleman  asserts  that  the 
data  which  it  presented  in  the  contempt  trial  concerning 
percentages  of  air  flow  are  correct  and  that  this  data 
makes  all  of  the  other  proceedings  concerning  infring- 
ment  incorrect.  As  discussed  in  Sectons  I  and  II  of  this 
brief,  the  prior  data  was  not  incorrect  at  all. 

(13)  It  has  been  shown  in  Coleman  v.  Siegler,  Appeal 
No.  16154  now  before  this  Court,  that  Coleman's  Gi- 
wosky  patent  which  it  is  exerting  against  Holly  covers 
a  design  which  Coleman  said  it  was  going  to  convert 
to  in  order  to  avoid  infringement  but  never  did,  that  Claim 
2  of  the  Giwosky  patent  covers  a  design  which  Mr.  Gi- 
wosky  tried  and  found  to  be  unsatisfactory  because  it 
would  not  pass  A.G.A.  tests,  and  that  these  facts  coupled 
with  the  timing  of  the  Giwosky  patent  indicate  that  it  was 
obtained  only  for  nuisance  value  against  Siegler's  prede- 
cessor. Holly. 

(14)  Coleman  continues  to  argue  in  the  case  of  Cole- 
man V.  Siegler  that  Claim  2  of  its  Giwosky  patent  is  valid 
and  infringed  by  Siegler.  Yet  Siegler  has  shown  that 
it  does  not  infringe  the  Giwosk>-  patent  because  the  Holly 
heater  takes  all  the  air  for  its  secondary  heat  exchanger 
or  economizer  from  the  space  about  the  lower  box  of  the 
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heater.  [R.  1205.]  The  inference  is  clear  that  the  litiga- 
tion in  Coleman  v.  Siegler  is  being  continued  for  nuisance 
purposes. 

Coleman  continues  to  employ  every  legal  maneuver 
available  to  it  whether  justified  or  not.  Punitive  dam- 
ages are  warranted. 

An  award  of  attorneys'  fees  may  be  justified  by  even 
less  showing  of  unfairness  or  bad  faith  than  is  required 
to  justify  an  award  of  punitive  damages.  (Livesay  Win- 
do'W  Company,  Inc.  v.  Livesay  Industries,  Inc.,  251  V. 
2d  469,  475  (5th  Cir.,  1958).)  In  the  Ninth  Circuit  cases 
of  Pacific  Contact  Laboratories  v.  Solax  Laboratories, 
209  F.  2d  529  (9th  Cir.,  1953),  and  Morrill,  et  al.  v. 
Kelly  Ryan  Equipment  Company,  104  U.  S.  P.  Q.  161 
(So.  Dist.  Calif.,  1954)  (not  reported  in  Fed.  Rep.), 
the  courts  awarded  attorneys'  fees  to  a  successful  patent 
owner  but  did  not  award  increased  damages.  In  the 
Pacific  Contact  Laboratories  case  the  court  sustained  an 
allowance  of  attorneys'  fees  on  the  ground  that  the  in- 
fringement was  deliberate  and  willful  and  the  infringing 
product  was  a  "Chinese  copy"  of  the  patented  device. 
In  the  Morrill,  et  al.  case,  the  court  awarded  attorneys' 
fees  on  the  grounds  that  the  infringement  was  willful 
and  deliberate. 

Any  one  of  the  above-enumerated  grounds  is  sufficient 
to  justify  an  award  of  punitive  damages  and  attorneys' 
fees.  Coleman  cannot  refute  any  of  the  many  grounds. 
However,  in  an  endeavor  to  justify  its  actions,  Coleman 
alleges  that  it  acted  in  good  faith  because  it  consulted  its 
engineers  and  its  patent  counsel  and  because  it  obtained 
a  patent  of  its  own.  Mere  consultation  and  obtaining  a 
patent  do  not  establish  good  faith.     Actions  belie  words, 
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and  Coleman's  actions  show  that  it  deliberately  proceeded 
in  complete  disregard  of  Holly's  patent  rights. 

Correspondence  between  Mr.  Olds  and  Coleman's  pat- 
ent counsel,  Mr.  Dawson,  indicates  that  Mr.  Olds  wrote 
on  January  13,  1953,  that  he  felt  that  Coleman  did  not 
infringe  Holly's  patent.  However,  he  was  an  engineer, 
not  a  patent  lawyer,  and  hence  he  asked  Mr.  Dawson  for 
his  opinion.     [R.  1267-1271.] 

Despite  the  rule  that  all  letters  in  a  series  of  correspond- 
ence should  be  introduced,  Mr.  Dawson's  response  to  this 
request  was  not  put  in  evidence  by  Coleman.     The  next 
piece  of  correspondence  of   record   is   dated   March  23, 
1953.     Again  it  is  directed  from  Mr.  Olds  to  Mr.  Daw- 
son.    It  stated  that,   ''It  is  true  that  we  have  two  ribs 
on  the  back  of  our  casing.    Hence  it  could  be  claimed  that 
we   have  automatically  provided   a   channel   for   the   cir- 
culation of  air  from  floor  level  around  what  the  patent 
terms  the  lower  box  and  up  into  the  top  box"  [R.  1279]  ; 
that  "certainly  Holly  could  prove  that   some   circulation 
does   exist"    [R.    1281];   and   that   to   seal   against   that 
circulation  "we  can  try  a  baffle  at  the  top  of  the  casing 
at  the  back  to  see  what  it  will  do.     However,  this  may 
be  difficult  for  American  Gas  Association  tests  covering 
wall    temperatures    surrounding    the    unit    are    extremely 
difficult  to  meet.     Therefore,  even  a  slight  change  of  this 
kind  might  throw  us  over  the  allowable  90°   rise."    [R 
1281.] 

This  was  a  clear  indication  that  Coleman  knew  that 
it  was  using  this  feature  of  Holly's  patented  wall  heater 
and  knew  that  it  would  be  "extremely"  difficult  or  im- 
possible to  dispense  with  that  flow  of  air.  That  such  flow 
of  air  was  essential  was  corroborated  by  Coleman's  Mr. 
Berry  during  the   accounting  proceedings.    He   tested   a 
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heater  with  this  flow  of  air  cut  off  and  found  that  it  would 
not  meet  the  A.G.A.  regulations  concerning  wall  tempera- 
tures.    [R.  1556,  1560,  1566.] 

Mr.  Dawson  testified  during  the  accounting  proceed- 
ings that  he  advised  Coleman  that  in  his  opinion  there 
was  no  infringement.  [R.  779.]  However,  he  admitted 
that  he  was  not  familiar  with  the  wall  heaters  at  the  time 
he  gave  his  opinion,  that  he  did  not  know  whether  the 
statements  he  made  about  them  were  actually  true,  and 
that  he  had  not  observed  any  tests  of  the  heaters.  [R. 
786.]  Obviously,  Mr.  Dawson  was  not  sufficiently  in- 
formed to  render  an  opinion  concerning  infringement 
upon  which  Coleman  could  rely  in  good  faith.  Yet  he 
was  given  responsibility  for  guiding  Coleman.     [R.  1281.] 

Moreover,  there  is  no  written  evidence  in  the  record 
showing  what  Mr.  Dawson  actually  told  Coleman.  The 
facts  of  record  show  that  Coleman  or  its  agent  was 
grossly  indifferent  to  the  point  of  carelessness.  The  facts 
of  record  further  provide  a  strong  inference  that  Mr. 
Dawson  informed  Coleman  that  it  was  infringing.  Other- 
wise, why  would  Coleman  request  a  license  under  the 
patent  in  September,  1952,  after  Mr.  Dawson  examined 
the  file  wrapper  of  the  patent  and  gave  a  report  to  Cole- 
man on  August  28,  1952?  [R.  1256,  1267.]  Likewise, 
why  would  Mr.  Dawson  inform  Holl>  on  April  15,  1953 
that  Coleman  was  changing  its  wall  heater  structure  so 
as  to  prevent  any  flow  of  air  from  the  lower  box  to  the 
upper  box  [Orig.  R.  513],  if  it  was  in  fact  his  opinion 
that  there  was  no  infringement? 

The  fact  that  Coleman  obtained  a  patent  of  its  own 
is  of  no  significance  with  respect  to  its  claim  of  good 
faith.     If   Coleman's   patent  had  been   obtained   without 
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knowledge  of  a  possible  conflict  with  Holly,  it  might  have 
some  significance  concerning  good  faith.  However,  the 
timing  of  Coleman's  Giwosky  patent  is  exactly  opposite 
to  the  situation  required  for  good  faith.  The  application 
for  the  Coleman  patent  was  not  filed  until  October  1, 
1953,  more  than  one  year  after  the  Holly  patent  issued 
as  a  public  documenf,  and  after  Coleman  had  notice  of 
the  Holly  patent,  and  after  Coleman's  design  engineer  had 
inspected  the  Holly  heater.     (233  F.  2d  71,  84.) 

Moreover,  Coleman's  infringement  was  complete  about 
a  year  before  it  filed  its  patent  application,  because  it 
placed  the  infringing  devices  on  the  market  in  October, 
1952,  long  prior  to  the  date  on  which  it  filed  its  applica- 
tion—October, 1953.  Furthermore,  the  Coleman  appli- 
cation was  not  filed  until  after  Holly  had  served  a  formal 
notice  of  infringement  on  Coleman,  and  not  even  until 
after  Holly  filed  its  complaint  in  the  present  action  against 
Coleman.  Hence,  it  is  clear  that  Coleman's  patent  is 
merely  a  sham. 

Further  evidence  of  the  insignificance  of  Coleman's 
patent  is  that  the  District  Court  found  the  patent  to  be 
invalid.  One  ground  for  this  decision  was  that  Cole- 
man's patent  did  not  show  invention  over  Holly's  prior 
patent.  This  matter  is  the  subject  of  Appeal  No.  16154 
now  before  this  Court. 

Moreover,  Coleman  did  not  follow  its  Giwosky  patent 
which  requires  that  a)l  of  the  air  for  the  secondary  heat 
exchanger  or  economizer  enter  directly  from  the  room. 
Rather,  Coleman  derived  part  of  this  air  from  the  space 
about  the  sides  and  back  of  the  lower  box  in  accordance 
with  Holly's  patent. 
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Coleman  did  not  mark  the  Giwosky  patent  number  on 
its  wall  heaters  in  accordance  with  35  U.  S.  C.  287,  and 
this  is  further  evidence  that  Coleman  did  not  follow  its 
own  patent.  It  could  have  incurred  a  penalty  under  35 
U.  S.  C.  292  if  it  had  falsely  marked  the  Giwosky  patent 
number  on  its  heaters. 

Thus,  the  m.ere  existence  of  Coleman's  Giwosky  paper 
patent  does  not  establish  good  faith  at  all. 

Coleman  contends  that  $20,265.98  of  the  increase  in 
damages  concerning  the  contempt  sales  is  improper.  The 
District  Court  rendered  only  one  decision  in  which  Holly's 
actual  damages  were  assessed  and  in  which  the  Court 
also  awarded  punitive  damages.  The  award  may  be  in- 
creased "up  to  three  tJmes  the  amount  found  or  assessed." 
(35  U.  S.  C.  284.)  The  increase  in  the  present  case  is 
far  short  of  the  amount  permitted  by  statute,  and  is 
obviously  permissible  and  proper. 

Coleman  even  objects  to  the  District  Court's  Finding 
XXVII  that  'The  attorneys'  fees  and  expenses  incurred 
by  plaintiff  in  the  contempt  proceedings  in  the  amount 
of  $9,269.77  is  reasonable."  Yet  when  it  was  offered  in 
evidence,  Colem.an  made  no  objection  concerning  account- 
ing Exhibit  49,  which  sets  forth  the  facts  concerning  these 
expenses.  Coleman  even  waived  the  foundation  for  this 
exhibit.     [R.  1806.] 

An  award  of  attorneys'  fees  and  punitive  damages  is 
discretionary  with  the  trial  court  and  in  the  present  case 
the  District  Court  was  in  excellent  position  to  evaluate 
Coleman's  motives  ^nd  lack  of  good  faith.  Also,  the 
present  record  is  replete  with  evidence  showing  Coleman's 
motives  and  bad  faith.  The  District  Court  exercised 
proper  discretion  in  awarding  attorneys'  fees  and  increas- 
ing the  award  to  provide  punitive  damages. 
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As  another  court  has  stated: 

"The  law  placing,  as  it  does,  the  discretion  in  the 
trial  court  to  determine  whether  the  compensatory 
damages  shall  be  increased  in  the  nature  of  a  penalty 
and  whether  the  case  is  an  exceptional  one  so  that 
attorneys'  fees  should  be  allowed,  appellate  courts 
ought  not  to  and  will  not  interfere  with  the  exercise 
of  such  discretion.  Indeed,  they  may  not  do  so 
unless  there  is  such  a  clear  abuse  as  to  show  that 
discretion  was  not  exercised,  or  unless  it  is  plain 
that  the  trial  court's  decision  is  based  on  an  errone- 
ous concept  of  law.  This  is  not  such  a  case." 
{Graham  v.  Jeoffroy  Mfg.  Inc.,  253  F  2d  72  78 
(5th  Cir.,  1958).) 

XII. 
This  Appeal  Is  Frivolous  and  Vexatious. 

It  is  requested  that  this  Court  increase  the  damages 
actually  awarded  by  the  District  Court  in  the  amount  of 
10%  and  double  costs  to  provide  just  damages  to  Holly 
for  the  unwarranted  delay,  for  its  expenses  for  legal 
counsel  incurred  in  this  appeal,  and  for  printing  its  briefs 
and  portions  of  the  record,  caused  by  Coleman's  appeal 
on  frivolous  and  vexatious  grounds. 

This  request  is  under  the  provisions  of  28  U.  S.  C. 
1912  which  provides  "Where  a  judgment  is  affirmed  by 
the  Supreme  Court  or  a  Court  of  Appeals,  the  Court,  at 
its  discretion,  may  adjudge  to  the  prevailing  party  just 
damages  for  his  delay  and  single  or  double  costs." 

Throughout  the  accounting  proceedings  and  throughout 
its  brief  on  this  appeal,  Coleman  has  been  stubbornly 
litigious  to  the  point  that  the  legal  proceedings  have  be- 
come frivolous  and  vexatious.  Coleman  is  still  endeavor- 
ing to  retry  the  entire  case,  even  though  it  has  employed 
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every  legal  maneuver  available  to  it  and  has  lost  every 
decision  unequivocally  throughout  the  six  years  that  this 
litigation  has  been  going  on. 

This  is  an  accounting,  not  an  action  for  patent  infringe- 
ment. Yet  Coleman  is  now  arguing  that  it  really  did  not 
infringe  at  all  and,  hence,  nominal  damages  should  be 
awarded.  In  support  of  this,  Coleman  urges  that  the  evi- 
dence upon  which  all  the  prior  decisions  are  based,  includ- 
ing the  decision  of  this  Court,  is  mistaken  and  incorrect. 
Yet  Coleman  is  basing  its  argument  upon  the  very  same 
type  evidence  which  both  the  District  Court  and  this  Court 
have  already  considered  and  rejected.  Nothing  new  has 
been  added.  Coleman  is  merely  endeavoring  to  retry  the 
case  again. 

In  its  effort  to  reargue  the  entire  case,  Coleman  is  even 
arguing  points  which  it  did  not  set  forth  in  its  Points  on 
Appeal  or  Statement  of  Errors. 

After  being  adjudged  an  intentional  tort-feasor,  Coleman 
now  contends  that  it  derived  no  benefit  from  the  infringe- 
ment because  it  wanted  to  exclude  the  flow  of  air  from 
the  lower  box  to  the  economizer  and  actually  did  reduce 
this  flow  somewhat.  However,  it  is  elementary  that  mere 
modification  in  size  of  an  element  of  a  patent  claim  does 
not  avoid  infringement.  Coleman  derived  a  large  benefit 
from  the  infringement — $1,186,537.27. 

Coleman  further  contends  that  it  could  have  produced 
a  non-infringing  wall  heater  which  would  have  had  all 
the  major  features  of  the  Holly  heater  and  which  would 
have  been  fully  competitive  with  the  Holly  heater.  This 
is  entirely  conjectural  and  speculative  and  is  a  tactic  which 
the  courts  have  expressly  rejected. 

Even  if  Coleman  could  show  that  it  could  have  pro- 
duced such  a  non-infringing  heater  it  would  have  no  in- 
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fluence  on  the  damages  in  this  case.  This  is  because  any 
such  standard  of  comparison  must  have  been  in  common 
use  prior  to  Holly's  invention.  There  was  no  such  device. 
Also,  Coleman  has  alleged  throughout  this  accounting 
proceeding  that  since  1946  profits  have  been  virtually 
eliminated  as  a  measure  of  damages  under  the  statute  con- 
cerning damages  in  patent  cases.  Actually  the  1946 
change  broadened  the  statute.  The  Congressional  pro- 
ceedings concerning  this  statute  and  the  decisions  which 
have  interpreted  the  statute  show  that  profits  are  a  proper 
element  or  measure  of  damages  so  clearly  that  further 
argument  by  Coleman  to  this  effect  is  frivolous  and  vexa- 
tious. 

The  case  of  Wright  v.  Central  National  Bank  of  Topeka 
Kansas,  Z1  F.  2d  234  (10th  Cir.,  1929)    (cert.  den.  281 
U.  S.  755)  is  similar  to  the  present  case  with  respect  to 
the  nature  of  the  appeal.    In  the  Wright  case  there  was  a 
long  series  of  litigation  in  which  the  defendant  lost  every 
round,  just  as  in  the  present  case.     After  the  decision  of 
the   Court  became   final,   the  defendant   brought   suit   to 
enjoin  enforcement  of  the  judgment.     In  the  present  case 
Coleman  has  done  everything  possible  to  avoid  enforce- 
ment of  the  judgment.     In  the   Wright  case  the  Court 
found  the  appeal  to  be  without  merit,  vexatious  and  friv- 
olous and  awarded  an   increase   in  the   damages   in  the 
nature  of  a  penalty  under  28  U.  S.  C.  878  and  880.     It 
is   submitted   that  the   present   appeal   is   without   merit, 
vexatious  and  frivolous  and  that  damages  should  be  in- 
creased under  28  U.   S.  C   1912,  which  has   superseded 
28  U.  S.  C.  878  and  880  and  which  is  exactly  the  same  as 
the  previous  statute  as  far  as  the  present  case  is  concerned. 
Similar   awards   have   been   made   by   this    Court.      In 
Commercial   Wholesalers,   Inc.   v.   Investors    Commercial 
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Corporation,  172  F.  2d  800  (9th  Cir.,  1949),  this  Court 
awarded  the  appellee  its  costs  of  printing  its  brief  and  its 
counsel  fees  as  damages  for  the  expense  and  delay  caused 
by  an  unwarranted  appeal. 

Likewise,  in  Grace  Lozve  v.  Glen  A.  Willacy,  239  F.  2d 
179  (9th  Cir.,  1956),  this  Court  found  an  appeal  to  be 
frivolous  and  as  just  damages  for  the  delay  caused  by  the 
appeal,  the  Court  awarded  double  costs,  an  amount  equal 
to  appellee's  attorneys'  fees  and  the  cost  of  printing  ap- 
pellee's brief. 

It  is  submitted  that  the  award  should  be  increased  10% 
and  with  double  costs  due  to  the  frivolous  and  vexatious 
nature  of  the  appeal.  Litigation  of  this  type  should  be 
discouraged,  and  Holly  is  entitled  to  just  damages  for  its 
delay,  trouble  and  expenses  in  this  appeal. 

Conclusion. 

Coleman  is  paying  no  more  than  lip  service  to  the  prior 
decisions  of  the  District  Court  and  of  this  Court  and  is 
rearguing  the  entire  case,  particularly  the  issue  of  in- 
fringement. 

Coleman's  arguments  about  infringement  concern  only 
questions  of  fact  and  it  is  merely  rehashing  the  prior  evi- 
dence and  arguments  which  were  settled  by  the  trial  court 
after  inspecting  the  infringing  devices  and  witnessing 
inter  partes  tests. 

Coleman's  arguments  about  the  amount  of  the  damages 
are  also  merely  questions  of  fact  which  were  resolved 
by  the  trial  court  after  extensive  proceedings.  The  only 
possible  question  of  law  is  whether  or  not  profits  are  re- 
coverable as  damages  today,  either  the  infringer's  actual 
profits  or  the  patent  owner's  probable  profits,  both  of 
which  are  traditional  measures  of  damages  in  patent  cases 


—101— 

as  well  as  in  other  cases  involving  tortious  wrongs.  The 
law  is  crystal  clear  that  such  profits  are  recoverable  to- 
day.    Hence,  this  question  of  law  is  beyond  dispute. 

The  amount  of  Coleman's  actual  profits  is  not  seriously 
disputed  by  Coleman  on  this  appeal.  Coleman,  as  an  in- 
tentional tort-feasor,  must  give  up  these  profits  in  any 
event. 

However,  Coleman  interfered  with  exploitation  of  the 
unique  patented  wall  heaters  by  Holly,  causing  Holly  to 
lose  sales  and  to  suffer  other  losses.  In  all  reasonable 
probability  Holly  would  have  sold  additional  wall  heaters 
corresponding  in  number  to  Coleman's  infringing  sales. 

Holly's  damages,  computed  on  the  basis  of  its  lost  sales, 
is  larger  than  Coleman's  actual  profits.  Hence,  Holly's 
lost  profits  is  the  proper  measure  of  damages  in  this  case. 
That  is  what  Coleman  wrongfully  took  from  Holly. 

The  33y3  per  cent  increase  in  the  award  is  necessary 
to  compensate  Holly  for  its  other  losses  such  as  increased 
selling  expenses,  forced  price  reductions,  and  curtailment 
of  its  market  expansion. 

There  is  abundant  evidence  to  justify  the  award  of 
punitive  damages  and  attorneys'  fees.  Coleman's  improper 
endeavor  to  reopen  the  entire  case  in  the  present  appeal 
and  argue  matters  which  are  res  judicata  is  one  striking 
example. 

Whether  or  not  the  sales  of  the  wall  heaters  after  the 
injunction  became  final  were  in  contempt  of  court  is  purely 
a  question  of  fact.  The  sole  issue  is  whether  or  not  the 
wall  heaters  sold  with  chutes  infringed  Holly's  patent. 
The  issue  of  infringement  is  a  question  of  fact.  The 
District  Court  found  infringement.  Great  weight  is 
given  a  trial  court's  determination  of  questions  of  fact, 
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particularly  when  the  determination  is  based  upon  an 
inspection  of  physical  apparatus  and  inter  partes  tests 
of  the  apparatus. 

Due  to  the  extensive  legal  proceedings  involved  before 
it,  the  District  Court  was  in  excellent  position  to  balance 
the  credibility  of  the  witnesses,  and  to  balance  the  per- 
suasiveness and  weight  of  the  evidence.  Its  judgment 
on  all  the  issues  is  well  supported  by  the  record  before  this 
Court  and  there  is  no  error. 

Coleman  has  been  litigious  to  the  point  that  this  appeal 
is  vexatious  and  frivolous. 

The  decision  of  the  District  Court  should  be  affirmed 
on  all  grounds,  and  the  award  should  be  increased  10% 
by  this  Court  in  order  to  do  justice. 

Respectfully  submitted, 

Christie,  Parker  &  Hale, 
By  James  B.  Christie, 
C.  Russell  Hale, 

Attorneys  for  Appellee. 

Richard  B.  Hoegh, 
Of  Counsel. 
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APPENDIX  C. 

The  1946  amendment  to  the  patent  statutes  originated 
in  the  House  of  Representatives.  When  the  amendment 
(H.  R.  5311  to  amend  35  U.  S.  C.  Sec.  70)  came  to  the 
floor  of  the  House,  the  following  colloquiy  occurred : 

"Mr.  Cole  of  New  York:    .    .    .    In  order  that  the 
House  may  be  fully  advised  as  to  the  effect  of  the 
bill,  I  ask  that  some  informed  Member  explain  it  .  .  . 
"Mr.  Lanham:     .     .     .     This  bill  simply  provides 
for  proper  damages  with  reference  to  infringement, 
and  allows  the  court,  in  case  the  infringement  of  the 
patent  is  innocent,   merely  to   assess  royalties   and"^ 
restrain  further  infringement  and  in  case  of  willful 
infringement  to  provide  what  the  damages  shall  be* 
The  measure  of  such  damages  is  clearly  set  out.     It 
will  be  due  compensation  for  making,  using,  or  selling 
the  invented  article,  not  less  than  a  reasonable  royalty 
therefor.     If  the  gentleman  has  examined  the  report, 
he  will  have  noted  that  the  object  of  the  bill  is  to  make 
the   basis   of   recovery   in   patent-infringement   suits 
general  damages;  tJmt  is,  any  damages  a  complainant 
can  prove,  not  less  than  a  reasonable  royalty    .     .     .* 
"Mr.  Cole  of  New  York:     I  would  like  to  be  sure. 
Do  I  understand  correctly  that  the  effect  of  this  bill 
is  to  make  a  reasonable  royalty  for  an  infringement 
the  measure  of  minimum  damages*  to  any  holder  of  a 
patent  whose  patent  has  been  infringed? 

"Mr.  Lanham:  That  is  the  purpose  of  the  bill  as 
brought  out  before  the  Committee. 

"Mr.  Cole  of  New  York:  And  to  that  extent  it 
would  simplify  the  case  of  an  aggrieved  party  in 
proving  damages? 

*Emphasis  ours. 


"Mr.  Lanham:     It  would    .    .    . 

"Mr.  Cravens :  Would  not  that  mean  the  enforced 
compulsory  licensing  of  patents'^  if  the  invention  is 
limited  to  merely  collecting  royalty? 

*'Mr.  Lanham:  The  inventor  is  not  limited  merely 
to  collecting  the  royalty.  I  would  say  that  in  the 
case  of  an  innocent  infringer  who  had  infringed  with- 
out notice  and  without  knowledge  that  it  would  he 
unreasonable  to  collect  from  him  more  than  the  rea- 
sonable royalty."^ 

*'Mr.  Cravens:     I  agree  on  that. 

"Mr.  Lanham:  But  if  there  has  been  a  willful 
infringement,  then  the  damages  as  set  out  in  the  bill 
can  be  collected."^ 

"Mr.  Cravens:  And  such  damages  could  still  be 
recovered  under  the  existing  law  in  the  case  of  willful 
infringement. 

"Mr.  Cole:  Mr.  Speaker,  I  withdraw  my  reserva- 
tion of  objection."  (Cong.  Rec— House,  1946,  p. 
1857.) 

When  the  House  Bill  came  before  the  Senate  it  was 
accompanied  by  a  Committee  report  which  stated : 

"The  object  of  the  bill  is  to  make  the  basis  of  re- 
covery in  patent  infringement  suit  general  damages, 
that  is  any  damages  the  complahmnt  can  prove  not 
less  than  a  reasonable  royalty,  together  zvith  interest 
from  the  time  the  infringement  occurred,  rather  than 
profits  and  damages.  .  .  .  Although  the  bill 
would  not  preclude  the  recovery  of  profits  as  an  ele- 
ment of  general  damages,'^  yet  by  making  it  unneces- 
sary to  have  proceedings  before  Masters  and  em- 
powering equity  Courts  to  assess  general  damages 
irrespective  of  profits,  the  measure  represents  pro- 
posed legislation  which  in  the  judgment  of  the  Com- 
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mittee  is  long  overdue."  (Senate  Report  No.  1503  of 
June  14,  1946,  1946  Congressional  Code  Service 
1386.) 

Thereafter,   the    following   discussion   occurred   on   the 
floor  of  the  Senate : 

"Mr.  Revercomb:  I  should  like  to  ask  for  an  ex- 
planation of  the  House  bill  5311  and  House  bill  5223, 
both  of  which  deal  with  proposed  changes  in  the 
patent  law. 

"Mr.  Pepper:  ...  Let  me  state  what  the  bill 
does :  Under  the  present  law,  if  a  suit  is  maintained 
for  the  infringement  of  a  patent,  the  measure  of 
damages  is  the  profit  made  by  the  alleged  infringer, 
and  also  general  compensatory  damages  which  might 
have  been  suffered  by  the  claimant."^ 

Experience  has  proven  that  it  is  such  a  difficult 
accounting  matter  to  determine  what  the  profit  of  the 
alleged  infringer  has  been  that  there  is  almost  always 
an  interminable  delay  in  connection  with  the  recovery 
sought. 

Consequently,  the  basis  laid  down  by  this  bill  is 
general  compensatory  damages  which  the  plaintiff  in 
the  suit  sustains.  Of  course,  that  may  include  profits, 
but  it  is  not  limited  to  profits;"^  and  it  is  not  neces- 
sary to  prove  profits,  if  the  plaintiff  does  not  find  it 
appropriate  to  do  so  .  .  ."  (Cong.  Rec— Senate 
1946,  p.  9188.) 


*Emphasis  ours. 
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APPENDIX  A. 

Prior  to  1946  the  patent  damage  statute,  35  U.  S.  C. 
§70  (Rev.  Statute,  §  4921),  provided  that: 

"*  *  *  upon  a  decree  being  rendered  in  any  such 
case  for  an  infringement  the  complainant  shall  be 
entitled  to  recover,  in  addition  to  the  profits  to  be 
accounted  for  by  the  defendant,  the  damages  the  com- 
plainant has  sustained  thereby  *  *  *"  (Emphasis 
added.) 

The  foregoing  statutory  provision  was  amended  in  1946 
(60  Stat.  77S)  to  read: 

"*  *  *  upon  a  judgment  being  rendered  in  any 
case  for  an  infringement  the  complainant  shall  be 
entitled  to  recover  general  damages  which  shall  be 
due  compensation  for  making,  using,  or  selling  the 
invention,  not  less  than  a  reasonable  royalty  therefor 
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By  making  the  basis  of  recovery  in  patent  infringement 
suits  "general  damages"  rather  than  "profits"  and  "dam- 
ages," the  intention  of  Congress  was  to  limit  the  patent 
owner  to  his  actual,  provable  damages,  or  alternatively  to 
a  reasonable  royalty.  House  Report  No.  1587  (79th 
Congress,  2nd  Session)  explains  the  purpose  of  the  bill 
as  follows: 

"The  object  of  the  bill  is  to  make  the  basis  of  re- 
covery in  patent-infringement  suits  general  damages, 
that  is,  any  damages  the  complainant  can  prove,  not 
less  than  a  reasonable  royalty,  together  with  interest 
from  the  time  infringement  occurred,  rather  than 
profits  and  damages'' 

"Although  the  bill  would  not  preclude  the  recovery 
of  profits  as  an  element  of  general  damages,  yet  by 
making   it   unnecessary   to   have   proceedings    before 
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masters  and  empowering  equity  courts  to  assess  gen- 
eral damages  irrespective  of  profits,  the  measure  rep- 
resents proposed  legislation  which  in  the  judgment  of 
the  committee  is  long  overdue."     (Emphasis  added.) 

The  definition  of  general  damages  as  "any  damages  the 
complainant  can  prove"  was  specifically  referred  to  when 
the  bill  was  taken  up  on  the  floor  of  the  House.  (Con- 
gressional Record,  Mar.  4,  1946,  p.  1894.)  The  report 
of  the  Senate  Committee  on  Patents  also  emphasized  that 
the  object  of  the  bill  was  to  make  the  basis  of  recovery 
the  damages  that  the  patent  owner  could  prove.  (Senate 
Report  No.  1503,  79th  Congress,  2nd  Session.) 

Thus,  it  is  quite  clear  from  the  legislative  history  of  the 
1946  amendment  to  the  patent  damage  statute  that  there- 
after a  patent  owner  could  only  claim  as  a  matter  of 
right  his  actual,  provable  damages  as  distinguished  from 
the  infringer's  profits,  and  that  the  infringer's  profits 
could  only  be  reached  by  proving  that  they  were  an  ele- 
ment of  the  damage  actually  sustained.  This  interpreta- 
tion was  expressly  confirmed  in  the  first  case  construing 
the  1946  amendment.  (Ric-Wil  Co.  v.  E.  B.  Kaiser  Co., 
179  F.  2d  401,  407  (7th  Cir.,  1950).) 

In  the  Ric-Wil  case  the  lower  court  had  entered  a  judg- 
ment requiring  the  defendant  to  account  for  and  pay  to 
plaintiff  all  profits  realized  by  defendant  through  the  in- 
fringement. The  Court  of  Appeals  held  that  this  judg- 
ment was  contrary  to  the  amended  statute,  stating  (p. 
407): 

"The  recent  provision  does  not  use  the  word  'profit.' 
It  provides  recovery  for  nothing  other  than  'general 
damages.'  What  elements  may  be  included  in  such 
damages  is  not  stated,  except  that  they  shall  be  due 
compensation.'      The   language   appears   to   niake   it 
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plain  that  profits  realised  by  an  infringer  are  not  re- 
coverable as  such.  'General  damages'  is  a  broad  term 
which  no  doubt  may  include  numerous  elements  de- 
pending upon  the  circumstances  of  the  case.  And 
whether  an  infringer's  profits  is  an  element  of  stick 
damages  depends  upon  the  facts  of  each  individual 
case."     (Emphasis  added.) 

The  standard  of  proof  for  making  out  a  case  for  profits 
"as  an  element  of  damages,"  as  distinguished  from  claim- 
ing "profits  as  such,"  was  clearly  delineated  by  the  Seventh 
Circuit  Court  of  Appeals  shortly  after  its  decision  in  the 
Ric-Wil  case.  In  National  Rejectors  v.  A-B-T  Mfg 
Corp.,  188  F.  2d  706,  709-710  (7th  Cir.,  1951),  that  Court 
approved  an  award  of  defendant's  profits  as  plaintifif's 
damages  where  the  evidence  conclusively  established  that 
but  for  the  infringement  all  of  defendant's  sales  would 
have  been  made  by  plaintiff  and  that  plaintiff  would  have 
made  the  same  profit  on  the  sales. 

The  Court  of  Appeals  for  this  Circuit  has  referred  with 
approval  to  the  interpretation  of  the  patent  damage  statute 
as  set  forth  in  the  Ric-Wil  case.     See  Faulkner  v.  Gibbs, 
199  F.  2d  6ZS,  eZS,  ft.  5  (9th  Cir.,  1952).    The  decision 
in  the  Faulkner  case  also  makes  clear  that  the  patent  own- 
er's damages  are  ordinarily  measured  by  the  reasonable 
royalty   standard  unless   there  is   an   established   royalty. 
The  other  basis  for  damages  mentioned  in  the  Faulkner 
opinion  is  for  the  patent  owner's  "loss  of  profits  resultinc^ 
from  the  infringement."     (Opin.  p.  62iS,  ft.  7.)     This,  of 
course,  is  entirely  consistent  with  the  holding  of  the  Sev- 
enth Circuit  Court  of  Appeals  in  the  National  Rejectors 
case,    wherein   the   defendant's   profits   were   awarded   to 
plaintiff   upon   proof   that   plaintiff   had   actually   lost   an 
equivalent  amount  of  profits. 


Every  decision  since  the  1946  amendment  to  the  patent 
damage  statute  has  awarded  only  such  damages  as  the 
patent  owner  could  prove,  and  the  courts  have  uniformly 
refused  to  award  defendant's  profits  as  an  element  of 
plaintiff's  damages  unless  the  evidence  clearly  established 
that  but  for  the  infringement,  defendant's  profits  would 
have  been  plaintiff's  profits.     (See  Op.  Br.  pp.  34-37.) 

The  fragmentary  portions  of  the  legislative  history  of 
the  1946  amendment  set  out  in  Appendix  C  of  Holly's 
brief  do  not  support  its  contention  that  an  infringer's 
profits  can  be  awarded  without  proof  that  the  patent 
owner's  actual  damages  are  measured  by  such  profits. 
Certainly  Mr.  Lanham's  offhand  comments  to  Mr.  Cole 
and  Mr.  Cravens  were  not  intended  to  contradict  the  state- 
ments in  the  official  House  Report  on  the  bill  (quoted  in 
full  above)  that  the  damages  recoverable  under  the 
amended  statute  are  limited  to  "any  damages  the  com- 
plainant can  prove;  not  less  than  a  reasonable  royalty, 
*  *  *,  rather  than  profits  and  damages."  (House  Re- 
port No.  1587,  79th  Congress,  2nd  Session.) 
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The  following  are  the  Profit  and  Loss  Statement  [Ex. 
"B"],  Statement  of  Cost  of  Goods  Sold  [Schedule  "1"], 
Schedule  of  Manufacturing  Expense  [Schedule  "2"], 
Schedule  of  Selling  Expenses  [Schedule  "3"],  Schedule 
of  Administrative  Expenses  [Schedule  "4"],  and  Schedule 
of  Engineering  Expense  [Schedule  "5"],  of  Holly's  An- 
nual Audits  for  the  calendar  years  1952,  1953  and  1954, 
which  audits  are  in  evidence  as  Plaintiff's  Accounting  Ex- 
hibits 24,  25  and  26,  respectively  [R.  1312-1313;  1343]. 
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I     309,397.00  *     3a,231.>  I    439.339.00  •  136,647.00 

•     t94,MS.OO  n.a91,424.00  «     749,333.00  •  90,407.00 

6S,i43                  77,341                  6«.7»3  U,47« 

I               12.90  $               14.11  *              11.23  $  4.24 

22,016                  2»,2«4                  29,474  3.M4  1U.41« 

9     390,100.03  9    413,197.00  I     2S9,S<S3.00  •  24,236.00     <1,473,010.00 


ipHtnwtaK  >wai>t  raaatn  Cimul  raiSwdlaaa  oZvSltmm  ttd 
tat  8>1— T»ym»M  TATlffa  la  prMorkteo  to  voluaa.     TM.« 
1*  •  vMry  c«ii««rvatlv«  «p{>r«la«l  Isnortag  tiui  tect   tbat 
•MM  •l«Mou  »t  Salca  Bazwoaa  «ra  <1jwi1.     Tbla  aathixi  at 
••■patsilaa  avuld  b«  Curtlwr  Juattflad  by  ttia  Cacc  that 
flaa4  iwrtiana  of  Warn ifatttur tan  eoaia  aush  —  Japraelaclou, 
liaal   Ht«ca  Tasaa.   Tnauranca,  lAlc^  bav*  b«an  l^aaraii,  aura 
tlMB  aflaat  varlabla  luaaa  of   utalnlacrattva  «a>i  Krv(la*«rtnc 
Tha  abova  profit   coaiputatloo  la  baaad  on  actual 


lac  3alaa  prlaaa  mul  tiM  eooputatioo  dcaa  iwt  taka  loco 
•a*al<toratloii  ctta  faet  that  Iblly  alj|bt  hava  aol<i  at  hljtlnmx 
yctvaa. 


IL 


iMhlbit  •V 


MOLLTIUROrACTURIK  CCMPAXT 

pRonr  AiiD  LOSS  sTArocjrr 

FO»  THE  Itkfi.   OII>a)  CSBCEMBER  31,    1952 


D«Al«r«,  Califamla 
Jobber*,  Callfonila 
Jebb«F*,  iBiacwtAt* 

L«sai  Pl<>o>»f  ■lloiiid 
Mat  SalM 

Cmt  of  GtMd.  SrfU 
St4mdard  ooot  (Sobodulo 
PBrobaoo  varlatloa 
Material  oaaca  varlatloa 
Haimraotarlaf  ooot  vuriatloD 
riBlahod  goods  Imantory  oorroetlwi*  ( 

Total  oost  of  goods  aold 

QroM  Profit 


$  ?,195,122,a7 
257,918.3* 
901.2y)-SO 

I  3,356,280.11 


n) 


Sollli^  (Sebodul*  3) 
AdKinlatratlvo  (Stdtodnla  A> 
BnglBoorli^  (SohMlula  5> 


Total  Oporatlnit 

Not  Opoftttli^  Profit 

Othar  Irmnmm 
Dlaoouata  aamad 
Intaroat  aamad 
i^anta  rooolTad 


2,008,957.78 

101,561.20 

i,U6.65 

122,^8^.56 

4.22i«LL) 


219,02.34 
239,655.60 


8,346.39 
5,76).40 


iBtaraat  paii 
Misoalli 


81.66 


Mat  PM>nt  bafiMo  Taxm 
CalifQirela  fnaohlaa  tax 

Provtslan  for  fadanl  Inooaa  and 
_'    tUMMBB  profit*  tax 

•at  Profit  aftar  Tazaa 


f  1,072,776.96 


$       560,692*60 


I      574,942.35 


>  574,844«13 
i  55i,79lUO 
»      209,931,39 


66U 
7.8 

JOUl 

101.9 


«  3,309,268.71  100.0 


60.i 
3.1 

3.7 

(  LiD 


£Zai 
J2a& 

6.6 

7.3 

JUi 

ISai 

17.0 


17,4^ 


17U^ 


S«tadaie  "I* 


HOLLY  HftStWftCTtJRlNG  COMPAH^ 
STATMENT  OF  COST  OF  GOODS  SOLD 
THE  lEAE  EHDED  DECEMBER  31,  1952 


lBT«ntor7  of  flnlsbvd  Koods,  JnoiAty  \  VtH 

Co*i  of  goocta  aBinifaaUirad 
ImrcBtery,  Jamiary  1,   19)3 

R«v  MUrlal*  f  196,376«^ 

Work  In  prooM.  111-1<H.2S 

Pureha»«a  «t  ■t4md«rd 
Nkimflistiirliv;  •zp«cs« 

(Eoh«dul«  "2")  $  672,<»84«}1 

L««st   '-laimrketurlng  oost 

variation  172T-^.e4-Sfe 

MarkiiUp  of  invaetorloa 


Loaat  Invontorlaa,   D«>caat«r  31,   1992 

Raw  aatoriala  |  193,011.00 

bork  in  proeosa  IJ?^^  327.00 

Coat  of  (fOoAu  ■anafaeturod 


4.     i^aCi.9ft 


$       3CT7,5T?.06 
i,JfiO!,933.U 

S5D,^90.7V 
it  2,Z21«,691.a9 

,3Ma,3?>^ay^ 


Purohaaaa  of  flniabad  gooda 
Finiabod  (ooda  inwntory  varlanoa 
MarlE-«p  of  flniahod  gooda 

Loaai  lavantory  of  finiabod  gooda,.  Ueceabsr  31,  19S2 
Coat  of  gooda  aold 


1,90%  35^09 

6,  A  50.  71 
4,93«.03 

cUi2a^ 

$  2,O82,OS6,07 

i  P, 008, 957.78 
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9«)Mdtll«    •f 


HOLLY  MANUFACTDRING  CCMPANI 
SCHEDUIE  OF  MANUFACTDRING  EXPENSES 
FOR  THE  TEAR  ENDED  DECEMBER  31,   1952 


SvparrlsloB 
Labor 
PkTtoII  tax«a 

I    UUlltlM 

'  .'^bop  supplies 

f  TaT«a 

k In»urane«,   fcnsral 

t  Invurano*  on  wiplo7««s 

■'.  D«pr*olation 

»  AaortiMtlor    of  A.G.A.   approvml 

-  ^lnt«n«ne«  of  aotor  Talil«l*a 

r  Rantal   of  .•qulpoMtat 

;  Suboontrweted   labor 

F  Production  mppliaa 

'  MlaeftllsDooua  shop  axpvna* 

F  Production  tools 

A.C.\,   inap*etioe 

Kspalrs  to  t^6tST>9Tj  aod   ■i.Titpmnnt 

')baol*ae«i<o« 

Parlahabia  toola 

Het«ri«l  haMllDf 

Jaritor  aunpUaa 

Harufi^cturlng   aarrlea 

^Mploy—  ralatiooa 

r^nlo7»«  r«or««tlon  haoA 

AdT«rti8lng.   aaplo/aact 

crrica  ruppiloa  and  prlritlng 

TraT^lln;;  axponaaa 

Suopliaa  for  aaploToos 

Kalntanaoea  of  balldinfs  and  ar«a 

'laintananea  of  production  tools 

Haintonanoo  of  ■aohiriry  aad  aquipaaaA 

^taiotanarea  of  pariahahla  toola 

*4aiot«oarea  of  aatorial  handling  •ouipaart 

lalntactanea  of  norrioa  aaehinarir 

Total  aainifaetarin<  arpana* 

Loss  I   Marvfaoturln^  burdan  raliwad 

Kot  Manaf^eturlni;  .ixpanaa 


$     77,176,05 

517,001.30 

I«,0fla,78 

7,X27.2i 

10,690.97 

20,2U.99 

1,918.72 

15,i09.86 

46,113.21 

712.M 

3,08.50 

10,a53.39 

1,800.96 

i,9U.90 

9,813.27 

^825.16 

3,021.00 

9,159.62 

6,673.32 

U,U7.«i 

10,2i8U2 

3,900a3 

160.83 

4,720.59 

377.65 

1,204.08 

287.51 

281.71 

29.69 

7,650.11 

2,  041.63 

5,U2.99 

1,622.32 

685.31 

2ama« 

4  824,078.77 
i  672,984.31 


I 
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Schedule  "3" 


HOLLY  MANUFACTURING  COMPANY 

SCHEDULE  OF  SELLING  EXPENSES 

FOR  THE  YEAR  ENDED  DECEMBER  31,  1952 


Salaries  $  67,183.64 

Service  salaries  10,483.30 

Manufacturer's  agents'  commissions  42,103.24 

Travel  expense  6,402,65 

Payroll  taxes  1,899.02 

Insurance,  general  76.32 

Insurance  on  employees  1,104.74 

Depreciation  on  motor  vehicles  499.49 

Car  Mileage  7,540.00 

Promotion  33,464,00 

Printed  instructions  5,364,36 

Miscellaneous  supplies  and  expense  844.20 

Advertising  -  newspapers  and  magazines  23,019.04 

Telephone  and  telegraph  8,427.23 

Dues  684,80 

Entertainment  4,927.03 

Return  Sales  adjustment  34.13 

Service  travel  expense  5.355.15 

Total  Selling  Expenses  $219.412,34 
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Sehodul*  "4* 


HOLLY  MANUFACTURING  CCMPANY 
SCHEDUIE  OP  ADMINISTRATIVE  EXPENSES 
KJR  THE  YEkR  ENDED  DECEMBER  31,  1952 


Salaries  -  orflears 

Sal«ri?a   -   i^encral   offlo* 

Travol    •xp>«n9*s 

P«>roH    tazva 

T«xe»   -   g*rer«l 

Insurance  -  a1 6e«]Ian«oua 

Insurance   on   eiBfloye** 

Depreciation 

Stationery,    printing   and   offle*   9um11«s 

Ketrvlenance  of  motor  ▼ebieles 

HI  seel  1 anaovs   supplied   end  expens* 

Postage 

Telephone   and    telegT%ph 

Obeole6e«nce 

Proreealoral    servleea 

Dues 

Contribution* 

Lnt«rtAina»nt 

Bnd  debta 

Bonus 

Collection  avftwna* 

A«nl    ealnte  -vnint^nuMM 

Oenth  benefit   pnjeiant* 


Total  AdalAlatraUva  Qxp«n«aa 

Lasst   Molr  latrative  burd«n  r«li«vad 


$     47,675.00 

9St.90 

2,433.7* 

7,290a7 

464.69 

787,85 

?,M9.51 

10,362.75 

4,483.01 

2,860.83 

1,666.67 

4,325.63 

45.36 

5,266.61 

5,6«4.15 

19,862.00 

472.U 

9,000.00 

80,474.C9 

296.77 

2,442.83 

8,700.00 

226.11 

I  279,192.89 
I  239,655.60 
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Schedule  "J" 


HOLLY  MANUFACTURING  CCMPANT 
SCHEDUIE  OF  ENGINEERING  EXPENSES 
FOR  THE  YEAR  ENDED  DECEMBER  31,  1952 


SUarlM  *     52,7C».75 

TniTvllii?  •xpmmm  ^12.52 

PuTrell  t«»r»  1,261.79 

iBavnae*  ««  trnplof—M  ^71, 19 

OTEftlBi;  sappli**  and  «xp«M«  1,003.11 

Cw  ■llM««  ^5^.30 

MlwalUaeaQS  nippU^s  «nd  «ErTwaa«  2,979.06 

rrefMslonal  wrpcD—  _!» ^??>ZL 

Total  •ngisMrlng  •xp«n*«  60,762,45 

Lmsi  tmgJMfur^ng  fa«rd«n  r«liev«d  7,7^6.01 

l«t   SBglBMrlBg   LzpMM  *      53,016.^ 
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HOLLY  MANUFACTUBING  COMPANY 
PROFIT  AND  LOSS  STATEMENT 
FOR  THE  YEAR  ENDED  DECEMBER  31.  1953 


Exhibit  -B' 


Percent 
to  Sales 


Sales 


Dealers,  California  $  2,324,243.47  71.8 

Jobbers,  California  296,479.13  9.2 

Jobbers,  Interstate  667.810.62  20.6 

$  3,288,533,22  101.6 

Less:  Discounts  allowed  53 ,602. 79  1 .6 

Net  sales  $  3,234,930.43   100.0 

Cost  of  goods  sold 


Standard  cost 

(Schedule  "1")  $ 

Freight  in 
Purchase  variation 
Material  usage 

variation 
Manufacturing  cost 

variation 
Finished  goods  inventory 

corrections 
Outside  labor  variation 

Total  cost  of  goods  sold 

Gross  profit 

Expenses 
Selling    (Schedule  "3") 
Administrative  "      "4") 
Engineering(Schedule  **5"  ) 


013 

30 

112 

907.22 
912,42 
538.04 

62.2 

.9 

3,5 

9 

688,33 

.3 

109 

158.62 

3.4 

1 
5 

498.94) 
165.62 

,2 

$ 

2.279 

871 

.31 

70.5 

.$ 

955 

059 

.12 

29.5 

245 

254 

65 

070.27 
748.10 
593.27 

7.6 
7.9 
2.0 

565 

411 

64 

17.5 

Total  operating  expenses 
Net  operating  profit  $    389,647.48   12,0 

Other  income  and  exp  ense 


Discounts  earned  10,683.84 

Interest  earned  6,883.46 

Rents  received  150.00 

Holly-Coleman  joint  venture 

Miscellaneous  7. 13 

$  60,024.10 
Interest  paid  (   2.444.02)       57.580,08    i^8 

Net  profit  before  taxes  $    447,227.56   13.8 

California  franchise  tax  ^    22.993.77         ^7 

$  42^,233.79         13.1 
Prcndsion  for  Federal    income 

and  excess  profits  tax  229,112.39  7.1 

Net  profit  after  taxes  $  195,121.^0  6.0 
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Schedule  "1" 


HOLLY  MANUFACTURING  COMPANY 

STATEMENT  OF  COST  OF  GOODS  SOLD 

FOB  THE  YEAB  ENDED  DECEMBER  31,  1953 

Inventory  of  finished  goods,  January  1,  1953  $    73,098, 

Cost  of  Goods  Manufactured 
Inventory,  January  1,  1953 

Raw  Materials  $193,011.00 

Work  in  process  125.327.00  $  318,338.00 

Purchases  at  standard  1,861,810.76 

Manufacturing  expense 

(Schedule  "2")  $829,954.66 

Less:   Manufacturing  cost 

variation  (109,327.80) 

Adjustments  to  standard 

and  physical  inventory      (   2.434.03)   718.192.83 

2,898,341.59 
Less:   Inventories, 

December  31,  1953 
Raw  Materials  $339,828.22 

Work  in  process  91.888.80    431.717.02 

Cost  of  goods  manu- 

factured  2.466,624 

Purchases  of  finished  goods  1,785 

Finished  goods  inventory 

variance 

Hark  up  of  finished  goods 

Merchandise  given  away 


1,498, 

414, 

(      378 


$  2,543,043. 

Less  inventory  of  finished  goods,  December  31,  1953       529. 135, 

Cost  of  goods  sold  $  2.013.907, 
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Schedule  "2' 


HOLLY  MANUFACTURING  COMPANY 

MANUFACTURING  EXPENSES 

FOR  THE  YEAR  ENDED  DECEMBER  31.  1953 


Supervision  $  100,676.13 

Labor  675.178,06 

Payroll  taxes  15,843.88 

Utilities  13,850.28 

Shop  supplies  7,456.65 

Taxes  25,019.71 

Insurance,  general  2,553.83 

Insurance  on  employees  21,664.95 

Depreciation  56,433.06 

Amortization  of  A.  C.  A.  approval  492.08 

Maintenance  of  motor  vehicles  2,711.96 

Rental  of  equipment  11,036.04 

Subcontracted  labor  664.32 

Production  supplies  13,422.74 

Miscellaneous  shop  expense  1,131.56 

Production  tools  6,538.75 

Obsolesence  11,487.82 

Perishable  tools  13,588.43 

Material  handling  13,951.67 

Janitor  supplies  2,420.05 

Manufacturingservice  412.35 

Employee  relations  4  297.28 

Employee  recreation  fund  1,170.59 

Advertising,  employment  2,580.64 

Office  supplies  and  printing  1,228.80 

Traveling  expenses  777.32 

Supplies  for  employees                        (  29.39) 

Maintenance  of  buildings  and  area  10,669.42 

Maintenance  of  production  tools  5,136.01 

Maintenance  of  machinery  and  equipment  12,510.17 

Maintenance  of  perishable  tools  5,757.67 

Maintenance  of  material  handling  equipment  1,509.59 

Maintenance  of  service  machinery  12,317.18 

^ent  3!424°40 

Total  manufacturing  expense  $1 , 057 , 884 „ 00 

Less:   Manufacturing  burden  relieved  227.929.34 

Net  manufacturing  expense  $   829.954.66 
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3eh«tul«  •y 


HOLLY     MANUFACTURING  COMPANY 

SELLING  EXPENSES 
FOR  THE  YEAR  ENDED  DECEMBER     31,     1953 


SaLuiM  %     ao,36u*57 

9«rTie«  wUriM  11,336.15 

Mamifiicturtr's  a^;«nt«*   coaniaalons  36*141.31 

Trawl  •jqpsrtSQ  6,666.CX. 

F»/r<Jli  Ua»«  1,4U0.% 

lB«aranc«,   K«n*nLl  4<»9.32 

In»ux«o««  on  ■^.iloy—  1,239.11 

Depreciation  on  motor  vehicles  1,072.32 

Car  mileage  8,802.03 

Prlnt«(i  ln«ructlorv«  3,781.90 

|llse«lJUn*oua  •uppULva  and  aocpan**  1,200.00 

Talsptioo*  and  tel«£r»pi)  ^*  730.3^ 

t>n^  l,U2.>y0 

EntMlAinMnt  5,  33  S.  19 

t(«turn  aalM  •dJustMnt  «,67o.8« 

a«rvie«  ttvwl  «arp«na«  >, 90^.47 

Proutlon  -  Ut«i%tur«  •net  po^Ug©  13,032.32 

ProaPtlon  -  oentMla,  •>«>««•  •!¥!  convantions  7,307.b6 

Praa»il«n  -  rialtora  to  pUnt  1,217.2? 

Pron»tlon  -  dlspik/s  ano  miacvllMMOus  (.,lz.9.W 

AdvwtlslAt^  -  ai.r«ct  2l,/«».63 

Adwt icing  -  ooop«»tlv«  12, La. 97 

Ktfmt^iMlnt.  -  tol«phon«  lUtlnf  ._Jit.P5L»-2*.. 


$*k;^ 


X>7D*22 
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9«h«tf«l«  %" 


HOLLY  MANUFACTURING  COMPANY 
ADMINISTRATIVE  EXPENSES 
FOR  THE  YEAR  ENDED  DECEMBER  31,  1953 


SftlArLes   -   oil leers 
5*lArle«  -   ^•n«r«l  offic* 

Payroll  t«xc0 

Itx^e   -   f«n«i*al 

Imivirance    ■   iBlac«Jl.an*ou« 

Inaumnca  or   mmploy^mm 

D«pr«ciAtion 

3tAtior«i7',    printing  and  office  atippllea 

Kaijit«Manc«  of  motor  y*hicl«« 

KiscciLlAn^oua    auppll««  an^  sxpsnaa 

Poatag* 

T«lcphor.«  AnA  talofraph 

•baol*«caric« 

Profoaaional   aorvlcaa 

Dumm 

ContrlbuWlonB 

£nV«rt«.u»a«nt 

Bad  debtii 

Boruses 

Collection   fxp«n«e 

ft«al  vatat*  mAiAt«nanc« 

Implo/er  lAc&la 

fotal  adBiinialrativ*  axpanaaa 

U«aai   Adninlatr»tiw  burden  raliavat) 

Net  adioiniatratlva  axpanaa 


7   $o,oa).oo 

573-30 

2,8t3«QB 
1,5I6.I1 

9,t92.t3 

2,f3B,n 

2,aoMi 

4,729.93 

HI..  95 
I8»290.2l 

3,437.34 

275.n 

9«000<00 

64,7U.42 

2a«:tt 

i  31««^?9.34 

64.on.a^ 
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Schedule  "5' 


HOLLY  MANUFACTURING  COMPANY 

ENGINEERING  EXPENSES 

FOR  THE  YEAR  ENDED  DECEMBER  31,  1953 


Salaries  $  73.505.38 

Traveling  expenses  439.08 

Payroll  taxes  1,032,89 

Insurance  on  employees  945,50 

Drafting  supplies  and  expense  1,517,45 

Car  mileage  314.13 

Miscellaneous  supplies  and  expense  3,051,11 

Professional  expenses  278.00 

A,  Co  A.  inspection  2.391.95 

Total  engineering  expense  $  83,475,79 

Less:   Engineering  burden  relieved  17. 882 .52 

Net  engineering  expense  $  65 . 593 , 27 
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Ixhiblt  «9* 


HOLLI  MAJTOFACnmiNG  COMPAMT 

PROI'IT  kKD  LCaa  STATEKEJIT 

FOR  na  JLAR  ENDED  DECEMBER  31.    1954 


J»l— 

D«Al*r«( 
Jobb«rs , 
Jobb«r« , 


California 
California 
Intarctat* 


L«sat   Diacounta 
Nat  aalaa 


allowad 


Qro»> 

3,02O,l«9.52 

225,080.57 

611.663.65 

I  l.as6.953."7l 


Batuma 
Rabat 0  and 
Allowancaa 

I  123,793.93 
22,606.43 


Co*t  of  Goo<la  Sold 

Standard  coat    (Schadula  "l") 
freight  in 
Purchaaa  rariation 
Natarial  uaaga  Tariation 
Manufacturing  coat  rarlation 
Finiahad  gooda  InrantorT-  correctlona 
Outaida  labor  rariatlon 
Ratumad  aatarial  rarianca 
Inrantory  ahrinkaga 
Product  liability 
Pralflit  out 

Total  coat  of  gooda  aold 

Qroaa  profit 

Sailing  (Schadula  "3") 

Aduiniatratire  (Schadvila  "4") 

Ehginaaring  (Schadula  "5") 

Total  op«z*ating  ajq;>«naea 

Net  operating  profit 

Other  IncoBie  and  Eatpenaa 
Diacounta  earned 
Intereat  earned 
Diridenda  earned 
Ranta  receired 
HoUj-ColMun  Joint  ranture 
Miacellaneoua  inc 


Met 

2,896,395.59 
202,472.14 

-^ P«954.21 

>  2^&.m.6Q     »  3,^20,821.94 


I  2,205,a9.45 

32,715.65 

256.36 

3,006.31 

131,466.31 

170.74 

129.93 

5,379.36 

15,922.27 

2,059.78 

11,445.66 


Intereat  paid 
Adjuatnent  axpenae 

Net  profit  before  taxea 

California  Pranchiae  tax 

Provision  for  Federal  inccne  tax 
Net  profit  after  taxea 


I      305,396.60 

286,757.18 


8,833.90 

303.56 

8.75 

120.00 

34,161.11 

43,3^!Ae 


»  3.568,055.97 


I  1,160,082.13 


I      a9,4U.76 


( 


4,634.80) 


(     160.000.00)     ( 
I 


iaOi72?t72) 

29e,709.0(» 

17.689.10 
280,819.94 

USLi233skk 
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HOLLT  MANUFACTURIUG  COMPANT 

STATEMENT  OF  COST  OF  GOODS  SOLD 

FXK  THE  IXAE  ENDED  DECEMBER  31.    1VV» 


Iirr«tor7  of  finished  gotyXm,   Jtnuurj  1,   19^^  ♦       529,135.93 

Coat  of  Ooods  Manufactured 
InT«ntor7>  January  1,  1954 

Baw  materlala  I  339,828.22 

Work  In  procaa.  91.888.80     >       431,717.02 

Purchasea  at  itandapd  1,740,804.82 

Manufacturing  axpanaa   (Schedula  "2")  724,403.10 

Laaai  Manufacturing  coat  variation  (     134,562.35) 

Adjuatavits  to  standard  and  phgrsical  inrrantory              (       16,022.27) 

Utad  for  di»pla7a  and  adrartlaing  (             840.47) 

MatarUl  acrappwl  (         3.033.88) 

I  2,742,465.97 
Laaat   Inrantorl aa,  Dacenber  31,  1954 

Raw  matarlala  I  351.566.10 

Work  in  procaaa  113,793.75 

Ratumad  aatarial  2,067.02 

Marchandlae  In  tranait  22.386.62  489.813.49 

Coat  of  gooda  ■anufactur^l  2,252,652.48 

Purchaaaa  of  finiahad  gooda                                                                                                ^'^'ft 
Plniahad  gooda  Inrantory  Tarlanca  ^ ^i"*'^ 

I  2,783,246.15 
Laaai      Inrantory  of  finished   gooda,    December  31,    1954  — ^77,826.70 

Coat  of  gooda  sold  *  itt^Qhii^i tki 
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HOLLY  MiUIUTACTL'RUK;  COMPiUrr 
MAJIU7ACTURIM3  EZPSOKS 

poe  na  rxAR  emukd  dbcikskr  31,  i?5a 


8up«-rl*lon  |        91,506.10 

Ubor  U5.992.65 

Pa/roll  tajus  13,054.62 

DtnitlM  14,402.81 

Shop  wpplle*  4,831.30 

T*»«  33,5«4.46 

Insvr«nc«,  gansral  3,337.02 

Inauranc*  or  Mqtlojr***  19,243.55 

D«pr«cUtlor  61,658.88 

B«tt  15,188.55 

IUlnt«nane«  of  aotor  rvhicle*  2,375.68 

RantAl  of  •qvlpMTit  10,943.77 

Production  axipplics  10,291,10 

lll8c«llan«oiaa  shop  «xp«ns«  377.76 

Obaol«ac«nc«  957.98 

ParlBhabl*  toola  12,121.05 

lUtorial  bandllnf  9,602.30 

Janitor  avppllaa  2,165.25 

Baplorac  ralatlona  3,491.00 

ftiploTw  r«cr«atloD  fwid  2,192.66 

Adrartlalnf,   ■aploTaant  673.50 

Office  ai9pll«a  and  printing  1,256.87 

Trarelinf  «xpaD«««  513.75 

ftippliaa  for  M^tiliiiaiia                                                                                             (  40.73) 

Nalstanane*  of  bnlldln^  and  ar«a  2,932*30 

Nalntenanca  of  ■achln«r7  and  etiuipaant  8,127.35 

Nalntananca  of  parlshabla  toola  2,760.20 

Nalntanance  of  aatarial  handling  aqulpaant  1,875.24 

Naintmance  of  ■•rrica  ■aehinaiy  4,726.24 

Nanuf  act  urine  •i^  50.90 

Total  ■anvfacturlnx  sxpanaa  |      780,274.11 

Laaai  HanuXactvrlnf  bardan  i^liarrad  55.871.01 

Mat  aanttfacturlnc  axpanaa  |      T^LJtBlsiA 
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Schedule  "3" 


HOLLT  MANUFACnJRINO  COMPANY 

SELLING  £XJ^>1SES 

FOR  THE  TEAB  ENDED  DECEMBER  31.  1954 


a^lTi.—  »  127,360.69 

Sarrlce  saIatImi  and  wag«s  3,957.02 

Manuf acturvr* 8  agsnts'  cotonlssions  2J,7U2»l*B 

Tr«T«l  axpvia*  18,186.54 

Payroll  taxes  2,324.00 

Inauranev,  g«n«ral  448.16 

Iii««r«nc0  on  aiploTves  2,662.91 

D«pr«eiatlon  on  notor  rehlclee  1,359.90 

Car  alleac*  12,987.66 

Transportation  expense,  other  5,512.27 

Printed  instnictlons  .''67.50 

Mlseellaneoua  st^plies  %nd  expense  1,584*69 

Telephone  and  telegraph  11,220.26 

Does  1.221.09 

ftttertslnnent  2,178.52 

Bistttm  sales  adjustment  14*70 

S«»rlce  trayel  expense  73*41 

ProBotion  -  literature  and  postage  18,578.09 

Promotion  -  contests,  shows  and  conrentlons  6,559*11 

Pronotioh  -  risltore  to  plant  2,320.19 

Proaotlon  -  campaign  3,271.82 

ProBMtlon  -  displa/a  and  miscellaneous  8,798.12 

Adrertlslng  -  direct  32,438*57 

Adrertislng  -  cooperative  9,707.82 

Adrertlslng  -  telephone  Ustlng  8.621.06 

Total  selling  expenses  •  -^0^.196.^ 
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HOLLT  MANTJFACTDRING  COMPANY 
ADMINISTRATIVE  EXPENSES 
FOR  THE  IffiAR  ENDED  DECEMBER  31,  1954. 


Salaries  -  offie^ra 

Salariea  -   general    of fire 

Trarel  (upenaee 

PajTDll  taxtis 

Licensee 

Taxes,  general 

Ins\irarice,  mlBcallsneous 

Insurance  of  enplo/eea 

Depreciation 

Stationery,  printing  and  offie«  auppliea 

Mainteniince  of  motor  rehicles 

Miacellatieous  suppllea  and  expenae 

Postage 

Telephone  and  telegrmph 

Profeacional  services 

Dues 

Contributions 

SntertainLient 

Bad  debts 

fionusuB 

Collection  expense 

Raal  estate  maintenance 

Bq>lo7'ee  neals 

Total  administrative  expenB«e 

Lessi      Admljiistrative  burden  reliered 

Net  administratiTe  expense 


I    54,840.00 

101»403.LI» 

1,202.95 

2,687.31 

221.24 

3,740.71 

3,867.49 

2,473.49 

7,542.38 

8,651.84 

4,951.04 

2,818.50 

2,467.12 

5,420.02 

31,144.26 

5,699.70 

3,6U.05 

242.56 

6,750.00 

66,a9.77 

869.U 

530.47 

^Al 

♦  317,838.82 
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nOLLT  KAHUFACTORING  COKPAJfT 
ENQIHCESIVC  XXPKNSES 
FOB  THI  J3UJL  XMIXD  D£CKKBKR  yi,   1954 


8AUri«i  ♦  "^'Ss'w 

Inauranc*  on  enplor»ea  i   ooi'go 

Dr»ilin«  »upi»li««  and  axpanae  lair^ 

Car  mileage  ^f '^J 

|ll»c«llan«o«a   suppllaa  and   expnnae  l    ^*M 

A.  0.   A.   Inspection  iJ'wJ  « 

Tbola  and  tooling  ecjulpBent  iyiVm 

Tooling  maintenance  and  materiala  — ?i-Mtrff^ 

Total  engineering  axp«iae  »  ^^^'^'m 

Less:  Ihgineering  burden  r«lia»«l  — o^i^.s/x 

Net  engineering  expense  >  ^t6lilfllW 
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No.  16141 
IN  THE 

United  States  Court  of  Appeals 

FOR  THE  NINTH  CIRCUIT 


The  Coleman  Company,  Inc.,  a  corporation, 

Appellant, 
vs. 
Holly  Manufacturing  Company,  a  corporation, 

Appellee. 


REPLY   BRIEF   OF   DEFENDANT-APPELLANT 
THE  COLEMAN  COMPANY,  INC. 


A  comparison  of  the  topical  indices  of  Coleman's  open- 
ing brief  and  Holly's  brief  will  reveal  that  instead  of  at- 
tempting a  straightforward  reply  to  Coleman's  contentions 
(seriatum  or  otherwise),  Holly's  brief  is  largely  devoted 
to  a  shotgun  presentation  of  its  own  contentions  and  ac- 
cusations. Coleman's  reply  is  further  burdened  by  the 
fact  that  Holly  now  denies,  in  this  Court,  matters  which 
it  did  not  and  could  not  deny  in  the  court  below.  For 
these  reasons,  it  has  been  necessary  to  expand  the  usual 
scope  of  a  reply  brief  and  to  spell  out  from  the  record 
previously  undenied  facts.  At  the  same  time,  it  is  utterly 
impossible,  even  within  the  liberal  enlargement  accorded 
us  by  this  Court,  to  cover  all  of  the  numerous  contentions 
advanced  in  Holly's  brief.  Instead,  we  have  been  forced 
to  select  Holly's  principal  arguments — those  which  should 
prove  determinative  of  this  appeal — and  to  confine  this 
brief  to  a  refutation  thereof. 
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One  further  introductory  note  is  in  order.  All  Holly 
need  do  to  sustain  the  judgment  below  is  to  direct  atten- 
tion, when  it  can,  to  evidence  which  supports  it.  It  does 
not  do  so  by  denunciation  of  Coleman  and  its  counsel. 
Coleman  has  not  repeatedly  changed  counsel  as  Holly  ir- 
relevantly charges.  Save  for  the  employment  of  special 
Washington,  D.  C.  counsel  to  assist  in  the  former  cer- 
tiorari proceedings,  there  has  been  but  a  single  change  in 
counsel,  occurring  when  the  undersigned  were  substituted 
for  Messrs.  Lyon  and  Lyon.  Mr.  Tilton  is  a  partner  of 
Mr.  Dawson's  in  the  firm  which  was  Coleman's  patent 
counsel  for  many  years  before  this  Htigation,  and  still  is. 
The  firm  of  Foulton,  Siefkin,  Schoeppel,  Bartlett  &  Pow- 
ers has  been  Coleman's  general  counsel  since  its  incorpo- 
ration, and  still  is.  Coleman  appears  in  this  Court  in  the 
firm  beHef  that  it  is  the  victim  of  a  miscarriage  of  jus- 
tice, and  stands  upon  the  record  as  to  whether  it  has 
grounds  for  relief  here  or  whether  it  is,  as  Holly  main- 
tains, pursuing  a  frivolous  appeal  to  vex  and  delay. 

SUMMARY    OF    HOLLY'S    CHIEF    ARGUMENTS,    AND 
REPLY  THERETO. 

1.     Claim  That  Coleman  Seeks  to  "Retry  the  Whole 

Case." 

Coleman  has  conceded  as  clearly  as  possible  that  it  is 
not  entitled  to  a  readjudication  of  the  issue  of  infringe- 
ment (Op.  Br.  pp.  2,  10).  But  after  that  adjudication 
three  new  issues  arose,  not  previously  before  any  court, 
and  now  presented  by  this  appeal:  (1)  did  Coleman's 
modified  heater  infringe  so  that  Coleman  was  in  contempt, 
(2)  what  damage  did  Holly  suffer  or  to  what  royalty 
was  it  entitled,  and  (3)  did  Coleman  act  in  bad  faith? 
On  the  trial  of  each,  the  question  of  what  Coleman  did, 
other  than  to  infringe,  was  necessarily  triable  and  to  be 
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decided.  In  the  process,  factual  errors  in  the  original 
evidence  could  not  be  concealed  but  had  to  be  considered, 
not  to  undo  the  adjudication  which  had  been  made  but 
to  decide  the  new  questions  before  the  Court. 

2.     Holly's  Denial  That  Its  Original  Evidence  Was 
Proved  to  Have  Been  Mistaken. 

It  was  a  proved  and  uncontested  fact  at  the  contempt 
and  accounting  trials  that  Holly's  original  evidence  that 
Coleman's  economizers  used  from  23%  to  57>^%  of  in- 
fringing air  was  grossly  erroneous  (Op.  Br.  p.  9  et  seq.; 
p.  47  et  seq.).  Holly's  present  and  belated  denial  of  this 
revelation,  which  denial  was  not  made  in  the  Trial  Court, 
is  made  either  because  the  writer  of  Holly's  brief,  being 
an  attorney  who  was  not  present  when  the  truth  was 
shown,  has  misread  the  record,  or  because  Holly  must  by 
some  means  persuade  this  Court  to  overlook  it.  Holly 
must  do  this  because  the  evidence  it  originally  introduced 
as  to  the  functioning  of  Coleman  s  heater  is  all  the  evi- 
dence it  ever  introduced  on  that  subject.  After  the  over- 
looked air  passage  was  revealed  it  was  no  longer  possible 
for  Holly  to  show  that  Coleman  utilized  any  appreciable 
quantity  of  infringing  air,  and  Holly  must  stand  or  fall 
on  the  evidence  it  had  already  given  before  Coleman  ex- 
posed the  error.  Thereafter  Coleman's  heater  could  no 
longer  be  made  to  yield  the  kind  of  data  by  which  Holly 
originally  prevailed. 

Because  of  the  baseless  denial  now  made,  it  is  necessary 
to  spell  out  the  facts  from  the  record,  with  reference  also 
to  the  different  kind  of  response  Holly  made  in  the  Trial 
Court  when  the  truth  was  shown. 

As  previously  quoted  (Op.  Br.  pp.  47-50)  Holly's  ori- 
ginal evidence,  given  by  Mr.  Landsberg,  assumed  that 
there  were  only  two  sources  of  economizer  air,  one  in- 


fringing  and  the  other  non-infringing.  By  deducting  the 
latter  from  the  total,  he  thought  he  had  found  the  volume 
of  infringing  air.  If  there  was  another  source  of  non- 
infringing air,  overlooked,  Landsberg's  conclusion  was 
inevitably  invaHdated,  as  he  admitted — not  in  the  qualified 
sense  suggested  by  Holly's  partial  and  misleading  quota- 
tion (Br.  p.  22),  but  absolutely} 

There  was  such  an  overlooked  source.  Holly  admits 
that  it  was  referred  to  as  "brown"  air  (Br.  p.  81).^  The 
"brown"  air  traveled  inside  the  lower  box  [R.  503]  and 
was  therefore  non-infringing.  The  volume  of  that  air 
which  reached  the  economizer  was  visually  demonstrated 
under  circumstances  precluding  Holly's  now  attempted  de- 
nial. Before  the  demonstration  was  made  by  means  of 
smoke  wands  applied  by  Alwin  Newton,  a  Coleman  vice- 
president,  the  Court  announced  that  if  Newton  said  he 
saw  something  which  was  disputed,  the  dispute  should  be 
noted.* 

Holly's  technical  advisor  and  inventor,  Mr.  Hollings- 
worth,  was  present  and  made  numerous  comments  as  the 


^In  the  very  next  question  and  answer  following  Holly's  partial 
quotation,  Landsberg  admitted  that  his  conclusion  would  be  com- 
pletely nullified  by  the  existence  of  another,  overlooked  air  passage, 
and  that  he  would  not  be  able  to  tell  at  all  where  the  air  came  from 
[R.  558-559;  Op.  Br.  49-50] 

2Holly  there  says  that  it  was  "brown"  and  "green"  air,  but  Cole- 
man has  never  relied  upon  the  "green". 

3"The  Court:  If  Mr.  Newton  says  he  sees  something  that  you 
gentlemen  dispute  his  seeing,  or  at  least  you  don't  see  it,  you  may  so 
indicate  on  the  record  at  the  time. 

"Mr.  Stanbury :     Fine.     I  would  appreciate  that. 

"Mr.  Christie  [representing  Holly]  :  Since  Mr.  Hollingsworth  is 
probably  more  familiar  than  the  rest  of  us,  would  it  be  all  right  if 
Mr.  Hollingsworth  interjects  a  comment  as  we  go  along  if  he  sees 
anything  that  he  differs  with? 

"Mr.  Stanbury:  I  certainly  don't  object.  I  wish  he  would." 
[R.  599-600]. 
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smoke  was  emitted  from  the  economizer,   first  with  the 
modifying  chute  installed  and  thereafter  without  it. 

With  the  chute  installed,  Newton  described  the  volume 
of  "brown,"  non-infringing,  air  as  being  between  three 
and  four  times  as  great  as  that  of  the  "pink,"  infringing, 
air  [R.  605,  603-605].  This  was  as  the  Court  watched, 
and  Rollings  worth  made  no  comment.  This  large  volume 
of  non-infringing  air  was  erroneously  included  in  the 
Landsberg  computation  of  infringing  air  because  he  did 
not  know  of  the  passage.* 

Without  the  chute,  and  thus  with  the  heater  in  its  ori- 
ginal, unmodified  condition,  there  was  at  least  as  much 
air  passing  into  the  economizer  through  this  non-infring- 
ing "brown"  passage  as  through  the  infringing  "pink" 
passage  [R.  631-633].  Thus  at  least  as  much  non-infring- 
ing as  infringing  air  had  erroneously  been  included  in 
Landsberg's  original  and  basic  computations,  as  appears 
below:  with  the  smoke  in  the  "brown"  channel,  Newton 
claimed  that  there  was  more  air  passing  through  it  than 
through  the  "pink,"  but  Rollings  worth  disagreed,  stating 
that  he  would  not  agree  that  the  "brown"  was  more  than 
the  "pink."     The  demonstration  was  repeated.    Then: 

The  Court:  What  is  your  comment,  Mr.  Hollings- 
worth  ? 

Mr.  HoUingsworth :  I  see  no  visible  difference 
between  the  amount  of  smoke  emitting  now  [smoke 
in  "pink"  area]  as  compared  with  the  last  run  with 
the  wand  in  the  brown  area  [R.  634]. 

This  admission  that  the  volume  of  "brown"  air  was 
equal  to  the  volume  of  "pink"  air,  and  the  prior  admission 


^R.  31-33,  affidavit  on  contempt  hearing,  in  which  he  says  he  made 
same  test  as  previously. 


by  silence  that  with  the  chute  installed  the  volume  of  the 
"brown"  air  exceeded  the  *'pink"  by  three  or  four  times, 
are  in  strange  contrast  with  Holly's  present  attempt  to 
deny  that  there  had  been  any  error  or  oversight  at  all. 

It  is  also  significant  to  note  what  Holly  said  about  these 
demonstrations  while  Holly  was  still  before  the  Trial 
Court.  The  very  next  morning  Mr.  Christie  argued  in 
its  behalf  [R.  698  et  seq.].  There  was  no  denial,  then, 
that  the  "brown"  air  passage  had  been  overlooked.  His 
comment  was  only  that  there  could  not  be  much  importance 
to  the  passage  because  Coleman  had  not  mentioned  it 
before,  either  at  the  trial  or  on  motion  for  new  trial 
[R.  707-709]. 

But  Holly's  oversight,  with  or  without  Coleman's  fail- 
ure to  demonstrate  it,  does  not  alter  the  physical  fact 
that  the  air  passage  does  exist  and  that  it  thus  upsets 
Holly's  earher  calculations.  Nor  can  this  physical  fact 
be  affected  by  the  fact  that,  as  argued  in  Holly's  brief 
(22),  Mr.  Kice,  representing  Coleman  at  the  original 
trial,  stated  there  was  no  passage  corresponding  with  the 
"brown."  A  new  issue,  never  previously  before  the  court, 
was  being  tried  at  the  time  this  disclosure  of  the  truth 
occurred:    Did  Coleman's  modified  device  infringe? 

Following  Mr.  Christie's  argument,  counsel  for  Coleman 
argued  and  characterized  the  demonstration  as  having 
been  completely  destructive  of  the  Landsberg  data,  sum- 
marizing the  latter  as  "absolutely  farcical"  [R.  748-749]. 
Although  Mr.  Christie  replied  immediately,  he  did  not 
attempt  to  refute  Coleman's  contention;  in  fact,  he  made 
no  reference  whatever  to  the  Landsberg  testimony  [R. 
760  et  seq.]. 

In  argument  of  an  objection  by  Holly  to  the  receipt 
of   evidence   at  the  accounting   trial   before   the    Special 
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Master,  as  to  the  contribution,  if  any,  of  Holly's  air  to 
the    Coleman    heater,    Coleman's    counsel    said 

".  .  .  the  original  decision  was  based  upon  data 
which  is  now  known  to  be  sadly  erroneous,  and, 
according  to  undisputed  testimony — if  there  is  any 
contradiction  the  plaintiff  can  introduce  it,  but  up  to 
now  it  hasn't  been  introduced  at  all — it  was  on  data 
that  was  mistaken  because  the  inside  source  of  non- 
infringing air  was  overlooked  by  both  sides,  and  the 
formula  used  by  Mr.  Landsberg  included  non-in- 
fringing  air    with   the    infringing   air"    [R.    1506]. 

No  such  evidence  was  offered  by  plaintiff,  and  in  the  final 
argument  before  the  Special  Master  Mr.  Hoegh,  then  ar- 
guing for  Holly,  passed  over  the  matter  lightly  with  the 
comment  that  "if  there  were  any  errors  that  could  have 
crept  into  that"  (the  original)  "proceeding,  I  am  sure 
that  Mr.  Newton  would  have  caught  them  at  that  time" 
[R.  1847].  (But  Mr.  Newton  did  not  participate  in  the 
original  trial). 

Nowhere  in  any  of  Holly's  written  or  oral  argument 
in  the  Trial  Court  was  there  any  suggestion  of  the  type 
of  denial  which  Holly  now  makes  in  the  evident  beUef 
that  the  relative  remoteness  of  an  appellate  court,  and  the 
indirectness  of  a  printed  record,  gives  it  immunity  or  will 
make  it  difficult  for  Coleman  to  show  the  truth. 

Holly  now  repeatedly  asserts  that  the  Trial  Court  saw 
the  demonstration  and  disregarded  it.  The  opposite  is 
true.  Although  every  other  finding  of  fact  was  adverse 
to  Coleman,  this  one  was  not.  Whereas  the  Court  had 
previously  found  that  from  23%  upward  of  the  air  in  the 
economizers  was  infringing  air,  it  concluded  after  receiv- 
ing visual  evidence  to  the  contrary  that  20%  of  the  air 
was  a  combination  of  ''brown,  green  and  pink"  air,  and 


that  the  question  was  what  part  of  this  mere  ''one-fifth'' 
of  the  economizer's  air  was  infringing  [R.  734,  766]. 

The  record  fortunately  enables  us  to  go  much  further 
than  this.  In  final  refutation  of  Holly's  baseless  denial 
that  its  previous  evidence  was  shown  to  be  erroneous,  and 
of  its  false  and  inconsistent  claim  that  after  witnessing 
the  demonstration  of  the  error  the  Trial  Court  dismissed  it 
from  consideration,  the  truth  is  that  the  following  oc- 
curred : 

Coleman's   counsel:      There   is   absolutely   no  evi- 
dence in  this  record  as  to  how  much  pink  air  or  in- 
fringing air  there  is  in  the  economizer  except  that  it 
does  not  exceed  three  per  cent. 
The  Court:     /  guessed  six. 

Mr.  Stanbury:  You  guessed  six.  That's  remark- 
ably close.  Your  Honor.  At  the  time  the  court  guessed 
six  I  couldn't  figure  out  where  that  six  came  from. 
But  its  remarkably  close  for  an  ofifhand  calculation 
because  data  was  not  in  Mr.  Landsberg's  testimony 
[R.  1865]. 

Contrast  this  zvith  Holly's  present  position.  When  it 
was  before  the  Trial  Court,  which  had  itself  witnessed 
the  expose  which  Holly  now  denies  ever  occurred,  it  did 
not  deny  that  it  had  occurred.  Nor  did  it  pretend,  as  it 
now  does,  that  the  Trial  Court  had  seen  and  dismissed 
Coleman's  demonstration  as  of  no  consequence.  In  the 
argument  made  by  Holly's  counsel  immediately  following 
the  foregoing  significant  comment  of  the  Trial  Court  [ar- 
gument commencing  at  R.  1996]  there  was  no  denial  or 
dispute  of  what  had  happened,  since  the  Trial  Court,  un- 
like this  one,  had  seen  what  had  happened. 

Also,  Holly  argues  here  that  after  the  disclosure  of  the 
previously  overlooked  passage  Landsberg  made  more  tests 
allegedly  still  showing  that  an  important  volume  of  in- 
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fringing  air  was  utilized.  This  claim,  also  disproved  by 
the  record,  is  discussed  in  the  following  section.  But 
relevant  here  is  the  fact  that  in  making  later  tests  Lands- 
berg  taped  shut  the  "brown"  passage.^  If,  as  Holly 
belatedly  claims,  there  was  no  such  passage,  how  did 
Landsberg  close  it?  If  there  remains  in  the  mind  of  this 
Court  any  question  that  Holly  may  be  correct  in  now 
denying  the  existence  of  this  air  passage,  which  all  of  its 
data  overlooks,  it  can  easily  be  demonstrated  for  the 
Court's  own  observation. 

Lastly,  Holly  repeatedly  attempts  to  make  it  appear  that 
the  new  evidence  was  old  evidence  and  that  the  Trial 
Court  had  considered  and  rejected  it  when  it  found  in- 
fringement (Br.  pp.  24,'  25,  7^,  90-91,  98).  Newton 
is  misleadingly  quoted  as  referring  to  an  old  record  when 
he  testified  as  to  the  percentage  of  air,  and  Coleman's 
counsel  is  quoted  as  stating  that  "this  is  not  new  evidence" 
(Br.  25),  when  it  was  perfectly  clear  that  reference  was 
made  to,  and  only  as  far  back  as,  the  contempt  trial  and 
not  to  the  original  trial.  Needless  to  state,  Holly's  counsel 
did  not  tell  the  Trial  Court,  which  had  seen  it,  that  the 
new  evidence  was  old. 

3.  Claim  That  Landsberg's  New  Tests,  Made  After 
He  Discovered  the  Previously  Overlooked  Air 
Passage,  Also  Showed  a  Substantial  Use  of 
Infringing  Air. 

Holly  now  argues  that  after  Landsberg's  attention  was 
called  to  the  previously  overlooked  passage  he  made  more 
tests  showing  substantially  the  same  results  over  again. 


^R.  647,  referring  to  the  "brown"  area  as  the  "scoop". 

^Where  Holly  says  "the  same  unreliable  smoke  tests  were  pre- 
sented at  the  original  trial.  .  .  ."  No  tests  showing  the  passage 
of  air  through  the  "brown"  area  were  ever  shown  prior  to  the  con- 
tempt hearing. 
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No  such  argument  was  ever  made  in  the  Trial  Court  be- 
cause it  was  there  conceded  that  the  method  Landsberg 
used  invaHdated  his  results.  What  Mr.  Landsberg  did  was 
to  tape  off  the  "brown"  air  passage  (non-infringing  air) 
while  measuring  the  air  flow  in  the  others.  But  ad- 
mittedly (below)  this  cannot  be  done  without  disturbing 
the  air  flows  in  the  heater,  causing  the  air,  or  some  of  it, 
which  would  normally  ascend  the  occluded  passage  to  go  up 
one  of  the  others  through  increased  velocity.  HoUings- 
worth  himself  admitted  this,  although  stating  that  not 
all  of  the  air  would  find  another  passage: 

Mr.  Stanbury:  But  when  you  cut  off  one  source, 
such  as  what  goes  through  the  scoop,  that  quantity 
is  coming  from  somewhere  else  and  made  up  either  in 
velocity  or  volume  or  both,  isn't  it?  It  is  going  to 
come  from  somewhere  else  to  supply  what  used  to 
come  from  the  scoop? 

Mr.  HoUingsworth :  That  is  true,  but  it  will  not 
be  in  direct  proportion  to  the  amount  that  came 
through  the  scoop  in  the  first  place. 

Mr.  Stanbury:     You  say  it  would  not  be? 
Mr.  HoUingsworth:     No.  sir. 
Mr.  Stanbury:     It  might  be  more  or  less? 
Mr.  HoUingsworth:     It  would  always  be  less.  [R. 
674]. 

This  was  clear  to  the  Trial  Court,  which  volunteered 
comment  to  the  same  effect: 

The  Court:  You  close  off  two  of  the  three,  or  one 
of  the  three,  and  /  would  be  very  surprised  if  most 
of  what  ordinarily  goes  through  the  three  zvouldn't 
travel  up  the  tzvo — It  probably  means  that  5/6  of 
the  brown  area  that  normally  would  follow  the  brown 
course  went  up  the  pink  and  green  course.  [R.  752, 
753]. 
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Even  Landsberg  admitted  that  his  new  tests  had  not 
segregated  infringing  from  non-infringing  air: 

Mr.  Stanbury:  In  other  words,  Mr.  Landsberg, 
the  test  that  we  have  witnessed  this  morning^  is  on  ex- 
actly the  same  principle  as  the  tests  you  made  prior 
to  3:00  o'clock  yesterday  afternoon?® 

Mr.  Landsberg:    Yes,  sir. 

Mr.  Stanbury:  You  have  not  segregated  the  brown 
from  the  green  or  the  green  from  the  pink  or  the 
pink  from  the  brown? 

Mr.  Landsberg:     Right.   [R.  684]. 

Landsberg's  own  data  showed  the  result  of  upsetting 
the  air  current.  When  he  taped  shut  the  "brown"  passage, 
the  "pink"  and  "green"  gave  him  a  reading  of  14.4% 
[R.  648-649,  referring  to  the  "brown"  as  the  "scoop 
area"].  But  when  he  left  the  "brown"  passage  open  he 
got  only  15.6%  from  all  three  passages,  a  differential  of 
only  12%  to  be  attributed  to  the  "brown"  [R.  649-650]. 
Contrast  this  with  the  6%  attributed  by  the  Court  to  the 
"brown"  [R.  766]  and  relied  on  in  Holly's  brief  (85). 

(There  is  no  basis  in  the  record  for  the  Court's  apparent 
computation  of  6%  for  the  brown  air.  It  could  have  been 
premised  in  whole  or  in  part  upon  Landsberg's  later  tests, 
for  6%  is  the  difference  between  Landsberg's  14.4%  for 
the  pink  and  green  (above)  and  20% ;  but  it  is  not  known 
whence  the  20%  base  was  derived  since  Landsberg's  total 
for  the  three  passages  was  15.6%  (above),  not  20%. 
But  we  are  not  assuming  that  the  Court,  after  commenting 
upon  the  fact  that  sealing  off  one  passage,  as  Landsberg 
did,  would  cause  the  air  to  seek  one  of  the  other  passages, 


'^The  new  tests, 

^The  old  tests,  now  undeniably  worthless. 
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nevertheless  accepted  Landsberg's  conclusions  as  the  basis 
of  any  computation.  Apparently  what  the  Court  meant 
to  say  was  that  the  ''pink''  infringing  air,  not  the  "brown," 
was  6%,  for  that  is  what  the  Court  later  said  that  it  had 
concluded  [R.  1865].  It  is  immaterial  which,  since  either 
is  entirely  inconsistent  with  Holly's  deceptive  claim  that 
the  Court  considered  and  rejected  the  evidence  showing 
that  the  prior,  radically  different,  calculations  were 
wrong.) 

Landsberg  did  not  make  any  tests,  after  learning  of  the 
"brown"  air  source  and  thus  of  the  true  function  of  the 
heater,  in  which  he  made  any  allowance  for  the  over- 
looked passage  so  as  to  compute  the  quantity  of  infring- 
ing air  in  the  economizers.  The  truth  is  that  thereafter 
Holly  found  it  impossible  to  show  that  a  significant  quan- 
tity of  such  air  existed,  and  necessarily  chose  instead  to 
rely  upon  its  original  data,  pretending  in  the  Trial  Court, 
ostrich  like,  that  the  overlooked  passage  was  unimportant 
merely  because  it  had  once  been  overlooked,  and  here, 
that  no  such  disclosure  was  ever  made. 

4.     Claim  That  Coleman  Acted  in  Bad  Faith. 

Following,  in  the  same  numerical  order,  are  the  items 
Holly  relies  on  to  show  bad  faith  (Br.  pp.  87-97),  set 
forth  here  as  quick  proof  that  there  was  no  bad  faith: 

1.  That  Coleman  "deliberately  copied  the  Holly  heat- 
er." In  support,  Holly  merely  cites  the  opinion  of  this 
Court  delivered  on  the  prior  appeal  when  the  issue  of 
bad  faith  was  not  before  it.  Now  that  the  issue  has  been 
tried,  it  is  known  that  Coleman,  through  Olds,  found  it 
imperative  to  avoid  Holly's  principle,  and  could  not  under- 
stand how  such  a  heater  could  have  received  A.  G.  A. 
approval,  a  mystery  still  unsolved  so  far  as  Coleman  is 
concerned  (Op.  Br.  p.  54).    The  Patent  Office  considered 
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Coleman's  heater  to  be  an  original  invention  and  granted  a 
patent  thereon  (Op.  Br.  p.  65).  Actually,  this  contention 
is  duplicative  of  Holly's  fourth  ''res  judicata''  assertion 
which  is  covered  in  (4),  below. 

2.  That  Coleman's  president  told  Olds  to  go  ahead, 
and  he  would  take  care  of  the  matter  of  infringement. 
Giving  full  credit  to  this  testimony  by  the  discredited 
witness  Olds,  it  shows  no  intent  to  infringe.  Olds'  con- 
temporaneous writings  showed  his  conviction,  firmly  held 
and  manifestly  expressed  by  him  to  Coleman's  president 
before  the  product  was  sold,  that  there  was  no  infringe- 
ment (Op.  Br.  p.  54),  and  Coleman  and  perforce  its 
president  were  also  so  advised  by  patent  counsel  (Op.  Br. 
p.  62). 

3.  That  Coleman  applied  to  Holly  for  license,  was  re- 
fused, but  nevertheless  proceeded,  thus  evidencing  an 
opinion  that  it  infringed.  At  that  very  time  Olds  wrote 
his  opinion  that  Coleman's  heaters  "definitely  did  not 
infringe,"  but  in  the  same  writing  referred  to  a  possible 
royalty  respecting  Holly  upon  the  ground  that  Coleman 
"would  rather  support  patents  than  attempt  to  destroy 
them"  (Op.  Br.  p.  58).  Also,  since  Holly's  counsel  had 
already  threatened  suit,  a  license  would  have  avoided  the 
expense  of  litigation. 

4.  That  it  is  res  judicata  that  Coleman's  infringement 
was  "willful,  intentional  and  deliberate" — an  assertion 
made  throughout  Holly's  brief  (pp.  1,  9,  11,  17,  39,  88, 
98).  But  this  is  an  assumption  based  by  Holly  upon  a 
statement  in  this  Court's  opinion,  when  the  question  of 
good  or  bad  faith  was  not  involved,  and  which,  in  turn, 
was  a  quotation  from  the  trial  court's  original  decision, 
rendered  when  it  did  not  have  that  issue  before  it.  Note, 
in  this  connection,  that  the  Trial  Court  itself  acknowl- 
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edged,  even  after  the  contempt  trial  and  at  the  very  end 
of  the  proceedings  below,  that  it  had  not  yet  passed  upon 
the  good  faith  issue  [R.  1939].  Also,  when  the  Trial 
Court  made  its  findings  it  did  not  purport  to  base  it  on 
any  prior  decision.  See,  too,  the  extended  discussion 
between  the  Court  and  Holly's  counsel  regarding  Holly's 
request  for  attorney's  fees,  occurring  just  before  final 
submission  of  the  proceedings  below  [R.  1996-2002], 
where  the  judge  plainly  stated  that  under  the  "drive-in 
theater  case"  he  would  be  forced  to  deny  Holly's  request 
unless  and  until  he  was  able  to,  and  did,  brand  Coleman 
guilty  of  bad  faith,  [e.  g.  R.  1997,  2002].  And  observe 
that  even  then — during  the  final  arguments  following  the 
Special  Master's  Report — Holly's  counsel  was  attempting 
to  demonstrate  bad  faith,  without  suggesting  that  this 
question  was  already  res  judicata. 

At  all  events,  in  our  opening  brief  we  demonstrated 
and  buttressed  with  the  citation  of  abundant  authority  the 
fact  that  nothing  is  res  judicata,  or  becomes  the  law  of 
the  case,  unless  the  same  issue  has  previously  been  de- 
cided, and  that  the  good  faith  issue  was  nor  presented  to 
or  decided  by  the  Trial  Court  (or,  a  fortiori,  by  this 
appellate  court)  prior  to  the  accounting  trial  below. 

Holly  avoids  any  attempt  to  refute  or  meet  this  point 
in  its  brief.  It  merely  cites  Bristol  Laboratories  v.  Schenley 
Laboratories,  117  Fed.  Supp.  67,  S.  D.  Ind. ;  but  that 
case  never  mentioned  or  even  involved  the  question  of 
res  judicata.  In  fact,  the  opinion  there  merely  found  the 
patent  valid  and  infringed,  ".  .  .  the  question  of  such 
intentional  willful  and  deliberate  infringement  being  re- 
served for  further  consideration  by  the  Court  in  connection 
with  an  accounting  to  be  had  in  this  matter"  (117  Fed. 
Supp.  at  p.  81).     For  the  reasons  stated  in  our  opening 
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brief  (pp.  67-70)  it  is  submitted  that  there  is  no  shred  of 
merit  to  Holly's  constantly  repeated  assumption  of  res 
judicata. 

5.  That  Coleman  or  Dawson  was  careless.  There  was 
no  negligence:  Olds  knew  exactly  what  he  was  doing, 
found  Holly  air  ruinous  to  the  heater,  and  was  convinced 
there  was  no  infringement  (Op.  Br.  p.  54).^  Dawson 
undeniably  assumed  there  would  be  an  inconsequential  air 
leakage  (Op.  Br.  pp.  62-63).  The  only  negligence  was 
Kice's  at  the  original  trial  when  he  failed  to  expose  Holly's 
error,  and  Kice  was  replaced.  (It  is  of  interest  that  Holly, 
which  produced  the  erroneous  evidence  that  Kice  failed 
to  expose,  assumes  no  responsibility,  but  suggests  that  it 
was  Kice  who  "misled  the  court"  (Br.  p.  80).) 

6.  That  after  formal  notice,  Coleman  represented  that 
it  would  change  its  heater  without  doing  so.  Coleman  did 
change  its  heater,  and  its  patent  counsel  advised  Holly  that 
in  his  opinion  there  was  then  no  infringement  (Op.  Br. 
pp.  62-63). 


^This   conviction   was   based  on  an  examination   of   the   Patent 
Office  records  (Op.  Br.  pp.  52-54).    Holly  (Br.  30)   makes  a  pro 
forma  denial  without  documentation  that   Coleman's   interpretation 
of  these  records  was  incorrect.    However,  the  testimony  of   Cole- 
man's expert  witness   on  this  matter   is   uncontradicted    [R.    1772- 
1778].     In    the    first    HoUingsworth    application,    where    only    one 
(Claim  10)  of  the  original  ten  claims  mentioned  the  feature  of  sup- 
plying lower  wall  space  air  to  the  secondary  heater,  the  claims  were 
rejected  over  the  prior  art   [Trial  Ex.  A,  pp.  8-10,  13-14].    In  the 
second  HoUingsworth  application,  two  of  the  claims   (Qaims  3  and 
4)    specified  this    feature    [Trial   Ex.    B,   pp.    14-15].    The   Patent 
Office  Examiner  then  again  rejected  all  the  claims,  but  stated:  "A 
claim  clearly  defining  the  structure  to  which  claims  3  and  4  are  di- 
rected will  be  favorably  considered"   [Trial  Ex.  B,  pp.  28,  27-28]. 
Thereupon  Holly  cancelled  all  claims  and  presented  the  claims  con- 
tained in  the  issued  patent,  each  of  which  specifies  that  the  second- 
ary heater  (economizer)  has  "an  inlet  opening  adjacent  to  the  bot- 
tom thereof  to  receive  air  flowing  upward  outside  the  first  box  and 
inside  of  the  wall."   [Trial  Ex.  B,  pp.  30-32]. 
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7.  That  Coleman  improperly  installed  heaters  for  inter 
partes  tests  at  Wichita  in  connection  with  the  original 
trial.  This  contention  is  too  irrelevant  to  the  bad  faith 
infringement  issue  to  warrant  a  reply. 

8.  That  Coleman  has  been  "stubbornly  litigious"  and 
has  burdened  Holly  with  "protracted,  vexatious,  and  ex- 
pensive litigation."  Having  the  record  of  this  case  before 
it,  this  Court  is  well  able  to  judge  the  untenability  of 
this  assertion. 

9.  That  Coleman  withheld  records  relevant  to  the  ac- 
counting. But  Coleman's  records  were  called  for  and  pro- 
duced before  the  Special  Master,  who  expressly  found  that 
the  parties  had  been  "very  cooperative"  and  that  Coleman 
had  allowed  Holly  to  examine  its  books  except  parts  which 
were  "confidential  in  nature  and  not  necessary  for  the 
fixing  of  damages"  [R.  54].  Holly  made  no  such  claim 
below.  Also:  that  Coleman  failed  to  keep  separate 
records  of  the  "profits  made  from  the  infringement." 
This  is  a  unique  and  newly  advanced  basis  for  punitive 
damages!  Coleman's  normal  business  records  were  pro- 
duced. 

10.  That  Coleman  sought  to  retry  the  infringement 
issue  at  the  accounting  trial.  As  noted  above,  this  is  not 
true,  and  no  evidence  not  considered  material  by  the 
Special  Master  was  received  at  that  trial. 

11.  That  in  the  argument  before  the  Special  Master 
and  the  Trial  Court,  Coleman's  counsel  represented  old 
evidence  as  being  new  evidence  (Br.  p.  90).  At  another 
point  Holly  says  that  the  evidence  referred  to  as  new  was 
the  "same  unrehable  smoke  tests  which  were  presented  at 
the  original  trial"  (Br.  p.  24).  Yet  the  tests  referred 
to  were  shown  for  the  first  time  at  the  contempt  hearing. 
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These  statements  are  evidently  part  of  Holly's  present 
strategy  of  denying  that  Landsberg's  data  was  ever  shown 
to  have  been  erroneous  (Sec.  1,  above),  for  they  are  in- 
explicable on  any  other  basis.  It  was  clear  to  all  that 
Coleman's  counsel,  when  referring  to  new  evidence,  was 
referring  to  evidence  which  was  new  since  the  original 
trial.  Also,  that  when  at  the  accounting  trial  he  said 
"this  is  not  new  evidence"  he  was  referring  back  to  the 
contempt  hearing  (the  contempt  decree  being  here  on  ap- 
peal for  the  first  time)  and  no  further.  Certainly  such 
statements  by  Coleman's  counsel,  which  were  true,  are  ir- 
relevant to  the  subject  of  Coleman's  good  faith.  The 
evidence  referred  to  as  new  evidence  was  new  evidence. 
Holly's  grasping  at  such  a  straw  suggests  the  poverty  of 
the  record  on  the  bad  faith  issue. 

12.  Again,  that  Coleman  is  attempting  to  relitigate  the 
infringement  issue,  and  a  recurrence  of  Holly's  present 
pretense  that  there  was  no  disclosure  of  its  prior  error. 
This  has  been  discussed  in  a  preceding  section. 

13.  and  14.  That  Coleman  is  maintaining  the  other 
case  before  this  Court  (Siegler  v.  Coleman  No.  16154) 
to  vex  and  annoy,  an  assumption  which  cannot  justifiably 
be  made,  a  fortiori  before  that  appeal  has  been  heard  by 
this  Court.  Furthermore,  since  that  case  was  started  by 
Holly  (its  successor,  Siegler),  and  not  by  Coleman,  the 
contention  is  that  it  is  bad  faith  on  "our"  part  for  "them" 
to  sue  "us." 

Lastly,  Holly  argues  elsewhere  (Br.  pp.  94-96)  that 
Coleman's  Giwosky  patent  has  no  significance  in  showing 
Coleman's  good  faith,  for  various  irrelevant  reasons :  (1) 
No  patent  was  applied  for  until  after  Holly's,  and  after 
Coleman  had  seen  the  Holly  heater.  (The  Patent  Office 
granted  Coleman  a  patent  over  the  citation  of  Holly's  as 


—18— 

prior  art.)  (2)  Coleman  put  its  heater  on  the  market 
nearly  a  year  before  it  applied  for  its  patent.  (The  law 
allows  a  patentee  a  year  after  he  markets  his  product 
before  applying  for  his  patent.)  (3)  The  District  Court 
has  held  that  Coleman's  patent  is  invalid.  (That  deci- 
sion, made  on  motion  for  summary  judgment,  is  on  con- 
temporaneous appeal,  and  Holly's  assertion  begs  the  issue 
of  that  appeal.)  (4)  Coleman  did  not  follow  its  patent 
by  taking  its  economizer  air  directly  from  the  room,  but 
took  it  from  the  wall  spaces.  (The  evidence  clearly 
shows  that  except  for  leakage  Coleman  did  take  its  air 
directly  from  the  room.  Holly's  original  erroneous  evi- 
dence was  refuted  when  the  present  issue  of  damages  was 
tried,  and  Holly  produced  no  additional  evidence  after  its 
attention  was  called  to  the  air  source  it  has  overlooked. 
Neither  Holly's  nor  Coleman's  patent  excludes  the  possi- 
bility of  leakage  from  the  source  prescribed  by  the  other.) 
(5)  Coleman  did  not  mark  its  heater  with  its  patent  num- 
ber. (No  law  required  it  to.) 

The  foregoing  summary  of  the  evidence  Holly  relied 
on  to  show  bad  faith  indicates  why  the  Special  Master, 
who  heard  the  witnesses,  found  that  Coleman  had  acted  in 
good  faith. 

Since  the  record  cannot  support  but  affirmatively  rebuts 
the  Trial  Court's  finding  of  bad  faith,  the  judgment 
awarding  punitive  damages  and  attorney's  fees  must  be 
reversed — see  authorities  compiled  at  pages  44-45  of  Cole- 
man's opening  brief  .^^ 


lOQn  page  92  of  its  brief  Holly  cites  three  cases  for  the  assertion 
that  as  to  attorney's  fees  an  award  may  be  justified  "by  even  less 
showing  of  unfairness  or  bad  faith  than  is  required  to  justify  an 
award  of  punitive  damages".  The  three  cases  there  cited  hold  no 
such  thing,  nor  do  they  even  announce  such  a  principle  by  way  of 
dictum.     They  are  merely  instances  where,  under  the  special  cir- 
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5.  Claim  That  Holly  Is  Entitled  to  Damages  Based 
Upon  Assumption  It  Would  Have  Made  Substan- 
tially All  of  Coleman's  Sales  but  for  the  Infringe- 
ment. 

Holly  distorts  Coleman's  argument  so  as  present  it- 
self with  a  vulnerable  target.  Thus,  Coleman  is  repeatedly 
said  to  contend  that  Holly  was  required  to  show  that  it 
would  have  made  "each  and  every  one"  of  Coleman's  sales 
but  for  the  infringement,  and  to  prove  its  loss  "with 
absolute  certainty"  (Br.  pp.  15,  48,  51)."  Holly  actually 
states  that  "throughout  the  accounting"  Coleman  made 
this  contention  (Br.  p.  15),  although  nowhere  in  Cole- 
man's brief  or  oral  argument  can  be  found  any  such  con- 
tention. But  even  Holly  admits  the  following  require- 
ment :    that  the  evidence  must  show  that  "w  all  probability 

cumstances  present,  the  court  saw  fit  to  allow  attorney's  fees  but 
not  to  assess  punitive  damages  against  a  defendant  whose  wanton 
conduct  could  have  sustained  either  or  both  types  of  awards.  Holly 
might  as  logically  have  cited  cases  where,  upon  a  finding  of  bad 
faith,  the  court  awarded  punitive  damages  equal  to  twice  plaintiff's 
actual  losses,  and  argued  therefrom  that  double  damages  may  be 
awarded  on  evidence  which  won't  sustain  a  decree  of  treble  dam- 
ages. At  all  events,  as  demonstrated  in  Coleman's  opening  brief 
(pp.  44-45),  neither  punitive  damages  nor  attorney's  fees  may  be 
awarded  unless  the  infringing  defendant  is  first  properly  adjudged 
guilty  of  wantonness  or  bad  faith ;  and  once  this  finding  is  justifiably 
made,  then  the  court  is  invested  with  discretion  to  award  attorney's 
fees  and  punitive  damages,  either  or  both.  In  fact,  if  there  be  any 
distinction  between  degrees  of  wantonness  which  will  sustain  an 
award  of  attorney's  fees  as  distinguished  from  punitive  damages,  this 
Court's  recent  decision  in  Elric  Rim  Co.  v.  Reading  Tire  Machinery 
Co.,  Inc.  (decided  March  4,  1959)  suggests  that  at  least  as  much 
proof  of  fraud  is  required  for  the  former.  There,  although  the 
trial  court  awarded  attorney's  fees  to  plaintiff  on  a  finding  that 
defendant's  infringement  was  "willful,  deliberate  and  intentional" 
and  done  without  reasonable  grounds  for  thinking  plaintiff's  patent 
was  invalid,  this  Court  reversed  the  judgment  for  the  reason  that 
the  factual  findings  would  not  sustain  the  attorney's  fee  award. 

^^Although  Holly  claims  that  Coleman  has  made  this  contention 
throughout  the  proceedings,  Coleman  expressly  stated  that  it  did 
not  do  so  [R.  1947]. 
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the  injured  party  would  have  made  the  sales  which  the 
wrongdoer  made"  (Br.  p.  52). 

Coleman  does  not  complain  because  Holly  did  not  trace 
"each  and  every  one"  of  the  sales  it  claims  it  lost,  but 
because  it  did  not  show  a  single  lost  sale,  nor  any  circum- 
stance whatsoever  from  which  it  might  be  inferred  that 
Holly  would  have  made  substantially  all,  or  even  any 
appreciable  portion,  of  Coleman's  sales  but  for  the  in- 
fringement. It  will  be  remembered  that  the  judgment  as- 
sumes Holly  would  have  made  all  of  Coleman's  sales. 
Not  only  was  there  no  basis  for  such  assumption  in  the 
first  place,  but  any  validity  it  might  have  had  as  a  guess 
is  invalidated  by  the  actuality. 

What  happened  before  and  after  infringement  provides 
a  laboratory  test  control,  excessively  favorable  to  Holly 
because  it  ignores  all  other  factors  (besides  infringement) 
which  would  cause  fluctuations  in  business.  Yet  even  with 
this  unreasonable  assumption,  Coleman's  share  of  the  na- 
tional market  scarcely  varied  at  all,  before,  during,  or  after 
infringement  (Op.  Br.  pp.  33-34).  And  Holly's  maxi- 
mum variation  in  any  one  year  (1953)  as  computed  by 
the  Master  was  5.4%  [R.  50],  as  contrasted  with  Cole- 
man's quite  constant  11%  (Op.  Br.  pp.  33-34).  Even  the 
SA%  figure  is  misleading  in  Holly's  favor  because  this 
maximum  variation  occurred  in  1953  [R.  49,  50;  Op.  Br. 
p.  28],  a  year  in  which  the  causes  of  Holly's  slight  reces- 
sion are  known  and  were  admittedly  other  than  infringe- 
ment}'^   Except  for  that  year,  the  maximum  variation  was 


i^Holly's  vice-president  testified  that  reduced  sales  in  1953  were 
caused  primarily  by  steel  shortage,  resulting  sales  allocation  pro- 
gram, and  limited  plant  capacity  [Orig.  R.  468-470].  Of  the  sales 
allocation  program  he  said:  "We  set  up  rather  elaborate  mechanics 
for  handling  it  through  our  sales  office,  and  it  remained  in  eflfect 
during  the  first  half  of  that  year,  and  of  course  drastically  aflfected 
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2.3%  (ibid.).  Holly  had  19.1%  of  the  market  when  in- 
fringement began,  20%  after  it  stopped,  and  from  17.5% 
to  18.8%  throughout  the  infringement  except  for  1953. 
Coleman  had  no  corresponding  gain.  It  is  altogether  im- 
possible that  Coleman's  sales  can  be  taken  as  a  measure  of 
Holly's  damages. 

The  foregoing  evidence  has  been  reviewed  not  to  show 
that  Holly  should  have  been  awarded  damages  based  on 
the  fluctuations,  but  because  what  actually  happened  is 
further  proof  of  the  unreasonableness  of  the  assumption 
upon  which  the  judgment  is  based.  Holly  depicts  Coleman 
as  an  "intentional  tort-feasor"  who  wrongfully  claims  the 
right  to  retain  the  "fruits  of  its  wrong-doing"  and  to  pay 
only  a  royalty  therefor  (Br.  p.  38).  Coleman  has  never 
denied  liability  for  any  damages  actually  sustained,  but 
damages  must  certainly  appear  from  evidence  and  cannot 
be  presumed  from  infringement  alone,  as  Holly  seems  to 
believe  despite  the  fact  that  no  case  supports  its  position.^^ 

Holly  contends  that  the  Livesay  case  is  directly  in  point 
and  that  it  controls  the  disposition  of  the  present  case. 
This  assertion  overlooks  the  fact  that  the  lost  sales  dam- 

our  sales  effort  through  the  year,  for  we  were  doing  the  very  re- 
verse of  selling  for  at  least  half  of  the  period"  [Orig.  R.  470]. 
Coleman's  competition  was  mentioned  only  as  an  afterthought,  there- 
after [Orig.  R.  470],  together  with  the  competition  of  other  com- 
panies. These  admitted  facts  made  it  fantastic  that  the  lower  court 
could  heme  awarded  Holly  all  of  Coleman's  1953  sales. 

^^AU  the  cases  cited  in  Holly's  brief  are  easily  distinguished. 
(See  Coleman's  Op.  Br.  pp.  34-37.)  The  Livesay  case  which 
Holly  claims  is  the  closest  on  its  facts  is  discussed  in  the  text  imme- 
diately following  this  note.  The  only  new  case  cited  by  Holly  is 
Graham  et  al.  v.  Geoffrey  Mfg.  Inc.,  et  al,  253  F.  2d  72  (5th  Cir., 
1958).  This  decision  obviously  does  not  support  the  awarding  of 
profits  without  clear  proof  of  lost  sales.  In  the  Graham  case  both 
parties  admitted  that  the  patent  owner  would  have  made  the  sales 
except  for  the  infringement,  as  the  court  states :  "Nor  is  there  any 
real  dispute  that  appellants  would  have  sold  substantially  all  of  these 
plows,  but  for  the  action  of  appellees." 
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ages  in  the  Livesay  case  were  established  by  two  elements 
of  proof  which  are  missing  here.  In  the  Livesay  case  the 
evidence  showed  respecting  the  product  in  question  (a 
monolithic  window  frame  with  a  Venetian  blind  guide) 
"that  over  95%^^  were  manufactured  and  sold  by  these 
two  parties,  Infringer  and  Licensee."  It  was  also  shown 
that  "as  to  all  of  the  residences  comprising  the  95%  with 
built-in-blind  guides  which  went  to  make  up  the  com- 
bined volume  of  Infringer  and  Licensee,  the  builder,  or 
contractor,  or  architects  called  for  this  type  of  frame." 
Consequently,  as  pointed  out  by  the  court,  "the  source  of 
supply  was  confined  to  these  two  parties"  (251  F.  2d 
469). 

In  an  evident  attempt  to  analogize  its  situation  to  that 
involved  in  the  Livesay  case,  Holly  refers  (Br.  pp.  58,  59, 
64)  to  testimony  of  its  own  witnesses  (who  presumably 
did  not  understate  the  facts)  that  "some"  of  its  Hterature 
contained  an  A.  I.  A.  file  number  so  architects  could, 
if  they  cared  to,  use  it  in  their  specifications  (Br.  p.  58), 
and  that  sometimes  ("in  many  instances,"  Br.  p.  58)  its 
heaters  were  sold  under  architectural  specifications  for 
wall  heaters  with  secondary  heat  exchangers.  This, 
though,  falls  far  short  of  demonstrating  that  most  or 
even  any  substantial  number  of  its  sales  were  effected  in 
this  manner.  In  any  event,  moreover,  this  would  be 
wholly  immaterial  unless  it  were  also  established  that  Cole- 
man heaters  were  used  to  meet  such  specifications,  as  was 
true  in  Livesay.    There  was  no  such  evidence. 

Holly  also  contends  that  the  Livesay  decision  supports  it 
because  Holly's  heaters  were  not  in  direct  competition 
with  wall  heaters  manufactured  by  anyone  but  Coleman 


i^The  figure  "95%"  is  misprinted  as  "9.5%"  in  the  quotation  on 
page  35  of  Coleman's  opening  brief. 
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(Br.  pp.  60-64),  thus  attempting  to  bring  the  instant 
facts  within  those  of  the  Livesay  case  by  showing  a 
Hmited  market  served  by  only  these  two  parties. ^^  Holly 
offered  no  evidence  whatever  to  show  such  limited  com- 
petition, or  even  a  public  awareness  of  so  limited  a  classi- 
fication of  wall  heaters,  and  could  not  possibly  have  done 
so.  Holly  could  not  even  show  that  Coleman  ever  ad- 
vertised or  referred  to  any  of  the  alleged  "sales  features" 
which  Holly  stresses  (Br.  p.  61).^^  The  true  competitive 
situation,  moreover,  was  told  by  Holly's  president  on  cross- 
examination   [R.  1483-1484] : 

O.  Who  were  the  other  competitors  in  the  wall 
heater  business  in  1950,  '51,  '52,  and  '53  besides 
Coleman?  A.  I  would  be  a  little  pressed  for  names 
at  this  time. 

Q.  About  how  many  were  there?  A.  Well^  it 
was  a  considerable  number.  I  would  say  a  dozen  or 
more. 

Q.  Would  you  name  all  that  you  can  now  think 
of?  A.  There  was  Day  &  Night  with  their  Panel 
Ray,  Hammill,  there  was  a  Modern  at  some  point 
in  there,  there  was  also  one  made  in  Alhambra,  I 
have  forgotten  the  name  of  it,  however. 

Special  Master:     Was  that   Cooper? 

The  Witness :  No.  It  was  what  had  formerly  been 
the  Alhambra  Sheet  Metal  Works  but  I  forget  the 
name  they  applied  to  the  heater. 


^^It  is  a  paradox  that  Holly  complains  of  its  inability  to  secure 
20%  of  the  national  wall  heater  market  while  insisting  in  this 
portion  of  its  brief  that  Holly  and  Coleman  were  not  part  of  that 
market — that  the  two  of  them  exclusively  enjoyed  the  "wall  heater 
with-secondary-heat-exchanger  market"  and  did  not  participate  in 
and  received  no  competition  from  the  separate  "wall  heater  mithout- 
secondary-heat-exchanger  market"  which  was  supplied  exclusively 
by  all  other  manufacturers  of  wall  heaters. 

^^Most  of  three  "important  sales  features"  (Holly's  Br.  p.  61)  are 
not  patentable  elements  in  any  event. 
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Q.  (By  Mr.  Stanbury)  :  Was  Williams  in  the 
market  at  that  time?  A.  Yes,  I  think  Williams 
was. 

Q.     Royal  Jet?     A.  Yes. 

Q.  How  many  companies  at  that  time  were  mak- 
ing single  stud  space  wall  heaters?  A.  During  what 
time  was  this? 

Q.  I  don't  know  when  they  started.  I  said  '50 
through  '53.  A.  I  am  not  sure.  I  think  that  some- 
where at  least  during  that  period  most  of  them  came 
to  the  single  stud  space  heaters  hut  not  in  all  sises. 

The  directly  competitive  nature  of  the  wall  heaters  of 
other  manufactures  was  repeatedly  confirmed  at  the  ori- 
ginal trial  by  Holly's  Vice  President,  Mr.  Hammond.  This 
gentlemen  was  under  no  illusions  that  the  patented  wall 
heaters  competed  in  a  separate  market  from  other  wall 
heaters.  In  discussing  Holly's  competitive  position,  he 
referred  to  an  exhibit  which  set  out  figures  on  national 
wall  heater  sales,  stating: 

''Exhibit  41  is  a  bulletin  put  out  by  the  Bureau  of 
Census  of  the  United  States  Department  of  Com- 
merce in  which  they  show,  among  other  things,  na- 
tional wall  furnace  shipments.  And  we  used  that  to 
compare  our  own  sales  as  against  national  figures  to 
determine  the  percentage  of  the  market  that  we 
enjoy"   [Orig.  R.  443,  Tr.  Ex.  41]. 

In  this  connection,  although  during  the  trial  below 
Holly  stressed  the  importance  of  A.  G.  A.  approvals  [e.  g., 
Orig.  R.  52,  473],  in  its  brief  to  this  Court  Holly  now 
insists  that  A.  G.  A.  approval  is  meaningless  (Br.  pp. 
67-69)  and  that  the  number  of  A.  G.  A.  approved  manu- 
facturers in  the  wall  heating  market  was  of  "no  signi- 
ficance" to  Holly  (Br.  p.  71).     Yet  when  Holly's  presi- 
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dent   Johnson   was   asked   to   state   the   "important   sales 
features"  of   Holly's  heater,   he  immediately  singled  out 
"A.  G.  A.  approved  floor  to  ceiling"   [R.  1417].     Again, 
Holly's  sales  manager  said  that  avoidance  of  the  hot  wall 
problem  per  this  A.  G.  A.  approval  was  "the  biggest  single 
sales  advantage  that  we  had"  [R.  1019-1020].  But  observe 
that  in,  and  from  and  after,  1954,  all  A.  G.  A.  approved 
heaters  had  solved  this  problem  and  were  directly  com- 
petitive insofar  as  this  "biggest"  sales  feature  is  concerned, 
as  was   admitted  by  Holly's   witness   Hollingsworth    [R. 
1164-1165;  see  Op.  Br.  p.  30].    Moreover,  Mr.  Hammond, 
Holly's  vice-president,   offered  the   following  explanation 
for  the  volume  decline  suffered  by  Holly  in  1953 :    "And  I 
think  that  it  is  also  worth  to  mention  that  a  number  of 
other  manufacturers  of  wall  heaters  came  into  the  business 
during    this    period    that    we    have    been    talking    about" 
[Orig.  R.  470-471].     And  throughout  its  brief  Holly  has 
computed  its  share  of  the  market  upon  the  basis  of  wall 
heaters   generally,    not   in   terms   of   any   special   market 
served  only  by  Coleman  and  itself — compare  the  admission 
of  Holly's  Mr.  Hammond,  supra,  that  Holly  used  the  U. 
S.  Department  of  Commerce  bulletins  covering  "national 
wall  furnace  shipments"  in  order  "to  compare  our  own 
sales  as  against  national  figures  to  determine  the  percent- 
age of  the  market  that  we  enjoy"   [Orig.  R.  443].     Ob- 
viously Holly  was  competing  in  and  with  the  industry. 

These  facts,  all  derived  from  Holly's  evidence,  affirma- 
tively show  the  absence  of  a  special  captive  market  such 
as  existed  in  the  Livesay  case.  But  since  the  burden  was 
on  Holly  to  show  the  contrary,  it  is  sufficient,  here,  to  note 
the  complete  absence  of  other  evidence. 

All  of  this  adds  up  to  this  fact:  There  was  no  special 
market  or  demand  for  wall  heaters  equipped  with  econ- 
omizers, made  according  to  Holly's  design  or  any  other 
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design.  Instead,  Holly  competed  in  the  wall  heater  mar- 
ket generally.  Therefore,  this  was  not  a  case  in  which 
it  can  be  assumed  that  prospective  purchasers  were  com- 
pelled to  purchase  from  either  Holly  or  Coleman,  and 
thus  one  in  which  it  might  be  inferred  that  a  sale  made 
by  Coleman  would  probably  have  been  made  by  Holly  had 
Coleman  not  had  an  economizer.  This  obvious  fact  was 
stated  by  the  Master,  with  the  observation  that  it  would 
be  "highly  conjectural"  to  find  otherwise  [R.  52].''  Holly 
did  not  prove,  nor  is  it  clear  that  Holly  even  attempted 
to  prove,  and  certainly  it  could  not  prove,  the  existence 
of  a  special  market  for  economizer  equipped  heaters.  (It 
will  be  remembered,  of  course,  that  Holly  had  no  patent 
on  economizers,  this  broad  classification  being  used  herein 
to  make  it  all  inclusive  of  anything  Holly  might  claim.) 

6.     Claim  That  Holly's  Actual  Profits  Were  19%. 

The  appendix  to  this  brief  is  printed  under  separate 
cover  to  facilitate  the  references  suggested  below. 

The  Trial  Court  found  Holly's  average  net  profit  on 
wall  heater  sales  was  19%  [Finding  XII,  R.  426],  and 
multiplied  Colemans'  $7,635,062.00  sales  by  19%  to  arrive 


i^At  page  15  of  its  brief,  Holly  quotes  out  of  context  the  Special 
Master's  statement  that  Holly  "may  have  been  able  to  make  all  the 
sales  made  by  defendant  or  at  least  a  large  percentage  of  them" 
[R.  52] .  But  the  Special  Master  hastened  to  add :  "However,  there 
is  no  emdence  before  me  that  plaintiff  could  have  made  all  of  the 
sales  made  by  defendant  ...  it  would  be  highly  conjectural 
to  find  tliat  plaintiff  could  have  made  all  of  the  defendant's  sales 
but  for  the  infringing  heater"  [R.  52].  In  short,  what  the  Special 
Master  really  said  was:  Conceivably  Holly  might  have  been  able 
to  make  Coleman's  sales  but  for  Coleman's  infringement,  but  there 
is  absolutely  no  proof  of  this  in  the  record  and  it  would  be  pure 
conjecture  on  my  part  to  assume  so^ — especially  since,  as  the 
Master  also  noted,  "In  my  opinion  some  of  defendant's  customers 
would  have  used  heaters  without  the  patented  features,  supplied  by 
the  defendant  or  others    .    .     ."     [R-  52]. 
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at  the  basic  $1,450,66178  judgment  below  [Finding  XIII, 
R.  426].  Coleman's  opening  brief  (pp.  37-40)  demon- 
strates that  Holly's  assumed  19%  profit  margin  is  with- 
out support  in  the  record. 

In  its  answer  brief,  Holly  seeks  to  evade  this  crucial 
problem  by  suggesting  that  the  basis  for  its  assumed  19% 
profit  margin  is  not  reviewable  because  Coleman's  Concise 
Statement  of  Points  on  Appeal  and  its  Specifications  of 
Error  do  not  descend  to  sufficient  detail  regarding  the 
19%  finding.''  However,  Point  I  [R.  2016]  and  Specifi- 
cation 1  (Op.  Br.  p.  7)  clearly  assert  that  ''the  evidence 
does  not  support  the  award  of  purported  lost  profits,  or 
any  award  except  of  reasonable  royalty,  for  the  reason 
that  appellee  failed  to  prove  lost  profits  or  any  actual  dam- 
age." To  insure  (inter  alia)  that  the  lost  sales  damage 
computation  was  in  issue,  Coleman  further  specified  in 
Point  10  [R.  2018]  and  Specification  7c  (Op.  Br.  p.  8) 
that  damages  due  to  lost  sales  'were  not  susceptible  to 
numerical  computation."  We  submit  these  concise  specifi- 
cations comply  with  this  Court's  directive  on  the  former 
appeal  wherein  Coleman's  presentation  of  detailed  state- 
ments of  error  was  criticized.  (Coleman  Co.  v.  Holly 
Manufacturing  Co.,  233  F.  2d  71,  75). 

After  thus  diverting  attention  from  the  real  issue, 
Holly  makes  no  attempt  to  answer  the  fundamental  ob- 
jection to  the  19%  profit  figure  advanced  in  the  first  para- 
graph of  Section  1(3)  of  Coleman's  Opening  Brief  (pp. 
37-38),  namely,  that  the  earliest  and  only  records  broken 


_     «Holly  also  asserts  (Br.  p.  45)  that  Coleman  raised  no  objection 
in  the  court  below  to  Finding  XII  which  adopts  this  19%  figure 
Although  immaterial  with  respect  to  Coleman's  appellate  rights    the 
truth  is  that  Coleman  did  object,  most  emphatically,  to  both  Find- 
ing XII  and  Finding  XIII  [R.  353]. 
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down  to  show  Holly's  profits  on  wall  heaters  alone  (as  dis- 
tinguished from  profits  from  all  sources)  relate  to  the 
years  1956  and  1957,  and  show  a  net  profit  of  but  10.5% 
for  the  first  six  months  of  1956  [Accounting  Ex.  36,  R. 
1341]  and  of  only  7.1%  for  the  fiscal  year  July  1,  1956, 
to  June  30,  1957  [Accounting  Ex.  33,  R.  1326-27]. 
Holly  ignores  these  actual  figures  taken  from  its  own 
audits,  and  attempts  to  sustain  the  19%  figure  in  two 
other  ways: 

(1)  Primarily,  Holly  relies  upon  Accounting  Exhibit 
20,  "a  detailed  computation  made  by  one  of  Holly's  ac- 
countants [Mr.  Claybaugh]  in  accordance  with  Holly's 
standard  accounting  practices  .  .  ."  (Br.  p.  45).  How- 
ever, there  is  nothing  to  indicate  that  the  Trial  Court 
accepted  or  relied  on  Exhibit  20  in  making  its  19%  profit 
margin  finding.  Moreover,  the  exhibit  is  devoid  of 
evidentiary  value  since  it  is  conclusively  demonstrated  to 
be  false  by  Holly's  own  accounting  audits  upon  which 
the  exhibit's  computations  are  admittedly  based. 

The  only  "19%"  evidence  below  was  proof  from  Holly's 
basic  audits  that  for  1951,  1952,  and  the  first  half  (only) 
of  1953  its  average  profit  was  "approximately  19%" 
[R.  1431,  1488;  Holly's  Br.  p.  46].  It  was  this  evidence 
— not  Exhibit  20 — which  the  Special  Master  accepted 
[R.  49-50;  Holly's  memorandum  supporting  its  proposed 
findings.  Paragraph  XII,  R.  252]  in  fixing  Holly's  net 
profits  at  19%  [Finding  XII,  R.  252],  which  finding, 
in  turn,  was  then  adopted  by  the  Trial  Court  [Finding  XI, 
R.  426]  }^    Exhibit  20  was  compiled  on  a  "per  unit,"  not 

i^We  will  separately  discuss  this  "19%  evidence"  in  a  moment. 
At  this  point  we  merely  call  attention  to  the  fact  that  the  Special 
Master  made  no  use  of  Holly's  assumed  19%  profit  figure ;  instead, 
he  recoiranended  a  $785,975.85  award  representing  the  net  profit 
made  by  Coleman  on  its  infringing  wall  heater  sales  [Finding 
XXII,  R.  67]. 
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a  percentage,  basis.  If  accepted,  it  would  have  required 
a  basic  judgment  of  $1,475,010.00  [Ex.  20],  not  the 
$1,450,661.78  actually  awarded.  And  although  Exhibit 
20's  final  $1,475,010.00  "profit"  may  be  divided  by  Cole- 
man's $7,635,062.00  net  sales  [a  figure  which  is  not  even 
shown  on  Ex.  20]  to  produce  a  percentage  figure  of 
19.3,  no  such  computation  was  attempted  below  by  the 
Special  Master,  the  Trial  Court— or  even  Holly  itself 
[see  Holly's  memorandum  supporting  its  proposed  findings, 
Paragraph  XHI,  R.  253-254]. 

But  assuming,  arguendo,  that  Exhibit  20  on  its  face 
sustains  the  "approximately  19%  profit"  figure  and  was 
so  accepted  by  the  Trial  Court,  it  is  easily  demonstrated 
that  the  exhibit  is  so  misleading  as  to  border  upon  the 
fraudulent,  and  that  it  is  contradicted  and  vitiated  by  the 
very  audits  upon  which  it  purports  to  rest. 

Holly  presents  Exhibit  20  as  a  computation  showing 
"Holly's  average  profit  per  wall  heater"  (Br.  p.  45)  during 
the  entire  infringing  period— not,  please  observe,  the 
average  profit  Holly  might  have  earned  on  Coleman's 
sales  had  they  been  made  by  Holly,  hut  the  profit  Holly 
actually  did  make  on  its  own  actual  sales: 

"The  figures  are  shown  in  Accounting  Exhibit  20. 
Mr.  Claybaugh  [Holly's  accountant  who  prepared  the 
exhibit]  found  that  Holly's  average  profit  per  wall 
heater  was  as  follows  .  .  ."  (Holly's  Br.  p.  45; 
emphasis  ours). 

And  if  the  Special  Master  and  Trial  Court  are  assumed 
to  have  relied  in  any  part  upon  Exhibit  20  in  determining 
Holly's  average  profit  to  be  19%,  they  must  also  be  as- 
sumed to  have  understood  the  exhibit  to  present  actual, 
not    hypothetical,    profit    figures    since    they    respectively 


—so- 
found  (emphasis'  added)  :  .  .  .  that  plaintiff's  net  profit 
on  the  patented  wall  heaters  was  approximately  19%  of  its 
net  sales  .  .  ."  [Finding  II,  R.  61],  and  that,  "Plain- 
tiff's net  profit  on  the  patented  wall  heaters  zms  approxi- 
mately 19%  of  its  net  sales"  [Finding  XII,  R.  426]. 
In  fact,  the  Special  Master,  who  alone  made  any  reference 
to  Exhibit  20  in  connection  with  his  findings,  specifically 
revealed  that  he  understood  this  exhibit  to  present  true 
profit  figures: 

"The  evidence  [i.e..  Exhibit  20]  shows  that  during 
1952  plaintiff  nmde  an  average  sales  profit  per  unit 
sold  of  $14.52  .  .  ."  [R.  50,  our  emphasis]. 

Actually,  however,  the  net  "sales  profit"  figures  shown 
on  Exhibit  20  for  each  of  the  years  involved  do  not 
represent  true  net  profits.  Per  contra,  they  represent  the 
net  profits  Holly  would  have  earned  on  its  actual  sales 
if  it  had  incurred  no  administrative  or  engineering  ex- 
penses whatever. 

For  example,  the  $1,072,777.00  "gross  profit"  figure 
listed  on  Exhibit  20  for  1952  was  taken  directly  from 
Holly's  audited  Profit  and  Loss  Statement  for  that  year 
[Ex.  "B"  to  Accounting  Ex.  24,  R.  1312]. '"  Similarly, 
Exhibit  20's  "selHng  expense"  figure  of  $219,412.00  co- 
incides with  the  corresponding  figure  on  Exhibit  24. 
The  difference  between  these  two  figures  is  the  $853,365.00 
"sales  profit"  given  on  Exhibit  20.  But  the  audited  1952 
Profit  and  Loss  Statement  itself  also  lists — and  deducts — 


20Mr.  Claybaugh  conceded  that  the  figures  pertaining  to  Holly 
which  he  used  in  Exhibit  20  were  taken  directly  from  Holly's  annual 
audits  for  the  years  involved  [e.  g.,  R.  1317-1318,  1321].  These 
audits  were  prepared  by  independent  certified  public  accountants 
[R.  1315-1316,  1318],  not  by  Mr.  Claybaugh  who  was  in  Holly's 
full  time  employment  as  its  "budget  director"  [R.  1315]. 
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''administrative  and  engineering  expenses''  of  $292,672.00, 
and  thus  shows  a  Net  profit  of  only  $560,693.00.  The 
difference  between  Holly's  actual  1952  net  profits  of 
$560,693.00,  as  shown  by  its  certified  audit  [Ex.  24], 
and  the  spurious  figure  of  $853,365.00  given  on  Exhibit 
20,  is  due  entirely  to  the  fact  that  the  former  properly 
deducts,  whereas  Exhibit  20  improperly  ignores,  adminis- 
trative and  engineering  expenses  of  $292,672.00.  When 
Holly's  correct  1952  net  profit  figure  is  substituted  for 
the  incorrect  figure  used  in  Exhibit  20,  its  true  1952 
per  unit  sales  profit  drops  from  the  fictitious  $14.52 
shown  on  Exhibit  20  to  merely  $9.05. 

The  profit  figures  for  each  of  the  other  years  shown 
on  Exhibit  20  (1953  through  the  first  three  months  of 
1957)  are  similarly  derived  hy  omitting  all  administering 
and  engineering  expenses.     To  facilitate  the  Court's  con- 
sideration of  this  matter.   Holly's   Exhibit  20  is   repro- 
duced on  a  fold-out  sheet  in  Appendix  B  to  this  brief, 
immediately    following   which    we   have    also   reproduced 
Holly's  profit  and  loss  statements,  and  the  cost  of  goods 
sold,  manufacturing,  selling,  administrative,  and  engineer- 
ing expense  schedules  from  Holly's  certified  annual  audits 
for  the  years   1952,    1953,  and   1954    [Accounting  Exs. 
24,  25,  and  26,   R.   1312-1313].     A  comparison  of  the 
''gross  profit,"  ''sales  expense,"   "administrative  and  en- 
gineering expense,"  and  "net  profit"  figures  on  the  profit 
and  loss  statement  in  Holly's  basic  audit  for  each  of  the 
other  years  involved,  with  the  corresponding  figures  on 
Exhibit  20   (as  we  have  just  done  for  the  year   1952), 
will  reveal  that  in  each  year   Exhibit  20's   "net  profit" 
figure  is  perfidiously  (to  exactly  the  extent  of  the  year's 
aggregate  administrative-engineering  expenses)  in  excess 
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of  the  true   figure  contained  in  the  audit   itself- 
shown  by  the  following  tabulation  :^^ 


-as   IS 


Holly's  Actual  Profits 
(per  basic  audits,  Ex- 
hibits 24,  25,  26,  27,  28, 
and  29) 


1952  $560,693.00 

1953  $389,648.00 

1954  $419,444.00 

1955  $712,302.00 

1956  $258,564.00 

1957  ($  37,691.00) 


Profits  Per 
Exhibit  20 


$  853,365.00 
$  709,989.00 
$  854,685.00 
$1,091,424.00 
$  749,555.00 
$  90,407.00* 


Difference,  or 
Omitted  Engineering 
and  Administrative 
Expenses   (per  basic 
audits,  Exhibits 
24-29) 

$  292.672.00 

$  320,341.00 

$  435,241.00 

$  379,122.00 

$  490.991.00 

$  126,620.00* 


Total  omitted  expenses $2,044,987.00 


^^Holly's  profit  and  loss  statements  (captioned,  "Statement  of 
Earnings")  for  1955,  1956,  and  the  first  3  months  of  1957.  are  also 
in  evidence  as  Accounting  Exhibits  27,  28  and  29  [R.  1313],  but 
in  the  interests  of  space  are  not  reproduced  in  Appendix  B  hereto. 
Exhibit  28,  for  1956,  consists  of  two  sheets,  one  covering  the  period 
from  January  1  through  June  30,  and  the  second  (labeled  "Fiscal 
Year  to  Date")  covering  the  remaining  6  months  of  1956;  hence, 
the  figures  on  the  two  sheets  must  be  aggregated  to  reach  the  cor- 
rect results.  Exhibit  29,  for  1957,  contains  three  sheets  and  covers 
the  fiscal  period  from  July  1,  1956,  through  March  31,  1957  (thus 
overlapping  Exhibit  28).  But  if  the  figures  in  the  "This  Month" 
column  at  the  left  margin  of  each  of  the  three  sheets  are  totaled, 
it  will  be  found  that,  after  deducting  administrative-engineering  ex- 
penses. Holly's  sales  showed  a  net  profit  for  January  of  $4,987.00 
and  net  losses  for  February  of  $16,420.00  and  for  March  of 
$26,258.00,  or,  for  the  3  month  period,  a  net  loss  of  $37,691.00— 
as  contrasted  with  the  net  profit  of  $90,407.00  incorrectly  shown  for 
this  same  period  on  Exhibit  20. 

♦Accounting  Exhibit  29  shows,  for  the  first  three  1957  months  a 
gross  profit  of  $88,929.00  less  administrative-engineering  exi^nses 
of  $126,620.00,  or  a  let  loss  of  $37,691.00.  The  $90,407.00  "profit'\ 
for  these  3  months  shown  on  Exhibit  20  is  $1,478.00  in  excess  of 
the  proper  figure  even  before  deducting  administrative-engineering 
costs. 
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That  administrative-engineering  expenses  were  noi 
deducted  in  computing  Holly's  "sales  profit"  on  Exhibit 
20 — notwithstanding  the  fact  that  Holly's  basic  audits 
properly  deduct  administrative  and  engineering  (as  well 
as  manufacturing  and  selling)  expenses  from  "gross 
profit"  in  determining  net  profit  [e.g.,  see  1952  Profit 
and  Loss  Statement  of  Ex.  24  in  Appendix  B  hereto] — 
was  admitted  by  Mr.  Claybaugh  [R.  1321-1323].  See, 
too,  Holly's  brief,  page  46,  and  the  caveat  on  the  face  of 
Exhibit  20  itself: 

''The  above  profit  computation  assumes  Adminis- 
trative and  Engineering  expenses  remain  fixed  re- 
gardless of  volume  and  that  Sales  expenses  varies 
[sic]  in  proportion  to  volume."    (Our  emphasis.) 

In  the  somewhat  obscure  idiom  of  accountancy,  what 
Mr.  Claybaugh  means  is  that,  in  preparing  Exhibit  20, 
he  assumed  that  Holly's  administrative  and  engineering 
expenses  would  be  the  same  each  year  regardless  of  how 
many  heaters  it  sold — i.e.,  would  "remain  fixed" — whereas 
selling  (and  manufacturing)  costs  would  rise  substantially 
in  proportion  to  sales  volume.  Ergo,  Exhibit  20  computes 
Holly's  average  profit  by  merely  deducting  selling-manu- 
facturing expenses  from  gross  sales  and  ignoring  ad- 
ministrative-engineering costs  entirely;  and  what  Exhibit 
20  terms  Holly's  "average  sales  profit  per  unit  sold" 
represents  the  profit  Holly  would  presumably  have  enjoyed 
on  Coleman's  sales  had  Holly  been  able  to  make  those 
sales  in  addition  to  its  own — and  if  it  could  have  made 
those   $7,635,062.00   additional   sales  and   tnanufactured 


—34— 

and  delivered  those  11^,418  additional  wall  heaters  without 
incurring  one  additional  cent  of  administrative  or  en- 
gineering costs.  This,  Holly  insists,  is  most  "conserva- 
tive" (Br.  p.  46),  and  "more  favorable  to  Coleman  than 
it  should  be"  (Br.  p.  47),  because  the  "fixed"  elements 
of  manufacturing-  and  selling  expenses  which  Exhibit  20 
treats  as  variable  "more  than  offset  any  variable  items 
of  administrative  and  engineering  expenses"  (Holly's 
Br.  p.  46).  Precisely  this  same  excuse  is  offered  by  the 
caveat  on  the  face  of  Exhibit  20  itself : 

''This  is  a  very  conservative  appraisal  ignoring  the 
fact  that  some  elements  of  Sales  Expenses  are  fixed. 
This  method  of  computation  could  be  further  justified 
by  the  fact  that  fixed  portions  of  Manufacturing 
costs  such  as  Depreciation,  Real  Estate  Taxes,  In- 
surance, which  have  been  ignored  [i.  e.,  treated  as 
Variable'  rather  than  'fixed'],  more  than  offset  vari- 
able items  of  Administrative  and  Engineering  ex- 
penses."    (Emphasis  added.) 

The  record  contains  no  smidgen  of  evidence  to  support 
this  hypothesis.  Moreover,  this  Court  knows  judicially 
that  neither  administrative-engineering  nor  manufacturing- 
selling  expenses  remain  fixed  regardless  of  sales  volume, 
but  that,  contrariwise,  these  four  critical  expense  elements 
all  necessarily  increase  as  sales  volume  expands. ~^    At  all 


^^Courts  take  judicial  notice  of  accounting  and  bookkeeping  prac- 
tices as  well  as  of  normal  business  experience  and  tendencies: 
Baltimore  &  0.  C.  T.  R.  Co.  v.  Becker  Milling  Mach.  Co.,  272  Fed. 
933,  935  (C.  C.  A.  7,  1921),  and  syl.  3;  Ransome  Concrete 
Machinery  Co.  v.  Moody,  282  Fed.  29,  36  (C.  C.  A.  2,  1922),  and 
syl.  14;  Decker  v.  Korth,  219  F.  2d  732,  72>7  (C.  C.  A.  10,  1955). 
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events,  Mr.  Qaybaugh's  incredible  postulate  is  demolished 
by  Holly's  own  accounting  records. 

Thus,  Holly's  annual  audits  for  the  years  1949  through 

1954  [Accounting    Exs.    21-26,    respectively,    R.    1311- 
1313],  and  its  profit  and  loss  statements  for  the  years 

1955  through  the  first  three  months  of  1957  [Accounting 
Exs.  27-29,  respectively,  R.  1313]  establish  that  in  no 
two  of  those  eight  years  (plus  three  months  of  the  ninth 
year)  did  Holly  achieve  the  same  sales  volume.  Vet  its 
manufacturing  costs,  its  selling  expenses,  its  administrative 
expe^ises,  and  its  engineering  expenses  were  drastically 
different  in  each  of  these  periods,  thereby  conclusively 
demonstrating  that  all  four  types  of  expenses  are  variable, 
and  that  none  remain  fixed  irrespective  of  volume.  Further- 
more, these  exhibits  establish  that  all  four  types  of  ex- 
penses increase  when  gross  sales  increase.  This  is  quickly 
illustrated  by  the  following  tabulation  of  Holly's  gross 
sales,  manufacturing  costs,  sales  expenses,  and  adminis- 
trative-engineering expenses  for  the  years  1949  through 
1954,  with  all  of  our  figures  being  taken  directly  from 
Holly's  annual  audits  for  this  period  [Accounting  Exs. 
21-26,  respectively]  :^^ 


23 Accounting  Exhibits  27-29  [R.  1313]  demonstrate  this  same 
relationship  between  selling,  administrative,  and  engineering  ex- 
penses, on  the  one  hand,  and  gross  sales,  on  the  other  hand,  for 
Holly's  years  1955,  1956,  and  the  first  three  months  of  1957. 
However,  manufacturing  costs  are  not  segregated  from  other 
items  (such  as  material  costs)  in  the  "cost  of  goods  sold"  line 
on  these  exhibits.  Hence,  we  are  unable  to  include  manufacturing 
cost  figures  for  these  periods  in  our  tabulation. 
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Administrative- 
Manufacturing  Engineering 

Year  Gross  Sales  costs  Sales  Costs  costs 

1949  $1,853,851       $362,166  $130,484       $173,725 

1950  $2,409,488       $479,330  $166,435       $209,870 

1951  $2,859,622       $553,273  $197,382       $244,725 

1952  $3,305,269  $672,984  $219,412  $292,672 
1953*  $3,234,930  $829,955  $245,070  $320,341 
1954        $3,568,055       $724,403  $305,397       $435,241 


Finally,  an  examination  Holly's  actual  manufacturing 
and  selling  expenses  during  the  years  in  question,  as  item- 
ized on  schedules  "2"  and  "3,"  respectively,  of  Holly's 
basic  audits  [Accounting  Exs.  21-26],  proves  beyond  ques- 
tion that  Exhibit  20's  disregard  of  $2,044,987.00  adminis- 
trative-engineering expenses  between  January  1,  1952,  and 
March  31,  1957,  cannot  possibly  be  offset — much  less 
"more  than  offset"  [Ex.  20,  caveat] — by  the  ''fixed"  items 
of  manufacturing  and  selling  expenses  which  Exhibit  20 
"conservatively"  treats  as  variable. 

For  example,  schedule  "2"  of  Holly's  1952  audit  [Ex. 
24]  lists  aggregate  manufacturing  expenses  of  $672,- 
984.31,  of  which  "labor,"  "payroll  taxes,"  and  "super- 
vision" alone  account  for  $612,260.13,  leaving  but  $60- 


*  Although  Holly's  1953  gross  sales  were  slightly  lower  than  in 
1952  and  1954,  its  manufacturing  costs  were  higher  in  1953  than 
in  the  other  two  years,  which  is  inconsistent  with  the  postulate 
that  any  appreciable  portion  of  manufacturing  cost  remains  fixed. 
Also,  while  administrative-engineering  costs  were  somewhat  lower 
in  1952  than  in  1953  notwithstanding  Holly's  slightly  higher  1952 
gross  sales,  this  is  true  also  of  selling  expenses,  which  again  il- 
lustrates that  variability  is  not  the  exclusive  property  of  either 
cost  element.  Incidentally,  schedule  "5"  of  each  Holly  audit, 
listing  "engineering  expenses,"  reveals  that  not  one  fixed  item 
has  been  included  but  that  every  iota  of  engineering  cost  is 
variable. 


724.18  which  could  possibly  be  termed  "fixed"  expenses. 
And  most  of  the  other  items  listed  are  as  unarguably  "vari- 
able" as  the  three  just  mentioned.^^  Schedule  "3"  of  this 
same  audit  itemizes  "selling  expenses"  of  $219,412.34; 
yet  only  "insurance,  general"  ($76.32)  is  a  clearly  "fixed" 
item.  (This  and  Holly's  other  "selling  expense"  schedules 
explain  why  Mr.  Claybaugh's  caveat  to  Exhibit  20  vaguely 
mentions  that  "some  elements  of  Sales  Expense  are 
fixed,"  without  specifying  what  elements  he  had  in 
mind.)  Is  Exhibit  20  being  "conservative"  when  it  at- 
tempts to  offset  1952  administrative-engineering  expenses 
of  $292,672.02  [Ex.  24,  Schedules  "4"  and  "5"]  simply 
by  conceding  the  foregoing  niggardly  (comparatively 
speaking)  "fixed"  elements  of  manufacturing  and  selling 
costs?  If  the  Court  will  examine  the  scheduled  manu- 
facturing, selling,  administrative,  and  engineering  ex- 
penses for  each  of  the  other  years  covered  by  Holly's 
basic  audits  (e.g.,  see  Appendix  B  hereto),  it  will  in- 
stantly see  that  in  each  year  Holly's  administrative- 
engineering  expenses  are  more  than  double  the  maximum 
conceivably  "fixed  elements"  of  its  manufacturing-selling 
costs  for  that  same  year.  Therefore,  Holly's  own  ac- 
counting audits  prove  that  Exhibit  20's  failure  to  deduct 
over  two  million  dollars  worth  of  administrative-engineer- 
ing expenses  during  the  infringement  period  cannot  be 
justified  upon  the  undeniably  false  premise  of  "offsetting" 
fixed    elements    of    manufacturing-selling    costs.      Since 


24For  example,  "shop  supplies,"  $10,650.97;  "insurance  on 
employee,"  $15,409.86;  "production  supplies,"  $4,911.90;  "ma- 
terial handling,"  $10,248.42;  and  "employee  relations,"  $4,720.59. 
To  assume,  even,  that  general  insurance,  real  property  taxes,  and 
building  depreciation  are  "fixed"  must  in  turn  rest  upon  another 
drastic  assumption  that  Holly  might  have  increased  its  output 
some  34%  by  adding  Coleman's  sales  to  its  own  without  having 
been  required  to  enlarge  its  manufacturing  facilities. 
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Holly's  administrative-engineering  expenses  were  in  each 
year  far  in  excess  of  its  fixed  manufacturing-selling  costs, 
the  omission  of  all  of  the  former  cannot  possibly  be 
counterbalanced  or  "more  than  ofiPset"  by  merely  "some 
fair  proportion"  of  the  latter.  We  have  only  the  bald 
assertion  of  Mr.  Claybaugh  regarding  this  "offsetting," 
which,  being  an  inherently  incredible  suggestion  flatly 
contradicted  by  the  very  accounting  records  from  which 
his  Exhibit  20  was  prepared,  is  without  evidentiary 
value.^^ 

(2)  To  sustain  Holly's  fictional  "19%"  profit  margin 
there  remains  only  Holly's  alternative  contention  (Br.  p. 
45)  that  "during  a  reasonable  period"  its  average  net 
profit  from  heater  sales  was  19%.  The  period  selected  by 
Holly,  however,  is  not  "reasonable"  but  completely  arbi- 
trary: 1951,  1952,  and  the  first  half  of  1953  [R.  49-50, 
252-253].  No  explanation  has  ever  been  offered  by  Holly 
for  choosing  this  bobtailed,  unrepresentative,  arbitrarily 
selected  30  month  period  as  establishing  its  true  profit 
margin.  This  Court  possesses  judicial  knowledge  of 
general  business  conditions,^^  particularly  of  post-war 
economic  upturns, ^^  and  therefore  knows  that  Holly  is 
attempting  to  predicate   its   profit   margin   upon   its   ex- 


^^Compare,  e.g.,  Geigy  Chemical  Corporation  v.  Allen,  224  F. 
2d  110,  114  (5th  Cir.,"  1955)  :  "Courts  are  not  required  to  be- 
lieve testimony  which  is  inherently  incredible  or  which  is  con- 
trary to  the  laws  of  nature  and  of  human  experience,  or  which 
they  judicially  know  to  be  unbelievable."  And  see  the  well  known 
statement  by  Van  Fleet,  V.  C,  in  Daggers  v.  Van  Dyck,  37  N.  J. 
Eq.   130,  132-133   (1883). 

^^Dayton  P.  &  L.  Co.  v.  Public  Utilities  Commission,  292  U.  S. 
290,  311,  78  L.  Ed.  1267,  1281    (1934). 

^'^Great  Northern  R.  Co.  v.  Weeks,  297  U.  S.  135,  149,  80  L.  Ed. 
532,  541  (1936)  ;  Galveston  Electric  Co.  v.  Galveston,  258  U.  S.  388, 
402,  66  L.  Ed.  678,  686  (1922)  ;  Ransome  Concrete  Machinery  Co. 
V.  Moody,  282  Fed.  29,  35  (C.  C.  A.  2,  1922),  and  syl.  13. 
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perience  during  the  Korean  War  boom  period.  More- 
over, we  respectfully  suggest  that,  being  fully  cognizant 
of  the  fact  that  through  a  process  of  simple  mathematics 
Exhibit  20  might  be  construed  to  indicate  a  19.3%  profit 
margin,  Holly  deliberately  selected  this  truncated  30 
month  period  solely  because  it  fortuitously  yields  a  con- 
sistent 19%  (actually,  18.94%)  result— like  the  proverbial 
"pencil  engineering"  of  the  student  who  commences  with 
his  answer  and  works  backward  to  solve  it.  At  any 
event,  there  can  be  no  justification  for  excluding  the  last 
half  of  1953,  especially  since  Holly's  profit  margin  for 
this  entire  year  was  13.8%  [see  p.  4  of  Accounting 
Ex.  25,  R.  1312]  as  contrasted  with  the  adventitious 
19.7%  figure  for  merely  the  first  six  months.  Nor,  in 
fact,  is  there  any  rational  basis  for  embracing  only  this 
implausible,  abbreviated  30  month  period  and  eliminating 
all  other  years  involved  (see  Coleman's  Op.  Br.  pp. 
37-40).'' 


2^It  is,  incidentally,  paradoxical  that  Holly  (Br.  p.  47)  should 
criticize  the  table  shown  at  page  39  of  Coleman's  Opening  Brief 
m  part  because,  "The  first  three  months  of  1957  are  given 
the  same  weight  as  a  full  year."  Holly  itself  did  not  hesitate 
to  use  figures  for  only  part  (the  first  half)  of  1953  when  this 
method  of  computation  served  its  own  purposes;  and  only  by 
givmg  to  this  one-half  year  "the  same  weight  as  a  full  year"  can 
Holly's  profit  margins  for  1951  (20.1%),  1952  (17.4%),  and  the 
first  half  of  1953  (19.7%)  provide  a  "19%"  (19.07%)  average 
profit  figure.  (When  properly  averaged  mathematically,  these 
figures  give  a  margin  of  18.75%.)  Although  in  its  page  39  (Op. 
Br.)  table  Coleman  simply  followed  Holly's  lead,  if  1957  is 
omitted  therefrom  and  if  the  1956  figures  are  combined  to  a 
single  average  profit  of  6.1%,   Holly's  average  profit  margin   for 

the  full  years   1952  through   1956  still  amounts  only  to   12.0% 

far  short  of  "19%."  Also,  Coleman's  page  39  table  is  overly 
favorable  to  Holly  in  that  the  2.8%  profit  figure  there  shown  for 
1957  overlaps  1956  and  is  for  the  period  from  July  1,  1956, 
through  March  31,  1957.  Actually,  as  hereinbefore  demonstrated' 
Holly's  Accounting  Exhibit  29  establishes  that  for  the  first  three 
months  of  1957  Holly  operated  at  a  net  loss  of  $37,691.00. 
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In  summary,  it  is  utterly  incredulous  that  Holly  has 
been  able  to  attain  the  same  answer  (a  "19%"  average 
profit  margin)  by,  on  the  one  hand,  using  actiml  profits 
remaining  afterproperly  deducting  not  only  manufacturing- 
selling  expenses  but  also  administrative  engineering  ex- 
penses during  an  abridged  and  capriciously  selected  30 
month  period,  and,  on  the  other  hand,  by  using  wholly 
fictitious  net  profit  figures  for  the  years  1952-1957  which 
are  derived  by  completely  ignoring  over  two  million  dollars 
of  administrative-engineering  costs.  We  submit  Holly's 
profits  during  the  artificially  chosen,  fragmentary  two-and- 
one-half  year  period  from  January  1,  1951,  through  only 
the  first  half  of  1953,  are  devoid  of  probative  value  in 
establishing  Holly's  average  profit  margin ;  and  the  purely 
fictional  profit  figures  shown  on  Exhibit  20  are  equally 
incapable  of  sustaining  the  judgment  below.  We  resubmit, 
therefore,  that  Holly's  claimed  "19%"  profit  margin — 
upon  which  the  basic  $1,450,661.78  judgment  herein  is 
entirely  predicated — finds  no  support  whatever  in  the 
record. 

7.     Claim  That  Holly  Is  Entitled  to  Coleman  Profits. 

Holly  suggests  that  even  without  proof  of  lost  sales 
it  is  entitled  to  Coleman's  profits  (Br.  41).  This  sug- 
gestion was  recognized  as  erroneous  by  the  Trial  court 
[R.  1871].  The  present  patent  damage  statute  (35 
U.  S.  C.  Sec.  284)  does  not  provide  for  the  recovery  of 
profits  as  such.  The  law  was  changed  in  this  respect  in 
1946  (see  Appendix  A,  under  separate  cover).  Finding 
XI  [R.  426]  which  states  that  Holly's  damages  are 
Coleman's  profits  or  Holly's  profits  if  it  had  made  Cole- 
man's sales,  "whichever  is  the  larger"  is  clearly  based  on 
lost  sales  with  respect  to  both  alternatives  for,  as  stated 
by    the    Trial    Court,    an    infringer's    profits    "are    only 


relevant  on  the  issue  of  what  the  plaintiff  lost"  [R.  1871]. 
It  is  not  anticipated  that  this  Court  will  be  in  doubt  that 
this  is  so  under  the  present  statute,  but  a  review  of  the 
legislative  history  of  the  1946  amendment  and  pertinent 
decisions  appear  in  Appendix  A  hereto.  If  the  patentee 
would,  in  reasonable  probabiHty,  have  made  the  infringer's 
sales  but  for  the  infringement,  and  if  the  infringer's  prof- 
its would  have  at  least  equalled  the  patentee's,  then  the 
infringer's  profits  may  be  considered  an  element  of  dam- 
age. As  shown  elsewhere,  however,  in  this  case  there  is 
no  basis  for  a  conclusion  that  Holly  would  have  made 
Coleman's  sales  or  any  appreciable  part  thereof  except 
for  the  infringement.  Therefore,  without  proof  of  actual 
damages,  under  the  present  statute  Holly  could  be  entitled 
to  no  more  than  a  reasonable  royalty  (see  Coleman's 
Op.  Br.  Point  V,  pp.  77  et  seq.).^^ 

8.     Claim    That    Coleman    Sales    Followed    a    Trend 
Established  by   Holly. 

It  is  speciously  argued  in  Holly's  brief  that  Coleman's 
sales  followed  a  trend  established  by  Holly  (Br.  65-66). 
This  argument  is  based  on  charts  appended  to  Holly's 
brief.  But  the  charts  have  no  standing  whatsoever  as 
evidence ;  they  are  not  in  evidence  and  there  is  no  testimony 


29 At  page  40  of  its  brief,  Holly  cites  one  Fifth  Court  of  Appeals 
decision  in  which  infringers  profits  were  employed  as  the  measure 
of  damages  under  the  particular  facts  there  involved  (see  footnote). 
Holly  then  urges,  in  italics,  that  the  United  States  Supreme  Court 
^'^significantly"  denied  certioriari,  thereby  exhibiting  disdain  for 
"arguments  which  are  the  very  same  as  those  which  Coleman  has 
presented  in  the  present  case."  Nothing  is  more  elementary  than 
that,  as  pointed  out  by  Mr.  Justice  Holmes  in  Atlantic  Coast  Line 
R.  Co.  v.^^Powe,  283  U.  S.  401,  403-404,  76  L.  Ed.  1142,  1143 
(1931)  :  "But  'the  denial  of  a  writ  of  certiorari  imports  no  ex- 
pression of  opinion  upon  the  merits  of  the  case,  as  the  bar  has  been 
told  many  times.'  " 


—42— 

relating  to  the  statistical  comparisons  made  therein.  More- 
over, they  are  very  misleading.  Both  Holly  and  Coleman 
were  in  the  wall  heater  business  prior  to  the  sale  of  wall 
heaters  with  economizers,  but  the  charts  fail  to  take  that 
fact  into  consideration.  They  appear  to  indicate  that 
Coleman  first  entered  the  wall  heater  business  in  1952, 
whereas  the  fact  is  that  Coleman  had  a  full  line  of 
single  stud  space  wall  heaters  on  the  market  as  early  as 
1949  [Orig.  R.  321].  Holly  was  also  in  the  wall  heater 
business  prior  to  1950  [Orig.  R.  429],  contrary  to  the 
implication  of  the  charts.  Obviously,  before  it  can  be 
said  that  Coleman  followed  any  trend  set  by  Holly,  one 
must  know  what  both  were  doing  and  what  status  they 
had  achieved  in  the  wall  heating  industry  before  the  trend 
is  alleged  to  have  started. 

9.     Claim    That    Coleman    Was    Properly    Adjudged 
Guilty  of  Contempt. 

Holly's  answer  (Br.  75-87,  Point  X)  to  Section  IV 
(pp.  71  et  seq.)  of  Coleman's  opening  brief  is  largely 
devoted  to  insisting  that  Coleman's  "chute"  merely  re- 
duced the  flow  of  pink  air  into  its  economizer,  but  did 
not  prevent  it  completely  (Br.  76),  wherefore  the  chute 
is  labeled  "a  clumsy  subterfuge"  (Br.  77).  Inasmuch  as 
Holly  has  always  conceded,  as  assuredly  no  one  could 
deny,  that  it  was  unnecessary  for  Coleman  to  exclude 
all  pink  air  from  its  economizer  in  order  to  avoid  infringe- 
ment, and  that  the  determinative  question  is  whether 
sufficient  pink  air  enters  the  economizer  to  contribute  to 
the  efficiency  of  its  operation  [e.g.,  R.  700,  710,  766; 
Coleman's  Op.  Br.  51],  this  provides  no  refutation  what- 
ever to  Coleman's  position.  Per  contra,  we  submit  Holly's 
own  brief  demonstrates  conclusively  that  with  the  chute 
installed  Coleman's  heater  did  not  infringe  Holly's  patent : 
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( 1 )  In  discussing  the  "brown  air,"  Holly's  brief  points 
out  that  Landsberg's  "new"  tests  indicated  that,  without 
the  chute  attached,  Coleman's  economizer  received  14.9% 
"pink"  air  and  4.5%  "brown"  air  (Br.  83).  The  Trial 
Court  found,  during  the  course  of  the  contempt  hearing, 
that  14%  of  Coleman's  /i-07i-chute-equipped  economizer  was 
"pink"  and  that  6%  thereof  was  "brown"  (Br.  85). 
Hence,  if  we  adopt  arguendo  Holly's  own  figures,  Cole- 
man's economizers  unequipped  with  chutes  received  14% 
to  14.9%  of  their  air  from,  the  "pink"  or  infringing 
source,  and  4.5%  to  6%  of  their  air  from  the  noninfring- 
ing '^brown"  source. 

(2)  The  Trial  Court  found  that  when  the  chute  was 
added  to  Coleman's  economizer,  it  excluded  two-thirds  of 
the  14%  to  14.9%  "pink"  air,  permitting  only  one-third 
thereof  to  enter  (Br.  85).''  That  is  to  say,  on  this  premise, 
with  the  chute  installed  Coleman's  economizer  received  only 
one-third  of  14%,  or  4.666%,  or  one-third  of  14.9%, 
or  4.966%,  of  its  air  from  the  infringing  ''pink"  source. 

(3)  As  above  noted,  if  Holly's  own  figures  are  ac- 
cepted as  correct,  Coleman's  economizer  received  almost 
exactly  this  same  percentage,  or  even  a  somewhat  larger, 
percentage  of  air  from  the  noninfringing  "brown"  source: 
4.5%,  allegedly  according  to  Landsberg  (Br.  83),  to  6% 
according  to  the  trial  judge  (Br.  85). 


^^  30At  page  77  of  its  brief,  Holly  states  that  the  ''chute"  did  not 
reduce  the  passageway"  for  pink  air,  but  merely  made  it  "a  little 
longer,"  citing  "R.  551."  Presumably  Holly  intends  thereby  to  imply 
that  the  chute  had  little  or  no  effect  upon  the  flow  of  pink  air  into 
the  economizer.  However,  at  R.  551  Mr.  Harmon  definitely  testi- 
fied that  the  chute  "actually  restricts  the  passage"  and,  by  inter- 
posing "bends  in  the  flow,"  creates  a  very  definite  "restriction"  to 
the  entry  of  pink  air.  At  all  events,  the  Trial  Court  expressly 
stated  that  the  chute  cut  off  two-thirds  of  the  pink  air  which 
would  otherwise  enter  Coleman's  economizer   [R.  766]. 
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(4)  Finally,  Holly  in  its  present  brief  dismisses  that 
4.5%  to  6%  of  "brown"  air  as  too  insignificant  a  quantity 
to  be  of  any  consequence.  It  insists  that,  "Comparatively, 
that  [brown]  is  not  a  major  source  of  air  by  any  means" 
(Br.  23),  and  further  contends  (Br.  12;  our  emphasis)  : 

"The  District  Court  witnessed  the  Coleman  tests 
and  also  witnessed  tests  conducted  by  Holly  which 
showed  that  the  'brown'  air  path  into  the  economizer 
was  insignificant.  .  .  /^ 

If  4.5%  to  6%  of  "brown"  air  in  Coleman's  economizer 
is  an  "insignificant"  quantity,  and  if,  as  Holly's  own  brief 
demonstrates,  Coleman's  economizer  with  "chute"  at- 
tached could  receive  no  more  than  4.666%  to  4.966%  of 
its  air  from  the  infringing  "pink"  source,  the  "pink"  air 
which  leaked  into  the  economizer  was  fully  as  "insignifi- 
cant" and  nonutilitarian  a  quantity  as  the  4.5%  to  6%  of 
"brown"  air.  By  the  same  token,  Coleman's  economizer 
with  chute  attached  could  not  possibly  infringe  Holly's 
patent,  and  there  is  no  justification  for  the  Trial  Court's 
finding  that  Coleman  was  guilty  of  contempt. 

Other  contentions  advanced  in  this  portion  of  Holly's 
brief  are  equally  fallacious.  Thus,  Mr.  Berry  did  not 
testify  that  Coleman's  heater  could  not  meet  A.G.A.  ap- 
proval if  all  "pink"  air  were  hermetically  sealed  out  of 
the  economizer  (Br.  84;  also,  25-26,  31,  93-94).  Holly 
is  there  referring  to  testimony  by  Mr.  Berry  regarding 
experimental  tests  conducted  with  aluminum  tape  [a 
temporary  expedient  employed  solely  for  test  purposes 
R.  1548],''  and  he  testified  flatly  that  excluding  "pink" 
air  had  no  effect  whatever  upon  the  heater's  performance 


3^A   heater  partially    sealed   off   with   aluminum    tape   would   not 
likely  satisfy  A.  G.  A.  requirements  regardless  of  its  performance. 
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[R.  1566].  As  for  the  somewhat  similar  statement  lifted 
out  of  context  from  a  letter  written  by  Mr.  Olds  to  Mr. 
Dawson  (Br.  93;  see  Coleman's  Op.  Br.  59-61),  Mr.  Olds 
was  there  obviously  concerned  over  the  fact  that  using  a 
"baffle"  would  prevent  air  from  passing  up  the  flue  into 
and  out  of  the  attic,  thereby  creating  a  wall  heating  prob- 
lem, but  one  which  is  irrelevant  to  the  instant  question  of 
the  effect  upon  wall  heating  of  excluding  "pink"  air  from 
the  economizer. 

In  any  event,  we  have  already  demonstrated  herein 
from  Holly's  own  brief  that  a  mere  4.666%  to  4.966% 
of  "pink"  air  in  Coleman's  economizer  (and  assuming 
that  there  was  that  much)  is  of  no  utilitarian  value  what- 
ever, and  so  "insignificant"  in  quantity  as  to  be  incapable 
of  affecting  the  economizer's  efficiency.  Moreover,  as 
emphasized  in  our  opening  brief  {e.g.,  p.  50),  there  has 
never  been  one  iota  of  evidence — as,  perforce,  there  could 
not  be — that  so  unsubstantial  a  quantity  as  5%  or  less 
of  an  economizer's  air  could  contribute  to  its  efficiency. 
Bearing  in  mind  Holly's  admission  that  unless  the  quantity 
of  "pink"  air  in  Coleman's  economizer  were  sufficient  to 
affect  its  operation  no  infringement  would  result — the 
unsubstantial  quantity  of  "pink"  air  being  disregarded 
as  ''de  minimis''  (Op.  Br.  51)— we  submit  Coleman's 
adjudication  of  contempt  is  patently  erroneous  and  must 
be  reversed. 

The  foregoing  has  made  the  most  unfavorable  assump- 
tion possible  from  the  record.  Later,  the  Court  said  that 
what  it  had  actually  concluded  was  that  6%  of  the  ''pink" 
infringing  air,  not  the  "brown,"  reached  the  economizers 
[R.  1865].  If  this  is  true,  what  is  said  above  is  greatly 
emphasized,  for  the  chute  would  then  have  reduced  the 
infringing  air  from  6%  to  2%. 
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10.     Claim  That  the  Degree  of  Infringement  Is 
Irrelevant. 

Holly  asserts  (Br.  34)  without  citing  any  cases  that  the 
courts  "have  never  recognized  degrees  of  infringement." 
This  is  not  true  as  applied  to  the  question  of  damages. 
Upon  facts  like  those  of  the  present  case,  the  courts 
have  recognized  that  the  rule  de  minimis  is  properly 
applicable  (see  case  cited  Op.  Br.  87).  As  stated  in 
the  American  Telephone  case  (5  F.  2d  535,  536),  where 
''the  infringement  was  only  a  mere  trifling  infraction  of 
plaintiff's  rights,  the  value  of  the  property  of  plaintiff  so 
tortiously  taken  by  the  defendant  or  converted  to  his 
use  is  nominal  and  not  substantial,  and  in  siich  cases  only 
nominal  damages,  as  distinguished  from  profits,  can  be 
assessed  against  the  infringer"  (italics  added). 

11.      Claim    That    Appeal    Is    Frivolous,    Subjecting 
Coleman  to  Further  Penal  Damages. 

Now  Holly  seeks  an  additional  penalty  of  10%  of  the 
judgment  (or  $250,864.27),  and  double  its  costs,  upon 
the  ground  that  this  appeal  is  taken  upon  "frivolous  and 
vexatious"  grounds  (Br.  p.  97).  This  Court  is  in  a 
position  to  determine  whether  the  instant  appeal  is  taken 
upon  frivolous  grounds,  merely  to  vex  and  delay.  Cole- 
man has  posted  a  stay  bond,  and,  if  the  judgment  were 
affirmed,  would  be  paying  more  than  $175,000  per  year  in 
interest  alone  for  the  privilege  of  presenting  its  case  to 
an  appellate  court,  an  expenditure  no  one  would  under- 
take for  merely  vexatious  motives. 

In  thirty  years  of  practice  the  writer  of  this  brief  does 
not  recall  another  case  in  which  it  has  been  necessary  to 
resort  to  a  reviewing  court  to  establish  issues  which  are, 
to  him  at  least,  as  obvious  as  those  presented  here,  and 
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therefore  none  in  which  an  appeal  has  seemed,  to  him, 
more  meritorious.  Significantly,  and  telling-  against  any 
pretense  that  the  issues  are  frivolous.  Holly  does  not  meet 
them  as  they  actually  are,  but  resorts  to  evasion  and  actual 
misrepresentation.  Thus  it  flatly  denies  that  the  evidence 
upon  which  it  originally  procured  the  finding  of  infringe- 
ment was  shown,  -without  rebuttal,  to  be  grossly  errone- 
ous. It  actually  states  that  the  new  evidence  was  "old 
evidence"  which  the  Trial  Court  had  considered  and  re- 
jected at  the  original  trial,  whereas  in  truth,  as  quoted 
above,  the  Trial  Court  enormously  down-graded  its 
original  estimate  of  the  quantity  of  infringing  air  after 
witnessing  the  revelation  at  the  subsequent  contempt  hear- 
ing. Therefore,  of  course.  Holly  did  not  make  its  denial 
before  the  trial  judge.  It  could  not  dispute  to  him  what 
he  had  seen  for  himself  and  commented  upon,  although 
it  will  do  so  here  in  the  hope  that  perhaps  the  truth  cannot 
be  demonstrated  from  a  printed  record. 

This  pretense  is  now  compounded  by  the  charge  that 
by  revealing  the  error  Coleman  was  attempting  to  "retry 
the  whole  case,"  whereas  it  is  perfectly  clear  that  the  new 
evidence  was  vital  to  many  issues :  the  value  of  what  had 
been  taken  by  the  infringement;  whether  the  infringer 
deliberately  made  use  of  the  invention  in  bad  faith  or 
merely  failed  completely  to  eliminate  a  non-beneficial  air 
leakage  (which  is  the  fact) ;  whether  the  modified  heater 
infringed;  and  the  whole  question  of  the  infringer's  equi- 
table position  in  the  case.  Also,  Holly  does  not  find  it 
feasible  to  meet  the  supposedly  frivolous  issues  head-on, 
but  prefers  to  misrepresent  Coleman's  contentions  so  as 
to  make  them  appear  so. 

It  would  seem  that  if  any  penalty  were  to  be  imposed 
it  should  not  be  against  Coleman. 


CONCLUSION. 

The  facts  do  not  permit  Holly  to  show  that  it  would 
have  made  an  appreciable  or  ascertainable  number,  if  any, 
of  Coleman's  sales  but  for  the  infringement.  Holly  has 
nevertheless  been  awarded  enormous  damages  on  the 
assumption  that  it  would  have  made  all  of  Coleman's 
sales.  To  those  sales  has  been  applied  a  rate  of  profit 
which  Holly  claims  to  have  been  making,  but  which  is 
wholly  theoretical  (section  6,  above).  Even  more  damages 
have  been  added  by  way  of  penalty,  without  evidence  of 
bad  faith  and  on  a  record  which  affirmatively  shows  that 
there  was  none.  Finally,  a  judgment  of  contempt  was 
made  without  evidence  that  the  device  before  the  Court 
infringed.  The  entire  judgment  lacks  evidentiary  support. 
As  submitted  in  Appellant's  Opening  Brief  (83-87)  the 
record  permits  this  Court  to  direct  the  entry  of  a  proper 
judgment. 
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Petition  of  Appellant,  The  Coleman  Company,  Inc.,  for 
Rehearing,  for  Rehearing  En  Banc,  and  in  the 
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Opinion. 


Appellant  hereby  petitions  the  Court  for  a  rehearing, 
and  for  a  rehearing  en  ham,  pursuant  to  the  provisions 
of  Rule  23/  In  the  alternative,  appellant  petitions  the 
Court  for  clarification  of  its  opinion.  The  required  cer- 
tificate of  merits  is  filed  separately,  but  a  copy  (and  one 
duplicate  original)   is  appended  to  these  petitions. 

The  judgment  appealed  from,  exclusive  of  interest,  ex- 
ceeds $2,500,000  ($2,508,642.73).  Coleman  submitted 
several  contentions  for  the  consideration  of  this  Court,  all 


^With  respect  to  appellant's  request  for  rehearing  en  banc,  see, 
also  28  U.  S.  C.  A.  Sec.  46(c),  and  annotation  in  97  L.  Ed.  at 
1004-1007  following  the  reported  case  of  Western  Corp  v.  Western 
P.  R.  Co.,  345  U.  S.  247,  97  L.  Ed.  986. 
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in  good  faith  and  with  honest  conviction  of  their  merit. 
The  opinion  of  Judge  Ross  overlooks  Coleman's  principal 
contention  entirely.  Regarding  Coleman's  other  conten- 
tions, the  opinion  suggests  that,  if  not  frivolous,  they 
may  nevertheless  be  summarily  disposed  of  by  reference 
to  simple  rules  of  res  judicata  and  procedure.  It  can  be 
demonstrated  in  these  few  pages  that  this  is  not  so,  and 
that  Coleman's  contentions  have  not  been  considered  on 
their  merits. 

I. 

The  Unquestioned  Mathematical  Error  in  Computing 
the  Amount  of  the  Judgment  Has  Not  Been 
Corrected. 

In  a  judgment  of  this  size,  $20,265.98  is  relatively  a 
pittance;  but  it  is  nevertheless  more  than  is  involved  in 
the  whole  of  many  appeals.  Coleman  has  shown  that  the 
judgment  has  been  increased  by  that  amount  through 
sheer  miscalculation  (Op.  Br.  76-77).  Holly  has  not  ques- 
tioned that  this  is  so.  But  the  judgment  has  not  been 
corrected. 

IT. 

Coleman's  Objections  to  the  Basic  Award  of  Nearly 
$2,000,000  in  General  Damages  Have  Not  Been 
Considered. 

Coleman's  appeal  raises  three  separate  and  distinct  is- 
sues : 

(1)  The  propriety  of  the  trial  court's  basic  award  of 
$1,934,251.71  "general  damages"  for  infringement  ($1,- 
450,661.78  "lost  profits"  plus  $483,553.93  "to  provide  full 
compensation"  therefor). 

(2)  The  propriety  of  the  interlocutory  order  finding 
Coleman  guilty  of  contempt  of  the  December  28,   1956, 


— 3— 

writ  of  injunction,  and  the  award  of  $78,753.15  damages 
therefor  ($69,483.38  treble  damages  plus  $9,367.77  special 
attorneys'  fees  and  expenses). 

(3)  The  propriety  of  the  award  of  $492,665.45  ex- 
emplary damages  ($362,665.45  plus  $130,000.00  at- 
torneys' fees)   premised  upon  a   finding  of  bad  faith. 

Of  the  approximately  $2,500,000  aggregate  judgment 
below,  nearly  $2,000,000  is  represented  by  the  basic  award 
of  general  damages  (plus  $3,008.42  court  costs).  And  the 
major  portion  of  Coleman's  briefs  to  this  Court  was  de- 
voted exclusively  to  this  single  issue.^ 

Coleman's  chief  complaint  is  that  there  is  no  evidence 
to  support  the  basic  award  of  $1,934,215.71  general  dam- 
ages, and  that  such  award  could  have  been  made  only  by 
totally  disregarding  the  1946  amendment  to  the  patent 
damage  statute  under  which  "the  profits  to  be  accounted 
for  by  the  defendant"  were  removed  as  an  element  of 
damages,  as  such,  and,  in  lieu  thereof,  it  was  enacted 
that  the  patentee  may  recover  ''general  damages  which 
shall  be  due  compensation  for  making,  using,  or  selling 
the  invention,  not  less  than  a  reasonable  royalty  there- 
for ..."  (60  Stat.  778). 

Both  in  the  trial  court  and  in  its  briefs  to  this  Court 
Holly  insisted  that: 

"As  a  minimum,  therefore,  Holly  would  be  en- 
titled to  recover  Coleman's  actual  profit,  $1,186,537, 
irrespective  of  whether  Holly  zvould  have  made  the 
sales  that  Colenvan  made  if  Coleman  had  not  entered 


I 


^Points  I  (pp.  25-40),  II  (pp.  41-44),  and  V  (pp.  77-87)  of  ap- 
pellant's opening  brief;  parts  5,  6,  7  and  8  (pp.  19-42  of  appel- 
lant's reply  brief;  and  the  entire  appendix  (26  pages)  to  appel- 
lant's reply  brief— or  some  115  pages  in  all— dealt  solely  with  the 
basic  issue  of  general  damages. 
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the  field.  An  infringer's  profits  are  a  traditional 
measure  of  damages"  (see  page  4,  point  3,  of  this 
Court's  opinion  summarizing  Holly's  argument;  our 
emphasis). 

But  it  was  urged  in  Coleman's  briefs  that  under  the 
1946  statutory  amendment,  "The  language  [of  the  1946 
amendment]  appears  to  make  it  plain  that  profits  realized 
by  the  infringer  are  not  recoverable  as  such"  (Ric-Wil 
Co.  V.  E.  B.  Kaiser  Co.,  179  F.  2d  401,  407,  7th  Cir. 
1950;  and  see  Faulkner  v.  Gihhs,  199  F.  2d  635,  638, 
ftn.  5,  9th  Cir.  1952) — unless  under  the  facts  of  a  given 
case  plaintiff  is  able  to  demonstrate  that  but  for  the  in- 
fringement he  would  in  fact  have  made  the  infringer's 
sales  {Ric-Wil  Co.  v.  E.  B.  Kaiser  Co.,  supra,  at  407). 

In  this  connection,  Coleman  demonstrated  that  it  is  im- 
possible to  conclude  that  Holly  would  have  made  all,  or 
substantially  all,  or  even  any  appreciable   part  of   Cole- 
man's sales   (Op.  Br.  27-31).  We  believe  this  has  been 
unanswerably  shown.   And  the   special  master   expressly 
so  found  [R.  52-53].  But  it  is  certain  that  it  sufficiently 
appears   to  merit   and   require   this   Court's   careful   con- 
sideration. Fluctuations  in  Holly's  share  of  the  national 
market  before,  during,  and  after  infringement,  as  shown 
by  its  own  evidence,  supply  laboratory  proof  of  the  false 
assumption    underlying    the    enormous    principal    award. 
Holly  did  not  even  have  coextensive  market  outlets  with 
Coleman.   It  was  unable  to  prove  that  it  lost  any  sales 
at  all,  and  was  required  by  the  facts  of  the  situation  to 
rely  upon   decisions   in  zuhich   the   patentee   and    the   in- 
fringer controlled  the  entire  market  and  where,  therefore, 
any  sale  by  the  latter  must  perforce  have  been  supplied 
by  the  former  but  for  the  infringement.  Upon  the  basis, 
solely,  of  these  inapplicable  decisions  Holly  argued  in  ef- 
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feet  that  the  1946  amendment  introduced  no  change  in 
the  law. 

With  respect  to  this — the  paramount  issue  on  the  ap- 
peal^this  Court  was  asked  to  construe  and  apply  the 
1946  patent  damage  statute  amendment.  It  was  also  asked, 
not  to  weigh  evidence,  but  to  decide  whether  there  was 
any  evidence  to  support  the  basic  award  of  nearly  $2,000,- 
000  general  damages — evidence  to  sustain  the  assumption 
that  but  for  the  infringement  Holly  would  have  made 
Coleman's  sales,  or  evidence  to  sustain  the  assumption  that 
had  Holly  made  Coleman's  sales  it  would  have  enjoyed  a 
19  per  cent  profit  therefrom.  Yet  the  Court's  opinion  does 
not  even  mention  the  1946  statutory  amendment,  and  it 
contains  no  reference  to  any  of  the  evidence  on  this  prim- 
ary issue. 

The  opinion  begins  with  the  assertion  that  when  in- 
fringement has  been  adjudged,  "the  question  of  damages 
for  that  infringement  is  one  of  detail''  (p.  1;  our  em- 
phasis). There  follows  a  terse  "statement  of  the  case" 
(point  1,  pp.  1-2),  and  a  topical  summary  of  the  re- 
spective contentions  of  Coleman  (point  2,  pp.  2-4)  and 
Holly  (point  3,  pp.  4-5).  Ensuing  points  4  through  8 
(pp.  5-12)  contain  the  Court's  opinion  in  chief: 

(a)  Point  4  reviews  the  contempt  decree  which  relates 
to  merely  $182,851  post-mjunction  sales  [Find.  XXV,  R. 
431]  out  of  the  aggregate  $7,635,062  infringing  sales 
upon  which  the  basic  award  of  general  damages  is  predi- 
cated [Find.  XIH,  R.  426].  Whether  or  not  these  relatively 
few  sales  of  chute-equipped  heaters  were  properly  held 
violative  of  the  original  injunction  has  no  direct  bearing 
upon  the  fundamental  issue  regarding  the  award  of  gen- 
eral damages  for  all  $7,635,062  infringing  sales.  And  the 
Court's  discussion  under  point  4  is  confined  to  the  ef- 


feet  of  the  chute,  with  no  mention  of  the  problems  raised 
by  the  underlying  damage  controversy. 

(b)  Point  5  is  devoted  entirely  to  the  proposition  that 
validity  and  infringement  are  res  judicata,  something 
which  does  not  reach  the  issue  of  what  damages  may 
properly  be  awarded  for  the  adjudicated  infringement. 

(c)  Point  6  returns  to  the  contempt  issue  and  discusses 
the  award  of  $78,753.15  punitive  damages  for  post-in- 
junction sales,  with  stress  being  placed  upon  Coleman's 
lack  of  good  faith,  all  of  which  is  irrelevant  to  the  main 
issue  of  general  damages  for  infringement. 

(d)  Point  7  is  confined  to  a  consideration  of  whether, 
with  respect  to  the  issue  of  good  faith,  Coleman  could 
properly  rely  upon  the  advice  of  its  patent  counsel — a 
problem  which  again  is  not  germane  to  the  general  dam- 
ages issue. 

(e)  Finally,  point  8  discusses  the  "visual  evidence" 
(smoke  tests)  observed  by  the  trial  judge  during  the 
contempt  proceedings,  and  states  that  this  justified  his 
disregarding  the  special  master's  finding  that  with  respect 
to  pre -in  junction  sales  Coleman  acted  in  good  faith.  Mani- 
festly this  does  not  even  touch  upon  the  general  damage 
issue. 

Not  until  the  Court's  summary  "conclusion"  (point  9) 
on  the  last  page  of  its  opinion  is  there  any  mention  what- 
ever of  the  evidence  and  statutory-decisional  law  bearing 
upon  the  $2,000,000  general  damage  issue.  And  even  there 
we  find  only  this  single  sentence: 

"There  is  substantial  evidence  to  support  the  judg- 
ment of  the  Court  below  on  the  subject  of  damages 
for  the  already  adjudicated  infringement." 
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Upon  this  most  substantial  and  controlling  issue  which 
Coleman  has  submitted  in  good  faith,  upon  an  extraor- 
dinarily strong  record,  we  submit  Coleman  is  entitled  to 
far  more  consideration  than  is  afforded  by  the  foregoing 
sentence.  It  is  not  even  indicated  upon  what  evidence  the 
trial  court  was  justified  in  assuming  that  Holly  would 
have  made  all,  or  nearly  all,  or  any  substantial  part,  of 
Coleman's  sales  (when  both  its  pre-infringement  and  post- 
infringement  experience  shows  otherwise),  or  upon  what 
evidence  the  trial  court  could  properly  conclude  that  had 
Holly  done  so  it  would  have  earned  a  19  percent  profit, 
so  as  to  support  an  award  of  nearly  $2,000,000  in  gen- 
eral damages.  The  conclusion  is  inescapable  that  this  vital 
issue  has  been  disposed  of  without  any  reference  to  the 
evidence  upon  the  mistaken  assumption  that,  notwith- 
standing the  1946  amendment,  once  infringement  had 
been  adjudicated  Holly  became  entitled  to  recover  all  of 
Coleman's  profits — or,  even  worse,  to  the  profits  Holly 
claimed  it  would  have  enjoyed  had  it  made  all  of  Cole- 
man's sales — "irrespective  of  whether  Holly  would  have 
made  the  sales  that  Coleman  made  if  Coleman  had  not 
entered  the  field"  (Opin.  p.  4,  summarizing  Holly's  con- 
tention). 

Holly's  brief  and  oral  argument  seemingly  misled  the 
Court  as  to  the  principal  issue  posed  by  the  appeal  since 
this  all  important,  $2,000,000  problem  is  not  even  dis- 
cussed in  the  Court's  opinion.  If  rehearing  is  not  granted, 
we  submit  that  at  least  the  opinion  should  be  clarified  to 
indicate  the  basis  upon  which  Coleman's  contentions  on 
the  general  damage  issue  are  rejected. 
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III. 
The  Evidence  on  the  Issue  of  Good  Faith  Has  Not 
Been  Considered  Because  of  the  Erroneous  As- 
sumption That  the  Prior  Judgment  Settled  It. 

Judge  Ross's  conclusion  that  the  evidence  supports  the 
finding  of  bad  faith — accounting  for  nearly  $500,000 
($492,665.45)  of  the  award — is  frankly  based  upon  the 
original  adjudication  of  infringement,  including  the  form- 
er opinion  of  this  Court,  on  the  theory  that  the  issue 
thereby  became  res  judicata.^ 

Assuredly  it  may  not  be  questioned  that  a  judgment, 
or  appellate  decision,  does  not  dispose  of  questions  not 
then  involved  but  which  first  arise  thereafter  (Op.  Br. 
67-70).  The  question  of  Coleman's  good  or  bad  faith  was 
not  involved  at  all  in  the  original  validity-infringement 
proceedings.  The  sole  issues  then  tried  were  whether  Hol- 
ly's patent  was  valid,  and,  if  so,  whether  it  was  in- 
fringed by  Coleman's  wall  heaters.  Undeniably  the  ques- 
tion of  Coleman's  good  or  bad  faith  was  irrelevant  to 
the  validity  issue.  And  it  was  no  less  irrelevant  to  the 
issue  of  infringement.  This  is  so  because  good  faith  is 
no  defense  to  the  charge  of  infringement,  a  rudimentary 
principle  which  has  been  recognized  since  at  least  1899 — 
see  National  Cash-Register  Co.  v.  Leland,  94  Fed.  501, 
511  (1st  Cir.): 

"As  with  other  infringers,  it  is  immaterial  whether 
the  director  knew  or  was  ignorant  that  the  article 
manufactured  and  sold  did  infringe  a  patent." 


^Actually,  since  the  former  and  instant  appeals  involve  the  same 
suit  the  appropriate  doctrine  (assuming  arguendo,  its  applicability) 
is  "law  of  the  case"  rather  than  res  judicata  or  collateral  estoppel 
— see  pages  67-70  of  Coleman's  original  brief  herein. 


I 
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The  damage  issue  was  not  reached  at  the  original 
trial,  being-  reserved  for  the  subsequent  accounting.  By 
the  same  token,  Coleman's  good  or  bad  faith  became 
relevant  for  the  first  time  at  the  accounting  trial  be- 
cause, ''The  knowledge  or  intent  of  the  infringer  is  im- 
material, except  as  it  affects  the  amount  of  damages  re- 
coverable [citations]"  (Callison  v.  Dean,  70  F.  2d  55,  57, 
10th  Cir.  1934). 

We  readily  concede  that  at  the  original  validity-infringe- 
ment  hearing   the   trial  judge   found   that    Coleman   had 
faithfully  copied  Holly's  invention  and  that  its  infringe- 
ment   was    intentional,    conscious,    and    deliberate,    which 
finding   was   affirmed   by   this    Court's    opinion    on   the 
former  appeal.  To  one  unmindful  of  the  settled  rule  that 
judicial  pronouncements  are  necessarily  limited  to  the  is- 
sues then  before  the  court,  this  indeed  might  seem  to  rep- 
resent an  adjudication  of  bad  faith.  However,  the  finding 
of  deliberate,  intentional  infringement  is  not  tantamount 
to  a  finding  of  bad  faith.  With  regard  to  this,  the  Court's 
opinion  contains  a  quotation  from  the  oral  argument  of 
Coleman's   counsel   which   is   said   to   have   a   double-talk 
flavor,    possibly    because    of    its    fractured    syntax.    The 
thought  attempted  to  be  expressed,   however,   is   a  valid 
one,  and  no  stranger  to  courts  concerned  with  infringe- 
ment problems:  that  deliberate  intent  to  do  a  thing  does 
not  necessarily   involve   bad   faith.    It   is   not   likely   that 
anyone  infringes  a  patent  without  deliberate  action.   But 
if  the  infringing  structure  is  built  and  sold  under  a  bona 
fide  and  not  unarguably  groundless  belief  that  the  patent 
is   invalid   or   that   the   structure   does   not   infringe,    the 
"deliberate"   infringer   is   not   guilty   of   bad    faith.    This 
truism  appears  not  previously  to  have  been  questioned  in 
any  of  the  numerous  cases  in  which  damages  have  been 
fixed  after  determination  of   infringement.    It   is   recog- 
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nized by  one  perfectly  parallel  case  cited  in  Coleman's 
opening  brief  (p.  70) — Rockwood  v.  General  Fire  Ex- 
tinguisher Co.,  37  F.  2d  62  (2nd  Cir.  1925).  There,  as 
here,  the  trial  court's  finding-  during  the  initial  infringe- 
ment trial  that  defendant  "had  copied  the  [plaintiff's] 
idea"  and  "succeeded  in  appropriating  all  that  was  of 
value  in  plaintiff's  device"  was  affirmed  on  appeal.  Upon 
the  subsequent  accounting  trial,  the  court  assessed  puni- 
tive damages  which,  according  to  the  present  opinion  in 
the  suit  at  bar,  would  have  been  inevitably  proper.  But 
the  penal  award  was  there  reversed  on  appeal,  the  court 
saying : 

"The  validity  of  the  patent  and  its  infringement 
was  open  to  honest  doubt,  and  it  was  not  until  this 
court  passed  upon  the  question  that  the  defendants 
were  found  to  infringe.  In  the  absence  of  a  deliberate 
purpose  to  infringe  no  such  punitive  damages 
should  have  been  granted  [citing  cases]."  (p.  66). 

As  hereinbefore  demonstrated,  prior  to  the  accounting 
trial  the  court  below  (and,  accordingly,  this  Court  on 
the  former  appeal)  could  not  have  adjudicated  that  Cole- 
man was  guilty  of  good  faith  because  until  then  good 
faith  was  neither  a  relevant  nor  a  litigated  issue.  There- 
fore, if  the  finding  of  deliberate,  intentional  infringe- 
ment made  during  the  original  trial  (and  affirmed  on  the 
former  appeal)  were  intended  as  a  pronouncement  of  bad 
faith  it  would  necessarily  have  been  dictum,  not  adjudica- 
tion. In  any  event,  however,  the  record  establishes  that 
in  fact  the  good  faith  issue  was  not  litigated  at  the 
original  trial  and  that  the  trial  judge  did  not  construe  his 
initial  "deliberate"  infringement  finding  as  a  finding  of 
bad  faith  [R.  765,  1938-1939,  1996-2002]. 
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In  the  foregoing  connection,  note  that  the  trial  court 
did  not  contradict  but  acquiesced  in  the  assertion  by  Cole- 
man's counsel,  made  during  the  course  of  argument  at 
the  end  of  the  second  accounting  trial,  that  the  good 
faith  issue  had  not  therefore  been  decided  notwithstand- 
ing the  original  finding  of  "intentional  infringement" 
[R.  1938-1940,  particularly  R.  1938].  And  note  that, 
at  this  same  closing  stage  of  the  subsequent  accounting 
proceedings,  the  trial  court  invited  and  Holly's  counsel 
presented  argument  regarding  the  special  master's  find- 
ing of  good  faith  [R.  1994].  All  of  this  is  utterly  in- 
consistent with  the  premise  that  the  trial  court  had,  or 
thought  it  had,  already  adjudicated  this  issue  at  the 
former  hearing. 

Again,  it  will  be  noted  that  direct  evidence  pertaining 
to  Coleman's  motive  was  introduced  for  the  first  time  at 
the  accounting  trial  when  Holly  undertook  affirmatively 
to  demonstrate  bad  faith,  primarily  through  the  testi- 
mony of  its  surprise  witness  Dean  Olds  [R.  1310  et 
seq.'l.  Even  in  its  current  brief  to  this  Court,  Holly  relies 
almost  exclusively  upon  evidence  adduced  at  the  account- 
ing trial  to  support  the  award  of  punitive  damages  and 
attorney's  fees  (Point  XI,  Br.  87-97).  For  example,  in  the 
14  numbered  paragraphs  where  Holly  purports  to  out- 
line the  bases  for  the  exemplary  damage  award  (Br.  87- 
92),  Holly  stresses  evidence — not  adjudication — and  re- 
fers almost  entirely  to  accounting  trial  testimony.*     The 


^Thus,  Holly  stresses  evidence :  ( 1 )  that  Coleman  found  its 
wall  heaters  non  competitive  (Br.  87)  ;  (2)  that  Coleman's  presi- 
dent directed  its  design  engineer  to  proceed  (Br.  ^7)  ;  (3)  that 
Coleman  requested  but  was  refused  a  license  from  Holly  (Br. 
88)  ;  that  Coleman's  patent  counsel  was  careless  (Br.  88)  ;  (8)  that 
Coleman  was  litigious  (Br.  89)  :  (9)  that  Coleman  withheld  records 
from  the  accounting  hearing  (Br.  89)  ;  (10)  that  Newton's  testi- 
mony before  the  special  master  related  to  data  used  at  the  contempt 
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caption  of  this  section  of  Holly's  brief  does  not  mention 
res  judicata.  Only  incidentally,  in  point  "4"  of  its  14 
numbered  arguments  (Br.  88),  does  Holly  even  suggest 
that  Coleman's  bad  faith,  which  Holly  is  there  attempt- 
ing to  demonstrate,  was  already  adjudicated.  Even  there 
Holly  merely  makes  the  bald  assertion  that  this  is  so, 
citing  one  case — Bristol  Laboratories  v.  Schenley  Lab- 
oratories, Inc.,  117  Fed.  Supp.  67  (S.  D.  Ind.) — which 
neither  involved  nor  discussed  res  judicata. 

We  submit  the  good  faith  issue  was  not  litigated  or 
determined  at  the  original  infringement  trial,  and  that 
Holly,  Coleman,  the  special  master,  and  the  trial  court 
all  recognized  this  fact  when  the  issue  was  tried,  argued, 
and  passed  upon  for  the  first  time  at  the  accounting  hear- 
ing. We  further  submit  that  it  could  not  legally  have 
been  adjudicated  at  the  original  trial  since  Coleman's  mo- 
tive had  no  bearing  upon  the  issues  of  validity  and  in- 
fringement which  alone  were  then  being  tried.  Accord- 
ingly, we  submit  the  present  opinion  errs  in  holding  Cole- 
man is  precluded  from  complaining  of  the  huge  award  of 
exemplary  damages  upon  the  erroneous  assumption  that 
Coleman's  bad  faith  was  adjudicated  before  the  issue  be- 
came material  or  could  have  been  litigated. 

When  for  the  first  time  Coleman's  motives  became 
relevant,  namely,  at  the  accounting  trial,  the  evidence  of- 

hearing  (Br.  90)  ;  (11)  that  "new"  evidence  urged  by  Coleman 
before  the  special  master  was  really  old  evidence  already  introduced 
at  the  contempt  trial  (Br.  90);  (12)  that  Coleman  sought  to  re- 
try the  infringement  issue  before  the  special  master  (Br.  91)  ; 
(13)  that  the  record  in  the  companion  Coleman  v.  Siegler  appeal 
was  significant  (Br.  91);  and  (14)  that  Coleman  improperly 
relies  upon  claim  2  of  its  Giwosky  patent  (Br.  91).  Not  one  of 
these  factors  zvas  before  the  trial  court  during  the  first  infringe- 
ment trial  nor  before  this  Court  on  the  former  appeal,  and  they 
are  all  based  upon  testimony  which  was  never  introduced  until 
after  this  Court's  former  opinion  herein  zvas  rendered. 
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fered  by  both  sides  showed  conclusively  that  Coleman 
acted  in  the  bona  fide  belief  that  it  did  not  infringe.  One 
cannot  read  the  contemporaneous  writings  of  Holly's 
witness  Olds,  Coleman's  former  design  engineer,  with- 
out recognizing  this  fact  (Op.  Br.  55-61).  The  issue  of 
good  or  bad  faith  cannot  possibly  be  decided  without 
reference  to  the  Olds  testimony;  but  it  is  not  mentioned 
in  the  opinion.  Instead,  the  opinion  stresses  only  the  testi- 
mony of  Coleman's  patent  counsel  (point  "7",  p.  11) 
which  of  course  may  be  entirely  disregarded  without  satis- 
fying Holly's  burden  of  proving  bad  faith. 

The  only  other  evidence  mentioned  in  the  opinion  is 
the  "visual  evidence"  observed  by  the  trial  court  during 
the  contempt  proceedings  (point  "8",  p.  12).  This,  the 
opinion  states,  eviscerates  Coleman's  complaint  that  the 
trial  court  found  Coleman  guilty  of  bad  faith  upon  "the 
same  evidence"  which  persuaded  the  special  master  to 
find  that  Coleman  had  acted  in  complete  good  faith.  How- 
ever, this  visual  evidence  was  merely  a  demonstration  via 
colored  smoke  tests  of  the  amount  of  infringing  air  which 
was  utilized  in  Coleman's  economizer.  This  physical  evi- 
dence was  germane  to  the  question  of  whether  or  not 
Coleman's  chute-equipped  economizers  infringed  Holly's 
patent  and  therefore  violated  the  original  injunction.  It 
manifestly  has  no  relevance  whatever  to  the  issue  of  good 
faith.  Whether  Coleman  acted  in  good  or  in  bad  faith 
could  have  had  no  possible  effect  upon  the  amount  of 
pink  air  which,  during  the  visual  tests,  the  trial  court 
observed  in  Coleman's  economizer.  Furthermore,  these 
tests  were  conducted  during  the  contempt  hearing,  and  the 
trial  judge  himself  made  it  clear  that  good  faith  was 
not  at  issue  then  since  "absence  of  wilfulness  does  not 
relieve  from  civil  contempt"  [R.  765;  and  see  R.  1939]. 
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Finally,  the  special  master  expressly  refrained  from  pass- 
ing upon  Coleman's  good  faith  with  respect  to  sales  made 
by  Coleman  after  the  original  injunction  was  issued  [Find. 
XXIV,  R.  67}.  Instead,  the  special  master  found,  upon  evi- 
dence relating  to  the  pre-injunction  period  when  all  but 
$182,851  of  the  aggregate  $7,635,062  infringing  sales 
were  made,  that  from  the  outset  until  the  injunction  was 
originally  issued  Coleman  had  acted  in  good  faith.  We 
therefore  submit  that  the  trial  court's  refusal  to  accept 
the  special  master's  good  faith  finding  "up  to  the  date  of 
the  issuance  of  the  injunction"  [Find.  XXIII,  R.  67]  may 
not  be  explained  or  condoned  by  reason  of  "visual  evi- 
dence" subsequently  introduced  during  the  contempt  hear- 
ing, and  a  fortiori  so  because  the  visual  demonstrations 
of  "pink  air"  have  no  logical  bearing  upon  the  good  faith 
question. 

IV. 

Coleman's  Principal  Arguments  on  the  Appeal  From 

the  Contempt  Decree  Have  Not  Been  Considered. 

Coleman  has  submitted  a  proposition  which  it  deems 
platitudinously  simple:  its  modified  heater  could  not  con- 
stitute contempt  of  the  original  injunction  unless  it  in- 
fringed Holly's  patent  (Op.  Br.  71-77).  The  trial  judge 
himself  acknowledged  this  fact  when,  during  the  con- 
tempt hearing,  he  volunteered  the  statement:  "The  burden 
is  upon  the  plaintiff  to  prove,  by  a  preponderance  of  the 
evidence,  its  contentions  as  to  the  infringement"  [R.  764]. 

Holly,  having  this  burden,  offered  no  evidence  that 
Coleman's  heater,  with  chute,  infringed.  This  Court  is  not 
asked  to  weigh  conflicting  evidence.  There  was,  simply, 
no    evidence    that    Coleman's    modified    heater    infringed. 

The  sole  testimony  germane  to  this  issue  was  the  "vis- 
ual evidence"  [R.  766]  quoted  at  page  12  of  this  Court's 
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opinion.  This  evidence  demonstrated  that  the  chute  re- 
duced by  two-thirds  the  pink  or  infringing  air  in  Cole- 
man's economizer,  so  that,  under  the  trial  court's  own 
computation,  the  modified  heater  (with  chute  attached) 
utilized  only  two-thirds  of  14  percent  or  but  4.666%  of 
pink  air  [R.  76G\.  There  was  no  testimony,  however — 
by  visual  demonstration,  verbal  testimony  of  expert  wit- 
nesses, or  otherwise — that  this  small  amount  of  air  ma- 
terially affected  the  efficiency  of  the  modified  heater. 
Yet  Holly's  own  counsel  conceded  during  the  contempt 
hearing  that  unless  the  amount  of  pink  air  entering  Cole- 
man's modified  heater  was  sufficient  to  affect  its  effi- 
ciency, the  rule  de  minimis  would  apply  and  the  heater 
could  not  be  held  to  infringe  (or,  perforce,  to  violate  the 
injunction) — [see  R.  710]. 

With  no  testimony  to  sustain  its  conclusion,  the  trial 
court  simply  announced — and  this  Court  has  accepted — 
the  non  sequitur  that  since  the  original  quantity  of  pink 
or  infringing  air  (14%)  affected  the  efficiency  of  Cole- 
man's original  heaters,  ergo  one-third  of  that  quantity 
must  similarly  have  affected  the  efficiency  of  Coleman's 
modified  heaters.  Obviously  it  does  not  follow  from  the 
fact  that  a  given  quantity  of  a  substance  is  a  lethal  dose 
that  one-third  of  that  quantity  must  also  be.  Nor  can 
this  fatal  deficiency  in  Holly's  proof  be  circumvented  by 
characterizing  as  "an  ineffective  small  piece  of  metal" 
and  as  a  "gadget"  a  chute  which  undeniably  reduced  by 
two-thirds  the  quantity  of  pink  air  which  had  originally 
been  adjudged  to  infringe.  If  this  Court  has  found  any 
evidence  anywhere  in  the  record  that  Coleman's  modi- 
fied heater  infringed — that  the  mere  4.666%  of  pink 
air  not  excluded  by  its  chute  affected  its  efficiency  in 
the  least — we  submit  attention   should  be  called  thereto 
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in    the    opinion    so    that    Coleman    may    know    that    this 
$78,753.15   issue   has   been   decided   upon   its   merits. 

Coleman's  remaining  contention  on  this  issue  is  that 
a  motion  for  contempt  is  not  a  proper  remedy  when  there 
is  fair  ground  of  doubt  as  to  infringement  by  the  modi- 
fied device,  or  as  to  the  wrongfulness  of  the  defendant's 
conduct  (Op.  Br.  74-75).  We  assume  the  Court  did  not 
conclude  that  the  original  decree  of  infringement  also  de- 
prived Coleman  of  its  right  to  defend  its  modified  heater 
which  had  not  come  into  existence  until  after  the  former 
appeal.  And  since  Holly  introduced  no  evidence  tending  to 
show  that  Coleman's  modified  heater  utilized  sufficient 
pink  air  to  affect  its  efficiency,  there  was,  to  say  the 
least,  doubt  whether  the  modified  heater  infringed.  There- 
fore, the  motion  for  contempt  was  not  the  proper  pro- 
cedure. The  opinion  does  not  even  refer  to  this  important 
contention. 

V. 

Coleman  Has  Not  Attemped  to  Retry  the  Issues  of 
Validity  or  Infringement. 

Judge  Ross  insists  that  Coleman  has  attempted  to  re- 
try the  "two  points"  of  validity  and  infringement  (Opin. 
p.  6).  Yet  not  one  word  in  Coleman's  briefs  mentions  or 
even  bears  upon  the  validity  issue.  Nor  does  the  opinion 
suggest  in  what  respect  Coleman  has  sought  to  reargue 
the  validity  of  Holly's  patent.  As  for  the  infringement 
issue,  the  new  evidence  which  Coleman  stresses  is  clearly 
relevant  with  respect  to  the  issues  of  damages  and  good 
faith;  and  it  is  with  respect  only  to  these  new  issues  that 
the  evidence  has  been  urged  upon  the  Court's  considera- 
tion. 


—17— 

In  this  connection,  although  eventually  Holly  argued 
that  Coleman  was  attempting  to  reopen  the  infringement 
issue,^  it  made  no  objection  when  evidence  of  the  true 
amount  of  infringing  air  in  Coleman's  economizers  was 
offered  and  received  [Harmon,  R.  529-559;  Newton,  R. 
598-645].  Nor  did  it  occur  to  the  trial  court  that  Cole- 
man sought  to  relitigate  the  infringement  issue,  else 
the  newly  proffered  evidence  would  have  been  rejected  on 
this  ground.  Instead,  this  evidence  was  accepted  by  the 
trial  court  in  an  enormous  down  grading  of  the  volume  of 
infringing  air  previously  found  to  exist  [R.  734,  766, 
1865]   (Reply  Br.  7-S). 

Coleman's  briefs  have  been  reread  to  determine  wherein 
they  created  Judge  Ross's  impression  that  retrial  of  the 
infringement  issue  was  sought.  No  argument  has  been 
found  in  which  Coleman  contradicts  any  of  the  former 
evidence  except  in  respects  in  which  it  bore  directly  upon 
issues  w^hich  were  before  the  Court  for  the  first  time, 
namely,  the  value  of  the  use  made  of  Holly's  patent 
by  Coleman  (damages),  and  whether  or  not  Coleman 
acted  in  good  faith   (punitive  damages). 

We  submit  the  caustic  criticism  of  Coleman,  or,  more 
accurately,  of  Coleman's  counsel,  in  point  "5"  of  the 
Court's  opinion  is  not  merited — as  is  all  but  conceded  by 
the  final  two  paragraphs  on  page  8. 

Conclusion. 

The  opinion  fails  to  consider,  upon  their  merits,  the 
substantial  points  upon  which  this  appeal  was  taken.  In 
particular,  there  is  no  explanation  as  to  why  or  in  what 


^Even  Holly  has  never  suggested  that  Coleman  at  any  time  during 
the  accounting  trial  or  the  instant  appeal  attempted  to  reargue  the 
patent  validity  issue. 
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respects  the  evidence  is  sufficient  to  sustain  an  award 
of  nearly  $2,000,000  in  general  damages,  the  opinion 
seeming  to  indicate  that  this  primary  problem  is  not  in 
controversy  and  that  the  appeal  relates  solely  to  secondary 
issues  of  exemplary  damages  and  damages  for  contempt. 
Assuredly  Coleman  is  entitled  to  know  whether  the  1946 
patent  damage  statute  amendment  has  been  considered 
by  the  Court,  and,  if  so,  why  it  is  not  determinative. 
Even  if  rehearing  were  denied,  at  least  the  opinion  should 
be  clarified  to  reveal  the  basis  upon  which  the  $2,000,000 
general  damage  award  has  been  sustained. 

We  submit,  too,  that  the  existing  opinion  is  defective 
in  the  other  respects  hereinbefore  discussed — including 
its  failure  to  correct  the  undenied  $20,265.98  mathemati- 
cal error  in  the  judgment  computation. 

It  is  respectfully  requested  that  a  rehearing  be  granted, 
and,  because  of  the  importance  of  the  issues  both  to  the 
instant  litigants  and  also  to  the  patent  bar  generally,  that 
such  rehearing  be  held  en  banc.  In  the  alternative,  it  is 
requested  that  the  opinion  be  clarified. 

Respectfully  submitted, 

Parker,  Stanbury,  Reese  &  McGee, 

By  Raymond  G.  Stanbury, 
Attorneys .  for   Defendant-Appellant, 
The  Coleman  Company,  Inc. 

Of  Counsel: 

Timothy  L.  Tilton, 

Dawson,  Tilton,  Fallon  &  Lungmus, 

John  F.  Eberhardt, 

Foulston,  Siefkin,  Schoeppel,  Bartlett  &  Powers, 


APPENDIX  A. 

Certificate  of  Counsel 
(Rule  23). 

Raymond  G.  Stanbury,  being  first  duly  sworn,  states 
that  he  is  one  of  the  attorneys  for  the  defendant-appel- 
lant The  Coleman  Company,  that  the  Petition  for  Re- 
hearing, for  Rehearing  En  Banc,  and  in  the  alternative 
for  Clarification  of  the  Court's  opinion,  is  in  his  judg- 
ment well  founded,  and  the  same  is  not  interposed  for 
delay. 

Raymond  G.   Stanbury 

Subscribed  and  sworn  to  before  me  this  21st  day  of 
September,  1959. 

Mary  O.  Terpenning, 
Notary  Public  in  and  for  Los  Angeles  County, 
State  of  California. 
My  commission  expires  April  29,  1960. 
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JURISDICTIONAL  STATEMENT 

This  is  an  appeal  from  the  Supreme  Court  of  the  Terri- 
ritory  of  Hawaii.  The  proceedings  originated  in  the  Circuit 
Court  of  the  First  Judicial  Circuit  where  judgment  was  ren- 
dered in  favor  of  the  appellee,  which  judgment  was  affirmed 
on  appeal  to  the  Supreme  Court  of  the  Territory  of  Hawaii. 
After  an  appeal  to  this  Court  (No.  15498),  the  case  was  re- 


manded  to  the  Supreme  Court  for  clarification.  A  hearing 
was  duly  had  and  the  Supreme  Court  again  affirmed  the 
judgment  for  the  appellee.  The  present  appeal  stems  from 
this  second  decision  of  the  Supreme  Court  of  the  Territory 
of  Hawaii. 

Jurisdiction  of  this  Court  derives  from  28  U.S.C.  1293  as 
this  is  a  civil  case  where  the  value  in  controversy  exceeds 
$5,000,  exclusive  of  interest  and  costs. 

STATEMENT  OF  THE  CASE 

The  facts  of  this  case  are  set  out  in,  and  the  Court  is  re- 
ferred to,  Pae  V.  Stevens,  No.  15498  (9  Cir.,  Feb.  18,  1958). 

QUESTIONS  PRESENTED 

1.  Whether  the  statutory  requirement  of  exhaustion  of 
remedies  is  a  condition  precedent  or  an  affirmative  defense? 

2.  Whether  other  remedies  for  the  recovery  of  his  land 
were  available  to  appellant? 

3.  Whether  appellant  had  exhausted  his  remedies? 

ARGUMENT 

I 

THE  COURT  MAY  MODIFY  THE  JUDGMENT  OF  THE 
SUPREME  COURT  OF  HAWAII  ONLY  IF  IT  IS 
MANIFESTLY  ERRONEOUS. 

The  question  on  appeal  is  whether  the  judgment  of  the 
Supreme  Court  of  the  Territory  of  Hawaii  is  manifestly 
erroneous  so  as  to  require  this  Court  to  disturb  that  judg- 


ment.  This  rule,  governing  appeals  of  this  nature,  was  set 
by  the  Supreme  Court  of  the  United  States  in  Waialua  Agri- 
cultural Co.  V.  Christian,  305  U.S.  91,  59  S.  Ct.  21  (1938); 
rehearing  denied,  305  U.S.  673,  59  S.  Ct.  240;  at  page  109: 

"It  is  true  that  under  the  appeal  statute  the  lower 
court  had  complete  power  to  reverse  any  ruling  of 
the  territorial  court  on  law  or  fact;  but  we  are  of 
the  opinion  that  this  power  should  be  exercised 
only  in  cases  of  manifest  error.  ...  In  so  far  as  the 
decisions  of  the  Supreme  Court  of  Hawaii  are  in 
conformity  with  the  Constitution  and  applicable 
statutes  of  the  United  States  and  are  not  manifestly 
erroneous  in  their  statement  or  application  of  gov- 
erning principles,  they  are  to  be  accepted  as  stating 
the  law  of  the  Territory.  Unless  there  is  clear  de- 
parture from  ordinary  legal  principles,  the  prefer- 
ence of  a  federal  court  as  to  the  correct  rule  of 
general  or  local  law  should  not  be  imposed  upon 
Hawaii." 

This  rule  has  been  followed  by  this  Court  in  Pioneer  Mill 
Co.  v.  Victoria  Ward,  158  F.2d  122  (9  Cir.  1946),  cert,  den., 
330  U.S.  838,  67  S.  Ct.  979,  and  more  recently  in  the  prior 
appeal  of  this  case.  Pae  v.  Stevens,  No.  15498  (9  Cir.  Feb. 
18,  1958). 

There  are  no  issues  relating  to  the  Constitution  of  the 
United  States  or  to  the  laws  of  the  United  States.  The 
issues  are  matters  solely  of  local  law,  more  specifically  sec- 
tion 342-99  of  the  Revised  Laws  of  Hawaii  1955  (section 
5099,  Revised  Laws  of  Hawaii  1935,  at  the  time  of  the  com- 
mencement of  this  suit).  Section  342-99  provides  in  part 
as  follows: 

"Actions  for  compensation  for  fraud,  mistake,  etc. 
Any  person  who,  without  negligence  on  his  part. 


sustains  loss  or  damage,  or  is  deprived  of  land  or 
of  any  estate  or  interest  therein,  after  the  original 
registration  of  land  under  this  chapter,  by  the  regis- 
tration of  any  other  person  as  owner  of  such  land, 
or  of  any  estate  or  interest  therein,  through  fraud, 
or  in  consequence  of  any  error,  omission,  mistake 
or  misdescription  in  any  certificate  of  title  or  in  any 
entry  of  memorandum  in  the  registration  book,  may 
bring  and  prosecute  an  action  of  contract  in  the 
circuit  court  for  the  recovery  of  compensation  for 
such  loss  or  damage  or  for  such  land  or  estate,  or 
interest  therein;  provided,  that  when  the  person 
deprived  of  land  or  of  any  estate,  or  interest  therein, 
in  the  manner  above  stated,  has  a  right  of  action  or 
other  remedy  for  the  recovery  of  the  land  or  of  the 
estate,  or  interest  therein,  he  shall  exhaust  the  right 
of  action  or  other  remedy  before  resorting  to  the 
action  of  contract  herein  provided.  .  .  ." 

This  statute  was  the  legal  basis  for  the  cause  of  action 
that  appellant  instituted.  It  was  by  measuring  the  facts  to 
these  same  provisions  that  the  Supreme  Court  of  the  Ter- 
ritory of  Hawaii  decided  that  appellant  was  not  entitled  to 
recover  compensation  for  the  loss  of  his  interest  in  parcel 
1  from  appellee,  Kam  Tai  Lee,  Treasurer  of  the  Territory  of 
Hawaii.  We  submit  that  this  judgment  is  not  only  not  man- 
ifestly erroneous  but  the  only  proper  one  that  that  court 
could  have  rendered  under  the  circumstances  of  both  law 
and  fact. 

The  Hawaii  Supreme  Court  agreed  with  this  Court  that 
the  common  law  rule  of  consensual  incapacity  of  minors 
did  apply  to  the  statutory  cause  of  action  set  out  above  and 
thus  ruled  that  appellant  could  not  be  bound  by  his  negli- 
gence in  pursuing  this  contract  action.  At  the  same  time, 
however,  the  Court  reaffirmed  its  position  that  appellant 
was  required,  by  statute,  to  exhaust  his  other  remedies,  and. 


not  having  done  so,  was  thus  not  entitled  to  compensation. 
Just  as  this  Court  found  the  common  law  rule  of  consensual 
incapacity  of  minors  applicable  to  the  cause  of  action  pro- 
vided in  section  342-99,  the  Hawaii  Supreme  G)urt  found 
that  the  said  common  law  rule  applied  to  transfers  of  reg- 
istered land,  thus  concluding  that  appellant,  then  a  minor, 
could  have  rescinded  the  transaction  and  recovered  his  land 
from  his  immediate  purchasers. 


II 


THE  EXHAUSTION  OF  THE  RIGHT  OF  ACTION  OR 
OTHER  REMEDY  REQUIRED  BY  SECTION  342-99, 
REVISED  LAWS  OF  HAWAII  1955,  IS  A  CONDI- 
TION PRECEDENT  TO  THE  ACTION  OF  CON- 
TRACT PROVIDED  THEREIN. 

Section  342-99,  Revised  Laws  of  Hawaii  1955,  provides 
in  part: 

**.  .  .  that  when  the  person  deprived  of  land  or  of 
any  estate,  or  interest  therein,  in  the  manner  above 
stated,  has  a  right  of  action  or  other  remedy  for  the 
recovery  of  the  land  or  of  the  estate,  or  interest 
therein,  he  shall  exhaust  the  right  of  action  or  other 
remedy  before  resorting  to  the  action  of  contract 
herein  provided. .  .  ."  (Emphasis  supplied.) 

It  is  of  utmost  importance  to  always  bear  in  mind,  in  the 
consideration  and  resolution  of  the  issue  before  us,  the  fact 
that  we  are  here  dealing  with  a  statutory  cause  of  action. 
Since  the  statute  creates  the  right  of  action,  all  conditions 
attached  to  that  right  must  be  satisfied  before  one  can  avail 
himself  of  the  right  of  action. 


Although  what  is  here  involved  is  a  matter  of  construction 
of  a  specific  statute,  the  following  discussion  of  cases  deal- 
ing with  similar  statutes  is  submitted  as  an  indication  of 
what  disposition  was  made  by  other  courts  in  similar  cir- 
cumstances to  provide  an  understanding  of  the  problem  and 
guidance  to  this  Court. 

In  Jensky  v.  State  Board  of  Equalization,  155  P.  2d  87 
(1945)  the  court  was  faced  with  the  question  of  whether 
plaintiffs-appellants  had  to  exhaust  administrative  remedies 
before  having  recourse  to  the  courts.  The  applicable  Califor- 
nia statute  (Sec.  46,  Stats.  1937)  provided  in  part  as  follows: 

"The  person  affected  by  any  ruling,  order  or  deci- 
sion of  the  board  *  *  *  on  suspension  or  revocation 
of  a  license  may,  after  exhausting  the  remedies  such 
person  may  have  with,  the  board,  and  within  thirty 
days  after  jinal  action  by  the  board,  file  an  action  in 
the  superior  court  of  California  in  and  for  the 
county  of  Sacramento." 

On  page  89,  the  court  said: 

'*.  .  .  In  its  present  form  as  above  stated  it  plainly 
provides  that  only  after  exhausting  the  remedies 
such  person  may  have  with  the  board,  and  after 
final  action  by  the  board,  may  an  action  be  filed  in 
the  superior  court." 

And  to  make  its  position  clearer  the  court  added  in  the 
following  paragraph  on  the  same  page: 

"Appellants'  complaint  entirely  fails  to  show  that 
before  filing  this  action  they  filed  any  written  ob- 
jections to  the  findings  or  any  petition  for  a  recon- 
sideration by  the  board,  or  that  any  hearing  de  novo 
by  such  board  was  ever  asked  or  had.  On  the  con- 
trary, the  allegation  of  the  complaint  that  said  order 


has  no  support  whatsoever  'under  the  testimony 
and  evidence  submitted  to  and  received  by  said 
representative  of  said  board,'  indicates  that  no  re- 
sort to  the  board  itself  for  a  hearing  was  had,  and 
that  said  matter  was  not  heard  de  novo  by  it,  but 
that  its  order  which  appellants  seek  to  have  re- 
viewed by  the  court  was  based  solely  upon  the  find- 
ings of  its  representative  before  whom  the  hearing 
was  had  pursuant  to  section  41  of  the  Act.  Plainly, 
then,  appellants  failed  to  show  that  they  had  com- 
plied with  the  very  requirements  of  section  46,  that 
before  filing  an  aaion  in  the  superior  court  they 
must  have  exhausted  their  remedies  before  the 
board,  and  the  aaion  of  the  board  must  have  be- 
come final." 

Accordingly,  the  court  found  that  appellants  could  not  in- 
stitute an  action  for  judicial  relief. 

In  Umted  States  v.  Felf  &  Tarrant  Co.,  283  U.S.  269 
(1931)  the  Supreme  Court  was  called  upon  to  review  a  judg- 
ment allowing  plaintiff  a  recovery  of  income  and  excess 
profit  taxes  alleged  to  have  been  illegally  exacted.  The  sole 
objection  to  the  recovery  was  that  there  was  not  compliance 
with  section  1318  of  the  Revenue  Act  of  1921,  42  Stat.  314, 
which  provided  that: 

"  'no  suit  .  .  .  shall  be  maintained  in  any  court  for 
the  recovery  of  any  internal-revenue  tax  alleged  to 
have  been  .  .  .  illegally  .  .  .  colleaed  .  .  .  until  a 
claim  for  refund  or  credit  has  been  duly  filed  with 
the  Commissioner  of  Internal  Revenue,  according 
to  the  provisions  of  law  in  that  regard,  and  the 
regulations  of  the  Secretary  of  the  Treasury.  .  .  .'  " 

The  Court  found  that  there  was  not  compliance  with  this 
provision  and  thus  reversed  the  judgment  below.  The  Court 
said  at  page  272 : 


8 

**The  filing  of  a  claim  or  demand  as  a  prerequisite 
to  a  suit  to  recover  taxes  paid  is  a  familiar  provi- 
sion of  the  revenue  laws,  compliance  with  which 
may  be  insisted  upon  by  the  defendant,  whether 
the  collector  or  the  United  States,  {citations.}" 

And  on  page  273: 

**. . .  Even  though  formal,  the  condition  upon  which 
the  consent  to  suit  is  given  is  defined  by  the  words 
of  the  statute,  and  *they  mark  the  conditions  of  the 
claimant's  right.'  Rock  Island  R.R.  v.  United  States, 
254  U.S.  14 1,  143.  Compliance  may  be  dispensed 
with  by  waiver,  as  an  administrative  act.  Tucker  v. 
Alexander,  supra;  but  it  is  not  within  the  judicial 
province  to  read  out  of  the  statute  the  requirement 
of  its  words.  Rand  v.  United  States,  249  U.S.  503, 
510." 

Ertle  V.  United  States,  93  F.  Supp.  619  (Ct.  of  Claims, 
1950)  draws  into  a  finer  focus  the  holding  of  the  Felt  & 
Tarrant  Co,  case.  This  was  a  suit  to  recover  taxes  allegedly 
paid  under  protest.  Defendant  demurred.  The  court  ad- 
dressed itself  to  the  same  section  of  the  Internal  Revenue 
Code,  then  section  3772  of  Title  26  of  the  United  States  Code 
(presently  26  U.S.C.  7422).  The  court  said: 

"The  petition,  however,  does  not  allege  that 
plaintiffs  or  any  of  them  at  any  time  filed  a  claim 
for  refund  of  the  amount  of  the  tax  penalty."  p.  619. 

"We  have  no  choice  but  to  sustain  the  demurrer. 
The  provision  of  the  statute  is  plain.  The  filing  of  a 
claim  for  refund  is  an  essential  condition  to  the 
maintenance  of  a  suit  to  recover  amounts  claimed  to 
have  been  illegally  collected,  {citations}"  p.  620. 

The  same  intimation  that  the  condition  precedent  must 
be  pleaded  by  plaintiff  appears  in  Red  Wing  Malting  Co. 


V.  Willcuts,  15  F.2d  626  (8  Cir.  1926)  cert.  den.  273  U.S. 
763,  47  S.Ct.  476.  The  court  (it  appears  from  the  context) 
was  presumably  referring  to  the  same  statute  when  it  said: 

".  .  .  It  does  not  appear  from  the  record  that  any 
claim  under  subsection  (4)  for  refund  covering  the 
loss  of  good  will  as  a  sustained  loss  during  the  tax- 
able year  was  presented  to  the  Commissioner  of  In- 
ternal Revenue  prior  to  bringing  this  artion,  and  a 
refund  requested.  The  application  for  refund  does 
not  appear  in  the  record.  Such  application  is  a  con- 
dition precedent  to  the  jurisdiction  of  this  court  in 
matters  of  this  character.  .  .  ."  p.  634. 

The  Felt  &  Tarrant  Co.  case  has  been  construed  to  mean 
"that  a  claim  for  refund  which  sets  forth  all  the  material 
facts  which  from  the  basis  of  the  action  to  be  brought  is  an 
essential  condition  precedent  to  the  right  to  recover  by  suit." 
Ronald  Press  Co.  v.  Shea,  114  F.2d  453,455  (2  Cir.  1940). 
Other  cases  which  have  likewise  put  a  similar  interpretation 
on  the  language  of  section  7422  of  Title  26  U.S.C.  are, 

Scovill  Manufacturing  Company  v.  Fitzpatrick, 

215  F.  2d  567,  569  (2  Cir.  1954) 
Bryan  v.  United  States, 

99  F.  2d  549,  552  (10  Cir.  1938)  cert.  den. 

305  U.S.  661,  59  S.Ct.  364 
Lynch  v.  Rogan, 

50  F.  Supp.  356,  357  (S.D.  Calif.  1943) 
See  Harvey  v.  Early, 

160  F.  2d  836,  838  (4  Cir.  1947). 

In  Rock  Island,  Arkansas  &  Louisiana  Railroad  Company 
V.  United  States,  254  U.S.  I4l  (1920)  the  court  was  faced 
with  the  same  problem.  A  claim  had  been  filed  in  the  Court 
of  Claims  for  the  recovery  of  taxes  paid.  The  court  dismissed 
the  petition  on  the  grounds  that  claimant  had  not  complied 
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with  that  section  of  the  law  that  no  suit  for  the  recovery  of 
taxes  shall  be  maintained  in  any  court  "  'until  appeal  shall 
have  been  duly  made  to  the  Commissioner  of  Internal  Rev- 
enue, according  to  the  provisions  of  law  in  that  regard,  and 
the  regulations  of  the  Secretary  of  Treasury  established  in 
pursuance  thereof,  and  a  decision  of  the  Commissioner  has 
been  had  therein:  .  .  .  '  "  Rev.  Stats.,  sec.  3226,  amended  by 
Act  of  February  27,  1877,  c.  69,  sec.  1,  19  Stat.  248.  The 
judgment  of  the  court  below  was  affirmed,  and  the  Court, 
speaking  through  Mr.  Justice  Holmes,  said: 

"Men  must  turn  square  corners  when  they  deal 
with  the  Government.  If  it  attaches  even  purely 
formal  conditions  to  its  consent  to  be  sued  those 
conditions  must  be  complied  with.  Lex  non  prae- 
cipit  inutilia  (Co.  Lit.  127^)  expresses  rather  an 
ideal  than  an  accomplished  fact.  But  in  this  case  we 
cannot  pronounce  the  second  appeal  a  mere  form. 
On  appeal  a  judge  sometimes  concurs  in  a  reversal 
of  his  decision  below.  It  is  possible  as  suggested  by 
the  Court  of  Claims  that  the  second  appeal  may  be 
heard  by  a  different  person.  At  all  events  the  words 
are  there  in  the  statute  and  the  regulations,  and  the 
Court  is  of  opinion  that  they  mark  the  conditions  of 
the  claimant's  right.  .  .  ."  p.  143. 

In  the  federal  tax  cases,  (except  the  Rock  Island  Railroad 
case),  the  condition  precedent  of  having  to  file  a  claim  for 
refund  or  credit  is  stated  in  the  following  language:  "until 
a  claim  for  refund  or  credit  has  been  duly  filed  ..."  no  suit 
shall  be  maintained. 

In  the  California  Jensky  case,  the  governing  language  was: 
"after  exhausting  the  remedies  such  person  may  have  with 
the  board,"  the  person  may  file  an  action. 
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In  this  appeal,  the  corresponding  provision  states:  "before 
resorting  to  the  action  of  contract  ...  he  shall  exhaust  the 
right  of  action  or  other  remedy  .  .  .  .  " 

The  sense  of  each  of  these  three  provisions  is  that  some- 
thing must  be  done  before  the  actions  respectively  provided 
for  therein  can  be  maintained.  The  only  differences  are  of 
sentence  structure  and  the  use  of  three  different  prepositions, 
"until,"  "after,"  and  "before,"  respectively.  If  the  language 
of  the  first  two  instances  is  said  to  make  the  filing  of  a  claim 
or  the  exhaustion  of  remedies  conditions  precedent  to  the 
filing  of  an  action,  then  also  must  exhaustion  of  remedies  as 
required  in  the  third  instance,  more  specifically  as  in  section 
342-99,  Revised  Laws  of  Hawaii  1955,  be  a  condition  pre- 
cedent to  the  maintaining  of  the  action  in  contract  provided 
in  the  same  section  of  the  laws. 

Underlying  this  requirement  of  exhaustion  of  remedies 
is  the  policy  that  this  action  of  contract  should  serve  only 
as  an  alternative  and  secondary  avenue  of  obtaining  relief. 
This  is  the  policy  which  is  reflected  in  the  extended  period 
of  limitations  for  this  action  in  contract  when  an  action  for 
the  recovery  of  land  is  initially  instituted.  Section  342-104, 
Revised  Laws  of  Hawaii  1955.  This  is  the  policy  that 
prompted  the  inclusion  of  the  last  sentence  of  section  342-99, 
which  states : 

"If  the  plaintiff  elects  to  pursue  his  remedy  in  tort, 
and  also  brings  an  action  of  contract  under  this 
chapter,  the  action  of  contract  shall  be  continued 
to  await  the  result  of  the  action  of  tort." 

This  sentence  then,  in  turn,  points  up  the  fact,  that,  while 
simultaneity  of  actions  was  a  possibility  appreciated  by  the 
legislature  and  permitted  under  these  special  circumstances, 
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the  preceding  portion  of  section  342-99  dealing  with  exhaus- 
tion of  rights  and  remedies  "before  resorting  to  the  action 
of  contract"  meant  exactly  what  was  said:  that  before  one 
could  maintain  the  statutory  action  of  contract,  he  was  re- 
quired to  fulfill  the  condition  precedent  to  exhausting  his 
rights  and  other  remedies  for  recovery  of  his  lands. 

By  section  342-100,  Revised  Laws  of  Hawaii  1955,  the 
Treasurer  of  the  Territory  is  made  the  party  defendant.  This, 
coupled  with  the  fact  that  payments  in  satisfaction  of  any 
judgment  may  have  to  be  paid  from  the  general  fund  of 
the  Territory  (section  342-101,  RLH  1955)  instead  of  from 
a  special  assurance  or  indemnity  fund  limited  to  this  pur- 
pose, in  effect,  makes  the  cause  of  action  of  contract  pro- 
vided for  in  section  342-99,  one  against  the  Territory  itself. 
Under  such  circumstances  the  thinking  of  the  United  States 
Court  of  Appeals  for  the  Tenth  Circuit  as  expressed  in 
Bryan  v.  United  States,  supra,  is  especially  appropriate. 

"Immunity  from  suit  is  an  attribute  of  sover- 
eignty. The  United  States  can  only  be  sued  by  its 
own  consent  clearly  given  by  legislative  act.  When 
Congress  gives  its  consent  to  be  sued  it  does  not 
grant  a  right,  but  merely  accords  a  privilege.  Stat- 
utes granting  the  right  to  sue  the  United  States  are 
to  be  strictly  construed.  Congress  may  impose  such 
conditions  and  restrictions  on  the  right  to  sue  the 
United  States  as  it  deems  proper.  A  suit  may  not  be 
maintained  against  the  United  States  in  any  case 
not  clearly  within  the  terms  of  the  statute  by  which 
it  consents  to  be  sued.  The  courts  cannot  go  beyond 
the  letter  of  such  consent."  99  F.  2d  at  p.  552. 
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III 

APPELLANT,  BEING  A  MINOR,  COULD  HAVE  RECOV- 
ERED THE  LAND  TRANSFERRED  DURING  HIS 
MINORITY  TO  JORDAN  AND  CARRIE  FREITAS, 
ASSUMED  TO  BE  BONA  FIDE  PURCHASERS  FOR 
VALUE,  BECAUSE  OF  THE  PROTECTION  AFFORD- 
ED MINORS  IN  MATTERS  OF  CONTRACT. 

The  Hawaii  Supreme  Court  determined  that  appellant 
could  have  recovered  the  land  he  owned  from  Jordan  Freitas 
and  Carrie  Freitas  even  if  they  were  bona  fide  purchasers 
for  value. 

In  Hawaii,  the  common  law  rule  that  infants  are  protected 
in  matters  of  contract  applies.  (Rathburn  v.  Kaio,  23  Haw. 
541  (1916);  Jellings  v.  Pioneer  Mill  Co.,  30  Haw.  184 
(1927) ;  McCandless  v.  Lansing,  19  Haw.  474  (1909) ;  Kekai 
v.  Waipio  Limalau,  16  Haw.  464  (1905).)  The  Rathburn 
case  has  already  been  accepted  by  this  Court  for  this  propo- 
sition. (See  Pae  v.  Stevens,  No.  15498  (9  Cir.  Feb.  18, 
1958).) 

In  McCandless  v.  Lansing,  supra,  X,  stating  that  she  was 
born  on  June  17,  1881,  conveyed  the  land  in  dispute  to  de- 
fendant on  September  18, 1901.  On  April  22,  1907,  X  again 
conveyed  the  same  piece  of  land  by  quitclaim  deed  to  the 
plaintiff.  The  facts  showed  that  X  was  born  in  1886.  (By 
section  330-1,  Revised  Laws  of  Hawaii  1955,  majority  is 
set  at  age  20.)  Upon  being  satisfied  that  the  disaffirmance 
of  the  first  deed  by  X  was  done  within  a  reasonable  time, 
the  court  ordered  a  verdict  for  plaintiff. 

In  fellings  v.  Pioneer  Mill  Co.,  supra,  the  court  said  at 
page  186: 
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"The  deed  of  a  minor,  it  is  well  settled,  is  void- 
able and  not  void  and  may  be  avoided  by  the  grant- 
or, after  reaching  majority,  by  some  act  of  disaflfirm- 
ance." 

That  this  common  law  rule  should  govern  the  question 
of  availability  of  remedies  in  this  instance  is  mandated  by 
the  law.  Section  1-1,  Revised  Laws  of  Hawaii  1955  (then 
section  1,  Revised  Laws  of  Hawaii  1935),  provides  as  fol- 
lows: 

"Sec.  1-1.  Common  law  of  Territory;  exceptions. 
The  conmion  law  of  England,  as  ascertained  by 
English  and  American  decisions,  is  declared  to  be 
the  common  law  of  the  Territory  of  Hawaii  in  all 
cases,  except  as  otherwise  expressly  provided  by 
the  Constitution  or  laws  of  the  United  States,  or  by 
the  laws  of  the  Territory,  or  fixed  by  Hawaiian  ju- 
dicial precedent,  or  established  by  Hawaiian  usage; 
provided,  that  no  person  shall  be  subject  to  criminal 
proceedings  except  as  provided  by  the  written  laws 
of  the  United  States  or  of  the  Territory." 

This  Court,  in  its  previous  consideration  of  this  case, 
stated : 

"Under  the  common  law,  based  upon  feudal  an- 
tecedents, the  consensual  incapacity  of  a  minor  was 
absolute,  except  as  to  a  contract  for  necessities.  In 
land  law,  the  doctrine  has  never  been  relaxed  in 
any  jurisdiction  where  the  common  law  has  been 
adopted.  Indeed,  the  theory  has  affected  other 
branches  of  the  law  where  the  interests  of  minors 
have  been  brought  in  question."  Pae  v.  Stevens, 
supra,  p.  6. 

On  the  appropriateness  of  applying  the  common  law  rule, 
this  Court  ruled  thusly: 


.. 
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"The  statute  of  Hawaii  which  sets  out  the  sources 
of  law  of  the  jurisdiction  expressly  declares  that  the 
common  law  of  England  is  the  common  law  of  the 
Territory  of  Hawaii  in  all  cases  'except  as  otherwise 
expressly  provided'  by  (1)  the  Federal  Constitu- 
tion, (2)  statutes  of  the  Territory  of  Hawaii,  (3) 
Hawaiian  judicial  precedent  or  Hawaiian  usage. 
No  federal  rights  or  issues  arising  from  the  Consti- 
tution or  laws  of  the  United  States  are  here  present. 
The  Supreme  Court  of  Hawaii  refers  to  no  usage  of 
the  Islands,  which  affects  the  disposition  of  the  case 
at  bar.  Furthermore,  no  instance  is  quoted  or  cited 
to  us  where  the  judges  have  heretofore  filled  in  la- 
cunae in  the  law  upon  the  subjects  under  consider- 
ation. Therefore,  except  as  expressly  otherwise  pro- 
vided, this  statute  is  to  be  construed  in  the  light  of 
the  common  law.  Furthermore,  since  the  Torrens 
Land  Registration  Law  was  originated  in  Australia 
and  has  been  adopted  in  several  states  of  the  Union 
in  a  common  law  atmosphere,  the  adoption  of  this 
test  is  normal  and  appropriate."  Pae  v.  Stevens, 
supra,  pp.  5,  6. 

This  comment  is  appropriate  in  this  determination  of  the 
issue  now  before  the  Court.  The  Hawaii  Supreme  Court  has 
this  time  "quoted  or  cited  where  the  judges  have  heretofore 
filled  in  lacunae  in  the  law  upon  the  subject[s}  under  con- 
sideration." It  has  cited  cases  (fellings  v.  Pioneer  Mill  Co., 
supra;  McCandless  v.  Lansing,  supra)  showing  that  the 
common  law  rule  of  consensual  incapacity  of  minors  prevails 
in  Hawaii  and  that  there  has  been  no  relaxation  of  this  rule 
in  land  matters  in  Hawaii. 

The  statutes  in  Hawaii  governing  the  transfer  of  regis- 
tered land  do  not  "expressly  provide  otherwise,"  i.e.  the 
common  law  rule  of  consensual  incapacity  of  minors  is  not 
expressly  made  inapplicable  to  the  conveyancing  of  regis- 
tered land. 
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Appellant  on  page  8  of  his  opening  brief  states  that  be- 
cause section  342-55,  Revised  Laws  of  Hawaii  1955,  does 
not  mention  infancy  as  a  ground  for  avoiding  a  subsequent 
registration  of  land  while  mentioning  forgery,  minority  is 
thus  not  grounds  for  avoiding  a  conveyance  of  a  minor  of 
registered  land.  The  conclusion  is  not  sound,  nor  its  espousal 
convincing.  In  the  first  appeal  to  this  Court,  appellant  loudly 
championed  the  rule  that  in  pursuing  a  statutory  cause  of 
action  provided  for  in  Hawaii's  land  registration  act  a  minor 
was  excepted  from  the  provision  of  non-negligence  required 
of  persons  pursuing  the  remedy  set  out  in  section  342-99, 
Revised  Laws  of  Hawaii  1955,  even  though  minors  were  not 
expressly  excepted  therefrom.  With  this,  this  Court  was  in 
agreement,  determining  that  the  common  law  rule  of  con- 
sensual incapacity  of  minors  which  prevails  in  Hawaii  was 
engrafted  to  and  thus  was  a  part  of  the  land  registration  act. 
In  this  instance,  there  is  no  statutory  language  providing  for 
the  removal  from  the  field  of  conveyancing  of  registered 
land  of  the  rule  of  consensual  incapacity  of  minors.  Section 
1-1,  Revised  Laws  of  Hawaii  1955,  requires  that  the  common 
law  apply  unless  there  be  judicial  precedent  or  Hawaiian 
usage  to  the  contrary  or  unless  the  statute  expressly  provides 
otherwise.  Appellant  does  not  cite  any  precedent  or  usage  to 
the  contrary.  On  the  other  hand,  the  Court  has  amply  demon- 
strated that  common  law  rule  does  apply  in  Hawaii.  Appel- 
lant merely  invokes  a  rule  of  construction  which  is  subordi- 
nate to  the  statutory  requirements  of  said  section  1-1  (App. 
Op.  Br.  8).  The  attention  of  the  Court  is  directed  to  its 
opinion  in  the  prior  appeal  where  it  is  stated: 

"Furthermore,  no  instance  is  quoted  or  cited  to  us 
where  the  judges  have  heretofore  filled  in  lacunae 
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in  the  law  upon  the  subjects  under  consideration. 
Therefore,  except  as  expressly  otherwise  provided, 
this  statute  is  to  be  construed  in  the  light  of  the 
common  law.  Furthermore,  since  the  Torrens  Land 
Registration  Law  was  originated  in  Australia  and 
has  been  adopted  in  several  states  in  the  Union  in 
a  common  law  atmosphere,  the  adoption  of  this 
test  is  normal  and  appropriate."  Pae  v.  Stevens, 
supra,  pp.  5,  6. 

Niblack,  in  his  An  Analysis  of  the  Torrens  System  of 
Conveying  Land  (1912),  states  on  page  269: 

"Where  other  remedies  are  not  specially  provided, 
the  remedies  under  the  general  law  will  be  applied 
to  rights  in  registered  land.  It  has  been  held  that 
there  is  a  right  to  distrain  for  rent  of  registered 
land.  The  mere  fact  that  a  Torrens  act  does  not 
declare  in  express  words  that  a  registration  of  title 
procured  by  fraud  may  be  set  aside  as  between  the 
parties,  does  not  deprive  a  court  of  equity  of  its 
general  jurisdiction  to  protect  parties  from  the  con- 
sequences of  fraud." 

Similarly  here,  although  the  statute  does  not  expressly  say 
that  a  subsequent  registration  may  be  set  aside  because  of 
the  infancy  of  the  transferor,  a  court  in  the  exercise  of  its 
equity  powers  may  rescind  such  a  transfer,  especially  in  view 
of  the  fact  that  in  Hawaii  the  common  law  rule  of  consensual 
incapacity  of  infants  is,  by  express  statute,  engrafted  in  all 
situations  unless  otherwise  expressly  provided. 

This  result  is  an  application  of  a  principle  not  original  in 
land  registration  history.  Gibbs  v.  Messer,  1890,  A.C.  248, 
House  of  Lords  and  Privy  Council,  announced  this  principle, 
that,  in  the  words  of  the  Hawaii  Supreme  Court  {Pae  v. 
Stevens,  Oct.  Term  1957,  No.  3025,  Advance  Sheets,  pp.  9, 
10)  the  title  of  a  grantee  of  registered  land  under  a  defective 
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conveyance  is  not  indefeasible,  although  such  conveyance 
may  become  the  root  of  an  indefeasible  title  in  a  subsequent 
bona  fide  purchaser  for  value  without  notice.  The  opinion 
in  Gibbs  v.  Messer,  supra,  p.  255,  states: 

"Those  who  deal,  not  with  the  registered  pro- 
prietor, but  with  a  forger  who  uses  his  name,  do 
not  transact  on  the  faith  of  the  register;  and  they 
cannot  by  registration  of  a  forged  deed  acquire  a 
valid  title  in  their  own  person  although  the  fact  of 
their  being  registered  will  enable  them  to  pass  a 
valid  right  to  third  parties  who  purchase  from  them 
in  good  faith  and  for  onerous  consideration." 

The  opinion  (at  pp.  257,  258)  further  states  that: 

"Although  a  forged  transfer  or  mortgage,  which 
is  void  at  common  law,  will,  when  duly  entered  on 
the  register,  become  the  root  of  a  valid  title,  in  a 
bona  fide  purchaser  by  force  of  the  statute,  there 
is  no  enactment  which  makes  indefeasible  the  regis- 
tered right  of  the  transferee  or  mortgagee  under  a 
null  deed." 

Here  we  see  the  privy  council  not  only  (1)  engrafting  to 
the  law  of  conveyancing  of  registered  land  a  common  law 
rule,  but  also  (2)  announcing  the  principle  that  where  there 
is  no  statute  making  a  pronouncement  to  the  contrary,  a  title 
registered  pursuant  to  a  null  deed  is  not  indefeasible.  We 
are  here  dealing  not,  to  be  sure,  with  a  void  deed,  but  with 
a  voidable  one,  but  the  same  conclusion  that  the  title  regis- 
tered in  the  Freitases  is  not  indefeasible  should  follow,  if 
the  deed  were  avoided,  as  there  is  no  statute  in  Hawaii  mak- 
ing a  title  registered  under  a  voidable  deed  indefeasible. 

Niblack,  ibid.,  in  commenting  on  this  case  says  on  page 
201: 
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*'A  person  about  to  deal  with  a  registered  title, 
and  about  to  be  registered  as  a  new  owner  of  an 
estate  or  interest  in  land,  must  ascertain  at  his  own 
peril  the  existence  and  identity  of  the  registered 
owner  under  whom  he  is  to  be  registered,  the  au- 
thority of  any  person  to  act  for  him,  and  the  validity 
of  the  transfer  under  which  he  is  to  claim."  (Em- 
phasis supplied.) 

Another  authority  states  that: 

"While  recognizing  that  the  grantee  named  in  a 
forged  deed  purporting  to  be  signed  by  the  owner 
of  registered  land  may  convey  a  good  title  to  an  in- 
nocent purchaser  for  value,  the  courts  in  England 
and  Canada  have  held  that  the  original  transferee 
under  such  a  forged  deed  acquires  no  rights  to  the 
land  as  against  the  true  owner,  even  though  he  is 
not  aware  that  the  deed  to  him  was  forged.  Further- 
more one  who  takes  from  such  a  transferee  with 
knowledge  that  the  deed  to  his  grantor  was  forged 
also  gets  nothing.  This  view  has  been  taken  even 
though  the  fraud  is  made  possible  by  the  action  of 
the  registered  owner  in  entrusting  his  certificate  of 
title  to  the  forger,  the  courts  taking  the  position 
that  the  original  transferee  under  the  forged  instru- 
ment gets  no  rights  under  the  Land  Registration 
Act  unless  he  makes  certain  that  the  conveyance  to 
him  is  genuine."  42  A.L.R.  2d,  §  4Cb],  pp.  1392, 
1393. 

Now  appellant  in  arguing,  (App.  Op.  Br.  9,  10),  that 
in  Hawaii  registered  title  is  indefeasible,  cites  three  cases 
in  support  of  the  conclusion  that  therefore  in  this  instance 
the  title  of  the  Freitases  should  be  likewise  indefeasible  as 
against  appellant.  The  cases  are  inapposite.  United  States 
V,  Pullard-Leo,  156  F.  2d  756  (9  Or.  1946),  aff'g  66  F. 
Supp.  774,  aff'd  331  U.S.  256,  67  S.  Ct.  1287,  merely  deter- 
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mined  that  once  an  interested  party  disclaims  any  interest 
in  the  land  being  registered,  he  is  thereafter  barred  from 
claiming  an  interest  therein.  Akagi  v.  Oshita,  33  Haw.  343 
(1935)  merely  held  that  a  purchaser  of  registered  land  took 
free  and  clear  of  an  unregistered  lease  when  he  was  not 
aware  of  the  lessee's  possession  of  the  premises.  Land  Title, 
Bishop  Trust,  35  Haw.  816  (1941)  represents  an  application 
of  section  342-42,  Revised  Laws  of  Hawaii  1955,  where  it 
is  expressly  provided  that  "every  subsequent  purchaser  of 
registered  land  who  takes  a  certificate  of  title  for  value  and 
in  good  faith,  shall  hold  the  same  free  from  all  encum- 
brances except  those  noted  on  the  certificate"  and  certain 
other  statutory  ones  which  are  here  not  relevant.  The  word 
"encumbrance"  is  defined  in  42  C.J.S.  at  page  549  as  a  "right 
to,  or  interest  in,  the  land  which  may  subsist  in  third  persons, 
to  the  dimunition  of  the  value  of  the  land,  but  consistent 
with  the  passing  of  the  fee  by  the  conveyance."  This  is  the 
ordinary  meaning  and  that  this  meaning  was  intended  in 
the  use  of  the  word  "encumbrance"  is  substantiated  by  the 
kind  of  encumbrances  enumerated  and  denominated  as  such 
in  the  later  portions  of  the  same  statute.  (See  section  342-42, 
Revised  Laws  of  Hawaii  1955.)  A  disability  on  the  part  of 
the  owner,  such  as  minority,  which  brings  about  an  incapa- 
city to  convey  is  not  an  encumbrance.  It  is  not  "consistent 
with  the  passing  of  the  fee";  it  is  grounds  for  the  complete 
negation  of  the  conveyance.  Furthermore,  in  a  certificate  of 
title  the  age  of  the  owner,  if  a  minor,  is  not  noted  in  the 
place  designated  for  encumbrances.  (See  Exhibits  "H"  and 
"I",  Record  on  Appeal,  pp.  64-67.) 

Appellant  takes  exception  (App.  Op.  Br.  10-12)  to  the 
following  observation  of  the  Supreme  Court: 
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**Ifi  this  case,  the  certificate  of  title  issued  to  the 
plaintifiF  stated  a  good  title.  The  Freitases  bargained 
for  that  title.  They  did  not  obtain  what  they  bar- 
gained for  because  the  instrument  of  conveyance 
was  defective,  not  because  the  title  stated  in  the  cer- 
tificate was  defective.  The  burden  of  obtaining  an 
indefeasible  conveyance  by  an  appropriate  deed  was 
upon  the  Freitases.  The  fact  that  the  certificate  of 
title  did  not  contain  a  notation  of  plaintiff's  age  did 
not  make  the  conveyance  the  act  of  a  person  of  full 
capacity."  Pae  v.  Stevens,  Hawaii  Supreme  Court, 
Oct.  Term  1957,  No.  3025,  Advance  Sheets,  p.  10. 

That  the  burden  of  obtaining  a  good  conveyance  was  on 
the  Freitases  is  settled  by  Gibbs  v.  Messer,  supra,  and  Nib- 
lack  as  mentioned  hereinabove.  (See  pp.  17-19  of  this  brief.) 
It  is  also  clear  that  the  notations  required  on  a  certificate  of 
title  are  not  all  that  are  necessary  to  insure  an  indefeasible 
conveyance  and  are  not  intended  to  certify  such  indefeasi- 
bility  to  the  prospective  purchaser.  There  is  no  requirement 
for  the  notation  of  a  disability  other  than  minority.  Because 
of  this,  it  surely  cannot  be  said  that  a  conveyance  of  one  who 
is,  following  the  lead  of  this  Court  (see  Pae  v.  Stevens,  No. 
15498  (9  Cir.  Feb.  18,  1958)  p.  9),  "a  hopeless  idiot  of  full 
age"  is  not  voidable.  To  say  otherwise  would  mean  the  com- 
plete reversal  of  the  common  law  protection  which  the  courts 
zealously  afford  those  suffering  from  a  disability,  and  also 
contrary  to  the  land  registration  act's  purpose  of  protecting 
persons  under  a  disability.  (See  Pae  v.  Stevens,  No.  15498 
(9  Cir.  Feb.  18,  1958).) 

The  indef  easibility  of  registered  title  so  strongly  espoused 
by  appellant  and  urged  as  determinative  of  the  appeal  is 
neither  correctly  understood  nor  applied.  What  the  land 
registration  act  makes  indefeasible  is  the  state  of  title  as 
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noted  in  the  certificate  and  not  the  transfer  of  such  title. 
This  is  clearly  shown  by  the  discussion  under  section  168  of 
Niblack's  treatise.  (Niblack,  ibid.,  pp.  261-264.)  Some  of 
the  highlights  are: 

" —  the  courts  have  held  that  where  he  (registrar) 
registers  a  transfer  of  registered  land  from  the  last 
registered  owner,  or  where  he  notes  on  a  certificate 
a  mortgage  or  lien,  his  functions  are  not  necessarily 
judicial,  but  are  ministerial,  executive,  quasi  judi- 
cial and  discretionary,  and  incidental  to  the  issue  of 
a  new  certificate,  and  to  the  noting  of  the  mortgage 
or  lien,  and  that  his  decision  in  such  matters  is  not 
conclusive,  but  may  be  litigated  in  any  proper  man- 
ner." p.  261. 

"When  a  ministerial  oflFicer  acts  in  a  quasi  judicial 
manner,  his  action  is  not  an  adjudication,  and  is  not 
conclusive  on  the  rights  of  the  parties  concerned. 
At  most  it  may  be  prima  facie  correct,  for  there  may 
be  presumption  that  he  performed  his  duty  prop- 
erly in  the  premises.  It  may  be  set  aside  in  all  cases 
where,  in  pleading  and  in  evidence,  specific  acts  of 
fraud,  or  particular  errors  and  mistakes  are  shown 
to  have  affected  it."  p.  262. 

"The  statutes  declare  that  a  certificate  is  conclusive 
evidence  of  an  indefeasible  title  in  all  courts  and 
in  all  places,  but  a  certificate  issued  on  the  transfer 
of  registered  land  must  present  the  adjudication  by 
the  registrar  on  the  rights  of  all  interested  persons 
in  order  to  attain  this  statutory  force  and  effect.  In 
this  country  a  certificate  issued  on  the  transfer  of 
registered  land  presents,  not  an  adjudication  by, 
but  merely  the  discretionary  action  of,  the  registrar, 
which  can  be  only  prima  facie  binding  on  persons 
interested,  notwithstanding  the  statutory  declara- 
tion of  indefeasibility  of  title."  p.  263. 

It  must  be  borne  in  mind  throughout  this  entire  discussion 
that  we  are  here  dealing  with  an  immediate  and  not  a  sub- 
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sequent  purchaser;  the  former  is  considered  not  as  deserving 
of  protection  as  is  the  latter  and  is  accordingly  left  more  in- 
secure in  his  dealings.  In  the  case  of  forgery,  an  immediate 
purchaser  is  not  protected  as  is  a  subsequent  purchaser.  Nib- 
lack,  in  his  An  Analysis  of  the  Torrens  System  of  Conveying 
Land  (1912)  (pp.  200,  201),  states  where  a  person  is  regis- 
tered as  a  result  of  a  forgery,  his  registration  is  null  and  void, 
but  such  registration  may  be  the  root  of  a  valid  title.  This  is 
the  system  that  apparently  prevails  in  Hawaii.  (Section  342- 
38,  RLH  1955;  Niblack,  ibid.,  p.  210.)  Accordingly,  the 
Freitases  could  have  been  required  to  relinquish  their  title  to 
the  disputed  land  in  favor  of  the  appellant,  a  minor. 

IV 

PLAINTIFF-APPELLANT  FAILED  TO  MEET  THE  CON- 
DITION PRECEDENT  TO  THE  ACTION  OF  CON- 
TRACT AND  THEREFORE  CANNOT  AVAIL  HIM- 
SELF OF  THIS  FORM  OF  RELIEF. 

Appellant  failed  to  meet  the  condition  precedent  to  the 
action  of  contract  and  therefore  cannot  avail  himself  of  this 
form  of  relief. 

The  conditions  attached  to  the  right  of  the  action  of  con- 
tract provided  for  in  section  342-99  must  be  met  before 
plaintiff  can  follow  this  avenue  of  relief.  This  section  un- 
equivocally requires  that  all  other  rights  of  action  and  rem- 
edies for  the  recovery  be  exhausted.  This  means  that  actions 
for  recovery  must  be  instituted  and  followed  through  to  their 
conclusion.  This  requirement  is  not  satisfied  merely  by  an 
appraisal  by  the  one  deprived  of  land  of  his  chances  of  suc- 
ceeding in  an  action  for  such  recovery  and  a  determination 
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by  him  that  such  suit  would  be  futile.  As  was  said  by  the 
Supreme  Court  in  the  Felt  &  Tarrant  case, 

"The  necessity  for  filing  a  claim  such  as  the  stat- 
ute requires  is  not  dispensed  with  because  the  claim 
may  be  rejected.  It  is  the  rejection  which  makes  the 
suit  necessary.  An  anticipated  rejection  of  the  claim, 
which  the  statute  contemplates,  is  not  a  ground  for 
suspending  its  operation.  Even  though  formal,  the 
condition  upon  which  the  consent  to  suit  is  given  is 
defined  by  the  words  of  the  statute,  and  'they  mark 
the  conditions  of  the  claimant's  right.'  "  283  U.S. 
at  p.  273. 

This  same  thought  was  expressed  by  Mr.  Justice  Holmes  in 
the  Rock  Island  Railroad  Company  case: 

"Men  must  turn  square  corners  when  they  deal 
with  the  Government.  If  it  attaches  even  purely 
formal  conditions  to  its  consent  to  be  sued  those 
conditions  must  be  complied  with.  —  At  all  events 
the  words  are  there  in  the  statute  and  the  regula- 
tions, and  the  Court  is  of  opinion  that  they  mark 
the  conditions  of  claimant's  right."  254  U.S.  at  p. 
143. 

See  also  Harvey  v.  Early,  supra,  at  page  838. 

Appellant  did  not  pursue  any  action  for  the  recovery  of 
his  land.  His  complaint  inferentially  admits  this.  (See  par. 
XV  of  Complaint,  Tr.  of  Rec.  p.  10.)  It  was  further  stipu- 
lated by  appellant  and  the  appellee  that, 

"Plaintiff  [appellant]  has  not  brought  any  action  in 
any  court  for  the  purpose  of  cancelling  or  rescinding  or 
attempting  to  cancel  or  rescind  either  the  deed  or  Trans- 
fer Certificate  of  Title  No.  21247  to  Jordan  Freitas  and 
Carrie  Freitas."  (Tr.  of  Rec.  p.  35.) 
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His  conduct  falls  short  of  the  requirement  of  having  to  ex- 
haust his  other  remedies,  the  fulfillment  of  which  was  a  pre- 
requisite to  his  action  of  contract  and  recovery  thereon.  The 
condition  precedent  not  having  been  satisfied,  appellant 
clearly  had  no  right  to  recover  compensation  for  his  loss 
from  the  Treasurer  of  the  Territory  of  Hawaii. 

CONCLUSION 

The  appellant  was  required  by  statute  to  pursue  and  ex- 
haust other  remedies  for  the  recovery  of  his  land  before  in- 
stituting a  suit  against  the  Treasurer  of  the  Territory  of 
Hawaii  for  compensation  for  the  loss  of  his  land.  The  Ha- 
waii Supreme  Court  ruled  that  there  was  a  remedy  available 
to  appellant  because  of  his  minority  at  the  time  of  the  trans- 
fer which  eflfected  the  loss  he  suffered.  It  is  indisputably  clear 
that  appellant  did  not  attempt  to  recover  his  land. 

Under  these  circumstances,  the  Hawaii  Supreme  Court 
was  constrained  to  affirm  the  judgment  of  the  lower  court 
denying  appellant  any  compensation.  Manifest  error  does 
not  pervade  this  judgment.  Therefore,  we  respectfully  urge 
this  Court  to  affirm  the  judgment  below. 

DATED:  Honolulu,  Hawaii,  September  22,  1958. 

Respectfully  submitted. 


HENRY  H.  SHIGEKANE 

Deputy  Attorney  General 
Territory  of  Hawaii 
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No.  16,143 
IN  THE 

United  States  Court  of  Appeals 

FOR  THE  NINTH  CIRCUIT 


Aetna  Steel  Products  Corporation, 

Appellant, 
vs. 

Southwest  Products  Co.,  a  corporation. 

Appellee. 


APPELLANT'S  OPENING  BRIEF. 


This  is  an  appeal  by  defendant  from  a  judgment  and 
decree  of  the  District  Court  for  the  Southern  District  of 
California,  Central  Division  [R.  174].  The  cause  of 
action  as  stated  in  the  Complaint  [R.  3]  is  one  for  alleged 
infringement  of  Potter  patents  Nos.  2,626,841  and 
2,724,172  for  a  bearing  and  its  method  of  manufacture. 
Plaintiff  is  a  California  corporation  and  owns  the  patents. 
Defendant  is  a  New  York  corporation  and  owns  and 
operates  Kahr  Bearing  (as  a  Division)  in  Burbank,  Cali- 
fornia. Jurisdiction  of  the  trial  court  arises  under  28 
U.S.C.  §1338,  and  the  Patent  Laws  Title  35  U.S.C. 

Defendant's  Answer    [R.  6]    and  First  Amended  An- 
swer   [R.    79]    denied   validity   and   infringement   of    the 


*Appellant  shall  be  referred  to  herein  as  defendant;   references 
to  the  printed   record   are   identified   as   R.    followed   by   the   page 


number. 
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Potter  patents  in  suit  and  asserted  affirmative  defenses. 
A  Pretrial  Conference  Order  was  entered  October  28, 
1957  [R.  28]  and  then  vacated  because  plaintiff  filed  106 
Requests  for  Admissions  on  November  11,  1957.  De- 
fendant moved  for  Summary  Judgment  December  12, 
1957  [R.  42]  and  this  was  denied  December  30,  1957. 
A  new  Pretrial  Conference  Order  was  entered  February 
24,  1958  [R.  85]. 

After  twelve  days  of  trial  and  argument  the  Trial  Court 
held  both  Potter  patents  valid  and  that  defendant  in- 
fringed claims  1  and  2  of  patent  No.  2,626,841  and  claims 
1,  2,  3,  4  and  6  of  patent  No.  2,724,172. 

JURISDICTION. 

Jurisdiction  to  review  the  judgment  and  decree  of  the 
District  Court  is  conferred  by  28  U.S.C.  §1291.  The 
judgment  and  decree  was  entered  on  June  12,  1958,  and 
Notice  of  Appeal  filed  by  defendant  June  13,  1958.  The 
appeal  was  timely  taken  in  accordance  with  Rule  7Z  of 
the  Federal  Rules  of  Civil  Procedure  (28  U.S.C.  Rule 
73(a))  and  the  Rules  of  this  court. 

STATEMENT  OF  THE  CASE. 

By  its  complaint,  plaintiff  charged  the  defendant  with 
infringement  of  Potter  Patent  2,626,841  (allegedly  cover- 
ing a  bearing)  and  of  Potter  Patent  2,724,172  (allegedly 
claiming  the  method  of  making  the  bearing  covered  by 
the  first  patent).  The  bearings  are  what  are  known  as 
self-aHgning  bearings ;  they  consist  of  a  ball  and  an  outer 
race  in  which  the  ball  is  rotatably  held.  There  is  no  ques- 
tion but  that  these  two  elements  are  old,  both  individually 
and  in  combination.  Your  Honors  will  recall  that  prac- 
tically every  C  clamp  has  at  one  end  thereof  a  ball  retained 
in  a  spherical  socket,  the  ball  being  provided  with  a  foot 
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so  that  the  C  clamp  can  exert  its  pressure  through  the 
ball  bearing-  onto  the  material  being  clamped.  A  glance 
at  Fig.  7  or  8  of  the  expired  Fiegel  patent  1,693,748 
[Exh.  D,  R.  1368],  shows  that  two-piece  bearings  con- 
sisting of  an  outer  race  and  an  inner  ball  are  old.  The 
functional  relationship  between  ball  and  race  is  the  same 
in  the  prior  art  bearings  and  in  the  bearing  shown  in  the 
Potter  patents. 

Your  Honors  are  famihar  with  bearings  and  affirmed 
a  judgment  holding  a  bearing  patent  invalid  n.o.v.  in  Stall- 
man  V.  Casey  Bearing  Company,  Inc.,  244  F.  2d  905 
(No.  15328).  The  Stallman  patent  was  for  a  needle- type 
bearing,  while  here  we  have  a  simpler  and  older  bearing 
consisting  only  of  the  outer  race  ring  and  a  central 
rotatably  held  ball  with  a  hole  in  it. 

As  in  all  bearings,  there  must  be  a  suitable  clearance, 
tolerance  or  play  between  the  race  and  the  ball  to  permit 
movement  without  excessive  friction  or  without  excessive 
play.  As  in  the  Stallman  case,  the  specification  and  claims 
of  the  patents  here  in  suit  do  not  disclose  what  the  clear- 
ance tolerance  or  play  should  be.  If  this  clearance  is 
critical,  then  the  claims  do  not  define  it  except  by  stating 
it  is  sufficient  to  permit  the  smooth  rotation,  as  in  all  bear- 
ings ever  made. 

Attention  is  drawn  to  the  failure  of  the  patents  to 
specify  a  given  clearance  because  plaintifif  has  built  a  false 
issue  around  clearance.  It  is  false  because  it  is  not  stated 
in  the  claims. 

"It  is  the  claim,  of  course,  which  measures  the  grant 
to  the  patentee"  (citing  cases)  Stallman  v.  Casey 
Bearing  Company,  Inc.,  supra. 

The  trial  of  the  case  consumed  twelve  days.  During  the 
trial,  plaintiff  introduced  voluminous  testimony  and  a  great 


\ 


number  of  unnecessary  exhibits  pertaining  to  the  manu- 
facture and  sale  of  bearings  by  plaintiff  allegedly  made 
per  the  patents.  Such  evidence  was  irrelevant,  immaterial 
and  unnecessary  because  the  Pretrial  Order  included  ad- 
missions that  plaintiff  had  commercially  made  and  sold 
bearings  made  in  accordance  with  both  of  the  patents 
prior  to  October,  1951.  [Admitted  facts,  R.  997].  Plain- 
tiff's counsel  conceded  that  there  was  no  question  about  the 
prior  manufacture  and  use  of  the  bearings  by  the  plaintiff. 

"The  Court :  He  claims  that  the  product  was  made 
and  used  more  than  one  year  prior  to  the  date  of  the 
fihng  of  the  patent. 

Mr.  Lyon:  That  is  conceded.  There  is  no  issue 
on  that. 

The  Court:     Made  and  sold? 

Mr.  Lyon:     Made  and  sold."    [R.  200.] 

Since  the  manufacture,  sale  and  use  of  the  bearings  in 
accordance  with  the  patents  here  in  suit  prior  to  October, 
1951  (which  is  more  than  one  year  prior  to  the  date  of 
the  filing  of  the  second  Potter  patent)  was  conceded  and 
"there  is  no  issue  on  that,"  then,  obviously,  all  of  the  testi- 
mony and  exhibits  pertaining  to  the  various  sales  made 
prior  to  1951  should  not  burden  the  record  unnecessarily. 
The  second  Potter  patent  should  have  been  held  invalid 
on  the  above  admission  alone,  and  35  U.S.C.  102(b).* 

At  the  conclusion  of  the  trial,  the  court  rendered  its 
opinion  from  the  bench,  holding  both  Potter  patents  valid 
and  infringed.  The  reasons  advanced  show  that  the 
court  did  not  apply  the  correct  criteria  of  law  and  the 
standard  of  invention  required  by  the  Constitution  and 


*Note:    All  pertinent  sections  of  Title  35  of  the  U.  S.  Code  are 
reproduced  in  the  Appendix. 
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the  rulings  of  the  Supreme  Court  [R.  1286-1288].  The 
findings  are  in  error  because  they  are  contrary  to  the 
evidence.  They  are  in  error  because  they  hold  that  in- 
vention can  be  found  in  minor  changes  in  degree,  such  as 
increased  strength  and  thickness  without  change  in  func- 
tion or  relationship. 

"The  Supreme  Court  has  held  that  the  determina- 
tion by  the  trial  court  of  the  question  of  invention 
need  not  be  accorded  the  respect  given  ordinary  find- 
ings of  fact."  (Citing  cases.)  Oriental  Foods,  Inc. 
V.  Chan  King  Sales,  Inc.,  et  al.,  244  F  2d  909 
(CA9). 

The  primary  issue  is  that  the  trial  court  erred  in  holding 
the  patents  valid.  A  secondary  issue  is  that  of  infringe- 
ment; defendant  contends  that  there  is  no  evidence  to 
support  the  finding  of  infringement.  These  issues  are 
raised  by  the  Notice  of  Appeal  [R.  176]  and  the  Concise 
Statement  of  Points  on  Appeal  [R.  176]. 

Plaintiff  has  alleged  that  the  bearing  of  the  first  Potter 
patent  was  dependent  upon  the  discovery  of  the  method  of 
the  second  patent   in   suit    [R.    17].      Briefly   stated,   the 
method  of  the  second  patent  '172  is  a  two-step  method. 
The  first  step  contemplates  taking  a  cylindrical  or  tubular 
outer  race  having  inclined,  f rusto-conical  end  faces,  placing 
a   ball   within   this   cylinder   and   then    forming   the    race 
around  the  ball.     The  particular   forming   operation   de- 
scribed in  the  patents  is  coining,  wherein  pressure  is  ap- 
plied to  the  conical  end  faces  of  the  outer  ring.     Plaintifif's 
interpretation  also  contemplates  that  the  coining  operation 
of  the  Potter  patents  will  cause  the  outer  race  to  closely, 
intimately  and  directly  contact  the  ball  so  as  to  hold  the 
ball  immovable  within  the  race.    This  "direct  and  intimate" 
contact  between  the  entire  inner  surface  of  the  race  and 
the  ball  is  essential  and  necessary  to  the  Potter  patents. 


"Q.  (By  Mr.  Miketta)  :  You  consider  that  it  is 
essential  that  there  be  intimate  contact  over  the  entire 
inner  surface  of  the  race  with  the  ball,  is  that  correct? 

A.  Yes,  sir.  *  *  *"  [Pltfs.  expert  Barish  at 
R.  900.] 

This  complete  contact  and  engagement  is  said  to  be  the 
"novel  concept"  of  the  Potter  patents  [Finding  XX,  R. 
162]. 

After  this  forming  by  coining,  the  second  step  con- 
templates a  loosening  of  the  ball  to  permit  it  to  turn  within 
the  race.  This  loosening  is  accomplished  by  hammering 
or  rolling  the  outer  race  so  as  to  spread  the  metal  and 
enlarge  the  bore  of  the  race  so  as  to  develop  the  desired 
clearance. 

These  two  steps  are  old  and  not  inventive  individually. 
They  are  also  old  in  sequence  and  in  combination.  Patent 
'172  is  invalid. 

Plaintiff's  counsel  and  witnesses  have  asserted  that  the 
alleged  commercial  success  of  their  bearing  is  due  to  the 
clearance  between  the  ball  and  the  race;  this  clearance  is 
not  defined  in  their  claims.  The  smoke  screen  about 
unspecified  clearance,  adroitly  raised  by  plaintiff  (to  cover 
the  inherent  invalidity  of  both  of  the  patents)  caused  the 
trial  court  to  make  totally  erroneous  findings,  such  as  Find- 
ing II  holding 

"II.  Potter  Patent  No.  2,626,841  relates  to  a  self- 
aligning  bearing  and  more  particularly  to  a  simple 
two-piece  spherical  bearing  consisting  of  a  ball  with 
flattened  ends  and  a  race  presenting  a  continuous 
bearing  surface  in  which  the  race  is  separated  from 
the  ball  by  a  very  small  and  uniform  controllable 
clearance  and  is  thereafter  liberated  or  loosened  uni- 
formly." 
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If  the  race  is  separated  from  the  ball  by  "a  small  *  *  * 
clearance,"  then  the  ball  is  rotatable  in  the  race.  It  is  a 
bearing  that  does  not  need  to  be  "thereafter  liberated 
or  loosened  uniformly."  This  finding  demonstrates  that 
the  trial  court  did  not  understand  the  facts.  The  finding 
is  not  only  contrary  to  plaintiff's  contentions  and  the  testi- 
mony of  its  experts,  but  is  contrary  to  facts  and  to  the 
patent  itself.  It  is  in  irreconcilable  conflict  with  Finding 
XX  which  states  that 

"*     *     *    substantially  all  of  the  entire  available  ad- 
jacent surfaces  of  the  ball  and  its  formed  race  are 
in  direct  and   intimate  contact,   as   set   forth  in   the 
claims  of  the  '172  patent,  to  such  an  extent  that  the 
ball  actually  become  'frozen'  in  the  race  with  substan- 
tially all  of  the  entire  available  adjacent  surfaces 
in    binding    engagement.      Due    to    such    binding, 
there  is  a  condition  of  'zero'  clearance  between  the 
substantially  all  of  the  entire  available  adjacent  sur- 
faces of  the  ball  and  its  race.    *    *    *    Thus,  another 
novel  concept  is  that  the  pressures  applied  to  the  race 
member  in  its  formation  should  be  sufficiently  large 
*     *     *     that  substantially  all  of  the  adjacent  sur- 
faces of  the  ball  and  its  race  remain  in  direct  and 
intimate  engagement  after  release  of  this  pressure  " 
^  [R.  161-162.] 

-  Although  the  first  Potter  patent  in  suit  '841  allegedly 
relates  to  an  article,  namely  a  bearing,  no  one  (including 
the  trial  court)  has  been  able  to  state  whether  the  claims 
of  this  first  patent  '841  refer  to  a  bearing  assembly  after 
forming  and  with  a  ball  non-rotatably  held  by  the  race 
or  to  a  finished  bearing  after  the  hammering  or  loosening 
step.  During  prosecution  before  the  Patent  Office,  Potter 
represented  that  the  claims  did  not  cover  a  finished  hearing 
[Exh.  A,  p.  26]. 


During  trial  plaintiff's  expert  Barish  represented  that 
the  claims  of  '841  covered  the  finished  hearing  after  ham- 
mering [R.  427,  683-4]. 

If  the  inventor  and  plaintiff  cannot  agree  as  to  what  the 
claims  mean,  then  the  claims  are  invalid  because  of  indefi- 
niteness.  Finding  of  Fact  II  is  incomprehensible  and 
obvious  error. 

During  the  trial  the  court  denied  defendant's  motion 
to  strike  the  testimony  of  Barish  concerning  Exhibits  55, 
56  and  57  and  photoelasticity  when  the  witness  Barish 
admitted  that  he  was  not  an  expert  on  photoelasticity.  The 
court  further  erred  in  refusing  to  permit  defendant's 
expert  witness  to  state  his  opinion  with  respect  to  simi- 
larity of  defendant's  operation  and  prior  art  disclosures. 
These  errors  are  specifically  referred  to  in  defendant's 
Points  on  Appeal,  items  11  and  12,  and  will  be  referred 
to  in  greater  detail  hereinafter. 

THE  PATENTS  IN  SUIT. 

It  is  urged  that  the  two  patents  in  suit  are  invalid  for 
lack  of  invention  and,  in  addition,  that  they  are  invalid  on 
statutory  grounds  because  new  matter  was  improperly 
added  by  amendment;  method  claims  were  abandoned  and 
the  application  for  the  second  patent  was  filed  so  late  as 
to  be  barred  by  prior  commercial  use.  In  order  to  assist 
this  court  in  understanding  the  chronology  as  evidenced 
by  the  file  histories  of  the  patents,  attention  is  called  to 
appended  Chart  I. 

The  application  for  the  first  Potter  patent  '841  was 
filed  in  July,  1945.  The  patent  is  Pltfs.  Exh.  1  [R.  1296] 
and  the  file  history  is  Defs.  Exh.  A.  This  original  appli- 
cation contained  claims  both  to  the  bearing  itself  and  to 
the  method  of  making  the  bearing.     In  the  graph,   the 
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Jan.  1953, 
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Article  Claims  [""] 
Method    Claims  ^ 
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method  claims  are  indicated  by  the  hatched  areas.  In 
May  of  1947,  the  Patent  Office  required  division  between 
the  method  and  product  claims  and  the  method  claims 
were  removed  and  cancelled  from  the  application.  In 
August  1947,  Potter  filed  a  so-called  divisional  application 
[Defs.  Exh.  C].  This  application  now  contained  the 
method  claims.  Both  applications  A  and  C  were  prose- 
cuted and  both  applications  were  repeatedly  rejected  by 
the  Patent  Office.  In  March  1950,  both  of  these  applica- 
tions. Exhibits  A  and  C,  were  amended  and  new  matter 
was  added.  This  new  matter  is  indicated  in  the  graph 
by  the  saw  teeth  (adjacent  each  column  representing  an 
application).  Attention  is  drawn  to  this  new  matter 
because  it  did  not  appear  in  the  original  application  as 
filed  and  its  improper  addition  resulted  in  the  erroneous 
and  mistaken  allowance  of  the  first  patent  '841  in  January, 
1953. 

Different  Patent  Office  Examiners  handled  application 
A  and  application  C.  The  Examiner  who  handled  the 
divisional  application  C  (containing  the  method  claims) 
recognized  that  the  matter  added  by  amendment  was  new 
matter  and  improper,  and  finally  rejected  the  application. 
[December  11,  1950,  see  page  21,  Exh.  C].  On  June  11, 
1951,  the  application  was  abandoned  and  on  October  1, 
1951,  the  Patent  Office  Court  of  Appeals  dismissed  the 
appeal  for  lack  or  failure  to  file  a  brief   [p.  Z2>,  Exh.  C]. 

Throughout  the  period  of  time  from  1945  to  October 
1951,  plaintiff  was  manufacturing  and  selling  bearings  in 
accordance  with  both  the  article  patent  and  the  method 
patent  '172.  This  is  indicated  on  the  graph  as  "Commer- 
cial Use  Admitted."  [See  Admissions  Nos.  25,  29  and 
33,  R.  996-7;  Hackman  R.  263  and  426;  Pltfs.  Counsel 
R.  200.] 


—lo- 
in December   1952,  about  fifteen  months  after  the 
method    application,    Exh.    C,    had    been    abandoned, 

Potter  filed  an  application,  Exh.  B,  soliciting  method 
claims.  This  application  included  the  new  matter  pre- 
viously acknowledged  to  be  improper  by  abandonment  of 
application  Exh.  C.  It  is  to  be  noted  that  during  the 
fifteen  month  period  from  October  1,  1951,  until  Decem- 
ber 1952,  no  claims  directed  to  the  method  of  manufac- 
turning  the  bearing  were  being  solicited  before  the  Patent 
Ofhce.  On  November  1955,  patent  '172  issued  on  appli- 
cation B  with  the  method  claims  here  in  suit. 

THE  CLAIMS  OF  THE  PATENTS  IN  SUIT. 

Patent  No.  2,626,841  contains  two  claims  relating  to 
the  old  combination  of  a  ball  in  a  race  ring  and  read  as 
follows : 

1.     A  self -aligning  bearing  construction  involving 
inner  and  outer  bearing  members,  said  inner  bearing 
member  comprising  a  bearing  ball  having  a  spherical 
bearing  surface  and  an  axially  disposed  bore  for  re- 
ceiving a  shaft,  a  non-ferrous  malleable  metal  single 
piece  outer  bearing  race  member  having  a  spherical 
socket  corresponding  in  shape  to  the  spherical  inner 
bearing  member  and  having  parallel  radial  end  walls, 
said  outer  race  member  being  stressed  such  that 
the  metal  adjacent  the  inner  peripheral  surface 
area  is  compressed  and  the  metal  adjacent  the 
outer  peripheral  surface  is  under  a  stress  tension 
to  form  an  unstretchable  peripheral  area,  which, 
when  subjected  to  a  rolling  pressure,  will  cause 
the  metal  adjacent  the  inner  peripheral  surface 
to  expand  the  ends  of  said  outer  bearing  mem- 
ber in  a  direction  away  from  the  axis  of  the 
self-aligning  bearing. 
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2.  A  self-aligning  bearing  construction  involving 
inner  and  outer  bearing  members,  said  inner  bearing 
member  comprising  a  bearing  ball  having  a  spherical 
bearing  surface,  a  malleable  single  piece  outer  bearing 
race  member  having  a  spherical  socket  corresponding 
in  shape  to  the  spherical  inner  bearing  member, 

said  outer  race  member  being  stressed  such  that 
the  m£tal  adjacent  the  inner  peripheral  surface 
area  is  compressed  and  the  metal  adjacent  the 
outer  peripheral  surface  is  tensioned. 

The  matter  in  italics  is  not  contained  in  the  application 
as  filed  nor  in  the  specification  of  the  patent  as  issued. 
There  is  serious  doubt  as  to  what  these  claims  cover;  in 
the  file  history  [Exh.  A,  p.  26]  Potter  represented  that 
"the  claims  are  not  directed  to  a  finished  article  of  manu- 
facture as  such."  Plaintiff's  expert  contradicts  this  ad- 
mission by  stating  that  they  describe  the  finished  product 
and  not  its  condition  at  intermediate  stages  of  manufac- 
ture [R.  1060].  Plaintiff's  witnesses  admitted  that  the 
ball-race  assembly  does  not  have  the  unstretchable  peri- 
pheral area  specified  in  claim  1  [R.  427,  683-4].  The 
claims  are  ambiguous,  indefinite  and  void  for  failure  to 
conform  to  the  requirements  of  35  U.S.C.  112. 

Patent  No.  2,724,172  contains  seven  claims  directed  to 
a  "method"  of  making  a  bearing  composed  of  a  ball  within 
a  race.    Qaim  1  is  typical  and  reads  as  follows  : 

1.  The  method  of  forming  a  self-aligning  bear- 
ing  having  a  bearing  ball  and  a  relatively  soft,  ductile 
metal  bearing  race,  said  ball  and  race  being  formed 
with  corresponding  curved  surfaces  therebetween, 
comprising : 

t       assembling  said  ball  in  an  annular  blank  having  an 
inner    cylindrical    surface    substantially    correspond- 
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ing  in  diameter  with  that  of  the  bearing  ball  and 
having  opposite  end  portions. 

compressing  said  end  portions  inwardly  in  intimate 
and  direct  contact  with  said  ball  to  defor  the  cylin- 
drical blank  and  place  the  same  under  a  stress  with 
the  outer  periphery  stretched  and  the  inner  periphery 
under  compression  such  that  said  blank  will  conform 
and  produce  a  binding  engagement  around  the  curved 
surface  of  said  ball, 

and  finally  compressing  the  median  portion  of  the 
bearing  race  by  pressure  applied  through  rolling 
contact  relieving  some  of  the  compression  stress  in 
the  metal  adjacent  the  inner  periphery  of  said  blank 
and  elongating  the  bearing  race  evenly  towards  its 
opposite  ends  and  separating  evenly  the  bearing  sur- 
faces between  the  bearing  ball  and  bearing  race  by 
an  amount  sufficient  to  permit  smooth  rotation  there- 
between but  still  confine  said  ball  within  said  race. 

The  matter  in  italics  does  not  appear  in  the  application 
as  filed  for  the  first  patent  No.  2,626,841 ;  therefore  patent 
No.  2,724,172  is  not  supported  by  the  first  application 
[Exh.  A]  and  is  not  a  division  thereof.  The  file  history 
of  this  second  patent  No.  '172  [Exh.  B,  p.  30]  specifically 
states  that  the  claims  ''distinguish  in  a  patentable  sense 
over  the  disclosure  in  applicant's  (first)  patent."  The 
claims  of  this  second  patent  '172  are  not  supported  by 
the  specification  (as  filed)  on  the  first  patent.  This 
second  patent  '172  is  not  entitled  to  the  filing  date  of  the 
first  patent,  does  not  conform  to  the  requirements  of  35 
U.S.C.  120  and  112  and  is  invalid.  The  second  patent 
'172  must  stand  on  its  filing  date  of  December  16,  1952, 
and  is  void  by  reason  of  commercial  use  more  than 
one  year  prior  to  December  16,  1952  [see  Admissions  R. 
997].     Moreover,  Potter  made  false  oath  to  this  applica- 
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tion  for  patent  '172  [see  p.  22  of  Exh.  B]  by  failing  to 
state  that  the  method  had  been  in  use  prior  to  October 
1951.  The  trial  court  disregarded  the  law  by  stating  that 
the  statutory  requirements  as  to  oath  of  applicant  were 
not  material  [R.  1285]. 

Qaims  3,  6  and  7  specifically  refer  to  "coining."  Claims 
2,  5  and  9  specifically  require  that  the  end  faces  of  the 
tubular  ring  blank  be  radially  converging  or  of  frusto- 
conical  configuration.  Claims  1  to  3  call  for  the  use  of  a 
rolling  pressure  to  loosen  the  ball,  but  Claims  4  to  7 
broadly  cover  '^compressing,"  this  including  appHcation 
of  force  by  hammering  as  well  as  its  equivalent  rolling 
pressure. 

Defendant  has  never  used  tubular  race  blanks  with  in- 
clined, converging  end  faces.  Conclusion  of  Law  V  is 
wrong  in  stating  that  claim  2  was  infringed. 

ERRONEOUS   FINDINGS   AND    CONCLUSIONS 
OF  TRIAL  COURT. 

The  trial  court  announced  its  decision  from  the  bench, 
without  written  memorandum  opinion.  That  a  proper 
standard  of  invention  was  not  applied  is  indicated  by  the 
following  : 

''Mr.  Miketta:  Has  your  Honor  considered  that 
any  new  result  was  created  by  Potter  that  wasn't 
created  by  Fiegel  or  obtained  by  Fiegel  ? 

The  Court:     Yes. 

Mr.  Miketta:     What  is  the  new  result? 

The  Court:  Fiegel's  invention  was  a  three-piece 
invention,  and  this  is  a  two-piece  invention,  and 
Fiegel's  invention  I  do  not  think  could  be  used,  or 
his  article  of  manufacture  could  not  be  used,  as  the 

^       witnesses  have  testified  in  this  case  these  inventions 
are  used. 
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Mr.  Miketta :  It  is  used  as  a  bearing,  your  Honor. 
And  there  is  nothing  in  the  patent  indicating  loads." 
[R.  1286.] 

Plaintiff's  counsel  prepared  the  findings;  defendant's 
objections  were  filed  May  12,  1958  [R.  131].  The  objec- 
tions called  attention  to  the  fact  that  the  findings  did 
not  identify  the  parties,  did  not  state  facts  to  permit  the 
Court  of  Appeals  to  be  informed  as  to  the  basis  of  con- 
clusions reached,  and  did  not  cover  the  issues  raised  by  the 
Pretrial  Order.  It  was  urged  that  the  Findings  did  not 
conform  to  this  Court's  requirements  (Paramount  Pest 
Control  Service  v.  Brewer  et  al.,  170  F.  2d  553;  Schneider- 
man  V.  United  States,  320  U.  S.  118,  129;  and  Dalehite  v. 
United  States,  346  U.  S.  15).  Specific  errors  were  called 
to  the  trial  court's  attention  [R.  136-7].  However,  the 
trial  court  signed  the  findings  and  conclusions  on  June  9, 
1958  [R.  155-175]. 

Specific  erroneous  findings  are  enumerated  in  Point  5 
of  Statement  of  Points  on  Appeal  [R.  176-179].  Ques- 
tions of  validity  and  infringement  are  presented  by  this 
appeal. 

SPECIFICATION  OF  ERRORS  RELIED  UPON. 

Defendant  has  set  forth  the  errors  committed  by  the 
trial  court  in  its  Concise  Statement  of  Points  on  Appeal 
under  Rule  17(6)  [R.  176],  and  relies  on  said  errors  as  if 
restated  here.  In  furtherance  of  the  argument  as  here- 
after presented,  the  errors  may  be  restated  as  follows : 

1.  The  District  Court  erred  in  holding  that  both 
Potter  patents  embody  invention  over  the  prior  art 
[Finding  XXXIII,  R.  166,  Conclusion  II,  R.  172], 
in  view  of  the  rules  and  criteria  of  invention  required 
by  the  Supreme  Court  and  this  Court  of  Appeals. 
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2.  The  District  Court  erred  in  considering  a  two- 
piece  bearing  to  be  a  new  concept  [Finding  XIX,  R. 
169],  and  in  holding  that  the  Potter  patents  resulted 
for  the  first  time  in  permanent  encasement  of  a  ball 
in  a  race  [Finding  XXVI,  R.  164]  from  which  the 
ball  cannot  be  removed  without  destruction  of  the  race 
[Finding  XIII,  R.  168],  in  view  of  the  prior  patents 
which  show  such  bearings. 

3.  The  District  Court  erred  in  holding  that  mat- 
ters of  degree  involved  invention  [Findings  XIV, 
XVII,  XXV,  XXVIII,  XXIX,  XLII  and  LVII,  R.' 
159-171],  in  view  of 

"It  is  firmly  imbedded  in  patent  law  that  change 
in  form,  proportion,  or  degree  does  not  reflect 
patentable  invention  even  though  change  produces 
better  results."  Berkeley  Pump  Co.  v.  Jacussi 
Bros.,  Inc.,  2U  F.  2d  785  (CA  9). 

4.  The  District  Court  erred  in  holding  that  plain- 
tiff used  the  methods  and  made  bearings  in  accordance 
with  the  Potter  patents  and  that  commercial  success 
takes  the  place  of  invention  [Findings  V,  VI,  XVIII, 
XLVII  and  XLVIII] 

''Lack  of  novelty  and  lack  of  invention  being 
clearly  shown,  no  significance  attaches  to  the 
fact,  if  it  be  a  fact,  that  utility  and  commercial 
success  followed."  Grayson  Heat  Control  Ltd. 
V.  Los  Angeles  Gas  Appliance,  134  F  2d  478 
481  (CCA  9). 

5.  The  District  Court  erred  in  holding  that  de- 
fendant used  the  method  of  the  '172  patent  and  pro- 
duced bearings  in  accordance  with  the  '841  patent 
[Findings  XVIII,  XXX,  XXXV,  XLV  and  LXI; 
Conclusions  IV  and  V]. 
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6.  That  the  District  Court  erred  in  disregarding 
Chambers  2,382,773  and  Exhibits  Nl,  N2,  ACl  and 
AC2  as  operable  examples  of  prior  art  [Finding 
XXII]. 

7.  The  District  Court  erred  in  holding  that  the 
claims  of  patent  No.  '172  are  readable  upon  the  dis- 
closure of  the  application  for  patent  No.  '841  [Find- 
ings XLVIX,  LIV  and  LX,  R.  169;  Conclusion  of 
Law  III,  R.  172],  in  view  of  admissions  of  record 
and  uncontrovertible  statements  in  the  file  history. 

8.  The  District  Court  erred  in  holding  that  the 
disclosures  of  patent  No.  '841  are  adequate  and  that 
the  claims  thereof  define  an  invention  readable  upon 
the  original  application  [Findings  XLVIX,  L,  LII, 
LVII  and  LIX]. 

9.  The  District  Court  erred  in  failing  to  find  that 
the  claims  of  the  patents  in  suit  fail  to  conform  to 
the  definiteness  required  by  35  U.S.C.  §112;  in  fail- 
ing to  find  that  patent  No.  '172  is  invalid  on  the 
grounds  of  prior  public  use  and  that  plaintiff  is  estop- 
ped to  assert  this  patent;  and  in  failing  to  determine 
these  issues  in  accordance  with  the  Pretrial  Order. 
The  court  erred  in  reaching  Conclusion  VIII  without 
stating  a  basis  therefor. 

10.  The  trial  court  erred  in  making  conflicting  and 
irreconcilable  findings  and  clearly  erroneous  findings 
which  are  contrary  to  the  evidence. 

11.  The  District  Court  erred  in  denying  defend- 
ant's motion  to  strike  testimony  of  plaintiff's  pur- 
ported expert  Barish  [R.  913-914].  The  facts  are 
as  follows:  Early  in  the  trial,  plaintiff's  counsel 
stated  that  his  expert  witness  would  use  pictures  or 
photoelasticity    [R.   224]    and  gave  defendant  a  re- 
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duced  copy  of  photographs,  Exhs.  55,  56  and  57,  with 
some  explanatory  material  [R.  275]. 

Plaintiff's  counsel  stated  that  the  photographs  and 
a  motion  picture  would  be  the  only  exhibits  "*  *  * 
from  which  the  expert  witness  will  testify  as  to  phy- 
sical phenomena  which  they  represented  [R.  276]. 

The  photographs  and  motion  picture  represented  a 
plastic  ring  placed  upon  a  shaft;  when  force  was  ap- 
plied to  the  ring,  light  and  dark  bands  of  light  in  the 
ring  allegedly  represented  location  and  intensity  of 
stress.  Barish  testified  at  length  on  this  subject  on 
direct  examination  by  plaintiff  [R.  525-535]  referring 
to  the  photographs  Exhs.  55,  56  and  57  and  a  motion 
picture  film.     Exh.  28. 

Upon  cross-examination  [R.  922,  923]  Barish  was 
asked  to  identitfy  the  fourth  order  fringe  on  Exh.  55, 
and  could  not  do  so. 

"The  Court:  Do  you  know  what  is  meant  by 
the  term  'fourth  order  fringe'? 

The  Witness:     I  am  not  sure,  sir.     It  is  a 
terminology  used  by  the  expert  in  photo-elasticity 
[927] 

Q.  (By  Mr.  Miketta)  :  But  you  are  not  an 
expert  in  the  subject? 

A.  I  am  not  an  expert  in  the  subject  of  photo- 
elasticity.     I  use  it  as  a  tool. 

Mr.  Miketta:  Well,  may  the  court  please,  I 
move  to  strike  all  of  the  testimony  with  respect 
to  Exhibits  55,  56  and  57,  including  the  motion 
picture,  on  the  admission  of  the  witness  that  he 
is  not  an  expert  on  the  matters  that  he  has  been 
presenting  to  the  court. 

The  Court:     Motion  denied."     [R.  913-914.] 
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It  is  submitted  that  the  trial  court  erred  in  denying 
the  motion  to  strike  the  testimony  of  a  witness  who 
was  introduced  and  who  posed  as  an  expert  but  ad- 
mitted he  is  not.  This  is  a  specific  instance  of  over- 
reaching by  Barish  and  indicative  of  the  temper  of 
the  trial  court. 

12.  The  trial  court  erred  in  refusing  to  permit 
defendant's  expert  witness  to  state  his  opinion  with 
respect  to  differences  between  defendant's  operation 
and  prior  art  disclosures.  [Point  on  appeal  12,  R. 
179].  The  facts  are  as  follows:  Professor  L,  V. 
Colwell,  of  University  of  Michigan,  was  testifying 
on  direct  examination  by  defendant,  and  had  referred 
to  prior  patents  and  knowledge. 

"Q.  (By  Mr.  Miketta)  :  From  your  study 
of  the  defendant's  operations  and  the  Chambers 
patent  2,382,773,  do  you  have  an  opinion  as  to 
whether  or  not  what  is  described  in  the  Cham- 
bers patent,  both  in  the  form  of  dies  and  in  the 
method  of  manufacturing  a  bearing,  differs  from 
what  is  employed  by  the  defendant? 

Mr.  Lyon :  I  will  object  to  that.  If  the  ques- 
tion is  does  he  have  an  opinion,  of  course  I  don't 
object;  but  if  he  gives  the  opinion,  I  object. 

The  Court:  The  objection  is  sustained.  You 
stipulated  that  his  statement  may  go  in,  this 
report  of  his,  and  throughout  he  keeps  saying 
that  what  the  plaintiff  did  here  is  similar  to  such- 
and-such  a  patent,  and  such-and-such  a  date,  and 
it  has  been  known  since  1913. 

I  missed  it  by  a  few  thousand  years  when  I 
said  you  would  probably  testify  that  this  was 
known  at  the  time  Moses.* 


*Note:    Another  allusion  to  reversal  of  trial  court  in  Muench- 
Kreuzer  Candle  Co.,  Inc.  v.  Wilson,  246  F.  2d  624  (C.  A.  9). 
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Mr.  Miketta:  I  don't  think  we  can  go  back 
that  far  on  this  witness'  personal  experience, 
your  Honor.  But  I  have  asked  him,  your  Honor, 
if  he  had  an  opinion   [617]. 

The  Court:  It  is  a  preHminary  question,  and 
your  next  question  is  what  is  his  opinion. 

Mr.  Miketta:     That's  right. 

The  Court:  So  let's  stop  it  here.  I  will 
sustain  the  objection."    [R.  667.] 

The  subject  of  this  specific  question  had  not  been 
previously  covered.  Please  note  that  grounds  for 
plaintiff's  objection  were  not  stated.  The  antagonistic 
temper  of  the  trial  court  was  again  evidenced. 

QUESTIONS   PRESENTED. 

The  points  on  appeal  [R.  176]  enumerate  in  detail  each 
of  the  errors  committed  by  the  trial  court.  These  points 
on  appeal  may  be  condensed  into  six  questions  for  deter- 
mination by  this  court: 

1.  As  a  matter  of  law,  did  the  trial  court  apply 
the  correct  criteria  and  standard  of  invention  re- 
quired by  the  Constitution  and  established  by  the 
rulings  of  the  Supreme  Court  and  this  court  ? 

(It  is  urged  that  this  must  be  answered  in  the 
negative  and  that  both  Potter  patents  be  held  invalid 
and  not  infringed.  This  question  encompasses  Points 
on  Appeal,  1  subs,  (a),  (b),  (c)  ;  Point  2,  subs,  (a), 
(b) ;  Points  7,  8,  9  and  10.  Specific  erroneous  Find- 
ings are  IV  to  VIII,  XVII,  XVIII,  XIX,  XXIII 
XXIV,  XXV,  XXVI,  XXVIII,  XXIX,  XXXIIl' 
XLII,  XLIII  and  LVIII.) 

2.     Did  the  trial  court  commit  error  in  failing  to 
find  that  the  Potter  patents  had  been  issued  in  viola- 
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tion  of  statutory  requirements  that  no  new  matter  be 
added,  that  proper  oath  was  not  made,  that  the  claims 
fail  to  define  with  necessary  definiteness,  that  prior 
commercial  use  is  a  bar,  that  the  second  patent  is  not 
a  true  division  of  the  first  application,  that  the  method 
was  abandoned,  etc.? 

(The  only  possible  answer  is  that  error  was  com- 
mitted. These  errors  are  embraced  by  Points  on 
Appeal,  1  subs,  (d)  and  (e)  ;  Point  2,  subs,  (c)  to 
(g)  ;  Point  10.  Specific  erroneous  findings  are  VIII, 
XXXV,  XLIX,  L,  LIV,  LV,  LVI,  LIX,  LX  and 
LXI.) 

3.  Did  the  court  make  conflicting  and  erroneous 
findings  of  fact? 

(It  is  urged  that  the  court  made  findings  that  are 
contrary  to  the  evidence  and  the  judgment  must  be 
reversed.  This  question  embraces  Points  3,  4,  5  and 
6.  Specific  erroneous  findings  are  enumerated  in 
Point  5  on  appeal.) 

4.  Does  defendant  infringe  by  making  a  bearing 
in  which  the  entire  inner  surface  of  the  race  is  not  in 
intimate  and  direct  contact  with  the  ball? 

(There  can  be  no  infringement  since  a  thickness 
gauge  can  be  inserted  into  every  bearing  made  by 
defendant.  This  conclusively  proves  that  there  is  no 
such  intimate  and  direct  contact.  Moreover,  tight 
bearings  were  made  by  the  prior  art.) 

5.  Did  the  trial  court  err  in  denying  defendant's 
motion  to  strike  certain  testimony  of  Barish  and  in 
refusing  to  permit  defendant's  expert  to  state  his 
opinion.  (Points  on  Appeal  11  and  12,  discussed  in 
detail  on  pages  16-18  of  this  brief.) 
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6.  Should  costs  be  assessed  against  plaintiff  on 
this  appeal  for  burdening  this  record  with  unnecessary 
material  ? 

(Defendant  designated  a  condensed  version  of  the 
record ;  plaintiff  added  all  of  the  record  and  defendant 
moved  to  strike.  Your  Honors  denied  the  motion 
without  prejudice  September  30,  1958.) 

The  judgment  of  the  trial  court  must  be  reversed  if  the 
answer  to  any  one  of  the  first  four  questions  indicates 
error  by  the  trial  court. 

PRIOR  ART  AND  PRIOR  KNOWLEDGE. 

The  Potter  patents  will  have  to  be  considered  in  the 
light  of  prior  knowledge  since 

"Patents  cannot  be  sustained  when  *  *  *  j-j^gji- 
effect  is  to  subtract  from  former  resources  freely 
available  to  skilled  artisans."  A.  &  P.  Tea  Co.  v. 
Supermarket  Corp.,  340  U.  S.  147,  152  (quoted  in 
Gratiot  et  al.  v.  Farr  Company,  237  F.  2d  940,  where- 
in this  Court  reversed  the  trial  court  and  held  the 
patent  invalid.) 

Before  discussing  the  Potter  patents  in  suit,  a  brief 
review  of  prior  knowledge  as  established  by  documents  and 
uncontroverted  evidence  appears  desirable. 

"In  determining  whether  there  is  invention,  every- 
thing previously  known  to  the  art  through  patents, 
publications  or  use  must  be  taken  into  consideration." 
Hall  et  al.  v.  Wright  et  al,  240  F.  2d  789  (CA  9). 

A  bearing  is  a  device  to  support  a  rotating  element 
with  minimum  frictional  resistance.  A  lubricant  between 
the  rotating  elements  converts  the  frictional  resistance  be- 
tween metal  surfaces   into  a  shear  resistance  of   the   oil 
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film.  Bearings  may  vary  from  a  simple  cylindrical  sleeve 
or  bushing  to  ball  bearings,  thrust  bearings,  self-aligning 
bearings^  etc.  Self-aligning  bearings  were  formerly  called 
ball  and  socket  joints  [Fiegel  patent  No.  1,693,748,  Exh. 
D,  R.  1368].  These  were  all  old  long  prior  to  the  filing 
of  the  patents  in  suit  (see  "Bearings"  and  "Lubrication" 
in  Encyclopedia  Britannica,  14th  Edition,  1929).  All  of 
us  have  owned  bicycles  and  automobiles  and  personally 
know  that  you  can  tighten  a  bearing  to  such  an  extent  that 
it  turns  with  difficulty  or  it  can  be  so  loose  as  to  be  sloppy 
and  inefficient.  Clearance  is  a  matter  of  degree;  it  is  not 
an  "invention."  Similarly,  any  mechanic  knows  that 
metals  differ  in  strength  and  physical  characteristics  and 
one  selects  a  metal  in  accordance  with  the  loads  to  be 
carried.  Selection  of  a  metal  is  not  invention.  To  aid 
the  court  and  condense  the  material  in  Exh.  D,  appended 
Chart  II  illustrates  prior  art  devices  and  quotes  from 
prior  patents  included  in  defendant's  Exh.  D.  It  is  clearly 
established  that 

1.  Potter  was  not  the  first  form  metal  around  a  ball. 

"Mr.  Lyon :  No,  there  are  people  who  compressed 
around  balls  before,  yes."    [R.  199.] 

2.  Potter  was  not  the  first  to  form  a  cylinder  into  a 
race  around  a  ball  to  make  a  bearing.  [Erickson  1,481,000, 
Fig.  8,  R.  1364;  Fiegel  1,693,748,  Figs.  7  and  8,  R. 
1368;  Skillman  1,793,874,  Figs.  4  and  5,  R.  1371;  Taylor 
2,382,349,  R.  1402;  and  Chambers  2,382,773,  R.  1406]. 

3.  Any  skilled  mechanic  (as  of  1944)  could  make  a 
die  to  bend  or  form  a  ring  around  a  ball,  and  this  was 
common  practice  in  the  industry. 

"Q.  On  the  basis  of  the  same  background  of 
experience,  will  you  state  whether  it  was  known  prior 
to  1944  that  an  (518)  outer  metalHc  object  having 
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)o   tight,    covered   the    ball 


an  e,        ,- 
of  wPS  ^'^^  ^^^^ 
canno' 
outer 
bearin 


To  prevent  ball 
with    coating   of 


Relates  to  an  "efficient  method  for  freeing 
Hne    5].      Recognizes    that    ball    is    "tightly 
;  42]  in  many  newly  made  bearings.  Teaches 
Skilhnaii  bearing  with  an  air  hammer  whose  move- 
tubing  controlled    as    it   determines    the    amount   of 
ber   aiven  to  the  bearing"   [col.  3,  line  33].    "The 
outer  t    is    thus    made    uniform    throughout"    [col. 
74,    lie   exactness  of   fit   is   maintained   in   all   re- 
inner  ball  and  its  race  [col.  3,  line  51]. 
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film.  Bearings  may  vary  from  a  simple  cylindrical  sleeve 
or  bushing  to  ball  bearings,  thrust  bearings,  self-aligning 
bearings,  etc.  Self-aligning  bearings  were  formerly  called 
ball  and  socket  joints  [Fiegel  patent  No.  1,693,748,  Exh. 
D,  R.  1368].  These  were  all  old  long  prior  to  the  filing 
of  the  patents  in  suit  (see  "Bearings"  and  ''Lubrication" 
in  Encyclopedia  Britannica,  14th  Edition,  1929).  All  of 
us  have  owned  bicycles  and  automobiles  and  personally 
know  that  you  can  tighten  a  bearing  to  such  an  extent  that 
it  turns  with  difficulty  or  it  can  be  so  loose  as  to  be  sloppy 
and  inefficient.  Clearance  is  a  matter  of  degree;  it  is  not 
an  "invention."  Similarly,  any  mechanic  knows  that 
metals  differ  in  strength  and  physical  characteristics  and 
one  selects  a  metal  in  accordance  with  the  loads  to  be 
carried.  Selection  of  a  metal  is  not  invention.  To  aid 
the  court  and  condense  the  material  in  Exh.  D,  appended 
Chart  II  illustrates  prior  art  devices  and  quotes  from 
prior  patents  included  in  defendant's  Exh.  D.  It  is  clearly 
established  that 

1.  Potter  was  not  the  first  form  metal  around  a  ball. 

"Mr.  Lyon :  No,  there  are  people  who  compressed 
around  balls  before,  yes."    [R.  199.] 

2.  Potter  was  not  the  first  to  form  a  cylinder  into  a 
race  around  a  ball  to  make  a  bearing.  [Erickson  1,481,000, 
Fig.  8,  R.  1364;  Fiegel  1,693,748,  Figs.  7  and  8,  R. 
1368;  Skillman  1,793,874,  Figs.  4  and  5,  R.  1371;  Taylor 
2,382,349,  R.  1402;  and  Chambers  2,382,773,  R.  1406]. 

3.  Any  skilled  mechanic  (as  of  1944)  could  make  a 
die  to  bend  or  form  a  ring  around  a  ball,  and  this  was 
common  practice  in  the  industry. 

"Q.  On  the  basis  of  the  same  background  of 
experience,  will  you  state  whether  it  was  known  prior 
to  1944  that  an  (518)   outer  metallic  object  having 


Examples  of  Prior  Art  From  Ex.  D  [R.  1345-1425]. 


uplings  for  connecting 
Ball  is  placed  in  socket 
press  of  ordinary  con- 


Dirclnvood  No.  1,050.422.  Relates  t 
mechanical  elements  without  lost  mot 
and  socket  compressed  about  the  ball 

struction"  [p.  2.  line  15)  so  that  "the  socket  fits  snugly  around 
the  ball  thereby  eliminating  all  lost  motion"  [p.  3,  line  18] 
Recognized  that  tension  and  compression  stresses  were  gener 
ated  [p.  3,  line  5]. 
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rod    ends    [p.    1,   Hi 
thin   ring  5  and  ring  i 
/      accurately  confonn  the  in 

1      surface  of  the  former  nv 

outside  of  ring  to  loosen  i 


-      -  „  .  form 

16].  Spherical  member  9  is  placed 
coined  around  9  "to  completely  and 
T  surface  of  sleeve  5  to  the  spherical 
iber  9"  [p.  2,  line  35],  Tapping  of 
within  skill  of  a  mechanic  [R.  1132]. 


Porter  No.  1.123,796.  A  ball  and  socket  joint  "in  which  the  parts 
move  freely  at  all  angles"  [p.  1,  line  12],  The  "side  walls  of 
the  socket  are  initially  formed  substantially  parallel  to  receive 
the  ball  and  are  then  turned  or  swaged  over  against  the  ball  to 
fonn  the  annular  seat  to  conform  to  the  contour  of  the  ball 
itself"    [p.    I.  line  98]. 


'Chambers  No.  2,382,773.  Self-aligning  bearing.  Ball  10a  placed 
within  outer  member  and  "suitable  dies"  [p.  1,  line  20]  are 
forced  toward  each  other  to  fonn  portions  20a  into  a  "spherical 
bearing  surface"  "complementary"  to  the  surface  of  the  ball 
[also  see  p.  1,  line  39]. 


lloern  No.  1,798,738.  Relates  to  rod  ends  [p.  1,  Hue  3].  Used 
a  cup  die  and  coined  metal  around  the  ball  [R.  1103]  to  form 
"an  exactly  fitting  hennispherical  socket,  the  ball -contacting  walls 
of  which  are  glass-smooth  and  polished"  [p.  2,  line  7i\.  Ball 
cannot  be  rotated  [p.  1,  line  25].  Loosens  ball  by  hammering 
outer  member  [p.  2,  line  127;  R.  1105]  to  expand  metal  "in 
bearing  contact  with  the  embedded  ball"   [p.  3,  line   101]. 


Spangenberg  No.  2,724,172.  Self -aligning  bearing.  One-piece 
outer  race  3  is  placed  around  ball  1  and  formed  by  dies  around 
the  ball  so  that  the  "inner  surface  tliereof  is  complementary 
to  the  periphery  of  the  ball"  [col.  4,  line  66].  To  prevent  ball 
from  being  held  too  tight,  covered  the  ball  with  coating  of 
grease  before  forming  the  race. 


SkilUnan  No.  1,793,874.  Self-aligning  bearing.  Cylindrical  metallic 
tubing  [p.  1,  line  98]  is  placed  around  spherical  bearing  mem- 
ber and  upper  and  lower  dies  are  brought  together  to  form 
outer  tubing  into  "substantially  spherical  shape"  [p.  2,  lines  30. 
74,  125]  and  "to  compress  and  shape  the  bushing  around  the 
inner  non-cylindrical  member"   [p.  3,  line  104]. 


Hcim  No.  2,476,728.  Relates  to  an  "efficient  method  for  freeing 
bearings"  [col,  1,  line  5].  Recognizes  that  ball  is  "tightly 
gripped"  [col.  1,  line  42]  in  many  newly  made  bearings.  Teaches 
hitting  outer  ring  of  bearing  with  an  air  hammer  whose  move- 
ment "is  carefully  controlled  as  it  determines  the  amount  of 
looseness  which  is  given  to  the  bearing"  [col.  3,  line  33].  "The 
loosening  of  contact  is  thus  made  uniform  throughout"  [col. 
3,  line  45]  and  "the  exactness  of  fit  is  maintained  in  all  re- 
spects" between  the  ball  and  its  race  [col.  3,  line  51]. 
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a  cylindrical  inner  wall  could  be  formed  around  a  ball 
to  produce  a  self-aligning  bearing?  A.  Yes,  that 
sort  of  thing  has  been  done  in  great  quantity  in  the 
automotive  industry  in  the  early  days.  That  is  cer- 
tainly in  that  period  subsequent  to  about  1920,  or 
World  War  1"   [R.  598]. 

"Q.  Professor  Colwell,  in  your  opinion  as  of 
1944  would  any  skilled  mechanic  or  toolmaker  or 
shop  foreman,  upon  being  asked  to  form  a  metal  ring 
around  a  ball,  have  any  difficulty  in  making  a  die 
which  would  form  the  ring  around  the  ball  to  retain 
the  ball?    A.     No,  he  would  not"  [(615)  R.  665-6]. 

4.  Potter  did  not  invent  dies  for  forming  cylindrical 
metal  into  contact  with  a  ball.  [Birchwood — "a  press  of 
ordinary  construction"  R.  1345]  ;  Fiegel;  Skillman's'  "suit- 
able dies";  Taylor's  "coin  press";  Chambers'  "suitable 
dies." 

5.  Potter  was  not  the  first  to  describe  a  bearing  where 
the  ball  is  in  sliding  contact  with  a  single  continuous  piece 
of  metal  as  the  race  [Fiegel  1,693,748,  R.  1368;  Paulus 
2,252,351,  R.  1397;  Tayor  2,382,349,  R.  1402;  Chambers 
2,382,773,  Figs.  2  and  3,  R.  1406]. 

6.  "That  Lee  R.  Potter  was  not  the  first  to  invent 
or  discover  that  when  a  bar  of  metallic  material  is  bent 
into  semi-circular  form,  portions  of  such  bent  bar  adjacent 
the  concave  surface  will  be  under  compression  and  portions 
of  the  bent  metal  bar  adjacent  the  convex  surface  will  be 
under  tension"  [Admission  34,  R.  998]. 

7.  Potter  was  not  the  first  to  make  a  tight  bearing  and 
then  loosen  it  by  applying  force  such  as  a  hammer  blow 
to  the  outer  race  [Best  shown  and  described  by  Heim 
2,476,728,  R.  1419;  also  see  Hoern  1,798,738,  R.  1376; 
Townsend  2,335,710,  R.  1400;  and  Oifutt  1,100,695,  R. 
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1353].     With   respect  to   Paulus   2,252,351    [R.    1397], 
plaintiff's  expert  testified : 

"Q.  So  here  we  have  a  ball  and  a  socket  joint 
where  (1123)  you  start  off  with  direct  and  intimate 
contact  between  the  outer  member  and  the  ball,  fol- 
lowed by  the  application  of  force  which  loosens  that 
ball  from  the  socket  walls  for  freely  swiveling-  therein, 
is  that  correct?  A.  You  are  quoting  correctly"  [R. 
1067]. 

8.  Birchwood,  patent  1,050,422  [R.  1345]  and  Fiegel 
patent  1,693,748  [R.  1368]  show  two-piece  bearings,  i.e., 
a  central  ball  and  an  outer  race  [R.  610].  Such  bearings 
could  be  tight. 

"Q.  And  during  the  manufacturing  process  of  this 
Fiegel  bearing  the  ball  initially  could  have  been  held 
so  tight  within  the  ring  as  to  require  some  loosening 
in  some  way?    A.     Yes,  for  certain  applications. 

Q.  And  in  the  event  someone  manufactured  this 
Fiegel  bearing  and  it  turned  out  to  be,  let  us  say, 
held  against  (542)  rotation,  have  you  any  opinion 
as  to  whether  or  not  an  ordinary  mechanic  or  tool- 
maker  would  know  how  to  liberate  it  ?    A.     Oh,  yes. 

Q.  What  would  he  do?  A.  By  hammering  or 
rolling.  If  it  were  a  single  ball,  he  will  pick  up  a 
ball-peen  hammer  and  tap  it.  That  would  loosen  it 
up. 

For  a  production  process  it  would  depend  upon  the 
structures  as  to  the  tooling  that  would  be  the  fastest 
and  that  in  all  probability  would  be  rolling  in  this 
case"  [R.  617]. 

Hammering  or  rolHng  in  order  to  loosen  are  common 
expedients,  known  to  mechanics  long  before  1944  [R.  681, 
675,  679,  957-958]. 
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I  Heim  patent  2,476,728  [R.  1419]  specifically  refers  to 
making  a  tight  bearing  and  then  hammering  to^  produce 
a  uniform  clearance. 

Skilled  mechanics  have  the  right  to  use  all  of  this  prior 
knowledge;  the  patents  in  suit  cannot  be  sustained  because 
"their  effect  is  to  subtract  from  former  resources'  freely 
available  to  skilled  artisans."  (A  &  P  Tea  Co.  v.  Super- 
market Corp.^  supra.) 

This  background  of  prior  art  was  not  considered  by  the 
Patent  Office  in  granting  the  Potter  patents  in  suit.  Ad- 
missions Zh  and  Z6  list  patents  which  were  not  cited  [R. 
93].  The  Potter  patents  were  issued  with  the  "customary 
magnanimity"  of  a  Patent  Office  which  does  not  know  the 
actual  practices  in  the  industry.  (Grindle  v.  Welch,  146 
Fed.  Supp.  44  (D.  C.  N.  Calif.).) 

Any  presumption  of  validity  is  overcome. 

"The  presumption  of  validity  which  attends  the 
issuance  of  Letters  Patent  by  the  Patent  Office  is 
overcome  in  this  case  by  the  clear  evidence  of  antici- 
pation in  the  prior  art  which  was  not  cited  or  con- 
sidered by  the  Patent  Office  when  the  application  for 
appellant's  patent  was  passed  on.  See  Elliott  &  Co 
V.  Youngstown  Car  Mfg.  Co.,  181  Fed.  345  (CCA. 
3);  American  Soda  Fountain  Co.  et  al  v  Sample' 
130  Fed.  145  (CCA.  3)." 

Mettler  v.  Peabody  Engineering  Corporation   et  al 
77  F.  2d  56  (CA  9). 

See  also: 

McClintock  V.  Gleason  et  al,  94  F.  2d  115  (CA  9) ; 

Stoody   Co.   V.   Mills   Allocs  Inc.     67   F    2d   807 
(CA9); 

Market  Soda  Fountain  Co.  v.  Sample   130  Fed    US 
(CA  9).  r   ,  .      D 
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SUMMARY  OF  ARGUMENT. 

The  trial  court  made  the  erroneous  and  totally  unsup- 
ported Finding  XXXIII : 

'That  Potter  Letters  Patent  Nos.  2,626,841  and 
2,724,172  in  suit  and  each  of  the  claims  thereof  em- 
body invention  over  the  prior  patents  and  bearings 
relied  upon  by  the  defendant." 

It  is  notable  that  the  court  did  not  make  any  specific 
findings  concerning  the  matters  disclosed  and  taught  by 
each  of  the  prior  art  patents  such  as  Birchwood,  Skillman, 
Fiegel,  Hoern,  Taylor,  Heim,  etc.  The  trial  court  failed  to 
make  findings  as  to  prior  knowledge.  The  trial  court 
failed  to  make  a  specific  finding  that  the  old  combina- 
tion of  a  ball  with  a  race  around  it  produced  any  new 
or  different  result.  Such  findings  would  be  necessary  to 
uphold  the  patents.  (Bergman  et  al.  v.  Aluminum  Lock 
Shingle  Corp.  of  America,  251  F.  2d  801  (CA  9).) 

This  Court  of  Appeals  cannot  tell  from  the  findings 
just  how  the  court  came  to  the  conclusions  stated  in 
Finding  XXXIII.  However,  the  physical  exhibits  of 
bearings,  the  printed  copies  of  prior  art  patents  and  the 
certified  file  histories  of  the  patents  in  suit  speak  for  them- 
selves. They  show  on  their  face  that  what  is  claimed 
by  Potter  in  his  patents  is  within  normal  mechanical 
skill. 

The  two  patents  in  suit  are  invalid  on  two  broad 
grounds : 

1.     They  are  invalid  on  the  factual  ground  of  lack 
of  invention  since 

"*  *  *  the  subject  matter  as  a  whole  would 
have  been  obvious  at  the  time  the  invention  was 
made  to  a  person  having  ordinary  skill  in  the  art 
to  which  said  subject  matter  pertains."  (35 
use  §103.) 
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2.     They  are  invalid   on   statutory  grounds;   they 
are  invalid  because  the  subject  matter  fails  to  patent- 
ably    distinguish    from    prior    knowledge    (35    USC 
§103),  because  the  claims  of  '841  are  not  supported 
by  the  specification  as  filed  (35  USC  112),  because 
new  matter  was  improperly  added  and  was  not  sup- 
ported by  oath  of  applicant  (35  USC  §115  and  §132), 
because  the  method  of  the  second  patent  '172  was 
in   commercial   use   more   than   one  year   before  the 
application    for    patent    '172    was    filed     (35    USC 
§102(b))  and  because  the  patentee  Potter  had  aban- 
doned all  claims  to  the  method  when  he  abandoned 
his  "divisional"  application    [Exh.   C— see   Chart  I]. 
There  was  no  excuse  for  the  15  month  abandonment. 
"The  rationale  of  these  cases  is  that  if  the  in- 
ventor,   intentionally   or    by    reason    of   culpable 
neglect,  be  guilty  of  action  which  unduly  post- 
pones the  time  when  the  public  would  be  entitled 
to  the  free  use  of  the  invention,  and  thus  defeats 
the  policy  of  the  patent  law,  the  right  to  a  patent 
will  be  lost."    Wirehoiinds  Patents  Co.  v   Sara- 
nac,  65  F.  2d  904  (CCA  6). 

These  statutory  grounds  upon  which  both  patents  should 
be  held  invalid  are  discussed  in  this  brief  at  pages  43  to  55. 

Invalidity  for  lack  of  invention  over  the  prior  art  is 
based  upon  uncontroverted  facts.  Plaintiff  does  not  and 
cannot  claim  novelty  in  the  ball  nor  in  an  encircling  race 
ring;  these  are  old  elements.  The  combination  of  a  ball 
within  a  race  ring  is  also  old;  Figs.  7  and  8  of  expired 
Fiegel  patent  1,693,748  cannot  be  disregarded. 

The  use  of  a  press  and  dies  to  form  a  tubular  member 
into  a  race  around  a  ball  is  also  old.  Fiegel  showed  one 
type  of  press  but  even  plaintiff's  expert  admitted  that  it 


—28— 

would  not  take  more  than  normal  skill  to  use  a  different 
type  of  die  [R.  1114].  Other  forms  of  dies,  some  almost 
identical  to  those  illustrated  in  the  Potter  patents,  are 
shown  in  Erickson  1,481,000,  Fig.  8  [R.  1364],  Skillman 
1,793,874,  Fig.  5  [R.  1371],  Taylor  2,382,349  [R.  1402] 
and  Chambers  2,382,773  [R.  1406]. 

The  '841  patent  does  not  and  cannot  cover  the  combina- 
tion of  a  ball  with  a  formed  race  ring  around  it.  The 
claims  of  '841  cannot  cover  what  Potter  cancelled  and 
withdrew  from  his  application. 

Plaintiff  has  caused  the  trial  court  to  become  confused 
by  talking  about  things  which  the  patents  in  suit  do  not 
disclose.  Plaintiff  and  its  so-called  expert  Barish  repre- 
sented to  the  trial  court : 

a.  That  the  patents  in  suit  are  limited  to  heavy 
duty  bearings  [R.  566].  The  patents  do  not  define 
heavy  duty  bearings. 

b.  That  the  patents  are  directed  to  airplane  bear- 
ings; that  is  wrong. 

"Q.     In  neither  of  these  Potter  patents  does  it 
mention  airplanes  or  airplane  bearings,  does  it? 
A.     No,  sir."    [R.  933.] 

c.  That  it  is  essential  to  the  Potter  patents  to  coin 
the  entire  inner  surface  of  the  race  into  direct  and 
intimate  contact  with  the  ball  and  then  hammer  the 
race  loose  [R.  898-99,  900].  "The  important  point 
is  that  the  operation  produces  an  intimate  contact 
over  the  entire  surface  and  requires  large  forces." 
[R.  524.] 

This  is  not  stated  in  the  patents.  Moreover,  neither 
plaintiff  nor  defendant  obtains  this  direct  contact. 
See  R.  1061  and  1062. 
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d.     Stress  pattern. 

"A.  The  stress  pattern  which  is  of  value  and 
which  Potter  invented  is  to  have  a  compressive 
stress  on  the  inner  surface  of  the  ring,  not  just 
anywhere  or  in  any  special  part  of  it,  but  in  all 
of  it,  and  tensile  strength  on  the  outer  surface 
on  all  of  it."    [R.  929.] 

But  this  is  not  in  the  specification  of  the  Potter 
patents. 

"Q         H:       *       * 

Now,  will  you  please  look  at  the  first  Potter 
patent  '841,  the  specification  or  descriptive  part, 
and  point  out  wherein  in  that  specification  there 
is  a  description  of  this  necessary  stress  pattern 
that  you  have  referred  to  ? 

A.     I  don't  believe  it  is  referred  to  explicitly. 

Q.  Does  the  specification  of  that  patent  any- 
where discuss  or  measure  or  define  the  variables 
that  you  have  mentioned,  namely,  the  relation- 
ship between  width  and  thickness  and  physical 
characteristics  and  radius  of  ball  to  the  thickness 
which  afifects  the  presence  and  magnitude  of  this 
pattern  ? 

A.     Your  question  is,  does  the  patent  expound 
these  differences  ? 
Q.     Yes. 
A.     The  answer  is  no. 

Q.     Does  the  specifications  describe  them^ 
A.     No."    [R.  932.] 

e.  That  Potter  patents  produce  and  require  a 
uniform  and  small  clearance  between  the  entire  sur- 
face of  the  race  and  the  ball  [R.  905].  However, 
clearance  is  a  matter  of  degree. 

"Q.     And  whether  a  clearance  is  appreciable 
or  whether  it  is  normal  is  simply  a  matter  of 
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degree,  depending  upon  what  you  were  after^  is 
that  correct? 

A.     Yes,  sir."    [R.  893.] 

f.  That  uniform  clearance  is  proven  by  the  fact 
that  bearings  are  sold  [R.  906].  This  is  a  ridiculous 
assertion,  but  it  appeared  to  influence  the  trial  court. 

The  false  issues  enumerated  above,  as  well  as  a  lot  of 
testimony  about  specifications  and  approval  [which  the 
witnesses  never  saw,  R.  542,  543]  and  rash  statements 
which  were  not  based  upon  tests  or  measurements 
[R.  547]  must  be  disregarded. 

The  facts  prove 

1.  That  tight  bearings  had  been  made  in  the  past 
and  then  loosened  to  get  a  uniform  clearance  by 
hammering. 

2.  Patent  '172  is  invahd  because  it  does  not  dis- 
close invention;  it  simply  states  what  any  mechanic 
would  normally  do  in  making  an  old  bearing. 

3.  Every  bearing  performs  exactly  the  same  func- 
tion— it  reduces  frictional  resistance.  !| 

4.  Any  alleged  benefits  attributed  to  the  patents  || 
in  suit  spring  from  the  imagination  of  plaintiff's  !i 
counsel  and  are  not  traceable  to  any  definite  teaching  \] 
in  the  patents. 
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NO  INVENTION  IN  CLAIMS  OF  PATENT  '841. 

"The  standard  of  patentability  is  a  constitutional 
standard;  and  the  question  of  validity  of  a  patent  is 
a  question  of  law." 

A.  &  P.  Tea  Co.  v.  Supermarket,  340  U.  S.  147  at 
155  quoted  and  followed  in  Bergman  et  al.  v. 
Aluminum  Lock  Shingle  Corporation  of  Am- 
erica, 251  F.  2d  801  (CA  9). 

It  is  submitted  that  the  Trial  Court  did  not  apply  the 
required  rules  of  law.  Public  policy  requires  that  patents 
be  held  invalid  when  they  do  not  involve  invention  in 
order  to  protect  the  public  from  burdens  imposed  by  over- 
reaching patent  owners. 

"It  is  the  public  interest  which  is  dominant  in  the 
patent  system." 

Mercoid  Corporation  v.  Mid-Continent  Investmsnt 
Co.,  320  U.  S.  661,  665. 

Also  see: 

Haughey  v.  Lee,  151  U.  S.  282,  285. 

This  court  does  not  have  before  it  detailed  findings 
which  clearly  set  forth  the  reasons  for  the  trial  courts' 
erroneous  conclusions.  No  finding  states  what  (if  any) 
new  additional  or  different  function  is  performed  by 
the  ball  and  race  (this  requirement  is  referred  to  in 
Kwikset  Locks  Inc.  v.  Hillgren,  210  F.  2d  483  (CA  9), 
and  in  Bergman  v.  Alumimim  Lock  Shingle  Corp.,  251 
F.  2d  801  (CA  9).  But  the  patents  in  suit,  their  certified 
file  histories,  the  prior  art  patents,  physical  exhibits  and 
uncontroverted  admissions  readily  permit  the  court  to  de- 
termine whether  the  trial  court  failed  to  apply  the  stand- 
ards of  patentability  and  invention  required  by  law. 


b 
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The  claims  of  a  patent  define  the  purported  invention. 
What  is  the  invention?  This  can  be  pinpointed  by  com- 
paring claims  cancelled  from  the  application  of  '841  [Exh. 
A]  with  prior  art  and  with  claims  issued  in  '841.  What 
was  cancelled  and  withdrawn  and  what  is  in  the  prior  art 
is  not  invention: 

"It  is  a  well-known  rule  of  patent  construction  that 
a  claim  in  a  patent  must  be  read  and  interpreted  with 
reference  to  claims  which  have  been  rejected.  Claims 
which  have  been  allowed  cannot,  by  construction,  be 
read  to  cover  what  has  thus  been  eliminated  from 
the  patent.  Schriber-Schroth  Co.  v.  Cleveland  Trust 
Co.,  311  U.  S.  211,  85  L.  Ed.  132,  61  S.  Ct.  235, 
47  USPQ  345,  rehearing  denied,  312  U.  S.  654, 
714,  85  L.  Ed.  1143,  1144,  61  S.  Ct.  727,  728." 
Hall  et  al.  v.  Wright  et  al,  240  F.  2d  787  (CA  9). 

The  appended  sheet  compares  Claim  1  from  Exh.  A, 
rejected  and  withdrawn,  with  the  prior  Fiegel  patent 
(not  cited  by  the  Patent  Office)  and  with  Claim  1  of 
patent  '841. 

A  horizontal  comparison  of  abandoned  and  cancelled 
claim  with  each  reference  to  Fiegel,  demonstrates  that 
Fiegel  describes  the  same  bearing,  made  of  the  same 
elements  (a  ball  and  a  race)  in  the  same  relationship, 
for  the  same  purpose.  The  race  rotatably  confines  the 
ball.  The  abandoned  and  cancelled  claim  did  not  involve 
invention.  It  is  evident  that  the  combination  of  a  ball 
with  a  race  is  not  the  alleged  invention;  the  combination 
stated  in  the  cancelled  claim  is  admittedly  in  the  public 
domain. 

When  Fiegel  is  now  compared  with  issued  claim  1 
of  patent  '841,  we  again  find  the  same  ball,  the  same 
race,  the  same  relationship  for  the  same  purpose.    It  is 


C;sued   Claim   1   of   Patent   '841 


From 


A  self-aligning  beari"^  ^^^""^  construction  involving  inner  and 
g-  members 

a  bearing  ball  h; 

and  an  axially  d'""  "^^"^^^^  comprising  a  bearing  ball  having 
cal  bearing  surface 

axially  disposed  bore  for  receiving  a  shaft 
errous    malleable    metal    single   piece   outer 

,       ,       .         race  member 

and  a  beanng  n 

having  a   racewi  spherical  socket  corresponding  in  shape  to 
spherical    surfaccical  inner  bearing  member 
journal  the  bear; 


said  bearing  raceng  parallel  radial  end  walls 


?r  race  member  being  stressed  such  that  the 
Ijacent  the  inner  peripheral  surface  area  is 
>ed  and  the  metal  adjacent  the  outer  peri- 
urface  is  under  a  stress  tension  to  form  an 
mhle  peripheral  area  which,  when  subjected 
■ing  pressure,  will  cause  the  metal  adjacent 
r  peripheral  surface  to  expand  the  ends  of 
?r  bearing  member  in  a  direction  away  from 
of  the  self-aligning  bearing. 
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The  claims  of  a  patent  define  the  purported  invention. 
What  is  the  invention?  This  can  be  pinpointed  by  com- 
paring claims  cancelled  from  the  application  of  '841  [Exh. 
A]  with  prior  art  and  with  claims  issued  in  '841.  What 
was  cancelled  and  withdrawn  and  what  is  in  the  prior  art 
is  not  invention: 

"It  is  a  well-known  rule  of  patent  construction  that 
a  claim  in  a  patent  must  be  read  and  interpreted  with 
reference  to  claims  which  have  been  rejected.  Claims 
which  have  been  allowed  cannot,  by  construction,  be 
read  to  cover  what  has  thus  been  eliminated  from 
the  patent.  Schriber-Schroth  Co.  v.  Cleveland  Trust 
Co.,  311  U.  S.  211,  85  L.  Ed.  132,  61  S.  Ct.  235, 
47  USPQ  345,  rehearing  denied,  312  U.  S.  654, 
714,  85  L.  Ed.  1143,  1144,  61  S.  Ct.  727,  728." 
Hall  et  al.  v.  Wright  et  al,  240  F.  2d  787  (CA  9). 

The  appended  sheet  compares  Claim  1  from  Exh.  A, 
rejected  and  withdrawn,  with  the  prior  Fiegel  patent 
(not  cited  by  the  Patent  Office)  and  with  Claim  1  of 
patent  '841. 

A  horizontal  comparison  of  abandoned  and  cancelled 
claim  with  each  reference  to  Fiegel,  demonstrates  that 
Fiegel  describes  the  same  bearing,  made  of  the  same 
elements  (a  ball  and  a  race)  in  the  same  relationship, 
for  the  same  purpose.  The  race  rotatably  confines  the 
ball.  The  abandoned  and  cancelled  claim  did  not  involve 
invention.  It  is  evident  that  the  combination  of  a  ball 
with  a  race  is  not  the  alleged  invention;  the  combination 
stated  in  the  cancelled  claim  is  admittedly  in  the  public 
domain. 

When  Fiegel  is  now  compared  with  issued  claim  1 
of  patent  '841,  we  again  find  the  same  ball,  the  same 
race,  the  same  relationship  for  the  same  purpose.    It  is 


Claim  Cancelled 

From   Application    [Ex.   A] 
For   Patent   '841 


A  self-aligning  bearing,  comprising, 


a  bearing  ball  having  a  spherical  bearing  surface 
and  an  axially  disposed  work  piece  receiving  bore 


having  a  raceway  therein  corresponding  with  the 
spherical  surface  of  said  bearing  bali  to  freely 
journal  the  bearing  ball  in  said  raceway 


said  bearing  race  being  of  single  piece  construction. 


Uncited  Fiegel  Patent 
1.693,748,  Fig.  8  [R.  1368] 


Ball  and  socket  joint  or  bearing 
[see  R.  1369,  line  83] 

A  ball  16 
[Une  45] 

Axial  bore   17 
[line  47] 


Babbit  14  is  non-ferrous  and  forms  a  continuous  metal 
race  around  the  ball  and  in  contact  therewith  [R.  1111] 


See    Fig.    8   and   lines   72-75 

No  basis  in   Specification; 
Admission  17,  R.  1000 

New  Matter:   Added  in  1950 

Contrary   to  35   USC   132 

Not  supported  by  Oath 

as  required  by  35  USC   111   and   115 

Stresses  not  invented  by  Potter 
Admission  34,  R.  998 

"Unstretchable"   denied   by   Plaintiff 


Issued  Claim   1   of   Patent  '841 


A  self-aligning  bearing  construction  involving  inner  and 
outer  bearing  members 

said  inner  member  comprising  a  bearing  ball  having 
a  spherical  bearing  surface 

and  an  axially  disposed  bore  for  receiving  a  shaft 
a  non-ferrous  malleable  metal  single  piece  outer 
bearing  race  member 

having  a  spherical  socket  corresponding  in  shape  to 
the  spherical  inner  bearing  member 


and  having  parallel  radial  end  walls 

said  outer  race  member  being  stressed  such  that  the 
metal  adjacent  the  inner  peripfieral  surface  area  is 
compressed  and  tlie  metal  adjacent  the  outer  peri- 
pheral surface  is  under  a  stress  tension  to  form  an 
Mistretcliable  peripheral  area  which,  when  subjected 
to  a  rolling  pressure,  will  cause  the  ynetal  adjacent 
the  inner  peripheral  surface  to  expand  the  e}ids  of 
said  outer  bearing  member  in  a  direction  away  from 
the  axis  of  the  self-aligning  bearing. 
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only  common  sense  to  make  a  race  or  socket  which  cor- 
responds in  shape  to  the  inner  ball.  Birchwood  [Patent 
No.  1,050,422  of  1913,  R.  1349  stated  that  his  "socket  fits 
snugly  around  the  ball."  Each  and  every  physical  ele- 
ment of  this  claim  is  old.  No  invention  can  be  found  so 
far.     No  additional  elements  are  recited  thereafter. 

Specific  attention  is  now  drawn  to  the  latter  part  of 
claim  1  of  patent  '841  in  italics.  This  hodgepodge  of 
words,  put  in  by  an  amendment  filed  March  7,  1950  [see 
Exh.  A,  p.  15]  five  years  after  the  application  was 
originally  filed,  confused  the  Patent  Office  into  allowing 
the  claim.  But  there  is  no  invention  in  this  hodgepodge, 
because : 

A.  Potter  did  not  invent  stresses  in  compression  and 
tension  [Admission  34,  R.  998].  Exh.  Q  shows  that  they 
are  a  natural  result  of  any  bending,  and  this  was  known 
long  prior  to  1944  [Professor  Colwell,  R.  598].  In  1913 
Birchwood  1,050,422  recognized  that  tension  and  com- 
pression stresses  were  generated  when  he  compressed 
his  race  socket  around  the  ball  [see  R.  1349  (p.  3  of  patent, 
lines  5-8)].  Plaintifif's  own  expert  and  advocate  stated 
that  such  stresses  are  naturally  generated  whenever  metal 
is  bent  [R.  932]  and  that  prior  patentees,  such  as  Taylor 
2,382,349  got  the  same  stresses  in  their  race  rings  [R. 
1131]. 

B.  The  hodgepodge  is  actually  wrong  and  mislead- 
ing; plaintiff's  president  admitted  that  the  race  ring 
does  not  have  an  unstretchable  area  [R.  427]  and  this 
was  confirmed  by  Professor  Colwell  [R.  683-4].  Inven- 
tion cannot  be  predicated  on  a  false  statement. 

C.  The  claim  is  further  wrong,  misleading  and  base- 
less because  it  talks  about  expanding  the  ends  of  the 
ring  away  from  the  axis  whereas  in  Fig.  5  of  the  pat- 


ent,  the  arrows  are  shown  parallel  to  the  axis,  and  the 
patent  so  stated  (Col.  3,  lines  48-49). 

There  is  no  invention  in  describing  stresses  which 
naturally  occur,  and  which  prior  patentees  generated  auto- 
matically when  they  formed  their  race  rings.  If  certain 
results  inherently  follow  in  bending,  then  these  inherently 
obtain  in  the  prior  art  as  well  as  in  Potter.  The  Court 
of  Customs  and  Patent  Appeals  held: 

"While  it  is  true,  as  urged  by  appellant  in  his  brief, 
that  the  prior  art  did  not  teach  in  detail,  as  has  ap- 
pellant, the  redistribution  of  stresses  in  the  several 
layers  of  multi-layer  pressure  vessel,  we  think  that 
if  the  teachings  of  the  prior  art  were  followed,  there 
would  be  a  redistribution  of  stresses  such  as  appellant 
claims  to  have  discovered.  A  patent  should  not  he 
granted  for  appellant's  discovery  of  a  result  that 
would  flow  naturally  from  the  teachings  of  the  prior 
art:' 

In  re  Kepler,  132  F.  2d  130. 

The  rule  has  been  stated  by  this  court  as  follows : 

"*  *  *  Patentees  are  not  entitled  to  a  monopoly 
for  the  judicious  use  of  materials  the  use  of  which 
would  produce  the  result  to  be  expected  from  such 
selection.  Recognition  is  not  invention.  Continental 
Fibre  Company  v.  Formica  Insulation  Company,  287 
F.  455;  Vitamin  Technologists,  Inc.,  a  Corporation 
V.  Wisconsin  Alumni  Research  Foundation,  9  Cir., 
136  F.  (2d)  318;  Aero  Neck-Band  &  Collar  Com- 
pany V.  Beaver  Mfg.  Co.,  97  F.  (2d)  363,  365." 

Kalich  V.  Paterson  Pacific  Parchment  Co.,  137  F. 
2d  649  (CA9). 


—35— 

The  claims  of  the  Potter  patent  attempt  to  claim  old 
elements  in  an  old  combination  for  an  old  result,  by  simply 
adding  a  technical  or  scientific  explanation  for  an  old, 
naturally  occurring-  compression-tension  relationship.  The 
giving  of  a  scientific  explanation  is  not  invention  and 
such  claims  are  invalid. 

General  Electric  Company  v.   Jewel  Incandescent 
Lamp  Co.,  326  U.  S.  242; 

Davison  Chemical  Corp.  v.  Jolient  Chem^icals,  Inc., 
179  F.  2d  793  (CA  7),  cert.  den.  340  U.  S.  816; 

Springs  Cotton  Mills,  Inc.  v.  Hall  Laboratories, 
Inc.,  208  F.  2d  500  (CA  4); 

Penmylvania  Crusher  Co.  v.  Bethlehem  Steel  Co., 
97  F.  Supp.  696. 

In  a  leading  case,  the  Supreme  Court  stated : 

''Even  if  the  asserted  diilerence  were  established, 
it  is  no  more  than  the  scientific  explanation  of  what 
Lilienfeld  and  others  knew,  before  Langmuir,  of  the 
effect  of  the  high  vacuum  on  the  discharge,  and  the 
methods  and  devices  for  procuring  the  vacuum.  It 
is  the  method  and  device  which  may  be  patented  and 
not  the  scientific  explanation  of  their  operation.  See 
LeRoy  v.  Tatham,  14  How.  156,  174-6." 

Deforest  Radio  Co.  v.  General  Electric  Co.,  2^Z 
U.  S.  664  at  684-5. 

In  order  to  be  invention,  it  must  be  evident  that  there 
is  a  contribution  to  prior  knowledge.  The  contribution 
must  be  more  than  the  sum  of  its  parts;  it  must  be  more 
than  the  normal,  expected  skill  of  a  mechanic.  It  is  essen- 
tial that  the  standards  of  invention  established  by  the  Con- 
stitution and  the  Supreme  Court  be  followed  and  applied. 
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"By  the  Jacuzzi  case,  supra,  and  the  cases  upon 
which  it  rests,  we  are  committed,  and  the  trial  courts 
of  this  Circuit  are  committed,  to  the  rigid  standards 
of  invention  of  Lincoln  Engineering  Co.  v.  Stewart- 
Warner  Corp.  supra,  and  Great  Atlantic  &  Pacific 
Tea  Co.  v.  Supermarket  Equipment  Corp.,  supra; 
Photochart  v.  Photo  Patrol,  9  Cir.,  189  F.  (2d)  625, 
Cert.  den.  342  U.  S.  867;  Jacuzzi  Bros.  Inc.  v.  Berke- 
ley Pump  Co.,  9  Cir.,  191  F.  (2d)  632,  637;  Berkeley 
Pump  Co.  V.  Jacuzzi  Bros.  Inc.,  9  Cir.,  214  F.  (2d) 
785;  Himes  v.  Chadwick,  9  Cir.,  199  F.  (2d)  100; 
Kwikset  V.  Hillgren,  9  Cir.,  199  F.  (2d)  483,  Cert, 
den.  347  U.  S.  989." 

Moist  Cold  Refrigerator  Co.  v.  Lou  Johnson  Co., 
249  F.  2d  246  (CA  9); 

Reiterated   in    Oriental  Foods   Inc.    v.    ChnnKing 
Sales  Inc.  et  al,  244  F.  2d  909  (CA  9). 

Please  note  that  the  metal  of  the  race  is  said  to  be  non- 
ferrous  and  malleable;  this  covers  babbitt  and  brass; 
Fiegel  spoke  of  babbitt,  but  certainly  other  metals  can 
be  used  without  exercise  of  invention.  There  is  nothing 
in  the  claim  specific  to  loads,  thickness  of  metal,  or  clear- 
ances. All  the  claim  requires  is  that  the  socket  (or  inner 
surface)  of  the  race  correspond  in  shape  to  the  ball.  That 
is  not  invention — you  would  not  put  a  bearing  ball  into 
a  square  socket. 

"The  only  change  would  be  in  the  degree  of  curva- 
ture and  it  is  well  settled  that  such  a  thing  does  not 
rise  to  the  level  of  invention." 

Johnson  v.  Henricks,  140  F.  2d  108  (CA  2). 

Also  note  that  the  Fiegel  bearing  (or  any  other  bear- 
ing) could  come  out  of  the  forming  press  with  a  ball 
that  was  not  completely   free  to  rotate    [R.   616].     The 
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degree  of  force  used  in  forming  the  race  influences  the 
freeness  of  rotation  of  the  ball  [R.  621].  Professor 
Colwell's  observations  and  tests  clearly  show  that  using 
regular  production  parts  and  presses,  a  race  could  be 
formed  around  a  ball  and  be  free  when  17.7  tons  of  pres- 
sure were  used,  but  the  ball  would  be  ''frozen"  or  im- 
movable when  21.6  tons  or  more  was  used  [see  Exh.  L, 
R.  1443  and  Chart  on  R.  1456]  ;  patent  '841  and  its 
claims  do  not  define  the  pressure  to  be  used,  and  no  in- 
vention can  be  based  on  a  matter  of  degree. 

There  can  be  no  invention  in  claiming  (without  defini- 
tion of  any  sort)  a  variation  in  degree  of  fit  or  clearance. 

"Merely  changing  Steiner's  closeness  of  fit  was  but 
an  obvious  exercise  of  choice  and  manner  of  con- 
struction. This  was  nothing  but  a  variable  involving 
in  application  nothing  more  than  any  skilled  work- 
man would  do  as  a  matter  of  course  to  have  the 
friction  held  parts  cling  together  less  firmly.  So  the 
well  established  principle  that  a  change  in  degree 
only  will  not  support  a  patent  applies  in  full  force." 

Dykema  v.  Liggett  Drug  Co.,  Inc.,  94  F.  2d  648 
(CA  2). 

It  is  urged  that  the  claims  of  patent  '841  are  invalid 
for  lack  of  invention.  The  facts  bring  this  case  squarely 
under  the  rule  of  law  stated  as  follows: 

"The  mere  aggregation  of  a  number  of  old  parts 
or  elements  which,  in  the  aggregation,  perform  or 
produce  no  new  or  different  function  or  operation  than 
that  theretofore  performed  or  produced  by  them,  is 
not  patentable  invention." 

Lincoln  Co.  v.  Stewart-Warner  Corp.,  303  U.  S. 
545.  549. 
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The  trial  court  did  not  apply  this  rule  of  law,  and 
committed  reversible  error.  The  '841  patent  is  in- 
valid. 

PATENT  '841  INVALID  ON  STATUTORY 
GROUNDS. 

In  addition,  this  patent  is  invalid  because  the  hodge- 
podge of  words  upon  which  plaintiff  now  relies  is  not 
supported  by  the  original  application  as  filed;  these 
words  were  added  by  amendment  which  contravenes  the 
specific  requirement  of  35  U.S.C.  132: 

"No  amendment  shall  introduce  new  matter  into 
the  disclosure  of  the  invention." 

All  this  stress,  strain,  compression,  tension  business 
was  put  in  by  Potter's  attorneys  in  March  1950  and  July 
1951  (five  and  six  years  after  the  original  application  was 
filed)  [see  Exh.  A,  pp.  15  and  24].  What  the  attorneys 
put  in  was  not  Potter's  invention  and  not  under  statu- 
tory oath  of  applicant  Potter. 

"That  statute  requires  that  one  shall  swear  to  his 
invention,  and  all  of  it;  if  he  only  swears  to  a  part, 
and  his  attorney  puts  in  the  rest,  it  is  exactly  like  any 
other  yielding  to  the  temptation  of  improving  an  affi- 
davit after  execution,  by  inserting  additional  allega- 
tions of  fact." 

Westinghouse  Electric  &  Mfg.  Co.  v.  Metropolitan 
Electric  Mfg.  Co.,  290  Fed.  661  (CCA  2). 

If  "invention"  can  be  found  in  the  hodgepodge  of  new 
matter  added  by  amendment  in  1950,  the  patent  is  invalid 
because  there  is  no  oath  by  Potter  to  support  such  new 
matter;  the  requirements  of  35  U.S.C.  Ill  and  115  have 
not  been  met.     These   statutory   requirements   cannot   be 
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ignored.  The  trial  court  ignored  the  law.  At  the  con- 
clusion of  the  trial  in  referring  to  the  amendment  which 
added  new  matter 

"Mr.  Miketta :  And  which,  your  Honor,  has  never 
been  supported  by  oath  of  Potter  as  required  by 
statute. 

The  Court:  I  don't  think  that  is  material."  [R. 
1285.] 

Such  flagrant  disregard  of  statutory  requirements  does 
not  add  stature  to  the  courts  of  the  United  States. 

"The  inventor  must  comply  with  the  conditions 
prescribed  by  law.  If  he  fails  to  do  this,  he  acquires 
no  title,  and  his  invention  or  discovery,  no  matter 
what  it  may  be,  is  lost  to  him,  and  is  henceforward 
no  more  his  than  if  he  had  never  been  in  any  wise 
connected  with  it." 

Consolidated  Fruit  Jar  Co.  v.  Wright^  94  U.  S.  at 
96,  97. 

Claim  2  of  patent  '841  is  invalid  for  the  same  reasons 
as  those  stated  above. 

It  is  submitted  that  clearly  evident  error  was  committed. 
Patent  '841  is  invalid  for  lack  of  invention.  It  is  also 
invalid  in  that  statutory  requirements  have  not  been  com- 
plied with.  The  specification  as  filed  does  not  furnish  a 
basis  for  the  matter  added  by  amendment  five  years  later; 
the  specification  fails  to  describe  the  purported  invention 
in  the  detail,  clarity  and  exactness  required  by  35  U.S.C. 
112;  the  new  matter  was  added  in  contravention  of  35 
U.S.C.  132;  the  new  matter  was  not  supported  by  oath 
as  required  by  35  U.S.C.  Ill  and  115. 

The  trial  court  erred  in  making  Finding  XXXIII. 


k 
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Finding  LIX  is  also  clearly  wrong;  it  is  contrary  to 
Admission  Z7  [R.  1000]  which  establishes  that  the  speci- 
fication did  not  contain  the  later-added  hodgepodge  of 
words  upon  which  plaintiff  relies  for  invention. 

As  pointed  out  hereinabove  with  reference  to  the  new 
matter  added  by  amendment  to  the  claims  of  patent  '841, 
there  is  no  invention  in  stresses  and  strains.  Potter  did 
not  invent  these  stresses;  that  is  uncontrovertibly  estab- 
Hshed  by  Admission  34  [R.  998],  Exh.  Q  and  testimony 
of  both  parties.  For  this  reason,  all  findings  of  fact 
which  refer  to  such  stresses  in  compression  and  tension 
must  fall;  Findings  VII,  XVII,  XX,  XXV,  L,  LII, 
LVII  are  erroneous  since  they  are  based  upon  a  false 
premise. 

PATENT   '841    INVALID   BECAUSE   OF   PRIOR 

USE. 

To  hold  the  claims  of  patent  '841  valid  requires  com- 
plete disregard  of  law. 

"The  claims  in  question  are  invalid  if  there  was 
public  use,  or  sale,  of  the  device  which  they  are 
claimed  to  cover  more  than  two  years  before  the  first 
disclosure  thereof  to  the  Patent  Office     *     *     * 

We  think  the  conclusion  is  inescapable  that  there 
was  public  use,  or  sale,  of  devices  embodying  the 
asserted  invention,  more  than  two  years  before  it 
was  first  presented  to  the  Patent  Office.     *     *     * 

We  therefore  hold  that  the  claims  in  question  are 
invalid    *    *     *." 

Muncie  Gear  Co.  v.  Outboard  Co.,  315  U.  S.  759 
at  768. 

(Note:  The  two  year  period  under  old  §4886 
R.  S.  was  changed  to  one  year  in  1939.) 
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The  new  matter  was  first  disclosed  to  the  Patent  Office 
by  amendment  on  March  7,  1950.  Any  prior  use  to 
March  1949  requires  the  patent  to  be  held  invalid  since 
such  use  would  be  more  than  one  year  "before  the  first 
disclosure  thereof  to  the  Patent  Office"  as  prescribed  by 
the  Supreme  Court. 

The  record  includes  admissions  and  testimony  that 
there  was  prior  use  and  sale  prior  to  October  1,  1951 
[R.  996  and  997]  and  as  early  as  1945  and  1946  [R.  263, 
266,  269,  270,  296,  Exh.  25].  Plaintifif's  president.  Hack- 
man,  testified  that  the  bearings  so  sold  were  identical  to 
patent  '841  [R.  423]  and  made  pursuant  to  patent  '172. 
These  admissions,  the  rules  of  law  and  the  statutes  re- 
quire the  court  to  hold  patent  '841  invalid. 

''*  *  *  From  the  testimony  of  other  witnesses,  it 
seems  well  established  that  defendant  built  and  sold 
machines  which  embodied  all  elements  claimed  in  the 
patent  more  than  a  year  prior  to  the  efifective  filing 
date  of  the  application.  35  U.S.C.A.  §31.  While 
Courts  carefully  scrutinize  such  testimony,  never- 
theless the  public  interest  is  involved  and,  if  a  device 
has  been  in  the  public  domain,  the  exclusive  privilege 
therein  cannot  be  granted  even  to  the  inventor." 

Schmeiser  v.  Thonmsian^  227  F.  2d  875  (CA  9). 

"When  the  defendant  failed  to  patent  his  discovery 
within  one  year  after  the  bag  had  been  sold  com- 
mercially, the  wax  impregnated  cotton  self-cooling 
water  bag  had  been  abandoned  as  a  patentable  device 
by  either  the  inventor  or  anyone  else;  and  the  dis- 
covery had  been  dedicated  to  the  public  domain  Den- 
nis V.  Pitner,  106  F.  (2d)  142,  150;  Elements  of 
Patent  Law,  Fred.  H.  Rhodes,  1949,  p.  34." 

H.  Wensel  Tent  &  Duck  Co.  v.  White  Staq  Mfa 
Co.,  199  F.  2d  740  (CA  9). 
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"Finally,  it  is  argued  that  Steckel's  original  appli- 
cation of  June  30,  1923  does  not  form  an  adequate 
basis  for  the  support  of  '195  claims  filed  in  the  divi- 
sional application  of  May  23,  1928,  and  that  by  May 
23,  1928,  the  mills  and  processes  covered  by  the  dis- 
closure of  '195  had  been  in  public  use  more  than  two 
years.  If  so,  the  claims  are  invalidated.  Muncie 
Gear  Works,  Inc.  v.  Outboard,  Marine  &  Mfg.  Co., 
315  U.  S.  759,  53  U.S.P.Q.  1." 

Cold  Metal  Process  Co.  v.  Republic  Steel  Corp., 
233  F.  2d  828  (CA  6). 

NO  INVENTION  IN  PATENT  '172. 

This  second  patent  '172  matured  from  an  application, 
Exh.  B,  filed  December  16,  1952,  more  than  seven  (7) 
years  after  the  application  for  the  first  patent  was  filed. 
It  is  said  to  contain  claims  to  a  method  of  making  the 
bearing  described  in  the  claims  of  the  first  patent  '841. 

This  application,  Exh.  B,  was  filed  15  months  after  a 
divisional  application  [Exh.  C]  with  method  claims  was 
abandoned  (see  Chart  I).  Moreover,  it  was  filed  more 
than  one  (1)  year  after  the  method  was  admittedly  com- 
mercially used;  commercial  use  took  place  during  1946 
to  October  1951  [see  Admissions,  R.  996-7].  The  second 
patent  '172  is  invalid  on  the  statutory  ground  of  prior 
public  use  35  U.S.C.  102(b)  which  states 

''A  person  shall  be  entitled  to  a  patent  unless — 
(b)  the  invention    *     *     *     was  in  public  use  or  on 
sale  in  this  country  more  than  one  year  prior  to  the 
date    of    the    application    for    patent    in    the    United 
States." 
The  purported  method  stated  in  patent  '172  consists  in 
placing  a  tubular  member  around  a  ball,  coining  the  tubu- 
lar member  around  the  ball  to  make  a  race  out  of  it,  and 
then  hammering  the  outside  of  the  race  to  loosen  the  ball 
wathin  the  race.    All  of  these  steps  have  been  previous- 


ly  used  in  the  bearing  art.  The  result  is  a  ball  and 
socket  or  self-aligning  bearing  which  cannot  be  distin- 
guished from  the  bearings  made  by  Fiegel  in  1928. 

It  may  be  noted  that  in  some  of  these  bearings,  the  outer 
member  or  race  may  be  provided  with  a  shank  or  rod; 
such  forms  are  now  called  rod-end  bearings  and  are  ex- 
emplified by  Defs.  Exhs.  H,  N-1,  N-2,  AC-1  and  AC-2 
(physical  exhibits);  Exh.  AF,  R.  1477,  and  the  draw- 
ings of  prior  art  patents  such  as  Birchwood,  R.  1345; 
Taylor  2,382,349,  R.  1402;  Chambers  2,382,773,  R.  1406,' 
and  Heim  2,476,728,  R.   1419. 

Claim  4  of  patent  T72  is  representative  and  is  repro- 
duced in  extended  form  on  the  next  page.     The  first  few 
lines  state  that  the  finished  bearing  should  have  a  ball  and 
race  "formed  with  corresponding  curved  surfaces  there- 
between."  That  is  not  a  new  result.     Birchwood  states 
that  his   "socket  fits  snugly  around  the  ball"    [R.    1349, 
lines   18-19]    and  prevents  lost  motion;  plaintiff's  expert 
admitted  this  is  the  same  functional  result  as  obtained 
by  Potter   [R.   1091].     Porter  1,123,796  forms   "the  an- 
nular seat  to  conform  to  the  contour  of  the  ball  itself" 
[R.   1358,  line  102] ;  Skillman   1,793,874  stamps  a  piece 
of  cylindrical  tubing  into  a  "substantially  spherical  shape" 
[R.  1372,  lines  34-42];  Hoern  1,798,738  [R.  1378]  states 
that  "The  ball  creates  for  itself  an  exactly  fitting  hemis- 
pherical  socket,    the   ball-contacting   walls    of    which    are 
glass-smooth  and  polished"  (p.  2,  lines  73-76  of  patent). 
Plaintifif's  expert-advocate  admitted  [R.  898]  that  a  "very 
intimate   contact"   between   the   race   and   the   ball   would 
be  obtained  by  Taylor  2,382,349,  and  admitted  [R.  1111] 
that  the  race  of  Fiegel  would  be  in  contact  with  the  ball 
Chambers  2,382,773   [R.  1407]   states  that  inner  bearing 
surface   of   his   race   "is   formed   complementary"   to   the 
surface  of  the  ball. 


In  all  these  bearings  the  ball  and  race  have  correspond- 
ing or  complementary  surfaces.  Different  words  can  be 
used  to  say  the  same  thing,  but  invention  does  not  lie  in 
semantics. 

CLAIMS  OF  '172  DO  NOT  EMBODY 
INVENTION. 


4.  The  method  of  forming  a  self- 
aligning  bearing  having  a  bearing  ball 
and  a  relatively  soft,  ductile  metal  bear- 
ing race,  said  ball  and  race  being 
formed  with  corresponding  curved  sur- 
faces  therebetween,    comprising: 

assembling  said  ball  in  an  annular  blank 
having  an  inner  cylindrical  surface  sub- 
stantially corresponding  in  diameter  with 
that  of  the  bearing  ball  and  having  oppo- 
site end  portions 

compressing  said  end  portions  inwardly 
in  intimate  and  direct  contact  with  said 
ball  to  deform  the  cylindrical  blank  and 
place  the  same  under  a  stress  with  the 
outer  periphery  stretched  and  the  inner 
periphery  under  compression  such  that 
said  blamk  will  conform  and  produce  a 
binding  engagement  around  the  curved 
surface  of  said  ball 

and  finally  compressing  the  median  por- 
tion of  the  bearing  race  by  pressure  ap- 
plied radially  inwardly  thereto 

relieving  some  of  the  compression  stress 
in  the  metal  adjacent  the  inner  periphery 
of  said  blank  and  elongating  the  bearing 
race  evenly  towards  its  opposite  ends 
and  separating  evenly  the  bearing  sur- 
faces between  the  bearing  ball  and  bear- 
ing race  by  an  amount  sufficient  to  per- 
mit smooth  rotation  therebetween  but 
still  confine  said  ball  within  said   race. 


Object  to  be  made  is  indistinguishabld 
from  Fiegel's  bearing 


This  is  shown  in  Taylor  R.  1402 
Fig.  3  &  4  and  Chambers  R.  1406 
Fig.   2 

This  forming  step  is  old  in  Taylor 
Chambers  &  Fiegel 

Matter  in  italics  is  new  matter;  onl) 
a  statement  of  inevitable  natural  re 
suits 


Disclosed  by  Heim  R.   1419.     Hamji 
mering  to  loosen  is  common  skill  o 
the  art.     See  R.  1132 


Matter  in  italics  is  new  matter;  onl| 
a  statement  of  normally  expected  r< 
suit,  not  an  invention 


The  second  phrase  of  the  claim  states  that  the  ball  is 
placed  within  an  outer  blank  having  a  cylindrical  inner 
surface.  This  step  is  unmistakably  shown  in  Taylor  [R. 
1402]  Figs.  3  and  4,  where  ring  5  is  placed  around  the 
ball  portion  9  (or  sphere  whose  end  portions  have  been 
cut  away  to  form  end  flats  10).  In  Chambers  2,2>^2  772> 
[R.  1406]  the  ball  10a  (Fig.  2)  is  put  within  the  cylindrical 
bore  of  the  outer  race.    There  is  no  novelty  in  this  step. 

The  third  phrase  of  claim  4  speaks  of  compressing  the 
end  portions  of  the  race  ring  against  the  ball.  There  is  no 
novelty  in  this  step.  That  is  what  Taylor  does  in  patent 
2,382,349,  and  even  plaintiff's  expert  admitted  [R.  1131] 
that  there  is  "intimate  and  direct  contact"  between  the 
race  and  the  spherical  inner  member  [R.  1019]  in  the 
Taylor  method  of  forming  by  coining.  There  is  no  dif- 
ference between  "tightly  engaging"  and  intimate  and 
direct  contact  [R.  1058]. 

Please  note  that  the  words  in  italics  (in  claim  4)  do  not 
appear^  in  the  application  [Exh.  A  for  the  first  patent. 
These  italicized  phrases  contribute  new  matter,  which  was 
not  presented  to  the  Patent  Office  in  Exh.  A  until  1950, 
four  years  after  commercial  use. 

The  fourth  phrase  of  claim  4  relates  to  the  so-called 
loosening  step  by  hammering  the  outside  of  the  race  (or 
by  applying  a  rolling  pressure).  Loosening  by  ham- 
mering an  outer  member  is  not  invention.  Taylor 
made  a  tight  two-piece  assembly  by  coining. 

"Q.  Now,  assuming  that  whoever  was  making 
this  had  also  read  the  Heim  patent,  would  it  be  beyond 
the  skill  of  a  skilled  mechanic  to  hammer  on  the 
outside  of  that  Taylor  ring  to  liberate— that  Taylor 
assembly — to  liberate  it? 

A.     Not,    it    would    not."     [Plaintiff's    expert    R 
1132.]  ^ 
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Hoern  made  his  assembly  by  coining  [R.  1103]  and  then 
loosened. 

"Q.     After   the   formation   of    this   two-piece   ar- 
rangement where  you  have  this  intimate  and  direct 
contact,  and  the  ball  is  rigidly  held,  then  you  tap  the 
outside  and  loosen  it,  is  that  correct? 
A.     Do  you  mean  Hoern  does? 
Q.     Hoern  does,  yes. 
A.     Yes."    [R.  1105.] 

The  Heim  patent  2,476,728  [R.  1419]  is  specifically 
directed  to  an  "efficient  method  for  freeing  bearings" 
(col.  1,  line  5).  This  Heim  patent  was  filed  in  1942 
[three  years  before  Exh.  A  and  ten  years  before  Exh.  B] 
and  states  that  when  a  bearing  is  first  made  "the  inner 
member  is  so  tightly  gripped"  (col.  1,  line  42)  that  the 
bearing  is  not  practical.  Heim  is  directed  to  the  problem 
of  loosening  the  fit  "to  exactly  the  desired  degree."  In- 
stead of  hammering  by  hand  as  done  by  Hoern  in  1931 
(and  still  done  by  plaintiff),  Heim  describes  hammering 
with  an  air  hammer  which  "is  carefully  controlled  as  it 
determines  the  amount  of  looseness  which  is  given  to  a 
bearing"  (col.  3,  lines  33-35).  In  this  way  'The  loosen- 
ing of  contract  is  made  uniform  throughout"  (col.  3,  lines 
45-46). 

Therefore  there  is  no  invention  in  hammering  in 
order  to  loosen  a  bearing.  Hammering  and  rolling  are 
alternative  ways  of  applying  pressure  to  cause  loosening. 

Townsend  2,335,710  [R.  1400]  claimed  "The  method 
of  stretching  a  bullet  jacket  or  the  loosening  of  a  bullet 
jacket  from  its  core  by  means  of  a  machine  having  a  rolling 
means  acting  on  the  surface  of  the  bullet."  Paulus 
2,480,043  [R.  1423]  also  used  rolling  pressure  to  loosen 
a  bushing.  Prof.  Colwell,  Mr.  Straub  and  even  the  trial 
Judge  had  personal  prior  knowledge  involving  loosening 
by  hammering  and  rolling. 
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OLD  STEPS  IN  OLD  SEQUENCE  FOR  OLD 

RESULT. 

Each  step  in  claim  4  is  an  old  step.  The  steps  have 
been  used  in  combination  or  sequence  in  the  prior  bearing 
art.  Each  step  in  claim  4  produces  the  same  result  as  in 
the  prior  art.  No  new  function  or  result  is  obtained. 
There  is  no  invention  in  claim  4.  Finding  XXXIII  is 
erroneous.     Conclusion  of  Law  II  is  wrong. 

The  falsity  of  issues  raised  by  plaintiff  concerning  heavy 
loads  and  clearances  is  emphasized  by  the  lack  of  any 
such  teachings  in  the  claims.  Note  that  the  claim  states 
that  the  race  is  of  ''soft,  ductile  metal."  That  applies  to 
babbitt,  die  cast  alloys,  and  brass.  The  "clearance"  is 
said  to  be  ''an  amount  sufficient  to  permit  smooth  rotation." 
Does  that  teach  anything  that  a  mechanic  did  not  know 
in  1940  or  1920? 


"*    * 


*  The  defect  that  we  find  in  this  judgment 
IS  that  a  standard  of  invention  appears  to  have  been 
used  that  is  less  exacting  than  that  required  where 
a  combmation  is  made  up  entirely  of  old  components." 
A  &  P  Tea  Co.  v.  Supermarket  Corp.,  340  U  S  147 
at  154. 

Again  attention  is  called  to  the  matter  m  italics  in  claim 
4  of  patent  '172.    This  matter  was  not  disclosed  in  the  ap- 
plication, Exh.  A,  filed  in  1945.     If  invention  is  assumed 
to  he  m  this  matter  in  italics  then  such  invention  was  not 
disclosed  in  the  application   for   patent   '841    [Exh    A]  • 
therefore  the  application  for  patent  '172  is  not  entitled  to 
the  benefit  of  the  1945  date.     Please  note  that  35  U  S  C 
120  requires  that  the  invention  be  disclosed  in  the  earlier 
application  in  the  manner  required  by  §112,  namely  the 
specification  must  be  in  full,  clear,  concise  and  exact  terms 
Here,   the  original   application  did   not   disclose   stresses 


did  not  state  that  the  outer  periphery  be  stretched  and  the 
inner  periphery  be  under  compression,  did  not  disclose 
reHeving  compression  adjacent  the  inner  periphery  of 
the  blank,  etc. 

Finding  LX  stating  'The  claims  of  the  '172  patent  find 
a  basis  in  the  original  disclosure  to  the  Patent  Office  on 
July  23,  1945"  is  clearly  erroneous.  Such  finding  is  con- 
trary to  the  documentary  facts  and  contrary  to  Potter's 
representation  to  the  Patent  Office  that  the  claims  of  ap- 
plication Exh.  B  (Pat.  '172) 

"*    *    *    are  believed  to  distinguish  in  a  patentable 

sense  over  the  disclosure  in  applicant's  patent  ('841) 

*     *     *"     [See  Exh.  B,  p.  30]. 

In  view  of  this  admission  and  representation,  Finding 
LIV  is  clearly  erroneous.  This  finding  contradicts  the 
representation  by  holding 

"The  claims  of  the  '172  patent  are  readable  on  the 
disclosure  in  the  '841  patent." 

Because  patent  '172  must  stand  on  its  December  16, 
1952,  date  (as  demonstrated  hereinabove),  such  patent  is 
invaUd  because  of  public  use  prior  to  October  1951.  Com- 
mercial use  of  the  method  of  patent  '172  since  1945  was 
proved  by  plaintiff  and  its  witnesses  in  great  detail.  Such 
prior  use  now  invalidates  this  patent  because  of  the  pro- 
visions of  35  U.S.C.  102(b). 

Also  note  that  the  application  [Exh.  B]  for  patent  '172 
was  filed  with  false  oath  [p.  22  of  Exh.  B].  In  this 
oath,  signed  December  5,  1952,  Potter  states  that  he 
"does  not  know  and  does  not  believe  that  this  inven- 
tion was  even  known  or  used  *  *  *  more  than  one 
year  prior  to  this  application  *  *  *•"  Plaintiff's 
counsel  prepared  this  oath;  Potter  signed  it.     Plaintiff's 
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counsel  has  also  stipulated  in  this  record  that  the  method 
was  used  prior  to  October  1,  1951   [R.  996  and  997]. 

The  remaining  claims  of  patent  '172  are  invalid  upon  the 
same  grounds  as  those  advanced  with  regard  to  claim  4. 
It  may  be  noted  however  that  claims  2,  5  and  7  require 
that  the  end  faces  of  the  race  blank  be  frusto-conical,  i.e., 
be  inclined  or  ^'radially  converging"  as  illustrated  at  20D 
in  Fig.  1.  This  particular  form  is  not  found  in  the  prior 
art  patents.  Defendant  does  not  use  it.  It  is  doubtful 
whether  this  minor  change  in  form  (from  a  normal, 
square  ended  form  of  tubing)  can  be  said  to  rise  to  the 
dignity  of  invention. 

The  facts  and  the  law  require  that  the  court  find  patent 
'172  invalid  for  lack  of  invention  and  void  because  of 
prior  public  use. 

PATENT  '172  INVALID  ON  GROUND  OF  PRIOR 

USE. 

This  statutory  ground  of  invalidity  and  the  authorities 
which  compel  this  court  to  hold  the  patent  invalid,  have 
been  reviewed  hereinbefore  in  connection  with  patent  '841, 
pages  Z^  to  42. 

Even  more  compelling  reasons  exist  with  regard  to 
patent  '172  because  the  application  [Exh.  B]  for  this 
patent  was  not  filed  until  December  16,  1952.  For  a 
period  of  seven  years  the  purported  invention  was  com- 
mercially employed  before  the  application  was  filed. 
Such  protracted  delay  is  an  obvious  attempt  to  improperly 
and  illegally  extend  the  purported  patent  monopoly.  It 
is  certainly  not  in  the  public  interest  to  have  a  patent 
owner  impose  a  burden  upon  the  public  (which  eventually 
has  to  pay)  for  more  than  the  normal  17  year  life  of  a 
valid  patent.     Here  we  have  an  invalid  patent,   lacking 
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invention,  resulting  from  an  application  filed  seven  years 
after  commercial  use. 

Actually,  the  method  claims  and  invention  were 
abandoned  when  application  Exh.  C  was  abandoned  in 
June  or  October  1951.  Plaintiff  had  the  right  to  prosecute 
his  appeal  before  the  Patent  Office  in  June  1951  but  failed 
to  do  so. 

This  is  not  a  case  where  the  court  is  asked  to  weigh 
the  credability  of  witnesses;  the  documents  themselves  are 
before  the  court.  Patent  '172  must  be  held  invalid  as 
having  issued  in  contravention  of  35  U.S.C.  102(b),  as 
well  as  invalid  for  lack  of  invention. 

NEITHER  PLAINTIFF  NOR  DEFENDANT 
MAKES  BEARINGS  PURSUANT  TO  PAT- 
ENTS '841  AND  '172. 

Finding  XLVIII  states  that  plaintiff's  present  produc- 
tion is  in  accordance  with  the  patents  in  suit  and  Finding 
LXI  states  that  defendant  uses  both  patents.  Conclusions 
of  Law  IV  and  V  hold  that  defendant  has  infringed  both 
patents.  These  findings  and  conclusions  are  contrary  to 
facts  and  evidence. 

Plaintiff's  President  and  its  expert-advocate  Barish  testi- 
fied that  it  was  necessary  and  essential  for  the  entire 
inner  surface  of  the  race  to  be  in  direct  and  intimate 
contact  with  the  ball  after  forming  and  before  loosen- 
ing [R.  415,  517,  524,  900,  etc.].  Finding  XX  states 
that  a  "novel  concept"  of  the  patents  is  "that  sub- 
stantially all  of  adjacent  surfaces  of  the  ball  and  its 
race  remain  in  direct  and  intimate  engagement"  after 
release  of  forming  pressure. 

Barish  represented  that  during  plaintiff's  manufacture 
they  took  care  in  "obtaining  an  extremely  intimate  contact 
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between  the  ring  and  the  inner  spherical  part  at  all  points." 
[R.  556.] 

That  was  a  bunch  of  malarkey.  The  trial  court  went  to 
plaintiff's  plant  and  saw  plaintiff  make  a  BSSR-24(XX) 
bearing  ''Just  as  you  manufacture  them"  [R.  806].  Plain- 
tiff used  250  tons  pressure.  The  court  confirmed  that  a 
0.002"  thickness  gauge  could  be  inserted  between  the  ball 
and  the  formed  ring  [R.  807].  So  plaintiff  made  another 
one  at  the  court's  request  to  "Make  it  as  tight  as  you  can" 
[R.  811],  Plaintiff  used  almost  300  tons  pressure.  When 
a  .0015  guage  was  inserted  between  the  ball  and  race  the 
court  commented  "It  went  in  there  quite  a  ways" 
[R.  813].    A  thicker  0.002  guage  also  went  in. 

This  definitely  proves  that  plaintiff  does  not  get  the  inti- 
mate and  direct  contact  between  the  entire  inner  surface 
of  the  race  and  the  ball  which  is  the  "novel  concept"  and 
essential  requirement  of  the  patents  in  suit,  as  represented 
by  plaintiff.  Finding  XLVIII  is  contrary  to  the  observa- 
tions of  the  trial  court  and  is  contrary  to  the  physical 
exhibits  before  this  court  [see  Exh.  64,  for  example]. 
Finding  XVIII  is  also  wrong  for  the  same  reasons. 

The  trial  court  also  visited  the  defendant's  plant  and 
observed  production  of  rod  end  bearings  for  Sikorsky,  the 
ball  being  freely  rotatable  after  the  race  was  formed  [R. 
830-832].  The  trial  court  also  observed  the  forming  of 
an  HSBH-20  bearing  with  an  aluminum  bronze  race  at 
2000  lbs.  pressure  [Exh.  W]  where  a  0.0025  guage  could 
be  inserted  between  the  race  and  the  ball  [R.  835].  The 
trial  court  saw  HSB6-20SA  bearings  with  a  heat-treated 
chrome-moly  steel  race  formed  at  2500  lbs.  pressure  and  a 
.0025  feeler  guage  went  in  about  l/64th  of  an  inch  on  one 
sample,  and 
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"The  Court:  He  did  another  one,  and  on  the 
first  operation  he  put  in  2500  lbs.  pressure,  and  it 
(the  feeler  gauge)  goes  in  about  a  quarter  of  an 
inch."    [R.  839.] 

That  was  the  clearance  between  the  inner  surface 
of  the  race  and  the  ball.  Obviously  the  essential  and 
necessary  intimate  and  direct  contact  between  the  en- 
tire inner  surface  of  the  race  and  the  ball  did  not  exist. 

The  trial  court  erred  in  disregarding  this  uncontroverti- 
ble evidence  and  plaintiff's  insistance  that  complete  con- 
tact was  essential  and  constituted  the  "novel  concept"  of 
the  patents. 

"Q.  You  consider  that  it  is  essential  that  there 
be  intimate  contact  over  the  entire  inner  surface  of 
the  race  with  the  ball,  is  that  correct?  A.  Yes,  sir." 
[R.  900,  Plfts.  expert  Barish.] 

Therefore  Finding  LXI,  "Defendant  uses  the  steps 
covered  by  the  claims  of  the  '172  patent  and  produced 
bearings  as  claimed  in  the  '841  patent,  when  it  liberates 
after  forming."  Is  totally  wrong  and  contrary  to  the 
facts  of  record.    Conclusions  IV  and  V  are  clearly  wrong. 

The  Judgment  erroneously  holds  that  defendant  in- 
fringed claim  2  of  patent  '172.  This  claim  is  specifically 
limited  to  the  use  of  a  race  blank  having  the  f  rusto-conical, 
radially  converging  ends.  Defendant  does  not  use  a 
race  blank  with  such  ends.  Defendant's  race  blanks 
have  ends  which  are  parallel  and  perpendicular  to  the  axis, 
as  shown  in  Exhs.  F  and  G.  This  is  shown  by  Prof. 
Colwell  in  Exh.  L  [R.  1439,  1442  and  1448],  by  Mr. 
Straub  [R.  484]  and  observed  by  the  court  during  plant 
inspection  [R.  833]. 

Defendant  does  not  infringe  claim  2.  There  is  no  basis 
for  such  judgment. 
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OTHER  ERRONEOUS  FINDINGS. 

Since  plaintiff  has  convincing-ly  demonstrated  that  it 
does  not  use  the  "novel  concept"  of  the  patents  in  suit,  its 
business  and  alleged  commercial  success  cannot  be  at- 
tributed to  the  patents  in  suit. 

Findings  V,  VI,  XX,  XXVI,  XXIX,  XLII,  XLIII, 
XLIV,  L  and  LVII  and  each  of  them  is  in  error. 

PURPORTED  COMMERCIAL  SUCCESS  IS  NOT 
A  SUBSTITUTE  FOR  INVENTION. 

It  appears  that  the  trial  court  erred  in  considering  com- 
mercial success  to  be  a  substitute  for  invention.  After 
oral  arguments,  in  referring  to  Potter  and  the  patents  in 
suit,  the  court  stated 

''He  found  a  way  to  make  a  bearing  for  which  there 
was  great  and  immediate  commercial  success,  and  for 
which  there  is  still  a  great  demand  in  the  industry, 
as  indicated  for  instance  by  the  defendant's  catalog 
and  the  list  of  interchangeability  of  bearings  made  by 
different  companies."     [R.  1287.] 

Although  commercial  success  may  be  taken  into  con- 
sideration in  determining  a  borderline  case,  the  statutes 
and  the  Constitution  require  that  a  patent  define  an 
invention  and  that  all  of  the  statutory  requirements 
be  met  before  a  patent  is  held  valid. 

''But  commercial  success  without  invention  will  not 
make  patentability." 

Great  A  &  P  Tea  Co.  v.  Supermarket  Equipmeftt 
Corp.,  340  U.  S.  147,  153,  cited  and  followed 
in  Staiiffer  v.  Slenderella  Systems  of  Calif  254 
F.  2d  127  (CA  9). 
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"Evidence  of  commercial  success  cannot  overcome 
clear  lack  of  novelty  and  invention." 

Pevely  Dairy  Co.  v.  Borden  Printing  Co.,  123  F. 
2d  17  (CA9). 

To  the  same  effect: 

Fernandez  v.  Phillips,  136  F.  2d  404  (CA  9) ; 

Grayson  Heat  Control  Ltd.  v.  Los  Angeles  Gas 
Appliance  Co.,  134  F.  2d  478  (CA  9) ; 

Rasmusson  v.  National  Popsicle  Corp.,  Ill  F.  2d 
453  (CA  9); 

Bramlett  v.  National  Unit  Corp.,   104  F.   2d   17 
(CA  9) ; 

Schick  Service  Inc.  v.  Jones,  173  F.  2d  969  (CA  9). 

"Judge  Conger  found  that  the  Magnus  device 
created  an  industry,  new  in  this  country,  of  making 
harmonicas  for  the  low  price  field,  and  that  this 
industry   enjoyed   great   commercial   success. 

These  considerations,  however,  cannot  spell  out 
invention  where  there  is  none." 

Magnus  Harmonica  Corp.  v.  Lapin  Products,  Inc., 
236  F.  2d  285  (CA  2). 

It  may  be  noted  that  there  is  no  actual  evidence  in 

the  record  as  to  how  many  bearings  were  sold  by  plaintiff 
during  the  last  8  or  10  years  in  any  one  year,  nor  any 
evidence  as  to  what  was  spent  by  plaintiff  in  advertising, 
circularizing  the  trade,  sales  promotion  and  entertainment, 
etc.  The  only  testimony  is  that  40  or  50  preloaded  bear- 
ings were  "made"  (but  not  sold?)  during  1957  for  North 
American  Aviation  [R.  447]. 

There  is  no  actual  and  direct  evidence  of  commercial 
success,  and  certainly  there  is  clear  evidence  that  plaintiff 
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does  not  manufacture  in  accordance  with  its  own  interpre- 
tation of  the  patents  in  suit. 

It  is  submitted  that  Findings  such  as  V,  VI  and  XLII 
are  clearly  erroneous  and  improper. 

CONCLUSION. 

Whether  a  trial  court  has  applied  correct  criteria  of 
law  to  the  evidential  facts  in  making  its  findings  of  fact 
as  to  invention  and  validity 

"*     *     *     is  reviewable  on  appeal  as  a  matter  of 
law." 

Noble  Co.  V.  C.  S.  Johnson  Co.,  241   F.  2d  469 
(CA  7). 

The  trial  court  did  not  apply  the  standards  of  invention 
written  into  the  Constitution,  expressed  by  the  Supreme 
Court  and  applied  by  this  Court. 

Defendant  has  attempted,  in  this  brief,  to  present  the 
facts  as  concisely  and  as  clearly  as  possible.  When  the 
claims  of  the  patents  are  stripped  of  excess  verbiage  (im- 
properly added  five  years  after  filing  of  the  application 
and  public  use)  what  is  left  does  not  inventively  disting- 
uish from  the  prior  art  and  prior  knowledge.  The  claims 
lack  invention.  Paramount  public  interest  compels  finding 
the  patents  invalid  for  lack  of  invention — the  skilled 
mechanic  should  be  permitted  to  select  materials,  use  his 
hammer  in  loosening  objects  and  his  skill  in  selecting  the 
degree  of  clearance  he  wants  in  making  a  bearing. 

The  certified  patent  files  of  record  clearly  establish  that 
statutory  provisions  regulating  the  issue  of  Letters  Patent 
have  not  been  complied  with.  The  trial  court  erred  in 
considering  such  provisions  not  material.  The  patents 
must  be  held  invalid  on  statutory  grounds. 
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Since  neither  plaintiff  nor  defendant  use  the  alleged 
''novel  concept"  and  essential  element  of  the  patents,  no 
importance  can  be  attributed  to  the  patents.  Plaintiff's 
purported  commercial  success  cannot  be  attributed  to  the 
patents  and  defendant  cannot  be  said  to  infringe. 

The  judgment  should  be  reversed  and  plaintiff  awarded 
costs  incurred  on  appeal. 

Dated:   This  15th  day  of  April,  1959. 

MiKETTA  and  Glenny, 

By    C.    A.    MiKETTA, 

Attorneys  for  Defendant-Appellant. 


APPENDIX. 
Pertinent  Sections  of  Title  35,  U.  S.  C. 

§101.     "Inventions  patentable 

Whoever  invents  or  discovers  any  new  and  useful 
process,  machine,  manufacture,  or  composition  of 
matter,  or  any  new  and  useful  improvement  thereof, 
may  obtain  a  patent  therefor,  subject  to  the  conditiom 
and  requirements  of  this  title.    *    *    *" 

§102.     "Conditions  for  patentability;  novelty  and  loss  of 
right  to  patent 

A  person  shall  be  entitled  to  a  patent  unless— 

(a)  the  invention  was  known  or  used  by  others 
in  this  country,  or  patented  or  described  in 
a  printed  publication  in  this  or  a  foreign 
country,  before  the  invention  thereof  by  the 
applicant  for  patent,  or 

(b)  the  invention  was  patented  or  described  in  a 
printed  publication  in  this  or  a  foreign  coun- 
try or  in  public  use  or  on  sale  in  this  coun- 
try, more  than  one  year  prior  to  the  date  of 
the  application  for  patent  in  the  United 
States,  or 

(c)  he  has  abandoned  the  invention,  or   *   *   *" 

}103.     "Conditions  for  patentability;  non-obvious  subject 
matter 

A  patent  may  not  be  obtained  though  the  invention 
IS  not  identically  disclosed  or  described  as  set  forth 
in  section  102  of  this  title,  if  the  differences  between 
the  subject  matter  sought  to  be  patented  and  the  prior 
art  are  such  that  the  subject  matter  as  a  whole  would 
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have  been  obvious  at  the  time  the  invention  was  made 
to  a  person  having  ordinary  skill  in  the  art  to  which 
said  subject  matter  pertains.    *    *    *" 

>111.     "Application  for  patent 

Application  for  patent  shall  be  made  by  the  inven- 
tor, except  as  otherwise  provided  in  this  title,  in  writ- 
ing to  the  Commissioner.  Such  application  shall  in- 
clude: (1)  a  specification  as  prescribed  by  section 
112  of  this  title;  (2)  a  drawing  as  prescribed  by  sec- 
tion 113  of  this  title;  and  (3)  an  oath  by  the  applicant 
as  prescribed  by  section  115  of  this  title.    *    *    *" 

§112.     "Specification 

The  specification  shall  contain  a  written  description 
of  the  invention,  and  of  the  manner  and  process  of 
making  and  using  it,  in  such  full,  clear,  concise,  and 
exact  terms  as  to  enable  any  person  skilled  in  the  art 
to  which  it  pertains,  or  with  which  it  is  most  nearly 
connected,  to  make  and  use  the  same,  and  shall  set 
forth  the  best  mode  contemplated  by  the  inventor  of 
carrying  out  his  invention. 

The  specification  shall  conclude  with  one  or  more 
claims  particularly  pointing  out  and  distinctly  claim- 
ing the  subject  matter  which  the  applicant  regards 
as  his  invention.   *    *    *" 

§115.     "Oath  of  applicant 

The  applicant  shall  make  oath  that  he  believes  him- 
self to  be  the  original  and  first  inventor  of  the  process, 
machine,  manufacture,  or  composition  of  matter,  or 
improvement  thereof,  for  which  he  solicits  a  i>atent; 


§120.  ''Benefit  of  earlier  filing  date  in  the  United  States 
An  application  for  patent  for  an  invention  disclosed 
in  the  manner  provided  by  the  first  paragraph  of  sec- 
tion 112  of  this  title  in  an  application  previously  filed 
in  the  United  States  by  the  same  inventor  shall  have 
the  same  effect,  as  to  such  invention,  as  though  filed 
on  the  date  of  the  prior  application,  if  filed  before  the 
patenting  or  abandonment  of  or  termination  of  pro- 
ceedings on  the  first  application  or  on  an  application 
similarly  entitled  to  the  benefit  of  the  filing  date  of 
the  first  application  and  if  it  contains  or  is  amended 
to  contain  a  specific  reference  to  the  earher  filed  ap- 
pHcation." 

§132.     "Notice  of  rejection;  reexamination 

*    *    ^^o  amendment  shall  introduce  new  mat- 
ter into  the  disclosure  of  the  invention." 

§133.     "Time  for  prosecuting  application 

Upon  failure  of  the  applicant  to  prosecute  the  ap- 
plication within  six  months  after  any  action  therein, 
of  which  notice  has  been  given  or  mailed  to  the  appli- 
cant, or  within  such  shorter  time,  not  less  than  thirty 
days,  as  fixed  by  the  Commissioner  in  such  action,  the 
application  shall  be  regarded  as  abandoned  by'  the 
parties  thereto,  unless  it  be  shown  to  the  satisfaction 
of  the  Commissioner  that  such  delay  was  unavoid- 
able." 
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Cert.  File  History  -  Pat.  '841  203  203        203 

Cert.  File  History  -  Pat.  '172  203  203        203 

Cert    File  History  -  Abandoned  Appln. 

Ser.  No.  767,496  204  204        204 

Book  of  Prior  Art  Patents  205  205        205 
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Deposition  (207  (207 

Drawing  -  Halfco  Bearing  Race  Blank  208  208         209 
Dated:   11/16/51 
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Blueprint  -  Def's  Race  Ring  -  209  209        209        1431 
Dated -.12/20/54 
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Def's  Rod  End  Bearing:  H-10 

209 

209 

209 
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210 

-1 
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Prof.  Colwell's  Report 
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435 

435 
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434 

435 
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Rod  End  Bearing 

461 
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468 
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Rod  End  Bearing 

461 

468 
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NF-3 

Ball  and  Shank 
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468 

468 

N-4 

Male  Die  Used  For  N-1  &  N-2 

470 
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Male  Die  Used  For  N-1  &  N-2 

470 
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Copper  Bar 

595 
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Drawing  by  Prof.  Colwell 
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Drawing  by  Prof.  Colwell  -  Spring  Back    665         690  690         1472 

Sawed-Oif  Bearing  Specimen  758  1153  1153 

Ball  and  Shank  -  From  Def's  Plant  831         869  869 

Completed  Press  -  Formed  Rod  End  831         869  869 

Formed  Bearing  -  Def's  Plant  836         870  870 

Tight  Bearing  -  Def's  Plant  839        870  870 

Rolled  Bearing  -  Def's  Plant  840  870  870 

Bearing  -  Four  Punches  845  870  871 

Bearing  -  One  Punch  845  870  871 

Drawing  Illustrating  Straub's  Testimony    944  944  944         1473 

Military  Specification  920  943  943 

Military  Specification  923  943  943 

Drawing  Used  by  Straub  943  949  949         1474 

Chamber-Type  Bearings  954  954  95^ 

Chamber-Type   Bearings  954  954  95^ 

Blueprint  -  Lockheed  Bearing  Assy.  959  964  971         1475 

Bearing,  O&S  Bearing  &  Mfg.  Co.  959  961 

Catalog,  O&S  Bearing  &  Mfg.  Co.  959  961 

Blueprint  -  Lockheed  Bearing  Assy.  971  972  973         1475 

Blueprint  -  Boeing  Bearing  Rod  End  974  974  974         1477 

Spherical   Self-Align.    Bearing  977  994  995         1473 

Blueprint  -  Def's  Bearing  Assy.  981  981  981         1479 

Empty  Race  993  993  993 

Bearing  -  KSSB-12-5  (Thin  Walled)        1147  1147  I147 
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Potter  Patent  '841 
Potter  Patent  '172 
File  Wrapper  of  Pat.  '975 

Potter  Pat.  '975 

Old  Style  Bearing  Mfg.  by  Pltf. 
Standard  Bearing  Mfg.  by  Pltf. 
Bearing  -  Kahr  HSBG-10 
Bearing  -   Halfco  HSB-10-SS 
Prentiss  Rod  End 
Heim  Bearing 
Messerschmidt  Bearing 
Bearing  -  PBR 
Notice  of  Shipment  Dated  2/17/45 

16  Shipping  Memo  Dated  1/22/43 

17  Packing  List  Dated  1/23/45 
17-A  Blueprint  No.  B-10051  -  3/2/45 

18  Purchase  Order  Dated  1/15/45 

19  Purchase  Order  Change  Notice 

Dated  2/12/45 

20  Packing  List  Dated  2/13/45 
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No.  16143 
IN  THE 
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Aetna  Steel  Products  Corporation, 

Appellant, 
vs. 

Southwest  Products  Co.,  a  corporation, 

Appellee. 


BRIEF  FOR  APPELLEE. 


I. 

Statement  of  Jurisdiction. 

Jurisdiction  of  the  U.  S.  District  Court,  Southern  Dis- 
trict of  CaHfornia,  Central  Division,  is  based  on  the  Pat- 
ent Statutes  of  the  United  States  [Complaint,  R.  3],  and 
this  is  admitted  by  defendant-appellant  [Answer,  R.  6, 
and  Amended  Answer,  R.  79] .  Appellant  is  referred  to  as 
defendant  herein  and  appellee  as  plaintiff.  The  District 
Court's  Judgment  was  entered  on  June  12,  1958  [R.  175] 
and  defendant's  Notice  of  Appeal  was  filed  on  June  13, 
1958  [R.  176].  Jurisdiction  of  the  District  Court  is  there- 
fore founded  upon  Title  28,  Section  1338  of  the  United 
States  Code,  and  jurisdiction  of  this  Court  of  Appeals 
is  founded  upon  Title  28,  Section  1292(4)  of  the  United 
States  Code. 

For  brevity,  plaintiff's  Exhibits  are  sometimes  referred 
to  herein  as  "PX"  and  defendant's  Exhibits  as  "DX". 
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II. 

Statement  of  the  Case. 
A.    The  Issues — Generally. 

The  Complaint  charges  infringement  of  U.  S.  Letters 
Patent  No.  2,626,841  [PX-1,  R.  1296]  issued  on  January 
27,  1953  to  Lee  R.  Potter  on  "Self-Ahgning  Bearing" 
(hereinafter  sometimes  referred  to  as  the  "  '841"  patent). 
The  Complaint  also  charges  infringement  of  U.  S.  Letters 
Patent  No.  2,724,172  [PX-2,  R.  1299]  issued  on  Novem- 
ber 22,  1955  to  Lee  R.  Potter  on  "Method  of  Forming  a 
Self- Aligning  Bearing"  (hereinafter  sometimes  referred 
to  as  the  "  '172"  patent).  Both  of  these  patents  were  as- 
signed to  plaintiff,  Southwest  Products  Co.  [Finding  I, 
R.  155;  Pretrial  Conference  Order,  R.  86]. 

The  issues  involve  generally  the  validity  and  infringe- 
ment of  these  two  patents.  The  vaHdity  of  these  two  pat- 
ents was  the  subject  of  defendant's  Motion  for  Summary 
Judgment  [R.  42],  The  Hon.  William  M.  Byrne,  United 
States  District  Court  Judge,  prior  to  actual  trial  of  the 
case  before  the  Hon.  Pierson  M.  Hall,  United  States  Dis- 
trict Court  Judge,  denied  that  Motion  [R.  68].  Judge 
Byrne  also  denied  defendant's  Renewed  Motion  for  Sum- 
mary Judgment  [R.  78]. 

This  action  was  tried  before  Judge  Hall.  The  District 
Court's  Opinion  [R.  1283],  Findings  of  Fact,  Conclusions 
of  Law  and  Judgment  [R.  155]  held  claims  1  and  2  of 
the  '841  patent  in  suit  valid  and  infringed  and  also  held 
claims  1,  2,  3,  4  and  6  of  the  '172  patent  in  suit  valid  and 
infringed,  and  awarded  an  injunction  against  further 
manufacture  and  sale  thereof  by  defendants. 
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The  only  general  issues  before  this  Court  on  appeal  are 
as  follows: 

(1)  Did  the  District  Court  err  in  holding  claims  1  and 
2  of  U.  S.  Letters  Patent  No.  2,626,841   in  suit  valid? 

(2)  Did  the  District  Court  err  in  holding  claims  1 
and  2  of  U.  S.  Letters  Patent  No.  2,626,841  infringed  by 
defendant  ? 

(3)  Did  the  District  Court  err  in  holding  the  claims 
of  U.  S.  Letters  Patent  No.  2,724,172  in  suit  vaHd? 

(4)  Did  the  District  Court  err  in  holding  claims  1,  2, 
3,  4  and  6  of  U.  S.  Letters  Patent  No.  2,724,172  in  suit 
infringed  by  defendant? 

B.     The  Potter  Patents  in  Suit — Generally. 

Potter  Patent  2,724,172  [R.  1300]  refers  to  Potter 
Patent  2,626,841  and  was  copending  therewith  in  the 
United  States  Patent  Office  and  was  filed  as  a  result 
of  a  requirement  by  the  Patent  Office  that  a  division  be 
made  under  35  U.  S.  C.  121  [Finding  LIII,  R.  170]. 
All  claims  of  the  '172  patent  are  readable  on  the  disclosure 
in  the  '841  patent  [Finding  LIV,  R.  171].  The  disclosure 
in  the  Potter  '841  patent  is  sufficient  to  allow  one  skilled 
in  the  art  to  practice  the  method  claimed  in  the  '172  pat- 
ent and  to  produce  the  article  claimed  in  the  '841  patent 
[Finding  XLVIX,  R.  169]. 

The  '172  patent  [R.  1300]  relates  to  a  process  of  form- 
ing the  bearing  of  the  '841  patent  by  press-forming, 
swedging  or  coining  a  cylindrical  race  around  the  ball 
and  then  liberating  the  race  from  the  ball  [Finding  III, 
R.  156]. 
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In  forming  the  bearing  of  the  '841  patent  according  to 
the  process  of  the  '841  or  '172  patents,  press-forming, 
swedging  or  coining  of  the  race  about  the  ball  results  in  a 
condition  in  which  the  outer  periphery  of  the  race  is 
stressed  to  place  the  same  under  tension  and  the  inner 
periphery  of  the  race  is  compressed.  The  stress  pattern 
thus  achieved  is  used  to  advantage  in  the  liberating  step 
in  which  the  race  is  freed  from  the  ball  in  controlled 
amounts  by  applying  a  rolling  force  on  the  outer  periphery 
of  the  race  [Finding  VII,  R.  156]. 

C.     The  Invention — Generally. 

The  Potter  invention  is  a  process  of  making  self-align- 
ing bearings  and  self-aligning  bearings  produced  by  the 
process.  The  bearing  is  best  described  by  the  method  of 
making  it.  The  bearing  is  a  proprietary  item  sold  by  plain- 
tiff and  defendant  to  the  aircraft  industry.  The  bearing 
of  the  '841  patent  was  dependent  upon  the  discovery  of  the 
method  disclosed  in  the  '841  patent  and  claimed  in  the  '172 
patent. 

Self-aligning  bearings  are  used  in  aircraft  with  or  with- 
out lubrication  and  are  not  to  be  confused  with  anti-fric- 
tion bearings  in  which  there  is  rotation  of  a  shaft  con- 
strained to  rotate  about  a  fixed  axis  as  in, 'for  example,  a 
needle  bearing.  One  important  concept  is  that  a  ring  is 
first  formed  so  tightly  around  a  ball  that  the  ball  cannot 
be  moved  by  hand,  i.e.  the  ring  is  initially  bound  to  the 
ball.  Another  important  contribution  by  Potter  is  that 
the  clearance  between  the  only  two  elements  which  com- 
prise his  self-aligning  bearing  may  be  adjusted  and  con- 
trolled [R.  908,  1009]  so  that  indeed  there  may  exist  a 
preload  condition  as  in  plaintiff's  pedestal-type  self-align- 
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ing  bearings  [PX-14]  used  in  supporting  aircraft  engines 
in  the  Douglas  C-133  aircraft  [R.  334].  In  this  particu- 
lar instance  [PX-14]  the  clearance  is  so  adjusted  that  a 
large  static  frictional  force  purposely  exists  and  hence 
there  is  no  relative  movement  between  the  two  parts  unless 
a  large  torque  having  a  value  in  excess  of  100  inch-pounds 
is  applied  [R.  311].  In  other  instances,  the  stress  in  the 
cylindrical  race  seat  is  adjusted  [PX-3B]  to  allow  more 
free  movement  of  the  ball  depending  on  its  use  within 
the  aircraft. 

An  aircraft,  in  flight,  is  flexed  and  carries  different 
controls  and  parts  which  must  remain  continuously  op- 
erative when  and  as  the  aircraft  is  flexed  and  subjected  to 
vibration  [R.  948].  These  controls  are  operated  by  a  force 
transmission  system  involving  a  series  of  interconnected 
rods,  links  or  levers,  the  particular  arrangement  of  which 
is  usually  dictated  by  space  availability  and  the  forces  re- 
quired to  be  transmitted  to  operate  and  to  maintain  the 
controls  in  adjusted  positions.  These  transmitted  forces 
are  both  of  the  pushing  and  pulling  types,  i.e.,  of  the 
tension  and  compression  types,  and  are  applied  from  one 
rod  or  lever  to  another  interconnected  rod  or  lever  at  dif- 
ferent angles  which  change  either  as  the  control  is  operated 
and  as  the  aircraft  flexes. 

To  effect  and  allow  the  transmission  of  these  compres- 
sion and  tension  forces  which  are  applied  by  the  ad- 
jacent rods  or  levers  at  changing  angles,  self-aligning 
bearings  interconnect  such  rods  or  levers. 

For  these  purposes  the  Potter  self-aligning  bearing  in- 
dues only  two  parts,  i.e.,  ( 1 )  a  ball  having  a  bore  there- 
through which  serves  as  a  means  for  attaching  the  ball  to 


one  of  such  rods  or  levers  [PX-3B]  or  to  an  aircraft  engine 
for  mounting  the  same  [PX-14]  ;  and  (2)  an  outer  cyUn- 
drical  ball  seat  for  attachment  to  the  aircraft  fuselage 
[PX-14]  or  to  an  adjacent  rod  or  lever  [PX-3B],  such 
ball  seat  being  in  each  instance  [PX-3B  or  PX-14]  unique- 
ly fabricated  with  respect  to  the  ball  to  provide  not  only 
the  bearing  seat  for  the  ball,  but  to  provide  also  a  ball 
seat  which  is  in  such  stressed  condition  that  the  clearance 
between  it  and  the  ball  may  be  conveniently  and  accurately 
controlled  or  adjusted,  starting  from  an  initial  condition 
of  very  small  or  "zero"  clarance. 

One  of  the  most  startling  features  of  the  Potter  inven- 
tions is  the  difference  in  degree  of  the  magnitude  of  the 
forces  required  in  the  two  steps  of  forming  and  liberating. 
Thus,  the  Court  witnessed  the  manufacture  of  plaintiff's 
Exhibit  63  at  plaintiff's  plant  wherein  the  race  was  pre- 
formed about  the  ball  in  a  press  exceeding  250  tons  in 
pressure  and  then  liberated  by  tapping  it  about  the  peri- 
phery with  thirty-six  taps  followed  by  a  final  thirteen 
or  fourteen  additional  light  taps  to  remove  tight  spots 
[R.  824,  Finding  XX,  R.  163],  It  is  significant  to  note 
also  that  the  intensity  of  these  individual  liberating  forces 
are  comparable  to  those  vibrational  forces  to  which  the 
bearing  is  subjected  in  subsequent  use  in  aircraft,  yet 
such  vibrational  forces  do  not  deteriorate  the  bearing. 
Thus,  the  manner  in  which  such  liberating  forces  are  ap- 
plied has  some  significance  in  establishing  the  unobvious- 
ness of  the  Potter  invention. 

Contrary  to  defendant's  statements,  plaintiff  does  not 
contend  that  invention  resides  in  any  particular  value  of 
clearance  or  end  play;  but  plaintiff  does  rely  on  the  new 
means  and  techniques   forming  the  basis  of  the   Potter 
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claims  whereby  a  greatly  improved,  new  and  useful  self- 
aligning  bearing  is  produced  in  which  the  stress  pattern 
developed  in  the  single-piece  ball  seat,  while  being  press- 
formed  around  the  ball,  may  subsequently  be  used  to  ad- 
vantage to  achieve  a  controlled  liberation  [Finding  VII, 
R.  156].  The  liberation  may  be  so  controlled  by  these 
means  and  techniques  to  achieve  a  uniformly  liberated 
ball  [PX-3B]  or  a  uniformly  preloaded  ball  [PX-14;  Find- 
ing XIII,  R.  159]. 

The  disclosure  in  the  '841  patent,  addressed  to  one  skilled 
in  the  art,  clearly  describes  hozv  clearance  is  accomplished 
and  the  claims  relate  that  structure  responsible  for  such 
controlled  or  adjusted  clearance. 

D.     History  of  Potter  Invention  and  Plaintiff. 

The  history  of  the  Potter  invention  and  plaintiff  go 
hand-in-hand.  Both  were  conceived  and  developed  with 
little  capital.  On  the  strength  of  the  Potter  invention, 
plaintiff  today  is  a  flourishing  manufacturing  business 
devoting  substantially  all  of  its  efforts  to  manufacturing 
bearings  in  accordance  with  the  teachings  of  the  Potter 
patents  [R.  829;  Finding  XLVII,  R.  169]. 

During  its  infancy  in  1944,  many  different  persons 
having  knowledge  of  the  shortcomings  in  prior  art  bear- 
ings and  realizing  the  value  of  the  Potter  invention,  as- 
sociated themselves  with  the  Potter  invention.  These  per- 
sons included  Lee  R.  Potter,  Kenneth  V.  Hackman,  Ward 
D.  Tracy,  Alfred  L.  Spangenberg  and  Fred  P.  Silva  [R. 
253,  255,  257;  Finding  IX,  R.  157].  These  persons  in 
1945,  adopted  the  names  Halfco  and  Stearns,  Halfco  being 
the  manufacturing  entity  and  Stearns  being  the  sales  and 
engineering   entity    [R.    259].    Potter,    Spangenberg   and 


Silva  were  partners  in  Halfco  [R.  281]  but  this  partner- 
ship was  discontinued  in  1945  because  of  the  poor  finan- 
cial condition  of  Potter,  the  inventor  [R.  292]  and  Pot- 
ter, financially  aided  by  Hackman,  then  started  manufac- 
turing bearings  first  under  the  name  Stearns  [R.  293] 
and  later  under  the  present  name  of  plaintiff — Southwest 
Products  Co.  [R.  294].  The  Potter  spherical  swedged 
bearings  have  met  with  wide  acceptance  and  are  produced 
not  only  by  plaintiff  and  defendant  but  also  by  others 
[Fred   A.    Straub   Affidavit,   R.   939]. 

E.     History  of  Defendant. 

Spangenberg  and  Silva,  former  partners  of  Potter,  con- 
tinued to  operate  under  the  name  Halfco  and  sold  bear- 
ings to  defendant  Aetna.  Such  bearings  were  initially 
made  by  Straub  for  Halfco,  as  a  sub-contractor,  doing 
business  under  the  name  Fraud  Tool  Co.  [R.  473,  475]. 
Straub  was  required  to  be  taught  by  Spangenberg  to  make 
such  bearings  [Finding  X,  R.  158,  500,  501].  Spangenberg, 
one  of  Potter's  partners,  was  the  die  maker  who  made 
the  original  die  for  making  the  first  of  plaintiff's  prede- 
cessor's bearings  [Finding  IX,  R.  157].  On  January  1, 
1953,  defendant,  a  New  York  corporation,  purchased 
Straub's  business;  and  Straub  is  now  Manager  and  Vice 
President  of  the  local  Kahr  Bearing  Division  of  defend- 
ant. 

Defendant  recognized  that  there  was  invention  in  the 
process  taught  Straub  by  Spangenberg  by  defendant's 
taking  a  license  from  Halfco.  Essentially  all  of  the  bear- 
ings made  by  defendant  under  the  license  were  essentially 
of  the  same  type  and  construction  as  those  produced  by 
plaintiff  in  accordance  with  the  Potter  invention  [Find- 
ing Xn,  R.  158]. 


The  process  employed  by  defendant  in  its  manufacture 
of  two-piece  spherical  swedged  bearings  and  rod  ends  does 
not    differ    in    any    essential    respects    from    the    process 
taught  to  Fred.  A.  Straub  by  Spangenberg  [Finding  XI 
R.  158]. 

F.     The  Witnesses. 

At  the  trial,  plaintiff  called  Kenneth  V.  Hackman  and 
W.  D.  Tracy,  both  of  whom  were  associated  with  the  Pot- 
ter invention  from  its  inception  in  1944  and  who  testified 
respectively  as  the  President  and  General  Manager  of 
plaintiff.  Plaintiff  also  called  G.  A.  Stock,  its  General 
Production  Foreman,  for  an  explanation  of  the  techniques 
and  apparatus  used  by  plaintiff.  Plaintiff  called  Fred  A. 
Straub  as  an  adverse  witness. 

Also,  plaintiff  called  Thomas  Barish,  an  expert  with  over 
35  years'  experience  in  the  bearing  art  beginning  as  an 
engineer  with  SKF  Industries  in  1920  and  being  now  a 
consultant  in  bearings  for  large  airplane  and  automobile 
manufacturers.  Mr.  Barish  is  a  member  of  the  American 
Society  of  Mechanical  Engineers,  the  Institute  of  Aero- 
nautical Sciences,  the  Society  of  Automotive  Engineers 
and  the  Society  of  Experimental  Stress  Analysis. 

In  1952  Mr.  Barish  was  clearly  recognized  by  the 
United  States  Government  as  an  expert  on  bearings  when 
he  was  employed  by  the  Air  Force  as  a  member  of  a  team 
that  investigated  the  ball  bearing  industry  of  all  of  West- 
ern Europe  [R.  512].  Mr.  Barish  now  does  work  on  the 
average  for  about  25  different  companies  each  year  and 
his  specialty  is  bearings  [R.  512].  In  addition,  Mr.  Bar- 
ish has  published  approximately  27  technical  articles  over 
the  past  27  years  [R.  513]  and  has  about  30  patents  is- 
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sued  in  his  own  name  [R.  536].  The  Trial  Court  recognized 
Mr.  Barish  as  an  expert  on  bearings  and  allowed  him  to 
express  his  opinion  with  respect  to  Potter's  contribution 
to  the  art  [R.  521,  1011]. 

Defendant  called  only  two  witnesses:  Fred  A.  Straub, 
Manager  of  its  Kahr  Bearing  Division,  and  Lester  V. 
Colwell,  a  college  professor,  as  an  expert  whose  experi- 
ences are  largely  those  of  a  college  instructor  and  pro- 
fessor [R.  593],  Mr.  Colwell  did  not  profess  to  be  an  ex- 
pert in  bearings  or  rotating  machinery  but  his  recited  ac- 
tivities are  mainly  in  the  metal  stamping  or  metal  pro- 
cessing art  without  any  particular  reference  to  bearings 
[R.  592].  Apart  from  lacking  qualifications  as  an  expert 
in  the  bearing  art,  Mr.  Colwell  based  his  report  [DX-L], 
on  bearings  furnished  to  him  by  defendant  which  were 
not  representative  of  defendant's  production;  and,  indeed, 
Mr.  Colwell  made  no  tests  on  defendant's  commercial 
product  [Finding  XXXVI,  R.  745,  747,  749,  755,  1033, 
1036,  1041,  1044]. 

In  addition  to  hearing  witnesses  in  the  courtroom.  Judge 
Hall  visited  plaintiff's  and  defendant's  plants  during  reg- 
ular working  hours  where  he  also  heard  witnesses  and  ob- 
served and  inspected  their  manufacturing  processes  and 
bearings  and  had  an  opportunity  to  be  more  fully  appraised 
of  the  extent  of  plaintiff's  and  defendant's  bearing  manu- 
facture [R.  793-861,  PX-68-74]. 

G.     Prior  Existing  Commercial  Bearings. 

Prior  to  the  Potter  invention,  the  practical  art,  as  rep- 
resented by  the  Prentiss  bearing  [PX-11],  the  Heim  bear- 
ing [PX-12]  and  the  Messerschmidt  bearing  [PX-13],  was 
in  many  cases  unsatisfactory  and  a  long  felt  want  existed 
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for  a  simple,  heavy  duty,  two-piece  continuous  spherical 
bearing  [Finding  IV,  R.  156]. 

Of  these  three  bearings,  the  Messerschmidt  bearing 
[PX-13]  is  the  only  one  which  may  be  considered  as  a 
two-piece  bearing  but  it  involves  a  different  manufactur- 
ing process,  and  a  different  coaction  between  the  ball 
and  the  outer  race  member,  largely  as  a  result  of  the  dif- 
ferent manufacturing  process;  and  further  it  has  some 
disadvantages  which  are  obviated  by  the  Potter  invention. 

The  Messerschmidt  bearing,  sometimes  referred  to  as  a 
slide  or  slot-type  bearing  [R.  317],  involves  a  manufactur- 
ing process  in  which  the  outer  race  member  is  machined 
and  has  a  portion  cut  out  to  provide  a  keyhole-type  slot 
to  allow  the  ball  to  be  slid  into  the  outer  race  member 
[R.  316] ;  and  no  forming  operations  are  involved.  When 
the  ball  is  turned  a  certain  way,  it  will  drop  out  of  its 
seat. 

Thus,  the  Messerschmidt-type  bearing,  due  to  the  key- 
hole slot  for  the  ball,  is  limited  in  its  application.  The 
designer  or  user  is  limited  to  placing  the  bearing  in  such 
position  that  the  load  on  the  bearing  is  not  in  the  direc- 
tion of  the  keyhole  slot  [R.  964]. 

The  Prentiss  rod-end  bearing  [PX-11]  involves  the  use 
of  an  outer  member,  a  ball,  a  rubber  insert,  a  washer  and 
a  portion  of  the  outer  member  peened  or  staked  to  retain 
the  assembly  comprising  the  washer,  rubber  insert  and 
ball.  These  washers  in  the  field  or  in  service  in  aircraft 
fall  out  and  cause  the  bearing  to  fail  [R.  251,  252,  385]. 
It  appears  very  doubtful  that  the  Prentiss-type  bearing  is 
being  manufactured  today  [R.  Z72>,  ?>^6]. 
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The  Heim  bearing  [PX-12]  and  Heim  Patent  2,476,728, 
DX-D,  or  [R.  1419],  has  a  machined  outer  holder  with  a 
rib  on  the  inside  to  act  as  stops  for  bronze  inserts  which 
are  inserted  between  the  ball  and  holder  [R.  318].  Under 
vibration  these  inserts  14,  15  shown  in  the  Heim  Patent 
2,476,728,  tend  to  loosen  and  in  some  cases  have  actually 
fallen  out  together  with  the  ball    [R.   319]. 

Self-aligning  bearings  used  in  the  automobile  industry 
are  illustrated  in  the  Skillman  Patent  1,793,874  [R.  1371] 
and  these  involve  four-piece  bearings  involving  bending 
sheet  metal  around  "fibrous  or  compressible  materials" 
[R.  637]. 

The  bearings  as  manufactured  by  the  plaintiff  and  its 
predecessors  were  instantaneously  successful,  accepted  by 
the  trade  and  satisfied  the  long  felt  want  mentioned  above 
[Finding  V,  R.  156]. 

H.     Patented   Art. 

Defendant  relies  on  disclosures  in  at  least  14  patents 
which  are  listed  below  in  alphabetical  order. 

H  1.     The  Birchwood  Patent   1,050,422. 

Birchwood  1,050,422  [R.  1345]  cited  by  the  Patent 
Office  discloses  a  coupling  and  (1)  the  method  of  produc- 
ing the  same  is  distinctly  different,  and 

(2)  the  coupling  he  uses  in  such  different  manufacture 
is  distinctly  different,  and 

(3)  the  ball  20  is  not  engaged  by  a  continuous  cylin- 
drical portion  of  the  outer  coupling  member  since  the 
method  disclosed  depends  on  forming  the  slotted  portion 
14;  i.e.,  the  ball  is  not  engaged  by  a  ring,  and 
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(4)  Birchwood  bends  two  cantilever-sn^^oritd  elements 
indicated  at  15  together,  whereas  in  the  instant  invention 
a  continuous  ring  is  compressed  in  even  contact  with  a 
ball,  and 

(5)  since  Birchwood's  outer  member  is  not  in  the  form 
of  a  continuous  ring,  the  same  cannot  be  subjected  to  roll- 
ing pressures  or  the  like  for  achieving  stresses  and/or 
achieving  a  controlled  amount  of  clearance  between  the 
movable  elements,  and 

(6)  any  stresses  produced  by  Birchwood  in  bending 
the  two  cantilever-sviy^vtQ&  elements  indicated  at  15  are 
considered  undesirable  by  Birchwood  and  he  thus  prefers 
to  relieve  such  stresses  by  tempering  so  as  to  strengthen 
his  inherently  weak  structure.  On  the  other  hand,  the  in- 
stant invention  does  not  consider  the  stresses  produced  in 
manufacture  to  be  a  disadvantage  but,  indeed,  the  result- 
ing stress  pattern  is  used  to  advantage  in  performing  the 
subsequent  step  in  the  process,  i.e.,  to  aid  in  freeing  the 
ball  from  the  heavy  metal  continuous  ring  which  is 
pressed  in  binding  engagement  with  the  ball,  and 

(7)  Birchwood  does  not  show,  suggest  or  teach  that 
the  outer  member  should  be  pressed  in  binding  engagement 
with  the  ball  to  achieve  important  purposes  of  the  instant 
invention,  namely,  to  achieve  a  controlled  amount  of  clear- 
ance between  the  inner  and  outer  member,  starting  from 
zero  clearance. 

(8)  Birchwood  provides  no  suggestion  or  teaching 
whereby  his  ball  could  be  freed  even  though  it  accidentally 
v^^ere  locked  in  the  outer  member.  If  such  an  accident  did 
occur,  one  skilled  in  the  art  would  not  apply  a  rolling 
pressure  or  the  like  to  the  cantilever-supported  elements 
indicated  at   15  but  would  use  a  tool  somewhat  like  a 
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screwdriver  to  pry  such  elements  apart.  In  any  event,  a 
uniform  and/or  controlled  clearance  between  the  ball  and 
the  outer  member  would  not  result.  Furthermore,  in  a 
strict  sense,  Birchwood  does  not  provide  a  two-piece  coupl- 
ing since  the  ball  20  is  considered  as  one  element  and  the 
purposely  formed  cantilever  elements  15,  15  are  consid- 
ered as  second  and  third  elements  which  are  purposely 
formed  to  move  relative  to  each  other. 

H2.     The  Chambers  Patent  2,382,773. 

The  Chambers  patent  2,382,773  [R.  1406]  was  cited 
by  the  Patent  Office  during  the  prosecution  of  both  the 
'841  and  '172  patents;  and  the  Chambers  method  and 
bearing  have  not  been  in  commercial  use  [Finding  XXII, 
R.  164]. 

There  is  grave  doubt  that  bearings  may  be  made  fol- 
lowing Chambers'  teachings  [R.  337,  455] ;  and  defend- 
ant's Exhibits  N-1,  N-2,  N-3,  AC-1  and  AC-2  are  not 
built  in  accordance  with  the  Chambers  patent  [Finding 
XXXI,  R.  1131.] 

Chambers  shows  a  four-piece  bearing  which  includes, 
in  Figures  2  and  3,  the  ball  lOA,  the  "part"  11 A  and  a 
pair  of  wedge-shaped  washers  23  in  circular  V-shaped 
grooves  in  each  side  of  the  main  body  part  11  A.  These  cir- 
cular V-shaped  grooves  are  cut  in  the  race  member 
(thereby  weakening  the  same)  to  leave  some  lips  or  up- 
standing pieces  of  metal  20A  and  these  lips  20A  are  sub- 
sequently bent  inwardly,  after  which  the  wedge-shaped 
washers  23  are  inserted  in  the  precut  grooves.  Chambers' 
forming  operation  is  confined  only  to  deforming  lips  [R. 
619,  1022]  and  Chambers  requires  such  grooves  [R.  624, 
625].    The  Chambers  patent  does  not  mention,  suggest  or 
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teach  a  binding  action  and  does  not  contemplate  a  subse- 
quent loosening  operation. 

In  manufacture,  the  dies  20  and  21  are  used  to  pinch 
a  portion  of  part  11  A,  i.e.,  a  pair  of  Hps,  around  the  pro- 
truding ends  of  the  ball,  solely  for  the  purpose  of  retaining 
the  ball  and  not  for  producing  binding  engagement  there- 
with. Since  formation  of  the  lips  results  in  weakening  of 
the  part  11  A,  a  pair  of  wedge-shaped  washers  are  required 
to  be  inserted  in  the  grooves  on  opposite  sides  of  the  part 
11  A.  Any  stress  pattern  developed  in  deforming  such  lips 
is  not  used  to  advantage  in  subsequent  loosening  for  the 
simple  reason  that  no  loosening  is  contemplated.  There  is 
absolutely  no  suggestion  or  teaching  in  Chambers  that  the 
ball  be  actually  bound  against  rotation  at  any  time  of 
manufacture.  Still  further,  there  is  no  teaching  in  Cham- 
bers that  rolling  pressure  or  the  equivalent  be  applied  to 
the  part  11 A  to  free  the  ball  (which,  of  course,  in  Cham- 
bers is  not  locked). 

The  other  arrangement  shown  in  Figure  1  of  Cham- 
bers is  also  a  four-piece  bearing  which  includes  a  ball 
14,  a  part  11  and  a  pair  of  pellets  20,  20  which  are  "melted 
and  fill  the  space  on  opposite  sides  of  the  web  18."  The 
modified  pellets  20,  20  do  not  bind  the  ball  but  the  reverse 
is  true,  i.e.,  they  "permit  a  free  uniform  movement  of  part 
10  without  any  binding."  Likewise,  there  is  no  teaching  or 
suggestion  in  Chambers  that  a  rolling  force  or  the  like 
should  be  applied  to  any  part  to  achieve  a  desired  clearance. 

H3.     The  Erickson  Patent  1,481,000. 

The  Erickson  Patent  1,481,000  pertains  to  a  retainer 
for  balls  in  a  ball  bearing  construction.  There  is  no  effort 
to  produce  a  binding  engagement  or  a  very  intimate  con- 
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tact  between  the  ball  and  ball  retainer.  Further,  there 
is  no  showing,  suggestion  or  teaching  of  a  liberating  step 
[R.  1012]. 

H4.     The  Fiegel  Patent  1,693,748. 

The  Fiegel  Patent  1,693,748  [R.  1368]  was  cited  and 
considered  by  the  Patent  Office  during  the  prosecution 
of  the  '172  patent.  The  Fiegel  bearing  is  made  by  placing 
babbitt  14  within  a  steel  shell  11,  shaping  the  babbitt  to 
form  a  hemispherical  recess,  introducing  a  ball  into  the 
recess  and  then  closing  in  the  end  of  the  recess  to  confine 
the  ball.  Babbitt  has  very  little  spring-back  and  it  is  un- 
likely that  it  could  be  made  to  bind  the  ball  [R.  1013]. 
The  Fiegel  bearing  is  thus  not  a  two-piece  bearing  and  a 
spherical  socket  is  machined  in  it  [R.  709].  The  babbitt 
metal  is  not  coined  about  the  ball ;  and  very  intensive  force 
applied  to  the  babbitt  would  squeeze  it  out  [R.  711]. 

Figure  6  of  the  Fiegel  patent  teaches  a  die  which  is 
not  confining  and  one  which  exerts  force  in  only  one 
local  direction  [R.  1111]  for  purposes  of  bending  in  a  re- 
taining  lip. 

Fiegel  is  limited  to  a  material  which  is  highly  yielding 
such  as  babbitt  or  a  very  soft  copper  and  will  not  work 
with  materials  such  as  bronze  [R.  1113,  1114].  In  any 
event,  it  is  clear  that  Fiegel  does  not  contemplate  or  pro- 
vide a  method  whereby  a  ball  is  bound  against  rotation. 
Also,  there  is  no  teaching  that  a  rolling  pressure  be  ap- 
plied for  production  of  a  uniform  clearance.  Indeed,  the 
Fiegel  disclosure  is  less  pertinent  than  Chambers  2,382,- 
773  [R.  1046]  which  was  also  cited  by  the  Patent  Office 
and  which  has  two  bent  lips  instead  of  one  bent  lip  as  in 
Fiegel.  The  Chambers  patent  was  the  subject  of  abundantly 
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much  more  testimony  than  the  Fiegel  patent  and  the 
Trial  Court  has  given  ample  consideration  to  both  Cham- 
bers and  Fiegel.  Neither  Fiegel  nor  Chambers  teaches  Pot- 
ter's new  method  or  the  two-piece  bearing  resulting  there- 
from. 

H5.     The  Heim  Patent  2,476,728. 

The  Heim  Patent  2,476,728  [R.  1419]  was  cited  by 
the  Patent  Office  during  the  prosecution  of  both  the  '841 
and  '172  patents.  The  Heim  Patent  2,476,728  relates  to 
the  manufacture  of  a  four-piece  bearing  of  the  Heim 
type  [PX-12].  This  is  in  contrast  to  the  Potter  bearing 
wherein  a  two-piece  bearing  is  provided.  Many  bearings 
were  made  commercially  in  accordance  with  the  Heim  pat- 
ent and  it  was  generally  accepted,  prior  to  the  Potter  in- 
vention, that  it  was  impossible  or  not  feasible  to  make  a 
two-piece  bearing  consisting  simply  of  a  ball  and  an  outer 
race  member  unless  the  outer  race  member  were  provided 
with  a  keyhole-type  slot  through  which  the  ball  may  be 
inserted  as  illustrated  by  the  Messerschmidt  bearing  [PX- 
13].  Thus,  an  alternative  construction  involves  the  use  of 
inserts  such  as  the  inserts  14  and  15  of  Heim. 

Heim  designates  the  preformed  inserts  14  and  15  as 
"bearing  rings"  and  they  are  rightfully  designated  so  since 
they  bear  against  the  ball.  These  bearing  rings  14  and  15 
are  not  press-formed  around  the  ball  but  are  preformed 
and  then  inserted  between  the  ball  16  and  the  outer  holder 
12. 

In  Heim's  manufacture,  there  is  no  press-forming  of 
either  the  bearing  rings  14  and  15  or  the  holder  12  around 
a  ball. 


—18— 

Apart  from  facilitating  the  manufacture  of  bearings, 
the  Potter  invention  serves  to  provide  an  improved  bearing 
in  which  there  is  a  maximum  contact  area  between  the 
ball  and  the  bearing  ring.  In  this  respect,  the  bearing  rings 
14  and  .15  in  Heim  are  separated  from  each  other  by  an 
air  gap,  thereby  rendering  the  amount  of  otherwise  avail- 
able contact  area  unavailable.  This  is  of  importance  in 
providing  a  small-size  bearing  capable  of  accommodating 
large  tension  and  compression  forces. 

The  holder  12  of  Heim  cannot  be  considered  to  be  "an 
outer  race  member"  since  it  does  not  contact  the  ball  16. 

It  is  observed  also  that  the  amount  of  pressure  applied 
to  the  holder  12  of  the  bearing  rings  14  and  15  inserted 
between  the  holder  12  and  ball  16  is  very  critical;  other- 
wise there  is  a  great  likelihood  that  the  bearing  rings  14 
and  15  may  be  loosened  too  much  and,  indeed,  fall  out 
during  manufacture  or  subsequently  after  use. 

Heim  does  not  free  a  ball  from  an  outer  bearing  race 
by  applying  his  force  to  such  bearing  race  since  the  force 
in  Heim  is  not  applied  to  the  bearing  rings  14  and  15 
but  to  the  holder  12  to  produce  relative  movement  between, 
on  the  one  hand,  the  holder  12  and  the  bearing  rings  14 
and  15,  i.e.,  to  loosen  such  bearing  rings  14  and  15  [R. 
779] .  Further,  the  application  of  force  to  the  holder  12  in 
Heim  does  not  change  a  stress  pattern  in  the  bearing 
rings  14  and  15.  Indeed,  Heim  uses  his  force  in  an  en- 
tirely different  manner  and  the  effect  produced  is  quite 
radically  different  from  what  Potter  envisages  as  a  lib- 
erating step.  Further,  in  Heim  the  ball  16  is  not  locked 
by  press-forming  either  the  holder  12  or  the  bearing  rings 
14  and  15. 
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Thus,  the  Heim  bearing  is  manufactured  in  distinctly 
different  manner  and  the  completed  bearing  is  distinctly 
different  structurally. 

H6.     The  Hoern  Patent  1,798,738. 

In  the  Hoern  Patent  1,798,738  [R.  1376]  a  hard  solid 
ball  purports  to  be  forced  into  solid  metal,  ie.,  a  hexagon- 
headed  stud,  to  produce  an  indentation  or  cavity  slightly 
greater  than  half  the  diameter  of  the  ball  with  an  upper 
marginal  lip  retaining  the  ball.  The  ball  is  in  the  end  of  the 
hexagon-headed  stud  with  only  a  portion  of  the  ball  pro- 
truding. This  is  an  entirely  different  structure  than  that 
contemplated  and  claimed  as  being  the  Potter  invention. 
The  ball  in  Hoern  cannot  be  attached  to  a  member  for  the 
transmission  of  tension  forces  and  thus  a  different  struc- 
ture is  involved. 

In  Hoern  the  outer  member  is  not  pressed  around  the 
ball  as  in  the  instant  invention  and  furthermore  Hoern, 
instead  of  requiring  only  one  die-forming  operation,  re- 
quires two  die-forming  operations.  In  the  first  die-form- 
ing operation  shown  in  Figure  2  of  Hoern,  the  ball  is 
not  used  at  all  but  the  end  of  the  stud  I  is  "upset"  and  the 
upsetting  process  results  in  a  haphazard  distribution  of 
stresses  which  certainly  does  not  follow  applicant's  stress 
pattern  and  such  stresses  are  not  such  as  to  be  of  ad- 
vantage in  further  manufacture  of  the  structure. 

In  the  second  die-forming  operation  shown  in  Figure  4, 
the  ball  is  squeezed  into  the  end  of  the  stud  to  form  only 
one  ball-retaining  lip  10. 

Hoern  is  not  concerned  with  the  size  of  the  clearance 
or  its  uniformity  since  he  prefers  to  loosen  his  ball  by 
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heating  and  quenching  [R.  1016]  and  also  suggests  a 
crude  manner  of  applying  hammer  blows  to  three  flats  on 
the  hexagon-headed  stud.  This  procedure,  considering  the 
condition  of  the  preformed  metal  indicated  in  Hoern  Fig- 
ure 2  and  the  fact  that  the  stud  is  not  cylindrical  but  is 
in  the  form  of  a  butt-ended  hexagonal  stud,  does  not 
allow  a  uniform  and  controllable  clearance  [R.  1015, 
1096].  For  the  type  of  loosening  envisaged  by  Hoern, 
considering  the  fact  that  he  prefers  to  use  quenched  heat, 
hitting  the  stud  at  three  sides  would  be  enough  for 
Hoern's  purposes  [R.  1096].  Hoern  certainly  does  not 
contemplate  the  application  of  a  rolling  pressure  or  its 
equivalent  as  explained  under  heading  I,  sitpra,  since 
Hoern's  stud  is  not  round  but  hexagonal.  In  other 
words,  in  Hoern  there  is  no  liberating  force  applied 
to  a  median  portion  of  a  cylindrical  ring  which  has  a  pre- 
formed favorable  stress  pattern  for  facilitating  the  free- 
ing of  the  ball  and  for  assurance  of  a  uniform  clearance 
at  all  regions  between  the  ball  and  the  outer  race  member. 
Further,  the  Hoern  bearing  could  take  very  little  or  al- 
most no  radial  load  because  the  flat  on  the  ball  at  the 
top  could  not  transmit  it.  Therefore,  in  Hoern  no  effort 
is  made  to  cause  the  bearing  to  take  any  such  load  or 
to  maintain  small  clearance  in  the  radial  direction  [R. 
1100]. 

H7.     The  Offutt  Patent   1,100,695. 

The  Offutt  Patent  1,100,695  [R.  1350]  pertains  to 
"apparatus  for  making  seamless  tubes"  and  provides 
means  for  loosening  tubing  from  an  arbor.  The  Offutt 
patent  thus  does  not  relate  to  the  production  of  bearings 
and,  indeed,  the  means  contemplated  by  Offutt  affords 
only  a  very  coarse  loosening  [R.  1009]. 
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H8.     The  Paulus  et  al.  Patent  2,480,043  Is  Not  Prior  Art. 

The  Paulus  et  al.  Patent  2,480,043  [R.  1423]  was  filed 
on  May  5,  1945  and  there  is  sufficient  evidence  in  the  rec- 
ord to  establish  Potter's  invention  dates  prior  to  Paulus' 
filing  date.  Please  note  that  Potter  had  completed  his  in- 
vention and  that  an  order  was  received  from  Ryan  for 
2012  bearings  [R.  269,  PX-19]  in  February  1945.  Thus,  in 
accordance  with  Milburn  v.  Davis-Bournonville,  270  U.  S. 
390,  the  Paulus  disclosure  may  not  be  used  as  a  refer- 
ence. Even  if  the  Paulus  disclosure  could  be  used  as  a 
reference,  which  plaintiff  denies,  the  same  is  insufficient 
for  defendant's  purposes  for  the  following  reasons. 

Paulus  et  al,  2,480,043,  relates  to  a  method  of  journal- 
ing  a  shaft  in  a  bushing  and  involves  the  manufacture  of 
an  entirely  different  article.  The  difference  lies  mainly  in 
the  fact  that  a  cylindrical  "shaft"  and  a  "ball"  are  two 
distinctly  different  elements  and  are  used  for  different 
purposes  and  further,  their  assembly  involves  different 
manufacturing  techniques. 

Paulus  is  not  interested  in  press-forming  an  element 
around  another  element  to  lock  the  same  and  then  apply- 
ing a  mechanical  force  to  provide  looseness.  Further, 
Paulus  is  not  concerned  with  the  production  of  bearings  in 
which  one  of  the  bearing  elements  is  a  ball.  Also,  Paulus 
is  not  concerned  with  the  development  of  a  stress  pat- 
tern, as  in  the  instant  invention,  that  is  used  to  advan- 
tage in  achieving  a  controlled  amount  of  uniform  clear- 
ance. The  bushing  2  is  a  thin-walled  element  of  uniform 
thickness  and  is  included  between  the  shaft  1  and  an 
outer  body  member  10.  This  is  because  the  thin- walled 
bearing  2,  as  such,  is  not  suitable  for  an  outer  bearing 
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member,  the  body  member  10  being  provided  for  such 
purpose.  Further,  the  bushing  2  does  not  retain  the  shaft. 
There  is  no  suggestion  or  teaching  that  the  outer  bear- 
ing member  10  be  press-formed  around  a  ball  or  a  shaft 
or  that  there  be  a  force  applied  to  such  outer  member  10  for 
loosening  purposes.  Thus,  strictly  speaking,  the  bearing 
of  Paulus  is  at  least  a  three-pitce  bearing  with  elements 
at  2  and  10  and  with  the  bushing  2  being  in  the  form  of 
an  insert.  Distinctly  different  problems  are  involved  in 
making  a  three-piece  bearing  with  a  rotatable  shaft  than 
there  are  involved  in  making  a  device  as  in  the  instant 
invention,  namely  a  two-piece  bearing  in  which  one  of  the 
two  elements  is  a  ball. 

H9.     The  Porter  Patent  1,123,796. 

Porter  No.  1,123,796  [R.  1357]  discloses  a  three-piece 
joint  that  includes  the  packing  14A  cooperating  with  a 
flattened  ball  to  prevent  binding.  The  packing  14A  is 
lodged  so  that  it  may  be  stressed  on  movement  of  the 
ball  and  is  stated  by  Porter  "to  be  especially  desirable  to 
provide  the  packing  with  some  form  of  lubricant."  On 
the  other  hand,  the  Potter  invention  eliminates  the  neces- 
sity for  any  packing.  The  ball  is  retained  in  Porter  against 
a  resilient  packing  about  the  "upper  inturned  edges"  of 
the  socket.  The  joint  thus  provided  depends  solely  for  re- 
tention of  the  ball  on  the  "upper  inturned  edges"  and  is 
inherently  weak  [R.  1009,  1110].  The  packing  material 
14A,  because  of  its  resilient  nature,  prevents  binding  of 
the  ball  in  the  socket  when  the  upper  end  of  the  socket  is 
inturned.  This  is  distinctly  contrary  to  the  teachings  of  the 
Potter  invention  wherein  binding  is  accomplished  between 
the  inner  and  outer  race  members  and  on  the  maximum 
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large  extended  continuous  area,  i.e.,  not  only  along  an  edge. 
Porter  is  not  concerned  with  the  problem  of  freeing  a  ball 
once  it  has  been  locked  during  its  manufacturing  process 
since  the  ball  is  prevented  from  binding  due  to  the  resili- 
ent packing  14A.  Furthermore,  Porter's  socket  is  not 
adapted  for  the  application  of  rolling  or  other  pressures 
to  relieve  stresses. 

H  10.     The  Skillman  Patent  1,793,874. 

The  Skillman  Patent  1,793,874  [R.  1371]  relates  to  a 
four-piece  bearing  constructed  of  thin  sheet  metal  [R. 
712,  1014].  Skillman  uses  "fibrous  or  compressible"  mate- 
rials and  is  intended  primarily  for  use  in  automobiles  [R. 
637] .  The  Skillman  patent  does  not  show,  suggest  or  teach 
coining;  and  the  metal-bending  operation  of  Skillman  is 
distinctly  different  from  coining  [R.  637].  The  Skillman 
patent  does  not  show,  suggest  or  teach  a  metal-forming 
operation  in  which  a  ball  is  bound;  and  consequently,  the 
same  does  not  show,  suggest  or  teach  any  liberating  proc- 
ess. , 

H  11.     The   Spangenberg   Patent  2,462,138   Is   Not   Prior  Art. 

The  patentee  in  Spangenberg  2,462,138  [R.  1412]  is  no 
stranger  but  is  the  same  Alfred  L.  Spangenberg  who  was 
one  of  Potter's  partners  in  the  earliest  days  of  Halfco  and 
was  in  a  position  to  see  Potter's  designs  [R.  280,  281; 
PX-17A,  PX-21].  The  Spangenberg  patent  may  not  be 
considered  as  prior  art  for  the  additional  reason  that  its 
filing  date  is  November  28,  1945  which  is  subsequent  to 
the  filing  date  of  the  '841  patent  and  effective  filing  date 
of  the  '172  patent,  i.e.,  subsequent  to  July  23,  1945. 

Milhurn  v.  Davis-Bournonville,  270  U.  S.  390. 
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Defendant's  loosening  is  accomplished  not  only  by  the 
use  of  a  removable  grease  film  but  by  the  same  techniques 
which  Spangenberg  taught  Straub  prior  to  issuance  of  the 
Potter  patents  [R.  500,  503]  ;  and  these  comprise  rolling 
[R.  940]  as  well  as  the  application  of  hammer  blows 
evenly  around  the  center  line  of  the  outer  one  of  a  two- 
piece  bearing  [R.  941]. 

Although  defendant  applied  the  Spangenberg  patent 
number  to  some  of  the  bearings  which  defendant  made  in 
connection  with  a  license  agreement  with  Halfco,  very 
few,  if  any  bearings  at  all,  were  manufactured  under  the 
Spangenberg  claims  [R.  299,  307],  these  claims  being 
directed  to  the  concept  of  a  removable  grease  film  between 
the  ball  and  race  member. 

H  12.     The  Taylor  Patent  2,382,439. 

The  Taylor  patent  2,382,439  [R.  1402]  relates  to  a 
method  for  making  outer  ring  members  for  Messer- 
schmidt  bearings  [R.  635].  Please  note  carefully  that  the 
outer  ring  5  is  formed  around  an  auxiliary  "former  mem- 
ber 9"  and  not  around  the  ball  of  the  finished  bearing. 
After  the  forming  operation,  the  former  member  9  is  re- 
moved from  the  ring  5  as  illustrated  in  Figure  6  of  the 
patent.  This  means  that  after  the  forming  operation 
shown  in  Figure  4,  the  former  member  9  must  first  be 
rotated  to  a  position  shown  in  Figure  5.  Consequently,  it 
cannot  be  stated  that  the  former  member  9  is  completely 
bound  in  the  ring  5  after  the  forming  operation;  other- 
wise the  member  9  could  not  be  rotated  to  the  position 
shown  in  Figure  5.  This  is  acknowledged  by  Col  well  [R. 
636]  in  which  he  characterizes  the  former  member  9  as 
being  "badly  frozen"  in  the  ring  5.  Further,  after  the 
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member  9  is  rotated  to  the  position  shown  in  Figure  5, 
it  is  pushed  out  of  the  ring  7  to  produce  "a  miserable 
looking  mess"  [R.  636].  The  forming  operation  accom- 
plished by  Taylor  is  quite  different  from  the  operation 
performed  in  Chambers  [R.  637]. 

There  is  no  mention  of  loosening  or  liberating  in  Taylor 
and  while  the  Taylor  patent  indicates  that  the  member  9 
is  very  strongly  held  yet  this  cannot  be  so  since  otherwise 
the  former  member  9  could  not  be  rotated  through  90 
degrees  as  indicated  in  Figure  5  [R.  731].  Indeed,  the 
former  member  9  has  no  hole  therethrough  and  thus  if  it 
were  not  relatively  loose  in  the  ring,  considerable  diffi- 
culty would  be  encountered  in  rotating  the  same  [R.  732]. 

Taylor  uses  the  former  ring  9,  Figure  4,  repetitively  in 
making  each  successive  race  [R.  896].  In  Potter  each  bear- 
ing uses  its  own  ball  as  a  member  of  the  composite  die 
m  contrast  to  Taylor  which  requires  an  auxiliary  die.  This 
involves  more  than  a  mere  matter  of  choice  or  degree  in 
that  Potter  teaches  and  uses  the  concept  of  coining  a  ring 
to  fit  the  bearing  ball  itself  exactly  and  intimately  over 
the  entire  surface  of  the  race  ring  [R.  898]. 

Taylor  does  not  obtain  a  bearing  with  an  intimate  and 
direct  contact;  he  only  obtains  an  intimate  and  direct  con- 
tact on  the  die  piece  not  later  used  in  the  bearing  [R. 
1019].  Since  the  former  ring  9  is  not  tightly  bound  in  the 
rmg  5,  Taylor  does  not  require  loosening  since  he  just 
forces  the  die  piece  out  of  the  ring  to  replace  it  later  by 
a  new  ball  which  becomes  part  of  the  bearing;  and  that 
means  that  the  fit  which  exists  in  the  final  bearing  is 
subject  to  (1)  machining  tolerances  of  the  ball;  and 
(2)  variations  in  the  ring  5  formed  on  a  die  piece  9  which 
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is  not  the  piece  used  in  the  bearing  [R.  1019].  While  the 
initial  stress  pattern  set  up  in  forming  the  ring  5  about 
the  auxiliary  forming  ring  9  closely  resembles  that  existing 
in  the  Potter  race  ring,  the  stress  pattern  in  Taylor  is 
detrimentally  altered  in  the  process  of  pushing  the  former 
ring  out  of  the  race  [R.  1020].  After  the  forming  oper- 
ation in  Taylor  a  two-piece  assembly  exists,  not  a  two- 
piece  bearing  [R.  1132]. 

H  13.    The  Townsend  Patent  2,335,710. 

The  Townsend  Patent  2,335,710  [R.  1400]  relates  to 
bullet  core  stripper  machine  for  "removal  of  jackets  from 
the  steel  cores  of  armor  piercing  bullets  for  the  purpose  of 
salvaging  steel  cores."  Obviously  this  patent  does  not  re- 
late to  the  manufacture  of  bearings.  There  is  obviously 
not  involved  here  the  question  of  press-forming  an  ele- 
ment around  another  element  to  establish  a  stress  pattern 
which  is  used  to  advantage  in  achieving  a  controlled  amount 
of  uniform  looseness  between  any  two  elements  ...  not 
to  mention  bearing  elements. 

H  14.     The  Weibull  Patent  1,465,700. 

Weibull,  1,465,700  [R.  1360]  discloses  a  roller  cage  for 
thrust  bearings  which  is  an  entirely  different  article  than 
that  with  which  the  present  invention  is  concerned.  The 
balls  are  retained  by  "edges  5"  which  are  bent  around 
the  balls.  The  manner  in  which  such  "edges"  are  bent  is 
left  to  conjecture.  Furthermore,  the  balls  are  never  locked 
by  such  "edges"  and  even  if  they  were  accidentally  locked, 
the  structure  is  such  that  the  ball  could  not  be  freed  by 
applying  a  rolling  pressure  or  the  like  thereto.  This  pat- 
ent thus  fails  utterly  to  provide  a  teaching  that  an  outer 
race  member  should  be  formed  around  a  ball  into  binding 
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pressure  or  the  like  [R.  1011];  and  indeed,  the  structure 
IS  not  such  that  the  rolling  pressure  or  the  like  may  be 
applied  thereto. 

I.     Limited  Equivalence  of  Pressure  Rolling 
and  Hammering. 

Pressure  rolling  and  hammering  with  respect  to  the 
Potter  invention  and  plaintiff's  and  defendant's  production 
are  equivalent  only  when  the  cylindrical  race  member  is 
tapped  evenly  along  evenly  spaced  points  on  its  circum- 
ference in  a  manner  analogous  to  the  application  of  a 
rolling  pressure. 

The  '841  and  '172  patents  clearly  teach  the  application  of 
a  uniform  force  applied  uniformly  along  the  circumfer- 
ence of  the  outer  cylindrical  race  member.    This  teaching 
is  incorporated  in  plaintiff's  commercial  production   [R. 
347,  361,  364].  Thus,  Stock  testified  at  pages  Z^Z-Ze'i'. 
'The  Court:     It  could  be  done  by  hammering? 
The  Witness:     Yes. 
The  Court:     By  tapping  it? 

The  Witness :  Yes.  The  resultant  wouldn't  be  as 
good  as  this  method,  but  it  could  be  done. 

Mr.  Lyon :  It  is  done,  as  a  matter  of  fact,  on  some 
of  the  production  at  Southwest  Products,  is  that 
right  ? 

The  Witness:     That's  right. 

The  Witness:  What  difference  is  there? 
The  Witness:  Hitting  it  with  a  hammer  gives  you 
individual  peen  marks,  individual  areas  of  contact 
where  you  have  actually  hit  it.  In  contrast  to  a  roll- 
ing motion  that  is  smooth  and  even  the  same  deg-ree 
all  over  (222). 
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The  Court:  When  you  put  it  through  this  roll- 
ing motion,  the  metal,  all  of  the  metal  is  stretched 
all  over  equally? 

The  Witness:     Yes. 

The  Court :  If  you  hit  it  with  a  hammer  is  all  the 
metal  stretched  equally? 

The  Witness :     No.  Only  in  one  spot. 

The  Court:  Only  the  spot  where  the  force  of  the 
hammer  is  applied? 

The  Witness:     Yes. 

The  Court :  Suppose  you  put  that  in  a  vice,  a  ham- 
mer-like vice,  where  you  hit  it  all  at  once? 

The  Witness :     It  could  be  done. 

The  Court :  But  tapping  it  outside  of  the  ball  race 
would  stretch  the  material  only  in  the  spots  where 
the  hammer  hits? 

The  Witness:     Yes. 

The  Court:  Would  that  make  an  uneven  ball 
race  on  the  inside? 

The  Witness:     Yes, , sir. 

The  Court :     It  would  ? 

The  Witness:     Yes. 

The  Court:     All  right. 

Q.  (By  Mr.  Miketta) :  In  all  instances,  or  only 
if  you  hit  it  too  hard  (223)  ?  A.  Only  if  you  hit  it 
too  hard.  You  must  control — the  human  element  of 
a  man  with  a  hammer  is  very  difficult  to  control.  A 
machine  is  easy  to  control. 

Q.  If  you  had  an  air  hammer  where  the  air  pres- 
sure could  be  regulated,  and  the  length  of  stroke 
could  be  regulated,  then  you  could  have  a  sequence  of 
closely  adjacent  blows  along  the  periphery,  or  de- 
pending upon  the  contour  of  the  hammer  head,  to  give 
you  the  proper  result,  couldn't  you?     A.     It  could. 
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The  Court:     If  they  were  close  enough  together? 

The  Witness :  That's  right.  If  they  could  be  made 
to  the  infinite  plane  of  a  steady  motion.  Which  could 
never  be  achieved,  actually.  But  it  could  come  close." 

Stock,  later  at  plaintiff's  plant,  demonstrated  the  man- 
ner in  which  the  ball  is  uniformly  freed  by  tapping  [R. 
824]  using  a  total  of  49  controlled  hammer  blows. 

When  hammering  is  accomplished  crudely,  the  ball  seat 
includes  "rough  places  and  places  that  are  tight.  In  other 
words,  it  does  not  work  smoothly  all  the  way  around" 
[R.  783]. 

Thus,  the  Potter  method  of  liberation  involves  the  ap- 
plication of  a  relatively  light  pressure  to  relieve  the  com- 
pression on  the  inner  surface  so  as  to  obtain  a  very  small 
and  carefully  controlled  clearance.  [R.  1008]. 

J.     Claims  in  Potter  Article  Patent  2,626,841. 

The  Potter  Patent  2,626,841   relates  to  a  self-aligning 
bearing  consisting  solely  of  an  inner  bearing  ball  and  a 
single  piece  continuous  outer  race  member.     Each  of  the 
claims  of  the  '841  and  '172  patents  involves  the  concept  of 
first  forming  a  ring  so  tightly  around  a  ball  that  the 
ball  cannot  be  moved  by  hand  [R.  1288].  The  '841  patent 
matured  from  the  Potter  application  Serial  No.  606,678 
[DX-A]  filed  on  July  23,  1945  with  both  article  claim's  1, 
2  and  method  claims  3  and  4.  The  first  Patent  Office 
Action  dated  December  4,  1946  required  Potter  to  divide 
the  article  claims  from  the  method  claims  and  accordingly 
method  claims   3   and  4  were  cancelled    (without   preju- 
dice)   on   May   15,    1947,   and  also   article   claim  5   was 
added.  In  the  next  Office  Action,  on  June  22,  1948,  the 
first  one  of  the  merits  of  the  article  claims,  article  claims 
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1,  2  and  5  were  rejected  on  Chambers  2,382,733  [R. 
1406] ;  and  in  response  thereto  Potter,  on  December  8, 
1948,  substituted  article  claim  6  for  article  claims  1,  2 
and  5.  Claim  6  was  then  rejected  on  formal  grounds  and 
also  on  Chambers  2,382,773,  in  view  of  Heim  2,476,728 
[R.  1419],  and  in  response  to  this  rejection  Potter  re- 
wrote claim  6  as  claim  7  on  March  6,  1950,  and  presented 
to  the  Examiner  good  reasons  why  claim  7  is  patentable 
over  "Chambers  in  view  of  Heim."  These  same  good  rea- 
sons are  not  contrary  to  any  of  the  testimony  adduced  at 
the  trial  but,  indeed,  were  bolstered  and  made  the  basis 
of  specific  findings  by  the  Trial  Court  [Findings  XX, 
LVIII,  R.   161]. 

Claim  2  of  the  '841  patent  (claim  8  of  the  application) 
was  submitted  on  July  6,  1951  and  it  was  allowed  together 
with  amended  claim  7  (claim  1  of  the  '841  patent)  on 
April  1,  1952;  and  the  patent  issued  on  January  27,  1953. 

Begining  with  the  filing  of  the  '841  application  and 
continuing  throughout  its  prosecution,  claims  were  di- 
rected to  the  combination  in  which  a  ball  is  within  a  single- 
piece  race  member. 

Thus,  the  article  claims  originally  filed  include  claims 
1  and  2  of  the  application  which  are  as  follows: 

''1.  A  self  aligning  bearing,  comprising,  a  bear- 
ing ball  having  a  spherical  bearing  surface  and  an 
axially  disposed  work  piece  receiving  bore,  and  a 
bearing  race  having  a  raceway  therein  corresponding 
with  the  spherical  surface  of  said  bearing  ball  to 
freely  journal  the  bearing  ball  in  said  raceway,  said 
bearing  race  being  of  single  piece  construction. 

"2.  A  self  aligning  bearing,  comprising,  a  steel 
bearing  ball  having  a  curved  bearing  surface,  and  a 
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single  piece  bearing  race  of  maluable  (sic)  material 
having  an  inner  raceway  corresponding  in  curva- 
ture with  the  curved  surface  of  said  ball  and  in  which 
said  ball  is  rotatively  retained." 

Comparing  claims  1  and  2  of  the  application  with  claims 
1  and  2  of  the  '841  patent  [R.  1296,  PX-1,  Appendix],  it 
is  seen  that  they  are  all  directed  to  the  same  combination, 
namely  a  bearing  comprising  a  ball  within  a  single-piece 
outer  race  member,  the  only  essential  difference  being 
that  patent  claims  1  and  2  more  clearly  delineate  the  com- 
bination of  the  same  two  elements. 

The  specification  in  the  '841  patent  is  as  it  was  in  the 
originally  filed  application;  and  likewise,  the  drawings 
filed  in  the  originally  filed  application  are  identical  with 
those  in  the  '841  patent  without  any  change  in  structure 
or  relationship  of  the  parts  except  for  minor  addition  of 
hatching  in  response  to  the  Examiner's  requirement  that 
"the  parts  in  section  must  be  hatched"  [DX-A,  p.  9]. 

It  is  thus  clear  that  the  patent  claims  1  and  2  are  more 
delineated  than  are  the  application  claims  1  and  2  supra. 
The  language  so  delineating  the  patent  claims  serves  to 
characterize  the  stressed  condition  of  the  race  member  or 
ball  seat  [R.  520-523,  559]. 

The  descriptions  relating  to  stresses  and  stress  tensions 
and  compression  and  their  location  appearing  in  claims  1 
and  2  of  the  patent  were  added  by  amendments  in  1950 
without  objection  by  the  Patent  Office  and  they  consti- 
tute descriptions  which  are  inherent  in  the  article  produced 
by  the  method  originally  disclosed  by  Potter  and  serve  in 
conjunction  with  the  other  language  of  claims  1  and  2  to 
describe  an  article  which  has  not  been  made  before  and 
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is  not  suggested  by  any  of  the  prior  art  to  which  refer- 
ence was  made  [R.  1285]. 

In  accordance  with  Finding  LIX  [R.  172],  the  claims 
of  the  '841  patent  find  a  basis  in  the  original  disclosure 
to  the  Patent  Office  on  July  23,  1945. 

In  accordance  with  Finding  XIII  [R.  159],  the  stress 
pattern  in  the  race  member  defined  in  claims  1  and  2  of 
the  '841  patent  defines  a  physical  condition  of  the  race 
member  and  such  stress  pattern  is  instrumental  in  main- 
taining the  ball  frozen  in  the  race  member  after  the  form- 
ing operation,  such  that  substantially  the  entire  available 
adjacent  surfaces  of  the  ball  and  its  race  member  are  in 
direct  and  intimate  contact:  and  such  stress  pattern  may 
be  altered  by  the  application  of  a  relatively  small  force 
uniformly  applied  to  the  outer  periphery  of  the  race  mem- 
ber to  either  uniformly  liberate  the  ball  from  the  race 
member  or  to  achieve  a  uniform  preload  condition. 

In  accordance  with  Finding  L  [R.  169],  the  stress  pat- 
tern in  the  race  member  claimed  in  claims  1  and  2  of  the 
'841  patent  and  which  results  from  the  forming,  s wedging 
or  coining  operation  disclosed  in  either  the  '841  or  '172 
patents,  serves  to  characterize  the  condition  of  the  race 
member  and  thus  imparts  a  different  physical  property 
to  the  race  member  than,  for  example,  the  machined 
outer  race  member  of  the  Messerschmidt  bearing  [PX-13]. 
Further,  the  formed  race  member  having  a  unique  uni- 
form stress  pattern  throughout  substantially  all  of  its 
body,  is  responsible  for  a  new  coaction  between  the  ball 
and  the  race  member,  i.e.,  such  stress  pattern  is  responsi- 
ble for  the  direct  and  intimate  engagement  between  the 
ball  and  the  formed  race  throughout  substantially  all  of 
the  entire  available  adjacent  surfaces  of  the  ball  and  the 
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race  member  in  either  the  "frozen"  condition  or  in  a  pre- 
loaded condition;  and  further  such  pattern  is  responsible 
for  the  obtainance  of  a  controllable  even  and  uniform 
clearance  between  the  ball  and  its  race  member  after  the 
race  member  is  subjected  to  rolling  forces. 

In  accordance  with  Finding  LII  [R.  170],  the  stress 
pattern  recited  in  claims  1  and  2  of  the  '841  patent  imparts 
a  physical  characteristic  to  the  formed  race  and  is  consid- 
ered to  be  a  "means"  whereby  the  novel  coaction  recited 
in  the  next  preceding  paragraph  results. 

Finding  LVII  [R.  171]  specifically  states  that  the  bear- 
ing claimed  in  Potter  '841  is  productive  of  a  new  and  dif- 
ferent function  which  involves  the  use  of  the  stress  pat- 
tern claimed  therein  to  obtain  the  direct  and  intimate  con- 
tact between  substantially  all  of  the  entire  available  adja- 
cent surfaces  of  the  ball  and  formed  race  and  particu- 
larly to  obtain  a  preloaded  bearing. 

The  '841  specification  and  drawings  clearly  describe  the 
manner  in  which  the  race,  originally  in  the  form  of  a 
ring,  is  formed  around  the  ball;  and  the  stress  pattern 
included  in  claims  1  and  2  is  that  pattern  which  is  set 
up  during  the  forming  of  the  ring  around  the  ball  [R. 
931,  1048]. 

The  significance  of  the  stress  pattern  included  in  the 
claims  of  the  '841  patent  is  well  illustrated  in  Barish's 
following  analogy  [R.  531]: 

"If  we  were  to  put  an  elastic  band  tightly  around  the 
ball,  it  would  be  in  tension.  If  we  put  a  second 
band  on  top  of  that,  the  tension  in  the  inner  band 
would  be  reduced  and  the  outer  band  would  have  more 
tension.  And  if  we  were  to  put  on  a  number  of  bands, 
we  would  end  up  with  the  outer  band  in  tension 
and  the  inner  band  in  compression. 
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Now,  the  Potter  operation  is  similar  in  a  way  to 
removing  only  the  outer  band.  That  would  be  reliev- 
ing slightly  the  tension  on  the  external  skin,  but  it 
would  produce  a  slight  alleviation  of  the  compres- 
sion on  the  innermost  band.  That  way  with  relatively 
small  forces  exerted  (431)  only  on  the  outside  we  are 
able  to  produce  extremely  small  even  loosenesses  be- 
tween the  sphere  and  the  ring." 

The  evidence  clearly  establishes  that  the  stress  pattern 
is  used  to  advantage  in  the  liberating  step  [R.  521,  525, 
532,  929,  930] ;  and  there  is  not  evidence  to  the  contrary 
notwithstanding  defendant's  reference  to  Barish's  testi- 
mony [R.  1122]. 

The  term  "unstretchable  peripheral  area"  in  claim  1  of 
the  '841  patent  has  reference  to  the  fact  that  the  outer 
race  member,  while  being  stretchable  by  the  application 
of  a  relatively  small  liberating  force  in  the  production 
of  the  bearing,  is  unstretchable  in  use,  i.e.,  under  the  very 
heavy  loads  and  vibrational  forces  to  which  the  article 
is  subjected  in  use  [R.  563]  ;  and  that  the  use  of  this  ex- 
pression finds  adequate  support  in  Potter's  original  dis- 
closure in  July  1945  [R.  522,  523,  565,  782,  363].  Con- 
trary to  defendant's  contentions,  Barish  [R.  522]  and 
Colwell  [R.  782]  and  Hackman  each  have  this  same  under- 
standing of  the  term  "unstretchable  peripheral  area." 

Thus,  the  forming  of  the  self-aligning  bearings  of  the 
'841  patent  according  to  the  method  of  the  '172  patent  re- 
sults in  a  condition  in  the  race  in  which  under  the  loads 
applied  in  subsequent  use,  the  race  will  not  be  further 
stretched  and  this  is  defined  in  claim  1  of  the  '841  patent 
as  forming  an  "unstretchable  peripheral  area"  [Finding 
VIII,  R.  157]. 
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K.     Claims  in  Potter  Method  Patent  2,724,172. 

The  claims  of  the  Potter  Patent  2,724,172  are  reproduced 
in  the  Appendix.  Claims  3  and  4  are  typical  claims.  Claim 
3  is  reproduced  below  in  extended  form  with  comments  in 
an  adjacent  column. 

3.  In  the  method  of  form-         Object  to  be  made   is  a 
ing  a  self-aligning  bearing     commercially  acceptable  two- 
having  a   bearing  ball   and     piece    self-aligning    bearing 
a     spherical     bearing     race     which  is  new  and  improved 
formed  from  a  race  blank,     in  comparison  to  other  com- 
mercial   self-aligning   bear- 
ings such  as  Messerschmidt 
[PX-13],    Heim    [PX-12], 
Prentiss  [PX-11]  and  which 
has  the  features  defined  in 
Findings  VII,  XIV,   XVI, 
XVII,  XXI,  XXIV,  XXV, 
XXVI,    XXVII,    XXVIII, 
XXIX,      XLIII,      XLVI, 
LVIII  [R.  153]. 

While  the  invention  in  a 
method  claim  is  defined  by 
the  steps  performed,  it  is,  of 
course,   permissible   to  look 
at   the  end    result,    i.e.   the 
bearing  itself,  in  a  determi- 
nation   of    utility,    novelty 
and    unobviousness    of    the 
method.  The  fact  that  a  dif- 
ferent Division  of  the  Patent 
Office    found    invention   in 
the  bearing  itself,  in  the  '841 
patent,   should   in   this  case 
be  some  indication  of  inven- 
tion in  the  method. 


the  steps  comprising: 
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coining  said  race  blank 
around  said  ball  in  intimate 
and  direct  contact  with  said 
ball  to  produce  a  binding  ac- 
tion between  said  ball  and 
race  blank  such  that  the 
outer  periphery  of  the  race 
blank  is  placed  under  a 
stretch  tension  and  the  inner 
periphery  is  compressed  to 
conform  evenly  with  the  per- 
imeter of  the  ball  and  to 
produce  a  longitudinally 
curved  spherical  perimeter, 


This  step  is  definitely  new 
and  incorporates  novel  teach- 
ings. This  step  clearly  de- 
fines and  is  clearly  limited 
to  the  condition  that  coining 
of  the  race  blank  is  around 
that  ball  which  remains  as 
a  part  of  the  finishing  bear- 
ing. 

This  is  not  so  in  Taylor 
since  Taylor  uses  an  aucxili- 
ary  former  die  9  which  is 
later  pushed  out  of  the  race 
to  form  a  keyhole  slot  as  in 
Messerschmidt  [PX-13]  for 
a  ball  which  was  not  used  in 
the  forming  operation. 

This  step  is  definitely  not 
shown  or  suggested  in  either 
Chambers,  Taylor  or  Fiegel 
for  the  simple  reason  that 
neither  one  contemplates  a 
binding  action. 

In  Heim,  the  race  com- 
prises a  number  of  inserts 
between  the  ball  and  a  holder 
and  neither  the  inserts  nor 
the  holder  is  coined  around 
the  ball.  In  Hoern  a  ball  is 
squeezed  into  the  end  of  a 
hexagonal  stud  to  form  only 
one  ball-retaining  lip;  and  a 
longitudinal  curved  spheri- 
cal perimeter  is  not  produced 
since  the  stud  remains  hexa- 
gonal. Further,  as  in  Heim, 
there  is  no  favorable  stress 
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and  then  rolling  the  con- 
formed race  blank  under  suf- 
ficient pressure  to  relieve 
some  of  the  compressive 
stresses  in  the  inner  peri- 
phery of  said  blank  to  elon- 
gate the  bearing  race  evenly 
and  permit  smooth  rotation 
between  said  ball  and  said 
bearing  race  but  still  confine 
said  ball  within  said  race. 


pattern  developed  in  Hoern 
which  may  be  altered  by  the 
application  of  relatively 
small  forces  to  produce  a 
uniform  clearance. 

This  step  is  also  definitely 
new  and  incorporates  novel 
teachings.  Rolling  and  ham- 
mering  for   these  purposes 
are    equivalent    only    when 
hammering  is  accomplished 
as  described  under  heading 
I,  infra  to  assimilate  a  roll- 
ing pressure.   This   step  is 
limited  to  rolling  the  race. 
In  Heim  the  race,  i.e.,  the 
inserts   contacting  the  ball, 
are    neither    rolled    nor    do 
they    have    applied    thereto 
hammer    blows.    Also,    the 
force  applied  to  the  holder 
serves  a  different  purpose, 
i.e.,  it  loosens  the  race  in- 
serts, does  not  stress-relieve 
them.  Hoern  prefers  to  use 
quenched  heat  to  liberate  a 
ball     and     his     hexagonal 
stud,  having  six  corners  on 
its  periphery,  is  not  adaptable 
to  the  application  of  rolling 
forces  or  assimilated  rolling 
forces. 

The  same  comments  are  applicable  to  claim  4  of  the  '172 
patent  which  is  reproduced  in  a  misleading  manner  on  page 
44  of  defendant's  Brief.    Claim  4  is  reproduced  without 
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punctuation  and  one  would  get  the  impression  that  claim  4 
calls  for  both  a  liberating  step  and  a  stress-relieving  step, 
whereas  in  fact  compressing  the  median  portion  of  the 
jbearing  race  serves  to  relieve  some  of  the  compression 
stress. 

L.     Infringement. 

The  process  employed  by  defendant  in  its  manufacture 
of  two-piece  bearings  does  not  differ  in  any  essential  re- 
spects from  the  process  taught  to  Straub  by  Spangenberg,- 
a  former  partner  of  Potter  [Finding  XI,  R.  158,  939].  The 
Trial  Judge  visited  both  plaintiff's  and  defendant's  plants 
during  regular  business  hours  and  found  that  the  method 
practiced  and  the  bearing  produced  by  plaintiff  and  de- 
fendant in  each  of  their  commercial  productions  are  in 
accordance  with  the  two  patents  in  suit  [Findings  XXX, 
XVIII,  R.  165] .  The  Trial  Judge  also  found  that  the  bear- 
ings described  in  the  Colwell  report  [DX-L]  are  not  repre- 
sentative of  defendant's  production  [Finding  XXXVI,  R. 
166]. 

In  both  plaintiff's  and  defendant's  production  an  at- 
tempt is  made  to  obtain  as  large  an  intimate  and  direct 
contact  as  possible  between  the  ball  and  its  race  member 
during  the  forming  operation  and  to  obtain  as  large  a 
uniform  contact  area  as  possible  between  the  ball  and  race 
member  after   liberation    [Finding  XXXVIII,   R.    167]. 

In  the  manufacture  of  defendant's  bearings,  a  cylindri- 
cal race  is  placed  about  a  spherical  ball  having  flattened 
ends  and  such  race  is  pressed  into  continuous  contact  with 
the  ball  and  the  race  is  than  liberated  from  the  ball  by 
applying  force  to  the  outer  periphery  of  the  race  by  roll- 
ing the  bearing  between  rollers  or  by  hammering  uniformly 
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around  the  circumference  of  the  race  [Finding  XLIV,  R. 
168].  This  is  so  with  respect  to  bearings  listed  in  defend- 
ant's catalog  [PX-7],  for  example  the  HSB  bearings  [R. 
491,  941],  HSBG,  KSBG,  KWB,  KLS,  KSBY  bearings 
[R.  497].  Defendant's  catalog  [PX-7]  Hsts  defendant's 
bearings  which  are  interchangeable  with  plaintiff's  bear- 
ings and  these  have  substantially  the  same  properties 
[R.  517,  890,  927].  Rolling  bearings  to  loosen  them  is  de- 
fendant's standard  practice  [R.  841], 

M.     Long  Felt  Want  and  Commercial  Success. 

The  Potter  invention  has  resulted  in  a  new  segment  of 
the  bearing  industry  which  produces  spherical  swedged 
self-aligning  bearings  [R.  939]. 

The  only  other  two-piece  bearing  being  used  is  the  Mes- 
serschmidt-type  bearing  [PX-13],  but  these  bearings,  be- 
cause of  their  slotted  race  member,  have  limited  uses. 

Hackman's  testimony  clearly  establishes  that  prior  art 
bearings  in  practical  use,  such  as  the  Messerschmidt  bear- 
ing [PX-13],  Heim  Bearing  [PX-12]  and  Prentiss  bearing 
[PX-11],  had  well  known  defects  and  limitations  and  thus 
there  was  a  long  felt  want  for  an  improved  bearing. 

At  the  time  Potter  invented  his  bearing,  many  persons 
in  the  bearing  field  immediately  recognized  the  value  of 
the  invention  and  formed  the  Half co  partnership.  Many  of 
the  designations  used  by  various  companies  today  in  desig- 
nating their  bearings  such  as  HSB  have  reference  to  the 
Halfco  spherical  bearing. 

This  long  felt  want  is  established  also  in  part  by  the 
Ryan  order  of  February  1945  [R.  269,  PX-19].  Ryan, 
after  seeing  the  Potter  bearing,  changed  its  order  from  12 
to  2,012  bearings.  The  Trial  Judge  observed  [R.  1287]  that 
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Potter  found  a  way  for  making  a  bearing  for  which  there 
is  still  a  great  demand  in  the  industry  as  indicated  by  de- 
fendant's catalog  [PX-7]  and  the  list  therein  of  inter- 
changeable bearings  made  by  different  companies. 

III. 
Summary  of  Argument. 

The  Findings  of  Fact  of  the  Trial  Court  herein  are 
not  only  supported  by  substantial  evidence  but,  indeed,  the 
record  does  not  contain  any  evidence  which  would  sustain 
any  contrary  findings. 

Rule  52  of  the  Rules  of  Civil  Procedure  provides  in 
part: 

"Findings  of  fact  shall  not  be  set  aside  unless  clearly 
erroneous  and  due  regard  shall  be  given  to  the  op- 
portunity of  the  trial  court  to  judge  of  the  credibility 
of  the  witnesses." 

The  Supreme  Court  in  its  recent  decisions  has  empha- 
sized that  a  court  of  Appellate  Review  must  not  disturb 
such  findings  unless  the  same  are  clearly  erroneous. 

Graver  Tank  &  Mfg.  Co.,  Inc.  v.  Linde  Air  Prod- 
ucts Co.,  336  U.  S.  271,  93  L.  Ed.  672; 

Graver  Tank  &  Mfg.  Co.,  Inc.  v.  Linde  Air  Prod- 
ucts Co.,  339  U.  S.  605,  94  L.  Ed.  1097; 

Goodyear  Tire  &  Rubber  Co.,  Inc.  v.  Ray-0-Vac 
Company,  321  U.  S.  275,  88  L.  Ed.  721. 

This  Court  has  in  its  recent  decisions  followed  the  rule 
that  the  Findings  of  the  trial  court  where  supported  by 
substantial  evidence  should  not  be  disturbed. 

''The  Court,  by  its  above  mentioned  findings,  de- 
termined two  questions — the  question  of  novelty  and 
the  question  of   invention.    Both   were  questions   of 
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fact.  Ralph  N.  Brodie  Co.  v.  Hydraulic  Press  Mfg. 
Co.,  9  Cir.,  151  F.  2d  91;  Maulsby  v.  Conzevoy,  9 
Cir.,  161  F.  2d  165.  The  findings  are  supported  by 
substantial  evidence,  are  not  clearly  erroneous  and 
should  not  be  disturbed." 

Refrigeration  Engineering,   Inc.   v.    York   Corpo- 
ration, 168  F.  2d  896,  899,  C.  C.  A.  9. 

See  also: 

Faulkner  v.  Gibbs,  170  F.  2d  34,  37,  C.  C.  A.  9; 
Stauffer  v.  S lender ella,  254  F.  2d  127,  C.  C.  A.  9. 

The  principal  issues  raised  by  defendant  in  its   Brief 
involve  the  matter  of  invention.    Defendant  contends  that 
the  patents  in  suit  do  not  disclose  a  patentable  article  or 
a  patentable  method  for  the  alleged  reason  that  it  produces 
no  new,  surprising  or  unexpected  results.    In  making  this 
contention,  defendant  relies  primarily  on  the  decision  of 
the  Supreme  Court  in  Great  A  &  P  Tea  Co.  v.  Super- 
market Equipment  Corporation,  340  U.  S.  147,  95  L.  Ed. 
162,    and   Bergnmn   et   al.   v.    Aluminum   Lock   Shingle 
Corp.  of  America,  251  F.  2d  801,  C.  C.  A.  9.    In  these 
cases  the  sole  novelty  asserted  in  the  combination  of  the 
elements  of  the  patent  resided  merely  in  a  change  in  di- 
mension or  the  number  of  parts  resulting  in  no  new  or 
different  function  or  no  new  result  or  unusual  or  sur- 
prising consequences. 

In  the  instant  case  the  Trial  Court  has  specifically 
found  the  new  and  surprising  result  called  for  by  this 
test  in  its  expressed  detailed  findings.  These  findings 
are  fully  supported  in  the  record  and  on  this  issue,  there- 
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fore,  the  case  is  governed  by  the  rule  set  forth  in  such 
decisions  as 

Williams  Mfg.  Co.  v.  United  Shoe  Machinery 
Corp.,  316  U.  S.  362,  86  L.  Ed.  1537; 

Bianchi,  et  al.  v.  Barili,  168  F.  2d  793,  C.  C.  A.  9; 

Page,  et  al.  v.  Myers,  155  F.  2d  57,  C  C.  A.  9. 

These  decisions  set  forth  that  where  the  trial  court  has 
found  the  patent  in  suit  to  produce  results  of  unusual  and 
surprising  circumstances  which  are  supported  by  sub- 
stantial evidence  and  not  clearly  erroneous,  the  findings 
that  the  patent  in  suit  represents  a  new  patentable  com- 
bination should  not  be  disturbed. 

The  trial  court  found  that  the  Potter  bearing  and  the 
method  of  making  the  same  involves  a  different  mode  of 
operation  and  new  and  unexpected  advantages  over  the 
prior  art  and  concluded  as  a  fact  that  the  Potter  bearing 
and  method  represented  an  invention. 

On  this  issue  the  case  is  clearly  governed  by  such  de- 
cisions as  Goodyear  Tire  &  Rubber  Company,  Inc.,  et 
al.  V.  Ray-0-Vac  Company,  321  U.  S.  275,  88  L.  Ed.  721, 
and  Oliver-Sherwood  Co.,  et  al.  v.  Patterson-Ballagh 
Corporation,  95  F.  2d  70,  C.  C.  A.  9;  Pointer  v.  Six  Wheel 
Corporation,  C.  C.  A.  9,  177  F.  2d  153,  which  set  forth 
the  rule  that  where  the  patent  in  suit  is  shown  to  involve 
a  new  construction,  new  mode  of  operation  and  new  and 
unexpected  resuh,  a  patentable  invention  may  be  present 
and  Findings  of  Fact  on  such  issue  by  the  lower  court 
not  clearly  erroneous  should  not  be  disturbed. 

Defendant  contends  that  there  is  no  infringement.  The 
record,  however,  demonstrates  that  bearings  made  by  de- 
fendant are  an  unscrupulous  copy  of  the  Potter  bearing 


and  are  made  in  accordance  with  Potter's  method.  The 
Supreme  Court  in  its  recent  decision  in  Graver  Tank 
&  Manufacturing  Company,  Inc.  v.  Linde  Air  Products 
Company,  339  U.  S.  605,  94  L.  Ed.  1097,  has  expressly 
and  most  emphatically  emphasized  the  rule  that  such  an 
unscrupulous  copyist  should  not  be  permitted  to  escape  the 
charge  of  infringement. 

There  is  no  merit  to  any  of  the  contentions  set  forth  in 
defendant's  Brief.  When  analyzed,  they  will  all  be  found 
to  be  predicated  on  erroneous  contentions  of  fact  opposed 
not  only  to  the  Findings  of  Fact  of  the  lower  court  but  the 
overwhelming  evidence  in  the  record. 

IV. 
Argument. 
A.     The  Potter  Bearing  Incorporates  a  Novel  Element  Func- 
tioning in  a  Novel  Manner  to  Achieve  a  New  and   Im- 
proved Bearing. 

Although  simplified  to  only  the  bare  essentials  of  a  ball 
and  its  seat  (race  ring),  the  Potter  self-aligning  bearing 
incorporates  a  novel  element,  i.e.,  ball  seat,  functioning  in 
a  novel  manner  with  the  ball  to  achieve  a  new  and  improved 
result.  While  simplification  in  and  of  itself  does  not 
constitute  invention,  it  is  a  factor  to  consider  in  deter- 
mining an  invention.  Stauffer  v.  Slenderella  Systems  of 
California,  254  F.  2d  127.  Under  this  heading  we  are 
concerned  with  the  "means"  responsible  for  such  simpli- 
fication. 

At  the  outset  there  should  be  no  doubt  that  the  Potter 
invention  resulted  in  a  new  simplified  and  improved  self- 
aligning  bearing  having  new  and  improved  features  [Find- 
ings IV,   XIV,  XVI,   XVII,   XIX,   XX,   XXI,   XXIV, 
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XXV,  XXVI,  XXVII,  XXVIII,  L,  LII,  LVII,  LVIII, 
R.  155]. 

The  new  element  in  the  Potter  bearing  is  the  continu- 
ous race  ring  which  forms  the  ball  seat  and  which  is  uni- 
formly stressed.  The  stress  pattern  in  the  ball  seat  (race 
member)  claimed  in  the  '841  patent  and  which  results  from 
forming,  swedging  or  coining  a  ring  around  a  ball  as  dis- 
closed in  either  the  '841  or  '172  patents,  serves  to  char- 
acterize the  condition  of  the  ball  seat  and  thus  imparts 
a  different  physical  property  to  the  race  member  than,  for 
example,  the  machined  outer  race  member  of  the  Messer- 
schmidt  bearing  [P-13,  Finding  L,  R.  169] ;  and  addi- 
tionally the  Potter  Ball  seat  is  continuous,  ie.,  devoid  of 
any  slots  which,  as  in  the  Messerschmidt  bearing  [PX-13] 
and  Taylor  Patent  2,382,349  [R.  1402],  are  required  to  be 
formed  to  allow  the  bearing  ball  to  be  inserted.  Potter 
teaches  that  his  ball  seat  (race  ring)  should  be  (1)  co'n- 
tinuous;{2)  formed  to  establish  a  uniform  stress  pattern; 
(3)  that  such  stress  pattern  after  forming  should  not  be 
disturbed  by  cutting  slots  in  the  side  of  the  ring  as  is 
necessary  on  the  Messerschmidt  bearing  [PX-13]  or  Tay- 
lor 2,382,349  [R.  1402]  ;  but  that  (4)  such  stress  pattern 
should  be  produced  uniformly  and  maintained  uniformly 
and  advantage  taken  of  such  uniform  stress  pattern  to 
control  the  clearance  between  it  and  the  bearing  ball  which, 
also  contrary  to  Taylor  2,382,349,  is  used  as  a  die  member 
itself  [Finding  XV,  R.  159].  Thus,  the  novel  element 
which  Potter  has  contributed  to  the  bearing  art  is  a  con- 
tinuous race  ring  having  a  substantially  uniform  stress  pat- 
tern therein  which  results  from  the  forming  operation  dis- 
closed in  the  '841  patent.  This  stress  pattern  in  accordance 
with  other  teachings  of  Potter  allows  the  race  ring  to  be 
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used  as  the  ball  seat  itself  without  the  necessity  of  slotting 
the  race  ring  and  hence  destroying  such  stress  pattern.  In 
other  words,  Potter  establishes  and  continues  to  main- 
tain a  stress  pattern  which  he  uses  for  advantageous 
purposes  [Finding  VII,  R.  157].  The  stress  pattern  which 
is  produced  and  maintained  is  responsible  for  a  different 
coaction  between  the  ball  and  its  race  ring  [Findings 
XIII,  XVII,  XX,  XXVII,  XXXV,  L,  LI,  LII,  LVII]. 
These  findings  are  supported  by  Barish's  uncontroverted 
testimony. 

The  evidence  clearly  shows  that  when  rolling  pressure 
is  applied  to  the  race,  the  race  spreads  in  all  of  those  di- 
rections set  forth  in  the  '841  patent. 

Finding  II  is  reconcilable  with  the  other  detailed  Find- 
ings when  one  makes  an  earnest  attempt  to  do  so.  The 
keyword  in  Finding  II  is  the  word  "controllable."  This 
clearance  is  controlled  during  the  liberation  or  loosening 
step.  The  words  'very  small  .  .  .  clearance"  in  Finding 
II  are  comparable  to  the  "  'zero'  clearance"  specified  in  the 
other  Findings  such  as  Finding  XX. 

"Doubt  as  to  patentability  of  patented  article,  fill- 
ing new  want,  entering  into  immediate  use,  meeting 
with  pronounced  commercial  success,  and  imitated  by 
another,  should  be  resolved  in  favor  of  validity  of 
patent." 

Black  &  Decker  Mfg.  Co.  et  al.  v.  Baltimore  Truck 
Tire  Service  Corporation,  CCA   4  40  F  2d 
910. 

In  determining  whether  invention  exists  in  a  given  de- 
vice,   courts    should    guard    against    over-simplification 


through  a  hindsight  view  of  the  problem  as  originally  en- 
countered. 

Bernard  Joseph  Mumm  v.  Jacob  E.  Decker  &  Sons, 
301  U.  S.  168,  171. 

The  failure  of  mechanics  to  improve  a  device  in  common 
use  for  a  long  time  is  good  evidence  of  invention. 
Potts  V.  Crager,  155  U.  S.  597. 

An  excessive  number  of  prior  art  references  is  in  itself 
persuasive  of  futility  of  prior  attempts  to  solve  the  prob- 
lem. 

Ric-Wil  Co.  V.  E.  B.  Kaiser  Co.,  179  F.  2d  401, 
C  C.  A.  7. 

Defendant's  imitation  of  the  patent  structure  is  an- 
other indication  of  invention. 

Ric-Wil  Co.  V.  E.  B.  Kaiser  Co.,  179  F.  2d  404, 
C.  C.  A.  7. 

Judge  Learned  Hand  noted  in  Grand  Rapids  Showcase 
Co.  V.  Straus  et  al.,  229  Fed.  200: 

".  .  .  it  is  obviously  preposterous  to  suppose  that 
the  invention  has  actually  been  patented  anything 
like  the  number  of  patents  here  pleaded." 

B.     The  Potter  Method  Incorporates  Novel  Steps  and  a  Novel 
Combination  of  Steps  for  Achieving  a  New  and  Improved 
Bearing. 
While  the  number  of  steps  involved  in  the  Potter  method 
are  few,  nevertheless  novelty  is  present  in  these  steps  indi- 
vidually and  in  combination;  and  the  same  involve  novel 
teachings. 

One  of  the  important  novel  steps  and  concepts  involves 
coining,  forming  or  compressing  the  race  ring  itself  about 
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the  bearing  ball  itself  to  hind  the  bearing  ball  in  the  race. 
In  this  respect,  contrary  to  defendant's  indications  on  page 
44  of  its  Brief,  the  Taylor  race  ring  is  not  formed  about 
that  ball  which  is  ultimately  a  part  of  the  bearing  but  an 
auxiliary  forming  die  9  in  the  Taylor  patent  is  used,  such 
forming  die  being  later  rotated  in  the  ring  5  and  later 
driven  through  the  side  wall  of  the  race  ring  to  form  a 
keyhole-type  slot  as  in  the  Messerschmidt  bearing  [PX-13] 
and  to  incidentally  destroy  the  stress  pattern  and,  indeed, 
to  produce  "a  miserable  looking  mess"   [R.  636].    Also, 
contrary  to  defendant's  indications,  Taylor's  race  ring  is 
not  compressed  so  as  to  be  bound  to  the  auxiliary  forming 
die  since  otherwise  this  die  could  not  be  rotated.  Also, 
contrary   to   defendant's    indications,    the    Chambers   and 
Fiegel  race  members  are  not  so  formed  about  a  ball  so  as 
to  produce  a  binding  engagement  around  the  curved  sur- 
face of  the  ball.    Also,  contrary  to  defendant's  indication, 
Heim  does  not  compress  the  bearing  race  since  in  Heim 
those  members  which  contract  the  ball  are  inserts   and 
these  are  loosened  by  applying  blows  to  an  external  holder. 
A  second  important  and  novel  step  involves  loosening 
of  the  bearing  ball  once  it  has  been  bound  in  its  race  mem- 
ber by  the  application  of  either  a  rolling  force  or  successive 
forces  assimilating  rolling  forces  to  the  curved  perimeter 
of  the  race  member.   Taylor  is  not  concerned  with  loosen- 
ing since  his  forming  die  9  is  sufficiently  loose  to  permit 
it  to  be  rotated  to  the  position  shown  in  Figure  5  therein. 
Chambers    and    Fiegel    do    not    show,    suggest    or    teach 
binding  of  the  ball.    In  Heim  any  binding  of  the  ball 
IS  of  an  accidental  nature  which  occurs  when  the  race  mem- 
ber,  comprising   a   plurality   of   inserts   are   jammed   be- 
tween the  ball  and  outer  holder.    The  Heim  holder  is  not 


a  race  member,  i.e.,  a  bearing  seat  for  the  ball,  and  loosen- 
ing forces  are  not  applied  directly  to  the  inserts,  i.e.,  race, 
but  to  the  holder. 

C.     Unobviousness  of  Potter's  Invention  Under  35  USC  103. 

The  condition  for  patentability  as  expressed  under  Sec- 
tion 103  is  that  the  subject  matter  as  a  whole  would  not 
have  been  obvious  at  the  time  the  invention  was  made  to 
a  person  having  ordinary  skill  in  the  art  to  which  such 
subject  matter  pertains.  One  good  reason  for  patentability 
under  Section  103  is  that  Straub,  present  Manager  of  the 
Kahr  Bearing  Division  of  defendant,  had  experiences 
which  qualify  him  as  a  person  really  having  more  than 
ordinary  skill  in  the  art  yet  he  was  required,  prior  to  is- 
suance of  the  Potter  patents,  to  be  taught  the  invention 
by  one  of  Potter's  former  partners,  Spangenberg  [Find- 
ing X,  R.  158] .  Straub  had  been  a  tool  maker  for  40  years 
[R.  957]  and  had  worked  with  forming  dies  [R.  956]  and 
had  occasion  very  often  to  loosen  an  outer  metallic 
member  that  held  an  inner  member  [R.  957].  How  can 
defendant  now  say  that  the  Potter  inventions  are  not  pat- 
entable on  the  basis  of  Section  103  when  its  motivating 
power,  Straub,  prior  to  issuance  of  the  '841  patent  and 
after  40  years  of  experience  as  a  tool  maker,  die  maker, 
punch  maker,  experimental  engineer  and  job  shop  operator, 
was  required  to  be  taught  how  to  make  the  Potter  bear- 
ings by  Potter's  former  partner  and  die  maker  [Findings 
X,  XI,  XII,  R.  158]  ? 

The  Taylor  Patent  2,382,349  [R.  1402]  serves  as  an  ex- 
cellent example  of  the  elusiveness  and  unobviousness  of 
the  Potter  invention.  Taylor  actually  coins  a  race  ring 
around  a  ball-shaped  forming  element   (not  the   finished 
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bearing  ball)  and  by  doing  so  achieves  a  stress  pattern 
in  his  race  ring  of  the  kind  developed  by  Potter.  How- 
ever, it  did  not  occur  to  Taylor  that  a  bearing  could  be 
produced  by  actually  binding  the  ball  and  then  using  such 
stress  pattern  to  advantage  but  on  the  contrary,  Taylor 
destroys  such  stress  pattern  by  pressing  the  forming  ball 
out  of  the  race  member  to  produce  keyhole  slots  in  the  race 
member.  At  best,  Taylor's  finished  bearing  is  a  Messer- 
schmidt  bearing  with  its  attendant  disadvantages. 

D.     The  '172  Patent   Is  Entitled  to  the  Filing  Date   of  the 
'841  Patent. 

The  fact  that  bearings  were  made  under  this  '841  patent 
prior  to  October  8,  1951  does  not  invalidate  the  '172  patent. 
The  '172  patent  was  applied  for  as  a  division  of  the  '841 
patent  and  was  so  issued.  This  is  so  stated  in  the  '172 
patent  [R.  1300]  as  follows:  "Original  application  July 
23,  1945,  Serial  No.  606,678,  now  Patent  2,626,841  dated 
January  23,  1953.  Divided  and  this  application  December 
16,  1952,  Serial  No.  326,294." 

At  the  time  Potter  made  oath  to  his  application  Serial 
No.  326,294  which  matured  as  the  '172  patent,  such  ap- 
plication to  which  he  subscribed  an  oath  contained  a  spe- 
cific reference  to  his  original  and  still  pending  application 
Serial  No.  606,678  [DX-B]  which  later  matured  as  the 
'841  patent.  That  was  all  that  was  necessary  in  order  for 
the  '172  application  to  have  the  benefit  of  the  filing  date 
of  the  '841  application.  This  is  so  in  accordance  with  the 
specific  title  and  provisions  of  35  U.  S.  C.  120  reproduced 
in  the  Appendix. 

Applying  the  specific  provisions  of  Section  120  to  the 
'841  and  '172  applications,  the  specifications  in  the  '841  and 
'172  applications  each  clearly  contain  a  written  description 
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of  the  same  method  which  is  the  subject  of  each  of  the 
claims  of  the  '172  patent.  All  of  such  claims  in  the  '172 
patent  are  readable  on  the  disclosure  in  the  '841  patent 
[Finding  LIV,  R.  171].  The  '172  application  was  filed  on 
December  16,  1952  prior  to  issuance  of  the  '841  patent; 
and  the  '172  application  continuously  made  a  specific 
reference  to  the  earlier  filed  '841  application.  The  above 
showing  in  and  of  itself  is  sufficient  to  show  Potter's  com- 
pliance with  Section  120.  Crown  Cork  cund  Seal  Company 
V.  Ferdinand  Guttntann  Company,  304  U.  S.  159;  Wire 
Tie  Machinery  Co.  v.  Pacific  Box  Corporation,  102  F. 
2d  543,  C.  A.  9).  Plaintiff  need  go  no  further  in  estab- 
lishing that  the  '172  patent  is  entitled  to  the  filing  date 
of  the  '841  patent. 

There  are,  however,  other  facts  which  clearly  negate 
any  inference  that  Potter  contemplated  abandoning  claims 
to  the  method;  and  for  this  latter  purpose,  reference  is 
made  to  Potter  applications  Serial  No.  767,496  [DX-C] 
and  Serial  No.  135,174  [PX-2A],  both  of  which  are  in- 
cluded as  additional  material  in  Chart  I.  Potter  applica- 
tion Serial  No.  135,174  was  filed  during  the  pendency 
of  his  application  Serial  No.  767,496  [DX-C]  and  contain 
method  claims.  These  method  claims  were  pending  before 
the  Patent  Office  in  the  time  interval  between  October 
1,  1951  and  December  16,  1952.  Later,  during  the  prose- 
cution of  the  '975  application  Serial  No.  135,174  [PX-2A], 
method  claims  were  transferred  into  the  '172  application. 

At  the  time  the  method  claims  were  cancelled  from  the 
'841  application  as  a  result  of  the  patent  Office  require- 
ment for  division,  it  should  be  clear  that  there  was  no 
intention  to  abandon  the  method  claims   in  view  of  the 
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fact  that  the  Potter  application  Serial  No.  767,496  [DX- 
C]  was  filed  within  the  six  months'  period  allowed  for 
amendment  of  the  '841  application. 

A  clear  distinction  should  be  made  between  abandon- 
ment of  an  application  and  abandonment  of  an  invention. 
Abandonment  of  an  application  in  favor  of  another  co- 
pending application  negates  any  intention  of  abandoning 
the  method  claims  of  the  invention.  Application  Serial 
No.  767,496  [DX-C]  was  abandoned  in  favor  of  Appli- 
cation Serial  No.  135,174  which  at  that  time  contained 
method  claims  like  those  of  application  Serial  No.  767,496. 

Thus,  any  prior  use  that  would  invalidate  the  '841  or 
'172  patents  would  have  had  to  be  accomplished  before 
July  23,  19'44;  and  there  is  absolutely  no  showing  of 
any  such  prior  public  use  before  July  23,  1944. 

It  was  not  necessary  and  no  duty  whatsoever,  moral  or 
otherwise,  was  imposed  on  Potter  to  inform  the  Patent 
Office  of  any  public  use  in  1951  when  the  '172  patent  was 
filed,  since  the  '172  patent  is  entitled  to  the  July  23,  1945 
filing  date.  There  can  be  no  concealment  when  there  is 
no  duty,  moral  or  otherwise,  to  disclose  facts  that  are 
really  not  pertinent.  The  first  disclosure  of  the  method  was 
made  and  claimed  in  the  Patent  Office  on  July  23,  1945, 
and  the  Patent  Office  is  not  concerned  at  all  as  to  when 
pubHc  use  is  made  of  an  invention  subsequent  to  its  filing 
date.  Indeed,  any  oath  in  a  divisional  application  is  un- 
necessary and  surplusage.  This  should  be  clear  from  the 
express  provisions  of  Section  121  stating  'Tf  a  divisional 
application  is  directed  solely  to  subject  matter  described 
and  claimed  in  the  original  application  as  filed,  the  Com- 
missioner may  dispense  with  signing  and  execution  by  the 
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inventor."    Section  121  in  its  entirety  is  set  forth  in  the 
Appendix. 

The  fact  that  an  appeal  is  dismissed  in  the  Patent  Office 
does  not  estabUsh  abandonment  of  the  invention,  par- 
ticularly as  in  this  instance  where  Potter  elected  to  prose- 
cute like  method  claims  in  his  copending  application  Serial 
No.  135,174  [PX-2A].  Abandonment  of  an  application  is 
certainly  not  conclusive  as  to  whether  the  invention  be- 
ing claimed  therein  is  abandoned  also.  Section  120  allows 
proceedings  to  be  abandoned  without  abandonment  of  the 
invention. 

Abandonment  involves  a  question  of  intention;  and  it 
was  Potter's  intention  not  to  abandon  the  invention  [Find- 
ing LV,  R.  171]  and  such  intention  was  actually  carried 
out  by  him  in  maintaining  like  method  claims  in  Serial 
No.  135,174  and  also  further  by  filing  application  Serial 
No.  326,294  which  matured  as  the  '172  patent.  No  de- 
lay was  encountered  in  inserting  or  prosecuting  method 
claims  since  such  method  claims  were  already  being  in- 
serted in  application  Serial  No.  135,174  [PX-2A]  and  also 
the  original  application  Serial  No.  606,678  [DX-A]  in 
method  claims  were  initially  introduced  was  still  pending. 

There  has  never  been  an  intention  to  abandon  the 
method  claims  of  the  invention.  Contrary  to  defendant's 
contention,  method  claims  were  continuously  presented  to 
the  Patent  Office  by  Potter  from  the  filing  of  the 
original  application  on  July  23,  1945  to  the  issuance  of 
the  '172  patent  with  the  exception  of  a  short  fully  ex- 
cused time  interval  extending  from  May  13,  1947  to 
August  8,  1947.    Chart  1  clearly  shows  this  to  be  so. 
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Chart    1    illustrates   the  times   during  which   the   vari- 
ous   Potter    applications,    Serial    No.    606,678,    Exh.    A; 
Serial  No.  767,496,   Exh.   C;   Serial  No.    135,174,   Exh'. 
2A;  Serial  No.   326,294,  Exh.   B,   were  pending  in  the 
Patent   Office.    With   reference  to   Serial   No.   606,678, 
Exh.  A,  it  was  filed  on  July  23,   1945  and  matured  as 
the  '841   patent  on  January  27,   1953.    During  its  pen- 
dency both  article  and  method  claims  were  presented  and 
this  is  indicated  by  the  clear  rectangle  designated  "Ar- 
ticle  Claims"   and   the  adjacent  hatched  rectangle.    This 
hatched  rectangle  indicates  that  method  claims  were  pre- 
sented in  Exh.  A  during  the  time  interval  January  23, 
1945  to  May  13,   1947.    Such  method  claims  were  can- 
celled from  Exh.  A  without  prejudice  on  May  13,   1947, 
in   response   to   the   Patent    Office    requirement    for   di- 
vision; and  a  divisional  application   Serial   No.   767,496, 
Exh.    C,    containing    such    method    claims    was    filed    on 
August   8,    1947.      During   the   pendency   of   application, 
Exh.    C,    Potter    filed    an    additional    application    Serial 
No.   135,174,  Exh.  2A,  on  December  27,   1949  contain- 
ing method  claims  and  this  application  subsequently  ma- 
tured as   the   '975   patent  on  January  3,    1956.    At  the 
time  Exh.  C  was  still  pending,  the  Patent  Office  had  be- 
fore it  claims  being  presented  by  Potter  to  the  method 
in  Exh.  2A.    Such  method  claims  2,  3,  4,  5  appear  not 
only  in  Exh.  2 A  but  also   in  the   Pre-Trial   Order    [R. 
116-117].   These  claims  3,  4  and  5  were  amended  on  July 
23,   1952  to  appear  not  only  as  shown  in  Exh.  2 A  but 
also  as  shown  in   Pre-Trial   Order    [R.    118,    119];   and 
as  so  amended  are  directed  to  the  method  of  making  the 
bearing  which  is  being  claimed  in  Exh.  A.    These  claims 
3,  4  and  5  were  pending  in  the  Patent  Office  between 
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December  27,  1949  to  a  later  date  which  is  subsequent 
to  December  16,  1952,  tiie  filing  date  of  the  '172  appli- 
cation, Exh.  B. 

Potter,  on  filing  Exh.  B,  had  two  pending  applica- 
tions, Exh.  B  and  Exh.  2A,  directed  to  the  method  of 
making  the  bearing  being  claimed  in  Exh.  A;  and  Potter 
later  made  Exh.  B  the  sole  application  for  the  method 
of  making  the  bearing  of  Exh.  A  while  restricting  Exh. 
2A  in  a  manner  which  is  of  no  interest  here. 

With  respect  to  defendant's  contention  that  the  claims 
of  the  '172  patent  find  no  basis  in  the  '841  application, 
defendant's  witness  Colwell  [R.  1448]  stated  'This  cita- 
tion again  emphasizes  the  importance  of  'coining'  as  was 
done  earlier  in  the  inventor's  Patents  2,626,841  and 
2,724,172."  Barish's  testimony  clearly  shows  that  the 
'172  claims  find  a  basis  in  the  '841  disclosure  and  such 
testimony  was  not  controverted  at  the  trial. 

E.     The  Question  of  New  Matter. 

The  language  of  the  claims  in  both  the  '841  and  '172 
patents  finds  clear  basis  in  the  '841  application.  Bar- 
ish's testimony  establishing  this  point  stand  uncontro- 
verted  and  is  also  in  accordance  with  the  determina- 
tions made  independently  by  two  different  Divisions, 
namely  Divisions  14  and  45,  in  the  Patent  Office. 

''the  Patent  Office  has  a  strict  rule  on  this  sub- 
ject. It  fully  recognizes  that  new  matter  must  not 
be  permitted,  and  it  is  constantly  engaged  in  de- 
fining what  is  and  what  is  not  new  matter.     The 
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application  of  the  rule  must,  of  necessity,  be  more 
or  less  arbitrary,  and  the  presumption  of  correctness 
which  attends  Patent  Office  rulings  must  apply  with 
especial  force  to  this  class  of  ruling;    .    .    ." 

General  Electric   Co.   v.    Cooper   Hewitt   Electric 
Co.,  C.  C.  A.  6,  249  Fed.  61. 

"The  fact  that  the  Patent  Office  granted  the  pat- 
ent in  suit  necessarily  means  that  it  did  not  consider 
the  amendments  to  the  application  as  'new  matter' 
within  the  meaning  of  its  rules  or  of  the  Act.  Since 
the  Patent  Office  is  constantly  determining  and 
defining  what  is  or  what  is  not  new  matter,  its 
ruling  on  such  questions  is  entitled  to  special  weight." 

Helms  Products,  Inc.   v.   Lake  Shore  Mfg.   Co. 
Inc.,  227  F.  2d  677,  C.  C.  A.  7. 

".  .  .  the  patentee  is  entitled  to  have  the  claims 
of  his  patent  construed  with  reference  to  the  draw- 
ings  and   specifications." 

Wire  Tie  Machinery  Co.  v.  Pacific  Box  Corpora- 
tion, C.  A.  9th,  107  F.  2d  54. 

"As  the  Court  of  Appeals  for  this  Circuit  indi- 
cated in  Engineering  Development  Laboratories  v. 
Radio  Corp.  of  America,  153  F.  2d  523  (68  USPQ 
238)  (C.  C.  A.  2,  1946),  claims  may  be  amended 
without  affecting  their  validity  if  the  alterations  can 
be  supported  by  a  reasonable  interpretation  of  the 
original  disclosures." 

Helene  Curtis  Industries,  Inc.  v.  Sales  Affiliates, 
Inc.,  121  Fed.  Supp.  490. 
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"...  we  see  no  objection  to  the  entry  of  an 
amendment  stating  their  utiHty  which  is  an  inherent 
property  possessed  by  such  compounds." 

Ex  parte  Harman,  Patent  Office  Board  of  Ap- 
peals, 86  USPQ  487. 

"However,  this  inherent  quaHty  of  rubber  can  be 
stated  at  any  time  without  the  charge  of  'new  mat- 
ter'." 

Ex  parte  Bletcher  et  al,  Patent  Office  Board  of 
Appeals,  52  USPQ  262. 

An  applicant  for  patent  need  not  submit  a  new  oath 
each  time  a  claim  is  amended. 

This  Court  in  Wire  Tie  Machinery  Co.  v.  Pacific  Box 
Corporation,  C.  A.  9th,  102  F.  2d  543,  quoted  the  follow- 
ing language  from  Westinghouse  Electric  &  Mfg.  Co.  v. 
Metropolitan  Electric  Mfg.  Co.,  C.  A.  2,  290  Fed.  661, 
664, 

"Changes  of  language,  not  changing  the  substan- 
tial meaning  as  it  stood  before  amendment,  and  even 
changes  of  meaning,  narrowing  the  scope  of  the  in- 
vention described,  do  not  infringe  the  statute. 

"Result  is  that  a  claim  fairly  derivable  from  a 
sworn  disclosure  is  good,  whether  originally  presented 
or  introduced  by  amendment;  and  such  claim  needs 
no  supplemental  oath." 

An  application  which  is  a  divisional  application  re- 
quires no  oath.  35  U.  S.  C.   121    (Appendix). 
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F.     Muncie  Gear  Case. 

Mimcie  Gear  Co.  v.  Outboard  Co.,  315  U.  S.  759,  in- 
volved delayed  claiming  of  new  matter.  In  the  present 
case  there  was  no  delayed  claiming  and  also  there  is  no 
new  matter. 

Potter  in  his  '841  application,  continuously  from  its 
filing  presented  claims  to  the  same  combination,  namely 
a  ball  and  a  race  member,  and  the  issued  claims  are  to  this 
combination.  The  language  added  to  the  claims  served 
solely  to  more  clearly  delineate  the  combination  of  a  ball 
and  its  race  member.  Neither  the  specification  nor  the 
drawings  in  the  '841  application  was  amended  (only  hatch- 
ing being  added  to  the  drawings  to  satisfy  a  requirement 
of  the  Patent  Office) ;  and  the  uncontroverted  evidence  is 
that  such  language  more  clearly  delineating  the  combina- 
tion finds  a  clear  basis  in  the  original  disclosure  made  to 
the  Patent  Office  on  July  23,  1945. 

Potter  in  the  '172  application  continued  to  prosecute 
claims  to  the  same  method  which  was  disclosed  and 
claimed  in  claims  3  and  4  of  the  original  '841  application 
[DX-A]. 

It  is  permissible  to  make  changes  in  the  specification  and 
scope  of  the  claims  as  long  as  there  is  a  basis  in  the  orig- 
inal disclosure. 

Harries   et   al.   v.   Air  King   Products   Co.,   Inc 
C.  C.  A.  2,  183  F.  2d  158. 

The  Cold  Metal  Process  Company,  et  al.  v.  Republic 
Steel  Corporation,  C.  C.  A.  6,  233  F.  2d  828,  involved 
a  divisional  application  of  1928  based  on  a  parent  applica- 
tion filed  in  1923.  The  court  found  the  combination  dis- 
closed by  the  1923  application  to  consist  essentially  of  the 
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same  elements  claimed  in  the  later  application  and  held 
the  later  application  valid. 

See  also: 

Coats  Loaders  and  Stackers,  Inc.  v.  Henderson  et 
al.; 

Teegarden  et  al.  v.  Big  Four  Industries  Inc., 
C.  C.  A.  6,  233  R  2d  915. 

Mastercr afters  Clock  and  Radio  Co.  v.  United 
Metal  Goods  Mfg.  Co.  Inc.  and  United  Clock 
Corp.,  U.  S.  D.  C.  E.  D.  New  York,  138  Fed. 
Sup.  388. 

G.  The  Claims  of  the  '841  and  '172  Patents  Are  Supported 
by  the  Specification  and  Drawings  as  Filed  on  July  23, 
1945  and  the  '841  Patent  Covers  an  Article  of  Manufac- 
ture, Not  a  Law  of  Nature  or  Stresses. 

The  sufficiency  of  the  specification  and  drawings  in  the 
originally  filed  '841  application  is  to  be  tested  by  Section 
112  of  Title  35  which  provides  in  part  that  the  specifica- 
tion shall  contain  a  written  description  of  the  invention 
so  as  to  enable  a  person  skilled  in  the  art  to  which  it  per- 
tains, to  make  and  use  the  same.  Section  112  further  pro- 
vides that  the  specification  shall  conclude  with  one  or 
more  claims,  particularly  pointing  out  and  distinctly  claim- 
ing   the    subject    matter    of    the    invention. 

The  courts  clearly  recognize  that  the  disclosure  is  di- 
rected to  one  skilled  in  the  art  and  its  sufficiency  is  de- 
termined from  that  viewpoint.  Thus,  the  court  in  6'.  D. 
Warren  Co.  v.  Nashua  Gummed  and  Coated  Paper  Co., 
C.  C.  A.  1,  205  F.  2d  602,  stated: 

"He  (the  patentee)  described  the  essence  of  his 
invention  in  detail  and  particularity  in  his  specifica- 
tion .  .  .  reading  the  claims  in  the  light  of  the  specifi- 
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cation,  we  think  one  skilled  in  the  art  could  readily 
comprehend  the  precise  nature  of  Perry's  invention 
and  the  limits  of  its  scope.  This  is  all  the  law  re- 


quires." 


Defendant  refers  to  such  words  as  stressed,  com- 
pressed, tensioned  and  stress  relieved.  These  words  have 
a  clear  and  definite  meaning  to  those  skilled  in  the  art 
and  are  clearly  supported  in  the  specification  in  a  manner 
understandable  to  those  skilled  in  the  art.  The  witnesses 
had  no  difficulty  in  understanding  these  and  like  terms 
in  relation  to  Potter's  original  disclosure. 

The  stress  pattern  defined  in  claims  1  and  2  of  the 
'841  patent  cannot,  of  course,  exist  in  a  vacuum  but  re- 
quire the  claimed  race  member  to  sustain  it.  By  the  same 
token,  the  invention  of  the  article  defined  by  these  claims 
cannot  be  considered  to  be  solely  such  stress  pattern  but 
the  invention  is  in  the  combination  of  elements  set  forth 
therein  including  as  a  novel  element  thereof  a  ball  race 
having  the  defined  stress  pattern.  Thus,  the  language 
cited  by  defendant  in  Schriher-Schroth  Co.  v.  Cleveland 
Trust  Co.,  311  U.  S.  211,  is  not  applicable  for  the  reason 
that  plaintiff  is  not  attempting  to  reconstruct  claims  to 
either  include  unexpressed  limitations  or  to  exclude  ex- 
pressed limitations. 

The  descriptions  relating  to  stresses  and  stress  tensions 
and  compressions  and  their  location  in  the  ball  race  con- 
stitute descriptions  of  the  ball  race  itself  after  the  same 
has  been  formed  around  the  ball  and  serve  in  conjunction 
with  the  other  language  of  claims  1  and  2  to  define  a  new 
article.  An  article  so  defined  exists  after  the  forming  op- 
eration with  the  ball  non-rotatably  held  by  the  ball  race. 
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The  Trial  Judge  so  indicated  [R.  1288,  1289];  so  did 
Barish  [R.  932] ;  and  Potter,  during  prosecution  of  the 
'841  application  [DX-A,  p.  4],  also  so  indicated.  The  evi- 
dence also  shows  that  this  stress  pattern  so  defined  in  the 
claims  of  the  '841  patent  is  not  destroyed  by  the  libera- 
tion process  after  which  the  ball  has  either  slight  pre- 
loading or  is  more  free  to  move;  and  this  is  also  in  con- 
formity with  Barish's  analogy  to  rubber  bands. 

H.     Infringement. 

The  evidence  clearly  established  that  defendant  places 
an  annular  ring  around  a  ball,  and  press-forms,  coins  or 
swedges  the  ring  around  the  ball  to  produce  such  direct 
and  intimate  contact  between  the  two  to  bind  the  ball  in 
the  race.  Straub  testified  that  tests  using  blued  grease 
show  that  the  degree  of  binding  contact  between  the  ball 
and  race  is  approximately  60  to  65  per  cent  and  may  be 
as  high  as  80  per  cent  [R.  1150,  1058,  1119].  However, 
the  degree  of  intimacy  as  established  in  tests  depends 
upon  the  particular  test  employed  [R.  1061].  The  major 
portion  of  the  ring  in  both  plaintiff's  and  defendant's 
manufacture  has  such  direct  and  intimate  contact  that 
causes  binding  [R.  1062].  Please  bear  in  mind  also  that 
in  the  manufacture  of  these  bearings  the  ring  in  its  orig- 
ial  form  has  its  ends  chamfered  and  these  chamfered 
ends,  when  subsequently  formed  around  the  ball,  define 
a  small  space  into  which  feeler  gauges  may  be  inserted 
[R.  482],  making  it  difficult  to  ascertain  whether  or  not 
there  is  actually  any  clearance  between  the  ball  and  un- 
chamfered  portion  of  the  race  [R.  818].  The  evidence  also 
clearly  establishes  that  a  bearing  assembly  so  formed  in- 
cludes a  race  member  having  an  advantageous  stress  pat- 
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tern  which  is  used  during  the  subsequent  liberation  proc- 
ess by  both  plaintiff  and  defendant  to  produce  a  uniform 
and  controlled  clearance. 

I.     Costs  on  Appeal. 

Defendant  complains  that  plaintiff  has  burdened  the 
record  with  unnecessary  material.  Much  of  the  material 
designated  by  plaintiff  is  in  support  of  (1)  completion 
of  the  invention  by  Potter  prior  to  the  filing  dates  of  the 
Spangenberg  and  Paulus  et  al.  patents;  (2)  long  felt  want 
and  acceptance  by  the  public;  and  (3)  commercial  suc- 
cess. Also,  since  defendant  has  stated  in  its  ''Points  on 
Appeal"  [R.  178]  that  the  Trial  Judge  "did  not  under- 
stand the  subject  matter  of  the  patents  in  suit"  and  has 
indicated  that  defendant  did  not  receive  a  fair  trial,  plain- 
tiff deemed  it  best  to  order  printing  of  the  entire  Tran- 
script  of   Record. 

In  support  of  its  position  that  defendant  did  nor  re- 
ceive a  fair  trial,  defendant  indicates  that  the  Trial  Judge 
favored  testimony  from  Barish  over  that  offered  by  Col- 
well. 

Barish  candidly  admitted  that  he  was  not  an  expert  in 
photo-elasticity  but  he  qualified  excellently  as  an  expert 
on  bearings.  Barish  was  asked  on  cross-examination  to 
explain  a  ''fourth  order  fringe"  with  respect  to  Exhibit  55, 
yet  there  is  no  testimony  in  the  record  that  Exhibit  55 
contains  a  fourth  order  fringe.  Certainly  Barish  did  not 
testify  that  Exhibit  55  contained  a  fourth  order  fringe. 
One  using  tools  as  a  part  of  his  profession  is  not  neces- 
sarily an  expert  in  the  production  of  such  tools.  Thus, 
for  example,  an  expert  radiologist  is  not  necessarily  an 
expert  in  the  understanding  of  the  mechanisms  involved 
in  making  X-ray  photographs. 
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V. 

Conclusions. 

It  is  respectfully  submitted  that  Potter  patents  in  suit, 
Nos.  2,626,841  and  2,724,172  are  as  found  by  the  Dis- 
trict Court  valid  and  infringed;  that  the  findings  of  the 
District  Court  are  completely  substantiated  by  the  evi- 
dence and,  in  fact,  the  evidence  would  support  no  con- 
trary findings;  that  none  of  the  prior  patents  cited  by 
the  defendant  and  no  combination  thereof  anticipates  any 
of  the  claims  in  suit;  and  that  the  technical  defenses  at- 
tempted to  be  raised  by  the  defendant-appellant  are  based 
on  misconceptions  of  the  evidence  and  of  the  applicable 
rules  of  law. 

The  Judgment  of  the  District  Court  was  in  all  respects 
correct  and  should  be  affirmed. 

Respectfully   submitted, 
Lyon  &  Lyon, 
Charles  G.  Lyon, 
Frank  E.  Mauritz, 
Attorneys  for  Plaintiff -Appellee. 
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APPENDIX. 

Pertinent  Sections  of  103,  112,  120  and  121  of 
Title  35,  U.  S.  C. 

§103.     Conditions    for    patentability;    non-obvious 
subject  matter 

A  patent  may  not  be  obtained  though  the  invention  is 
not  identically  disclosed  or  described  as  set  forth  in  section 
102  of  this  title,  if  the  differences  between  the  subject 
matter  sought  to  be  patented  and  the  prior  art  are  such 
that  the  subject  matter  as  a  whole  would  have  been  obvi- 
ous at  the  time  the  invention  was  made  to  a  person  having 
ordinary  skill  in  the  art  to  which  said  subject  matter  per- 
tains. Patentability  shall  not  be  negatived  by  the  manner 
in  which  the  invention  was  made. 

§112.     Specification 

The  specification  shall  contain  a  written  description  of 
the  invention,  and  of  the  manner  and  process  of  making 
and  using  it,  in  such  full,  clear,  concise,  and  exact  terms 
as  to  enable  any  person  skilled  in  the  art  to  which  it  per- 
tains, or  with  which  it  is  most  nearly  connected,  to  make 
and  use  the  same,  and  shall  set  forth  the  best  mode  con- 
templated by  the  inventor  of  carrying  out  his  invention. 

The  specification  shall  conclude  with  one  or  more  claims 
particularly  pointing  out  and  distinctly  claiming  the  sub- 
ject matter  which  the  applicant  regards  as  his  invention. 

An  element  in  a  claim  for  a  combination  may  be  ex- 
pressed as  a  means  or  step  for  performing  a  specified 
function  without  the  recital  of  structure,  material,  or  acts 
in  support  thereof,  and  such  claims  shall  be  construed  to 
cover  the  corresponding  structure,  material,  or  acts  de- 
scribed in  the  specification  and  equivalents  thereof. 
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§120.     Benefit  of  earlier  filing  date  in  the  United 
States 

An  application  for  patent  for  an  invention  disclosed  in 
the  manner  provided  by  the  first  paragraph  of  section  112 
of  this  title  in  an  application  previously  filed  in  the  United 
States  by  the  same  inventor  shall  have  the  same  effect,  as 
to  such  invention,  as  though  filed  on  the  date  of  the  prior 
application,  if  filed  before  the  patenting  or  abandonment 
of  or  termination  of  proceedings  on  the  first  application 
or  on  an  application  similarly  entitled  to  the  benefit  of  the 
filing  date  of  the  first  application  and  if  it  contains  or  is 
amended  to  contain  a  specific  reference  to  the  earlier  filed 
application. 

§121.     Divisional  applications 

If  two  or  more  independent  and  distinct  inventions  are 
claimed  in  one  application,  the  Commissioner  may  require 
the  application  to  be  restricted  to  one  of  the  inventions. 
If  the  other  invention  is  made  the  subject  of  a  divisional 
application  which  complies  with  the  requirements  of  sec- 
tion 120  of  this  title  it  shall  be  entitled  to  the  benefit  of  the 
filing  date  of  the  original  application.  A  patent  issuing 
on  an  application  with  respect  to  which  a  requirement  for 
restriction  under  this  section  has  been  made,  or  on  an  ap- 
plication filed  as  a  result  of  such  a  requirement,  shall  not 
be  used  as  a  reference  either  in  the  Patent  Office  or  in 
the  courts  against  a  divisional  application  or  against  the 
original  application  or  any  patent  issued  on  either  of  them, 
if  the  divisional  appHcation  is  filed  before  the  issuance  of 
the  patent  on  the  other  application.  If  a  divisional  ap- 
plication is  directed  solely  to  subject  matter  described  and 
claimed  in  the  original  application  as  filed,  the  Commis- 
sioner may  dispense  with  signing  and  execution  by  the  in- 
ventor. The  validity  of  a  patent  shall  not  be  questioned 
for  failure  of  the  Commissioner  to  require  the  application 
to  be  restricted  to  one  invention. 
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Copy  of  Claims  1  and  2  of  Potter  2,626,841. 

1.  A  self-aligning-  bearing  construction  involving  inner 
and  outer  bearing  members,  said  inner  bearing  member 
comprising  a  bearing  ball  having  a  spherical  bearing  sur- 
face and  an  axially  disposed  bore  for  receiving  a  shaft,  a 
non-ferrous  malleable  metal  single  piece  outer  bearing  race 
member  having  a  spherical  socket  corresponding  in  shape 
to  the  spherical  inner  bearing  member  and  having  parallel 
radial  end  walls,  said  outer  race  member  being  stressed 
such  that  the  metal  adjacent  the  inner  peripheral  surface 
area  is  compressed  and  the  metal  adjacent  the  outer  pe- 
ripheral surface  is  under  a  stress  tension  to  form  an  un- 
stretchable  peripheral  area  which,  when  subjected  to  a 
rolling  pressure,  will  cause  the  metal  adjacent  the  inner 
peripheral  surface  to  expand  the  ends  of  said  outer  bear- 
ing member  in  a  direction  away  from  the  axis  of  the  self- 
aligning  bearing. 

2.  A  self  aligning  bearing  construction  involving  inner 
and  outer  bearing  members,  said  inner  bearing  member 
comprising  a  bearing  ball  having  a  spherical  bearing  sur- 
face, a  malleable  single  piece  outer  bearing  race  member 
having  a  spherical  socket  corresponding  in  shape  to  the 
spherical  inner  bearing  member,  said  outer  race  member 
being  stressed  such  that  the  metal  adjacent  the  inner  pe- 
ripheral surface  area  is  compressed  and  the  metal  adja- 
cent the  outer  peripheral  surface  is  tensioned. 


Copy  of  Claims  1-7  of  Potter  2,724,172. 

1.  The  method  of  forming  a  self-aHgning  bearing  hav- 
ing a  bearing  ball  and  relatively  soft,  ductile  metal  bearing 
race,  said  ball  and  race  being  formed  with  corresponding 
curved  surfaces  therebetween,  comprising :  assembling  said 
ball  in  an  annular  blank  having  an  inner  cylindrical  sur- 
face substantially  corresponding  in  diameter  with  that  of 
the  bearing  ball  and  having  opposite  end  portions,  com- 
pressing said  end  portions  inwardly  in  intimate  and  direct 
contact  with  said  ball  to  deform  the  cylindrical  blank  and 
place  the  same  under  a  stress  with  the  outer  periphery 
stretched  and  the  inner  periphery  under  compression  such 
that  said  blank  will  conform  and  produce  a  binding  en- 
gagement around  the  curved  surface  of  said  ball,  and  fi- 
nally compressing  the  median  portion  of  the  bearing  race 
by  pressure  applied  through  rolling  contact  relieving  some 
of  the  compression  stress  in  the  metal  adjacent  the  inner 
periphery  of  said  blank  and  elongating  the  bearing  race 
evenly  towards  its  opposite  ends  and  separating  evenly  the 
bearing  surfaces  between  the  bearing  ball  and  bearing  race 
by  an  amount  sufficient  to  permit  smooth  rotation  there- 
between but  still  confine  said  ball  within  said  race. 

2.  The  method  of  forming  a  self-aligning  bearing  hav- 
ing a  bearing  ball  of  hard  material  and  a  spherical  bearing 
race  of  relatively  soft,  ductile  material  in  which  said  ball 
is  retailed  and  journaled,  comprising:  assembling  said  ball 
in  an  annular  bearing  race  blank  having  an  inner  cylindri- 
cal surface  substantially  corresponding  in  diameter  with 
the  diameter  of  the  ball  and  having  oppositely  disposed 
radially  converging  ends,  compressing  said  converging  ends 
inwardly  in  intimate  and  direct  contact  with  said  ball  to 
deform  the  cylindrical  blank  and  place  the  same  under  a 
stress  such  that  the  outer  periphery  will  be  placed  under 
a  stretch  tension  and  the  inner  periphery  will  be  com- 
pressed to  conform  evenly  with  the  perimeter  of  said  ball 
and  produce  a  longitudinal  curved  perimeter,  and  finally 


rolling  the  median  portion  between  the  ends  of  the  bear- 
ing race  inwardly  under  sufficient  pressure  relieving  some 
of  the  compressive  stress  in  the  inner  periphery  of  said 
blank  and  elongating  the  bearing  race  evenly  to  permit 
smooth  rotation  between  said  ball  and  bearing  race  but 
still  confine  said  ball  within  said  race. 

3.  In  the  method  of  forming  a  self-aligning  bearing 
having  a  bearing  ball  and  a  spherical  bearing  race  formed 
from  a  race  blank,  the  steps  comprising :  coining  said  race 
blank  around  said  ball  in  intimate  and  direct  contact  with 
said  ball  to  produce  a  binding  action  between  said  ball  and 
race  blank  such  that  the  outer  periphery  of  the  race  blank 
is  placed  under  a  stretch  tension  and  the  inner  periphery 
is  compressed  to  conform  evenly  with  the  perimeter  of 
the  ball  and  to  produce  a  longitudinally  curved  spherical 
perimeter,  and  then  rolling  the  conformed  race  blank  un- 
der sufficient  pressure  to  relieve  some  of  the  compressive 
stresses  in  the  inner  periphery  of  said  blank  to  elongate 
the  bearing  race  evenly  and  permit  smooth  rotation  be- 
tween said  ball  and  said  bearing  race  but  still  confine  said 
ball  within  said  race. 

4.  The  method  of  forming  a  self-aligning  bearing  hav- 
ing a  bearing  ball  and  a  relatively  soft,  ductile  metal  bear- 
ing race,  said  ball  and  race  being  formed  with  correspond- 
mg  curved  surfaces  therebetween,  comprising:  assembling 
said  ball  in  an  annular  blank  having  an  inner  cylindrical 
surface  substantially  corresponding  in  diameter  with  that 
of  the  bearing  ball  and  having  opposite  end  portions,  com- 
pressing said  end  portions  inwardly  in  intimate  and  direct 
contract  with  said  ball  to  deform  the  cylindrical  blank  and 
place  the  same  under  a  stress  with  the  outer  periphery 
stretched  and  the  inner  periphery  under  compression  such 
that  said  blank  will  conform  and  produce  a  binding  en- 
gagement around  the  curved  surface  of  said  ball,  and 
finally  compressing  the  median  portion  of  the  bearing 
race  by  pressure  appHed  radially  inwardly  thereto  reliev- 


ing  some  of  the  compression  stress  in  the  metal  adjacent 
the  inner  periphery  of  said  blank  and  elongating  the  bear- 
ing race  evenly  towards  its  opposite  ends  and  separating 
evenly  the  bearing  surfaces  between  the  bearing  ball  and 
bearing  race  by  an  amount  sufficient  to  permit  smooth 
rotation  therebetween  but  ^still  confine  said  ball  within 
said  race. 

5.  The  method  of  claim  4  wherein  said  blank  is  initially 
formed  with  annular  end  surfaces  of  frusto-conical  con- 
figuration such  that  pressing  said  opposite  end  portions 
of  said  blank  inwardly  into  contact  with  said  ball  causes 
said  annular  end  surfaces  to  become  substantially  parallel 
planar  surfaces. 

6.  In  the  method  of  forming  a  self-aligning  bearing 
having  a  bearing  ball  and  a  spherical  bearing  race  formed 
from  a  race  blank,  the  steps  comprising :  coining  said  race 
blank  around  said  ball  in  intimate  and  direct  contact  with 
said  ball  to  produce  a  binding  action  between  said  ball  and 
race  blank  such  that  the  outer  periphery  of  the  race  blank 
is  placed  under  a  stretch  tension  and  the  inner  periphery 
is  compressed  to  conform  evenly  with  the  perimeter  of  the 
ball  and  to  produce  a  longitudinally  curved  spherical  per- 
imeter, and  then  applying  sufficient  pressure  radially 
inwardly  to  said  race  blank  to  relieve  some  of  the  com- 
pressive stresses  in  the  inner  periphery  of  said  blank  and 
elongating  the  bearing  race  evenly  an  amount  sufficient 
to  permit  smooth  rotation  between  said  ball  and  said  bear- 
ing race  but  still  confine  said  ball  within  said  race. 

7.  The  method  of  claim  6  wherein  said  blank  is  initially 
formed  with  opposite  end  portions,  each  having  an  annular 
end  surface  of  frusto-conical  configuration  such  that  coin- 
ing said  opposite  end  portions  of  said  blank  inwardly  into 
contact  with  said  ball  causes  said  annular  end  surfaces  to 
become  substantially  parallel  planar  surfaces. 
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PLAINTIFF'S  EXHIBITS 


Deacription 


Page  References  in  Rrcord 
Identified  Offered  Received  Attached 


Potter  Patent  '841 
Potter  Patent  '172 
File  Wrapper  of  Pat.  '975 

Potter  Pat.  '975 

Old  Style  Bearing  Mfg.  by  Pltf. 
Standard  Bearing  Mfg.  by  Pltf. 
Bearing  -  Kahr  HSB(.-l6 
Bearing  -   Halfco  H>1M0-SS 

Kahr  Catalog  55 

Kahr  1952  Catalog  in 
effect  prior  to  Kahr 
Catalog  55 

Prentiss  Rod  End 

Hdm  Bearing 

Messerschmidt  Bearing 

Bearing  -  PBR 

Notice  of  Shipment  Dated  2/17/45 

Shipping  Memo  Dated   1    22/43 
Packing  List  Dated  1/23  45 
Blueprint  No.  B- 10051   -  3/2/45 
Purchase  Order  Dated  1/15/45 

Purchase  Order  Change  Notice 

Dated  2/12/45 
Packing  List  Dated  2/13/45 
Blueprint  B- 10090  -  Stearns  Rod  End 
Blueprint  B-lOlOO  -  Stearns  Rod  End 
Upper  and  Lower  Dies 
Bearing  Assy. 
Pltf's  Catalog 

Envelope   Wrapping    i.,r    Pltf's    Bearin.t; 
S.  W.  Catalog  No.  551 
Doiiglas  Blueprint  No.  3511900 
Douglas  Blueprint 

Photographs  of  Tok-rancing   Machine 
of  S.  VV.  Prods. 


187 
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188  & 
772 

188  & 
773 

191 

191 

192 

192 


187 
187 
773 

773 

1^2 
192 
30f> 


32.S      3lt- 


187 

187 
77} 


192 
192 

3(») 


3ZSr      32G      VtfV 


y>^t 


1l>6 


189 

Z'-.\ 

2'>i 

189 

31V 

319 

190 

,7 

317 

194 

M  1 

312 

2«^i0 

2^< 

2'^< 

l.>]  i 

201 

263 

2(^\ 

2fM 

\M1 

265 

y,h 

265 

1313 

27^ 

..'.HO 

2N 

1314 

26^) 

•2'.; 

Jr.. 

1315 

269 

:''o 

* '  i  ] 

1316 

270 

r\ 

.'  ■  : 

1317 

282 

>v  ■* 

-NJ 

1318 

284 

:si 

N4 

1319 

285 

2'^) 

.■'«l 

285 

290 

-"i*. 

295 

296 

m^ 

320 

320 

M2 

322 

325 

32> 

326-7 

333 

335 

1320 

333 

333 

335 

1321 

345 
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Description 


Page  References  in  Record 
Identified  Offered  Received  Attachec 


Bearincj  -   l^all  Loose  351 

Bearing  -   Ball  Moves   Radially  351 

Bearing  -  Ball  Can  be  Turned  by  Hand       352 

Bearing  -  Tight  Ball  353 

Bearing  -  Immovable  with  Stainless  355 
Steel  Race 

Bearing  -  Movable  with  Stainless 
Steel  Race 

Bearing  -  Stainless  Steel  356 

Be^iring  -  Tight  356 

Purchase  Order  Dated  12/15/45  437 

Packing  List  Dated  3/16/45  439 

Packing  List  Dated  3/26/45  440 

Packing  List  Dated  3/31/45  441 

Purchase  Ordt-r  Dated  1/17/45  442 

Copy  of  Letter  of    1/26/45  by  Hackman      442 

Douglas  Blueprint  No.  Z3511851  -  443 

1/17/53 

Pltf's  Bearing  -  Preloaded 
Pltf's  Bearing  -  Preloaded 
Bearing    Submitted   by    Straub 
Kahr   Bearing 

Halfco  Blueprint  Dated  11/30/55 
Blueprint  -  Kahr  HSB  -  3  Swage  Die 

Liberated   Bearing  -  HSBG-12S  483 

Lnliberated  Bearing  -  HSBG-12S  483 

Unassembled  Ball  and  Race  487 

Bearing  -  Liberated  by  Hammering  507-8 

Photographs  Made  by  Barish  525-6 

Ph<Jtographs  Made  by  Barish  525-6 

Photographs    Made   by    Barish  525-6 

Pltf's  Motion  Picture  535 

National  Aircraft  vStd.  NAS  36  Dec.  1942   540 

National  Aircraft  Std.  NAS  37  Dec.  1942  540 

National  Aircraft  Std.  NAS  38  Dec.  1942   540 


351 

351 
352 
353 

358 


358 
358 
438 
440 
441 
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442 
442 
444 

448        452 

448        452 

478        479 

478        479 

479-80  481 

479-80  481 

489 
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532 
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535 
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541 

541 
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358 
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Page  References  in  Record 

Description Identified  Offered  Received  Attached 

Drawing  Made  by  Colwell  -  "Chambers"     720  111  72.\         1341 

Drawing  Made  by  Colwell                             758  758  758         1342 

X         Bearing  From  Visit  to  S.VV.  Prods.  862  864 

Plant 

Y         Bearing  From  Visit  to  S.W.  Prods.  862  864 

Plant 

Bearing  From  Visit  to  S.W.  Prods.  Plant     809  869  869 

Bearing  From  Visit  to  S.W.  Prods.  Plant  816  869  869 

Bearing  From  Visit  to  S.W.  Prods.  Plant  813  869  869 

Blueprint  B-2400— S.W.  Prod.  Co.  866  869  869         1343 

Bearing  from  Visit  to  S.W.  Prods.  Plant  828  869  869 

Bearing  from  Visit  to  S.W.  Prods.  Plant  829  869  ^869 

Photographs  936  936  936 

^-B- 

:-D     Photographs  938  938  938 

Photographs  937  937  937 

Photographs  937  937  937 

Photographs  937  937  937 

Photographs  938  938  938 

Photographs  938  938  938 

Photographs  938  938  938 
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References  in  W 

Exh. 

Description                                                          Identified  Offered  F 

.ecer.  r 

A 

Cert.  File  Histor\-  -   Pat.   '841 

203 

203 

203 

B 

Cert.  File  Histor>-  -  Pat.  '172 

203 

203 

203 

C 

Cert.  File  Historv  -  Abandoned  Appln. 
Ser.  No.  7^7,4% 

204 

204 

204 

D 

Book  of  Prior  Art   Patents 

20S 

205 

205 

E1-E4 

Drawings  Attached  v>  Potter's 
Deposition 

(206 

i207 

(206- 
(207 

F 

Drawing  -  Halfco  Bt-anng  Race  Blank 
Dated:    11    10 '51 
OK.         'V  4  52 

208 

208 

209 

G 

Blueprint  -  Def  s  Race  Ring  - 
Dated:  12/2(>  54 

209 

209 

209 

H 

net's  Rod  End  Bearing:  H-10 

209 

209 

209 

I 

Two-Piece  Bearing:   HSPG-IOS 

209 

209 

210 

J-1 

Section  of  a  Ring  -  Before  Press  Forming 

'210 

211 

J-2 

Section  of  a  Ring  -  After  Press  Forming 

210 

211 

K 

Memo  -  Hackman  8/23/4« 

254 

262 

262 

L 

Prof.  Colwell's  Report 

587 

648 

648 

L-1  Drav.-ing  -  Kahr  Process  and  690  '•'^l  f>''i 

Potter  Proces.-,  691 

M-1  Pltf's  Formed  Bearing:  BLR-3015  434  43^  43^ 

M-2  Pltf's  Formed  Hearing:  Bl.R-301 5  434  U5  43^ 

N-1  Rod  End  Bearing  461  -^63  4(>.n 

N-2  Rod  End  Bearing  461  4<.n  4^k^ 

N-3  Ball  and  Shank  463  4U<  4/\s 

N-4  Male  Die  Used  For  N-1   &  N-2  470  47U 
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No.  16,143 
IN  THE 

United  States  Court  of  Appeals 

FOR  THE  NINTH  CIRCUIT 


Aetna  Steel  Products  Corporation, 

Appellant, 
vs. 
Southwest  Products  Co.,  a  corporation, 

Appellee. 


APPELLANT'S   REPLY   BRIEF. 


'The  first  point  which  comes  to  notice  is  that  no- 
where does  appellant  tell  us  of  what  the  invention 
consists.  If  claimant  cannot  make  a  non-technical 
explanation  of  discovery,  there  is  some  indication 
that  invention  does  not  exist." 

Jacussi  Bros.  v.  Berkeley  Pump  Co.,  et  al,  191  F. 
2d  632  (C.  A.  9). 

The  fact  that  plaintiff  cannot  and  does  not  identify  a 
new  combination  of  new  elements  performing  a  new  result 
supports  defendant's  position  that  there  is  no  invention 
and  that  the  trial  court  did  not  apply  correct  criteria  of 
law. 

Plaintiff's  reply  brief  does  not  challenge  or  contradict 
a  single  evidentiary  fact  presented  in  defendant's  brief. 
The  facts  show  that  trial  court's  findings  are  erroneous 
and  conflicting.  Plaintiff's  brief  is  therefore  directed  to 
totally  irrelevant  matters  and  contains  a  myriad  of  contra- 
dictions and  improper  statements.  It  is  believed  that 
plaintiff's  reply  brief  is  an  imposition  upon  this  Court. 
Instead  of  attempting  to  refute  all  of  the  items,  a  short 
reply  directed  to  the  essential  elements  will  be  of  greater 
value  to  this  Court. 
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PLAINTIFF'S  ARGUMENT  EMPHASIZES 
INVALIDITY. 

A  ball  and  a  race  around  it  is  not  the  invention  of 
patent  No.  2,626,841.  (This  is  shown  by  Fiegel  1,693,748 
[R.  1368],  Skillman,  Paulus  2,252,351  [R.  1397],  and 
other  prior  art  patents. )  The  public  has  the  right  to  make 
such  bearings  and  to  utilize  whatever  results  flow  there- 
from. Plaintiff  cannot  state  that  stresses  in  tension  and 
compression  constitute  the  invention  because  it  was  ad- 
mitted that  Potter  did  not  invent  such  stresses  [Admis- 
sion 34,  R.  92].  The  original  application  for  patent  No. 
2,626,841  [Ex.  A]  did  not  contain  any  references  to  such 
stresses  [Admitted  Fact  Zl ,  R.  94].  The  trial  court  held 
that  such  stresses  were  not  a  part  of  the  patent  and  not 
necessary  [R.  1285]. 

So  plaintiff  is  driven  to  the  allegation  that  "the  inven- 
tion is  in  the  combination  of  elements  set  forth  therein 
(a  ball  and  a  race)  including  as  a  novel  element  thereof 
a  ball  race  having  the  defined  stress  pattern"  (Pltf.  Br. 
p.  59).  This  is  ridiculous  allegation  but  plaintiff  appears 
to  take  it  very  seriously;  the  brief  contains  almost  fifty 
references  to  "stress  pattern."  The  evidence  and  the 
testimony  of  plaintiff's  expert  Barish  clearly  shows  that 
there  really  was  no  invention  in  view  of  the  prior  art. 

"Q.  Referring  back  to  Taylor,  and  we  will  be  al- 
most through  Mr.  Barish.     A.     Yes,  sir. 

Q.  Let  me  try  to  just  summarize  it.  This  spheri- 
cal member  is  part  of  the  die,  is  that  correct?  A. 
Yes,  sir. 

Q.  And  it  gets  into  intimate  and  direct  contact 
with  the  entire  inner  surface  of  the  outer  race 

As  a  result  of  the  coining?    A.     Yes,  sir. 
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Q.  And  at  the  end  of  the  coining  operation  the 
stresses  in  this  race  ring  closely  resemble  those 
which  obtain  in  Potter.    A.    Yes,  sir. 

Q.  Now  assuming  that  whoever  was  making  this 
had  also  read  the  Heim  patent,  would  it  be  beyond 
the  skill  of  a  skilled  mechanic  to  hammer  on  the 
outside  of  that  Taylor  ring  to  liberate  that  Taylor 
assembly — to  liberate  it?  A.  No,  it  would  not." 
[R.  1131,  1132.] 

Note  that  "intimate  and  direct  contact"  is  the  same  as 
a  vise-like  grip  [R.  1137].  The  ball  is  held  tight.  The 
prior  art  shows  the  ball  and  the  race,  it  shows  tightly 
held  balls  [Hoern,  R.  1378,  line  27;  Paulus  2,252,351, 
R.  1398,  line  24] ;  Heim  [R.  1419]  was  specifically  di- 
rected to  the  problem  of  liberating  tight  bearings  by  ham- 
mering them.  Plaintiff's  expert  admits  the  combination 
is  mechanical  skill  and  not  invention  (35  U.  S.  C.  §103). 

To  overcome  this,  plaintiff  critizes  the  disclosure  of 
the  Taylor  patent  and  states  that  although  Taylor  states 
that  the  spherical  member  is  very  strongly  held  by  the 
ring,  this  cannot  be  so.  The  argument  is  futile  and  con- 
trary to  fact. 

Invention  cannot  be  predicated  upon  a  theory  of  stresses 
which  perforce  existed  in  race  rings  of  old  patents  such 
as  Fiegel  [R.  1368],  Skillman  [R.  1371],  Paulus  [R. 
1397]  or  Taylor  2,382,349  [R.  1402]. 

The  fumbhng,  switching  and  uncertainty  which  char- 
acterizes plaintiff's  attempt  to  excuse  the  patents  in  suit 
also  shows  that: 

1.  The  patents  in  suit  are  invalid  for  ambiguity  and 
failure  to  define  an  invention  with  necessary  clarity 


(as  required  by  35  U.  S.  C.  §112  and  lead- 
ing cases  such  as  General  Electric  Co.  v.  Wabash 
Co.,  304  U.  S.  364), 

2.  The  patents  in  suit  are  invalid  in  claiming  more 
than  was  invented.  The  old  ball  and  old  race, 
performing  their  old  function  are  claimed.  The 
claims  are  invalid  under  the  rule  of  Lincoln  Engi- 
neering Co.  V.  Stezvart -Warner,  303  U.  S.  545  at 
549, 

3.  The  patents  are  not  infringed.  The  physical  ex- 
hibits before  the  court  speak  for  themselves.  A 
guage  can  be  inserted  between  the  ball  and  race  of 
bearings  as  they  come  from  the  forming  press. 
Intimate  and  direct  contact  between  the  entire  sur- 
faces does  not  exist.  Plaintiff  insisted  that  com- 
plete contact  was  essential  [R.  900-905] ;  defendant 
does  not  get  such  contact, 

"Q.  Do  your  spherical  self-aligning  bearings  have 
a  race  at  any  time  after  forming,  the  inner  surface 
of  the  race  being  in  direct  and  intimate  contact  with 
the  ball?    A.     No"  [R.  975]. 

PATENTS  CANNOT   COVER  WHAT   IS  IN 
PUBLIC  DOMAIN. 

Patent  No.  2,626,841  cannot  cover  the  combination  of 
elements  eliminated  from  the  patent  by  rejected  and  with- 
drawn claims. 

"Claims  which  have  been  allowed  cannot,  by  con- 
struction, be  read  to  cover  what  has  thus  been  elimi- 
nated from  the  patent.  Schriber-Schroth  Co.  v.  Cleve- 
land Trust  Co.,  311  U.  S.  211,  85  L.  Ed.  132,  61 
S.  Ct.  235,  Rehearing  denied,  312  U.  S.  654,  714. 
85  L.  Ed.  1143,  1144,  61  S.  Ct.  727,  728." 

Hall  et  al.  v.  Wright  et  al,  240  F.  2d  787  (C.  A. 
9). 


— 5— 

Patent  No.  2,626,841  cannot  cover  what  is  stated  in 
claims  1,  2  and  5  cancelled  from  Exhibit  A  (claim  1  is 
set  out  on  the  chart  facing  p.  32  of  Deft.  Br.).  Plaintiff 
admits  that  the  claims  allowed  in  patent  No.  2,626,841  are 
"directed  to  the  same  combination"  of  a  ball  and  race, 
"the  only  essential  difference"  being  new  matter  added  by 
amendment  in  March,  1950  (Pltf.  Br.  p.  31). 

Therefore  the  same  old  combination  of  ball  and  one- 
piece  race  is  not  the  invention — that  was  cancelled.  The 
purported  invention  must  be  found  in  the  new  matter  on 
the  so-called  "stress  pattern."  Plaintiff  correctly  states 
that  this  new  matter  is  "essential"  to  any  holding  of  va- 
lidity. However,  this  hodgepodge  of  words  was  not  a 
part  of  the  original  invention  and  is  so  vague  as  to  be 
contrary  to  the  statutory  requirement  that  claims  be  clear 
and  definite  (35  U.  S.  C  §112). 

"The  statutory  requirements  of  particularity  and 
distinctness  in  claims  is  met  only  when  they  clearly 
distinguish  what  is  claimed  from  what  went  before 
it  in  the  art  and  clearly  circumscribe  what  is  fore- 
closed from  future  enterprise.  *  *  *  Moreover, 
the  claims  must  be  reasonably  clear  cut  to  enable 
courts  to  determine  whether  novelty  and  invention 
are  genuine." 

United  Carbon  Co.  v.  Binney  Co.,  317  U.  S.  228  at 
236. 

Furthermore  please  note  that  this  new  added  m.atter  is 
right  at  the  "exact  point  of  novelty"  *  *  *  and  uses 
conveniently  functional  language,  condemned  by  the  Su- 
preme Court  in  the  United  Carbon  Co.  case  supra,  and  in 
General  Electric  Co.  v.  Wabash  Co.,  304  U.  S.  364. 


"*  *  *  Inasmuch  as  it  is  well  settled  that  one 
cannot  have  a  patent  for  the  function  or  effect  but 
only  for  the  machine  which  produces  the  same,  under 
repeated  decisions  the  claims  are  invalid  because  they 
are  within  this  category."     (Citing  many  cases.) 

Thordarson  Electric  Manufacturing  Co.  v.  Gen- 
eral Transformer  Corp.,  93  F.  2d  36,  followed 
by  this  Court  in  Shull  Perforating  Co.  Inc.  v. 
Cavins,  et  al,  94  F.  2d  357  (C.  A.  9). 

Plaintiff  admits  on  page  31  of  its  brief  that: 

"The  descriptions  relating  to  stresses  and  stress 
tensions  and  compressions  and  their  location  appear- 
ing in  claims  1  and  2  of  the  patent  (2,626,841)  were 
added  by  amendments  in  1950    *    *    *." 

Plaintiff  proudly  announces  that  the  Examiner  handl- 
ing the  application  [Ex.  A,  patent  No.  2,626,841]  did  not 
object  to  the  addition  of  this  new  matter  on  stresses  and 
strains.  Plaintiff  however  does  not  call  attention  to  the 
fact  that  the  same  description  on  stresses  and  strains  was 
also  added  to  the  divisional  application  [Ex.  C],  and  the 
Examiner  handling  that  application  very  strenuously 
objected  to  such  introduction  on  the  basis  of  new 
matter  [see  Ex.  C,  p.  21,  Patent  Office  Action  dated  De- 
cember 11,  1950]. 

This  conclusively  shows  that  patent  No.  2,626,841  was 
granted  by  inadvertence  and  mistake.  The  Examiner 
handling  Exhibit  A  had  overlooked  this  question  of  new 
matter.  This  Court  is  not  bound  by  an  error  of  an  ad- 
ministrative body. 

It  is  submitted  that  patent  No.  2,626,841  must  be  held 
invalid.  The  findings  of  the  trial  court  finding  invention 
in  this  patent  are  clearly  erroneous  on  the  evidence  before 
this  Court  and  admissions  of  plaintiff. 
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Consider:  The  only,  the  sole,  the  "essential"  differ- 
ence between  non-invention  and  what  the  Patent  Office 
allowed  is  a  statement  about  stresses  in  tension  and  com- 
pression. 

1.  If  "invention"  is  involved  in  these  stresses — then 
they  are  essential;  not  obvious  to  one  skilled  in  the 
art. 

2.  But  they  were  not  described  in  the  application  as 
filed — then  they  are  a  material  variance  and  their 
addition  in  1950  was  improper  and  new  matter. 

3.  Since  they  are  "new  matter"  not  supported  by  oath 
of  applicant,  the  first  patent  No.  2,626,841  [Ex. 
A]  is  invalid. 

Patent  No.  2,724,172  which  also  employs  references  to 
stresses  in  tension  and  compression  cannot  be  valid  be- 
cause it  is  also  based  upon  a  false  premise.  It  employs 
and  depends  upon  the  stresses  in  tension  and  compression. 
It  is  either  invalid  because  of  prior  use  more  than  one 
year  before  its  application  was  filed  or  it  is  invalid  be- 
cause of  lack  of  invention.  Any  mechanic  of  normal  skill 
would  know  that  hitting  with  a  hammer  would  loosen  a 
member  encircling-  another  member.  [See  Trial  Courts 
Comment  at  R.  1156] 

PATENT   NO.   2,724,172   IS   ALSO   INVALID. 

Plaintiff's  argument  fails  to  show  that  the  2,724,172 
patent  finds  basis  in  the  application  as  filed  [Ex.  A]  for 
patent  No.  2,626,841.  The  documentary  proof  also  con- 
clusively shows  that  Exhibit  A  as  filed  did  not  have 
the  now  "essential"  description  of  stresses  and  strains. 
It  may  be  necessary  for  this  Court  to  read  Exhibits  A, 
B  and  C  carefully,  but  the  Supreme  Court  has  done  this 
in  other  cases. 
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"It  will  be  observed  that  we  have  given  particular 
attention  to  the  original  application,  drawings,  and 
models  filed  in  the  Patent  Office  by  Thompson  and 
Bachelder.  We  have  deemed  it  proper  to  do  this, 
because,  if  the  amended  application  and  model,  filed 
by  Tanner  five  years  later,  embodied  any  material 
addition  to  or  variance  from  the  original, — any- 
thing new  that  was  not  comprised  in  that, — such 
addition  or  variance  cannot  be  sustained  on  the  orig- 
inal application.    *    *    *" 

Railway  Co.  v.  Sayles,  97  U.  S.  at  563  (wherein 
the  plaintiff's  complaint  was  dismissed). 

In  the  present  case  the  stresses  and  strains  were  not 
Potter's  invention ;  they  were  put  into  the  case  by  Potter's 
attorneys.  The  present  case  is  controlled  by  Steivard  v. 
American  Lava  Co.,  215  U.  S.  161,  where  the  patent  was 
held  void  because  there  was  a  variance  introduced  by 
amendment  and  not  supported  by  oath. 

The  claims  of  patent  No.  2,724,172  are  directed  to  mat- 
ter which  differs  essentially  from  what  was  in  the  parent 
case  [Ex.  A].  Therefore  patent  No.  2,724,172  and  Ex- 
hibit B,  is  not  within  the  purview  of  35  U.  S.  C.  §§120 
and  121.  Patent  No.  2,724,172  must  stand  on  its  filing 
date  of  December  16,  1952.  It  is  invalid  because  of  prior 
public  use  prior  to  1951  (35  U.  S.  C.  §102(b)). 

There  is  no  invention  in  patent  No.  2,274,172  (see  pp. 
2-3  of  this  reply).  There  is  no  invention  over  what  was 
abandoned  in  Exhibit  C.  The  non-inventive,  functional 
variation  between  abandoned  claim  1  of  Exhibit  C  and 
claim  1  of  patent  No.  2,274,172  is  shown  on  the  attached 
sheet. 

Defendant  has  the  right  to  use  what  was  in  the  prior 
art  and  to  use  mechanical  skill:  Defendant  has  the  right 
to  use  what  was  abandoned  because  that  is  only  prior  art 
and  not  inventive. 


Abandoned  Method,  Exhibit  C,  Ser.  No.  767,496. 

I.  The  method  of  forming  a  self-aligning  bearing  having  a  bearing 
\xi\\  and  a  ductile  bearing  race, 

said  Iwll  and  race  tjcinjj  formed  with  corresiwnding  curved  surfaces 
therebetween,  comprising, 

assembling  said  ball  in  an  annular  blank  having  an  inner  cylindrical 
surface  sulwtantially  corresponding  in  diameter  with  that  of  the 
bearing  ball  and  having  opposite  end  portions, 

comi^rcssing  said  end  ix)rtions  inwardly, 


to  conform  and  prfxluce  a  binding  engagement  willi  the  ( 
face  of  said  ball. 


and  finally  compressing  the  mt-dian  jx>rtion  inwardly  between  the 
ends  of  the  bearing  race 


to  elongate  the  Itcaring  race  longitudinally  toward  its  opposite  ends 

whereby  the  bearing  surfaces  between  tlie  bearing  ball  and  race  are 
released  to  jxrrmit  free  rotation  between  the  ball  and  bearing  race. 


In  Public  Dom 


Claim  1  of  Patent  '172. 

1 .  The  method  of  forming  a  self-aligning  bearing  having  a  bearing 
ball  and  a  relatively  soft,  ductile  metal  bearing  race, 

said  ball  and  race  being  formed  with  corresponding  curved  surfaces 
therebetween,  comprising, 

assembling  said  ball  in  an  annular  blank  having  an  inner  cylindrical 
surface  substantially  corresponding  in  diameter  with  that  of  the 
bearing  ball  and  having  opposite  end  portions, 

compressing  said  end  portion  inwardly  in  intimate  and  direct  con- 
tact with  said  ball  to  deform  the  cylindrUal  blank  and  place  tlte 
same  under  a  stress  with  the  outer  periphery  stretched  and  the  inner 
periphery  itn<icr  compression  such  that  said  blank  will 

conform  and  produce  a  binding  engagement  around  the  curved  sur- 
face of  said  ball, 

and  finally  compressing  the  median  portion  of  the  bearing  race  by 
pressure  applied  through  rolling  contact 

relieving  sotne  of  the  compression  stress  in  the  metal  and  adjacent 
the  inner  periphery  of  said  blank 

and  elongating  the  bearing  race  evenly  towards  its  opposite  ends  and 

separating  evenly  the  bearing  surfaces  between  the  bearing  ball  and 
bearing  race  by  an  amount  sufficient  to  permit  smooth  rotation 
therebetween  but  still  confine  said  ball  within  said  race. 


I  Because  Only  Non-Inventive  Functional  Variation. 
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PLAINTIFF  MISREPRESENTS  EFFECT  OF 
EXHIBIT   2A. 

The  documentary  proof  before  the  Court  irrefutably 
shows  (and  plaintiff  does  not  deny)  : 

(a)  that  chronological  chart  I  is  accurate  (facing 
p.  8  of  Deft.  Br.); 

(b)  that  the  method  claims  solicited  in  divisional 
application  [Ex.  C]  were  finally  rejected  and  aban- 
doned October  1,  1951; 

(c)  that  for  15  months  [until  Ex.  B  was  filed  in 
December,  1952],  claims  on  the  method  here  in  suit 
were  not  before  the  Patent  Office; 

(d)  that  commercial  use  of  the  method  here  in  suit 
took  place  for  five  years  before  application  for  patent 
'172  [Ex.  B]  was  filed  [Admissions,  R.  996-997]. 

The  above  facts  compel  holding  patent  '172  invalid  on 
prior  public  use  (35  U.  S.  C.  §102(b))  (Deft.  Op.  Br. 
pp.  49-50). 

In  a  frantic  attempt  to  plug  up  this  abandonment  of 
claims  on  the  method  here  in  suit  and  the  statutory  bar  to 
patent  '172,  plaintiff  resorts  to  false  representations  on 
pages  50-54  of  its  brief.  Plaintiff  there  represents  that 
Exhibit  2A  (Application  Serial  No.  135,174)  contained 
"like  method  claims"  during  this  14-15  month  period.  This 
representation  is  totally  false;  plaintiff's  counsel  forgets 
that  he  has  a  duty  to  the  Court  (as  well  as  to  his  client) 
in  making  such  representations. 

The  facts,  as  conclusively  shown  by  Exhibit  2A  are: 

(1)  The  application  [Ex.  2A]  does  not  contain  a 
single  word  of  the  hodgepodge  about  strains  in  ten- 
sion and  compression.  It  does  not  contain  the  new 
matter  which  was  added  to  Exhibit  A  and  B  in 
March,  1950.  It  does  not  disclose  the  strains  and 
stresses  which  appear  in  the  claims  of  patent  '172. 


—10- 

(2)  The  method  claims  solicited  in  Exhibit  2 A  were 
for  a  different  method  than  that  originally  disclosed 
in  Exhibit  A  (patent  '841)  and  Exhibit  C  (aban- 
doned) and  in  Exhibit  B  (patent  '172). 

(3)  Exhibit  2 A  (patent  '975)  does  describe  a 
method  which  requires  heating  the  ball  to  expand  it 
(not  described  in  '841  or  '172)  and  described  a  pecu- 
liarly shaped  race  ring  with  triangular  lips. 

Application  [Ex.  2A]  was  for  a  different  three-step 
process  which  required  the  use  of  a  race  blank  provided 
with  outstanding  triangular  lips  lOB  and  IOC  (not  shown 
in  patents  '841  or  '172).  Exhibit  2 A  as  filed  specifically 
states : 

''The  particular  shape  and  presence  of  such  lips 
lOB,  IOC  are  of  importance  in  producing  the  major 
novel  results  of  the  present  invention"  [Ex.  2 A,  p.  6, 
of  specification  as  filed]. 

The  "method"  of  Exhibit  2 A  comprised  the  three  steps 
described  on  page  6  of  the  application  as  follows: 

(1)  Placing  the  race  blank  with  its  triangular  lips 
into  holding  dies  [p.  6,  lines  4-11]. 

(2)  'The  second  step  consists  in  heating  the  ball 
12  to  a  temperature  in  the  neghborhood  of  200°  F.  to 
expand  it  slightly,  after  which  it  is  placed  within  the 
cylindrical  opening  lOA  in  the  race  member  10,  as 
indicated  in  Fig.  5"  [p.  6,  lines  11-15  of  Ex.  2A;  col. 
2,  lines  46-50  of  pat.  '975]. 

(3)  "The  third  step  consists  in  applying  pressure 
*  *  *  to  deform  the  annular  triangularly  cross- 
sectioned  lips  lOB,  IOC     *     *     *." 

After  these  steps  and  after  the  ball  cools,  the  ball  is 
supposed  to  rotate  freely  [p.  7,  lines  1-7]. 
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This  is  not  the  method  disclosed  in  the  original  ap- 
plication [Ex.  A],  which  resulted  in  patent  '841.  This  is 
not  the  method  which  is  based  on  stresses  in  tension  and 
compression  (added  in  1950)  and  stated  in  patent  '172. 
Plaintiff  is  challenged  to  point  out  where  the  step  of 
heating  and  expanding  a  ball  is  specified  in  patents  '841 
or  '172.  Plaintiff  is  challenged  to  point  out  wherein  Ex- 
hibit 2 A  (or  patent  '975  which  issued  thereon)  contains 
a  description  of  forming  a  race  to  "place  the  same  under 
a  stress  with  the  outer  periphery  stretched  and  the  inner 
periphery  under  compression,"  as  stated  in  claims  of  patent 
'172. 

Exhibit  2 A  is  directed  to  a  different  method,  employ- 
ing hot  balls  and  the  expansion  and  contraction  of  such 
balls  with  temperature  changes.  Plaintiff  admitted  this 
was  a  different  method — plaintiff  did  not  sue  defendant 
on  patent  '975  which  matured  from  Exhibit  2A. 

Plaintiff's  statement  that  Exhibit  2A  was  "directed  to 
the  method  of  making  the  bearing  being  claimed  in  Exh. 
A"  (Pltf.  Br.  p.  54)  is  totally  inconsistent  with  the  state- 
ment that  the  bearing  of  patent  '841  was  dependent  upon 
the  method  of  patent  '172  (p.  4).  The  two  methods  are 
different.  When  plaintiff  states  that  Exhibit  2A  con- 
tained "like  method  claims"  [like  in  Ex.  C],  plaintiff  is 
making  a  false  representation  to  the  court  and  ignoring  the 
ball  heating  step. 

Since  Exhibit  2A  contained  no  reference  to  stresses  in 
tension  and  compression,  it  could  not  support  the  claims 
of  patent  '172.  Exhibit  2 A  was  improperly  introduced 
into  evidence  over  defendant's  objection. 
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Plaintiff's  argument  fails.  The  record  and  facts  do 
not  support  the  false  argument.  Plaintiff  had  abandoned 
the  method  here  in  suit  (with  its  abortive  stresses  and 
strains)  on  October  1,  1951.  Such  method  claims  of 
patent  '172  are  invahd  by  reason  of  admitted  commercial 
public  use  for  more  than  one  year  prior  to  December, 
1952. 

Attention  is  drawn  to  the  fact  that  Exhibit  C  was  aban- 
doned for  failure  to  reply  to  the  final  rejection  of  Decem- 
ber 11,  1950  [Ex.  C,  p.  21];  this  constituted  abandon- 
ment of  the  application.  The  application  was  revived  by 
petition  [Ex.  C,  p.  26]  granted  July  9,  1951  [p.  32].  But 
by  failing  to  complete  the  appeal  to  the  Board  of  Appeals, 
plaintiff  abandoned  the  alleged  invention  stated  in  the 
claims  on  October  1,  1951. 

ERRONEOUS  FINDINGS. 

Plaintiff  (on  p.  45  of  its  brief)  makes  a  half-hearted 
and  laughable  attempt  to  reconcile  Finding  II  with  other 
findings  such  as  Finding  XX  and  is  now  driven  to  state 
that  when  a 

"*  *  "^^  race  is  separated  from  the  ball  by  a  very 
small  and  unifom  controllable  clearance  *  *  *" 
[Finding  II]. 

that  this  is  ''comparable  to"  or  the  same  as  a  condition 

where 

"*  *  *  the  ball  actually  becomes  frozen  in  the  race 
with  substantially  all  of  the  entire  available  adjacent 
surfaces  in  binding  engagement.  Due  to  such  bind- 
ing, there  is  a  condition  of  zero  clearance  *  *  *" 
[Finding  XX]. 
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Certainly  a  small  clearance  is  not  the  same  as  zero  clear- 


ance. 


Finding  XXV  is  also  in  error  and  irreconcilable  with 
other  findings  by  referring  to  "freezing  the  ball  in  the 
race  member  after  it  is  formed  around  the  ball."  Plain- 
tiff's last  minute  switch  desires  freezing  of  the  ball  to  be 
the  same  as  a  very  small  clearance.  This  ridiculous  at- 
tempt to  explain  the  conflicting  findings  indicates  the 
total  ambiguity  of  the  entire  patent  and  the  confusion 
under  which  the  trial  court  rendered  the  decision. 

All  of  the  findings  which  mention  the  fictitious  "stress 
pattern"  are  clearly  in  error.  This  stress  pattern  or 
"means"  [Finding  LII]  upon  which  the  patents  must 
rely  (according  to  plaintiff) — this  stress  pattern  was  not 
disclosed  in  Exhibit  A,  the  application  of  patent  No. 
2,626,841  as  filed.  Since  this  "stress  pattern"  is  the  only 
reason  why  the  Patent  Office  allowed  any  claims,  such 
stress  pattern  is  a  material  variation  over  and  above  the 
original  disclosure.  Such  important  or  essential  variation 
certainly  constitutes  new  matter.  Such  an  essential  por- 
tion of  a  purported  invention  must  be  supported  by  an 
oath.     But  none  of  these  requirements  were  met. 

Every  finding  which  mentions  this  fictitious  stress 
pattern  such  as  Findings  VII,  XVII,  XX,  XXV,  L,  LII, 
LVII  and  LX  are  subject  to  the  same  error  and  are  not 
sustainable. 

Finding  LIV  is  contrary  to  agreed  fact  37  of  the  pre- 
trial order  [R.  94].  Finding  LIX  "the  claims  of  the 
patent  No.  2,626,841  find  a  basis  in  the  original  disclosure 
to  the  Patent  Office  on  July  2Z,  1945"  is  clearly  wrong. 


—14— 

Attention  is  again  specifically  called  to  the  fact  that 
plaintiff's  own  expert  admitted  that  whether  the  ring  has 
a  stress  pattern  or  not,  you  still  generate  clearance  be- 
tween the  ball  and  the  race  when  you  tap  or  hammer  the 
outside  of  the  race  [R.  1122].  Therefore  the  fictitious 
stress  pattern  is  simply  a  hodgepodge  of  words  which 
confused  the  Patent  Office  and  permitted  the  inadvertent 
issue  of  two  patents. 

INVENTION  DOES  NOT  LIE  IN  MINOR 
MATTERS  OF  DEGREE. 

The  trial  court  ignored  the  oft  repeated  rule  that  inven- 
tion cannot  be  predicated  on  minor  changes  in  size  or 
degree. 

Kalich  V.  Patterson  Pacific  Parchment  Co.,  137  F. 
2d  649. 

The  erroneous  findings  are  filled  with  references  to 
questions  of  degree.  Each  such  reference  is  based  upon 
the  premise  that  the  prior  art  had  the  same  thing,  but  to 
a  lesser  degree. 

"Greater  load-carrying  capacities"  [Finding  XIV]. 

''Much  smaller  controllable  looseness"  [Finding 
XXIII]. 

"Stronger  and  have  more  applications"  [Finding 
XXV]. 

"Largest  possible  uniform  contact"  [Finding 
XXVI]. 

"Larger  forces"   [Finding  XXIII]. 

"Longer   period   of   time"    [Finding   XXVIII]. 

"Simpler"  [Finding  XXIX]. 

"More  inexpensive"  [Finding  XXIX]. 

"Made  smaller  more  inexpensively"  [Finding 
LVII]. 
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Reliance  upon  such  matters  of  degree  shows  that  the 
patents  in  suit  are  invalid  and  at  best  represent  only 
mechanical  skill  but  not  invention.  This  Court  discussed 
the  difference  in  Talon  Inc.  v.  Union  Slide  Fastener,  Inc., 

^-  2d ,  and  in  Rohr  Aircraft  Corporation  et  al.  v. 

Rubber  Teck,  Inc.,  et  al, F.  2d The  rules  stated 

in  these  two  recent  cases  require  the  patents  in  suit  herein 
to  be  held  invahd.  Insignificant  "carrying  forward"  of 
the  prior  knowledge  is  not  invention  and  should  not  saddle 
the  public  with  an  inequitable  burden  {Cole  v.  Hughes 
Tool  Co.,  215  F.  2d  924  (C.  A.  10). 

PLAINTIFF  IS  OVERREACHING. 

Plaintiff's    brief    unfairly   attempts    to   besmirch    Mr. 
Fred  Straub  upon  unsupported  statements  by  plaintiff's 
counsel.    Mr.  Straub  ran  a  job  shop  and  did  subcontract- 
ing work  for  various  people;  one  Dick  Reese  of  Adele 
precision  Corp.  was  instrumental  in  starting  Straub  on 
bearings  [R.  500-501]  as  early  as  1949.  During  October 
1950  to  December   1952,  defendant  had  a  license  from 
Half  CO    (a   separate   identity   not   involved   in   the   suit) 
under  the  Spangenberg  patent   [R.  1412].  In  accordance 
with  the  different  Spangenberg  method  which  required 
the  use  of  grease  [R.  504],  Straub  made  bearings  for 
defendant  and  marked  them  with  the  Spangenberg  patent 
number   [see  Ex.  4-B;  R.  307].  Viewed  objectively  and 
factually,    it   is    clear   that    Straub   and   defendant   were 
simply  exercising  the  right  of  all  individuals  and  members 
of  the  public  to  engage  in  business.  The  intervening  rights 
exercised  by  them  in  making  two-piece   bearings   which 
look  like  the  old  Fiegel  bearing,  more  than  one  year  prior 
to  the  addition  of  new  matter  to  patent  '841  and  to  the 
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filing  of   patent   '172,   are   further   reasons   for   holding 
these  patents  invalid. 

Plaintiff  fails  to  call  attention  to  the  fact  that  Potter, 
Hackman  and  Tracy  were  employed  at  Simmonds  Aero- 
cessories.  Inc.,  during  1944  [R.  249;  R.  454].  This  com- 
pany is  the  owner  of  the  Chambers  patent  2,382,773  [R. 
1407]  and  Tracy  knew  Chambers  and  Allen  and  the 
bearings  shown  in  such  patent.  It  was  this  knowledge  by 
Potter,  Tracy  and  Hackman  which  lead  plaintiffs  to 
start  their  own  bearing  business.  Their  bearing  was  not 
original  with  them ;  they  made  no  invention  over  what 
is  shown  in  the  Chambers  patent.  They  did  not  even 
have  the  decency  to  get  a  license  under  the  Chambers 
patent. 

DECEPTION  WAS  PRACTICED  UPON  THE 
PATENT  OFFICE. 

Plaintiff's  brief  states: 

'Tt  was  not  necessary  and  no  duty  whatsoever, 
moral  or  otherwise,  was  imposed  on  Potter  to  inform 
the  Patent  Office  of  any  public  use  in  1951  when  the 
2,724,172  patent  was  filed,  since  the  2,724,172  patent 
is  entitled  to  the  July  23,  1945  filing  date." 

Plaintiff  ignores  that  the  Supreme  Court  has  stated: 

"The  far-reaching  social  and  economic  consequences 
of  a  patent,  therefore,  give  the  public  a  paramount 
interest  in  seeing  that  patent  monopolies  spring  from 
backgrounds  free  from  fraud  or  other  inequitable 
conduct  and  that  such  monopolies  are  kept  within 
their  legitimate  scope.  *  *  *  Those  who  have 
applications  pending  with  the  Patent  Office  or 
who  are  parties  to  patent  law  precedings  have  an 
uncompromising  duty  to  report  to  it  all  facts  con- 


—17— 

cerning  possible  fraud  or  inequitableness  underlying 
the  applications  in  issue." 

Precision    Instrument    Mfg.    Co.    v.    Automotive 
Maintenance  Machine  Co.,  324  U.  S.  806. 

Plaintiff  knew  when  he  filed  Exhibit  B   (application 
for  patent  No.  2,724,172)  that  it  was  not  a  division  of 
the  original  application  Exhibit  A.  Plaintiff  stated  "  *  *  * 
the  present  application  being  a  continuation-in-part  of  my 
co-pending   appHcation   Serial   No.    767  filed   August   8, 
1947,  now  abandoned  *  *  *."   (See  patent  No.  2,724,172, 
col.  1,  lines  19-20.)     By  using  the  words  "continuation- 
in-part"  he  admitted  that  it  was  not  the  same  as  Exhibit 
C  which  had  been  abandoned  almost  fifteen  months  ear- 
lier.    Plaintiff's  attorneys  knew  at  that  time  that  Ex- 
hibit C  had  been  rejected  on  the  ground  of  new  matter. 
Plaintiff's  attorneys  knew  the  facts  but  they  caused  Potter 
to  send  to  the   Patent  Office  an  oath  with   Exhibit   B, 
stating  that  he  does  not  know  and  does  not  believe  that 
this  invention  was  ever  known  or  used  "more  than  one 
year  prior  to  this  application."     This  was  false.     Plain- 
tiff  now   alleges   that  patent   No.   2,724,172   covers   the 
same  method  which  was  being  used  by  plaintiff  in  1946. 

Plaintiff's  position  is  totally  inconsistent  because  on 
page  30  of  Exhibit  B,  on  February  22,  1954,  plaintiff 
represents  to  the  Patent  Office  that  the  claims  being 
solicited  in  Exhibit  B  are  "beheved  to  distinguish  in  a 
patentable  sense  over  the  disclosure  in  appHcant's  patent 
*     *     *"  {sic.  2,626,841). 

Therefore  although  applicant  represented  to  the  Patent 
Office  that  Exhibit  B  distinguished  over  patent  No. 
2,626,841,  he  now  is  attempting  to  convince  this  Court 
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that  the  claims  of  patent  No.  2,724,172  are  for  the  same 
alleged  invention  as  in  original  application  [Ex.  A] 
(patent  No.  2,626,841). 

The  various  misrepresentations  made  by  plaintiff  both 
to  the  Patent  Office  and  to  the  court  require  application 
of  the  rules  laid  down  by  the  Supreme  Court  in  the  Pre- 
cision Instrument  case  quoted  hereinabove.  It  is  not  to 
the  public  interest  to  have  patents  issue  on  misrepresenta- 
tions to  the  Patent  Office;  it  is  not  to  the  public  interest 
for  courts  to  permit  patentees  and  their  counsel  to  glibly 
change  positions  as  occasion  warrants  with  total  disregard 
as  to  the  facts  involved. 

CONCLUSION. 

Because  of  the  burden  of  work,  this  Court  should  not 
be  faced  with  the  necessity  of  examining  the  detailed  facts. 
However,  when  faced  with  generalized,  erroneous  find- 
ings, this  Court  has  not  hesitated  to  examine  the  facts  and 
reverse  the  Trial  Court. 

"However,  this  court  has  not  hesitated  when  con- 
vinced that  a  device  showed  neither  novelty  nor  inven- 
tion to  so  hold  notwithstanding  findings  to  the  con- 
trary by  the  trial  court.  See  Motoshaver,  Inc.  v. 
Schick  Dry  Shaver,  1940,  C.  A.  9,  112  F.  (2d)  701; 
Madsen  Iron  Works  v.  Wood,  1943,  C.  A.  9,  133  F. 
(2d)  416;  Wilson  v.  Byron  Jackson  Co.,  1943,  C.  A. 
9,  133  F.  (2d)  644;  Schnitzer  v.  California  Corru- 
gated Culvert  Co.,  1944,  C.  A.  9,  140  F.  (2d)  275. 
And  see,  Altoona  Theatres  v.  Tri-Ergon  Corp.,  1935, 
294  U.  S.  477;  Paramount  Publix  Corp.  v.  Tri- 
Ergon,  1935,  294  U.  S.  464;  Universal  Oil  Products 
Co.  V.  Glove  Oil  and  Refining  Co.,  1944,  322  U.  S. 
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471,  473;   Stuart   Oxygen   Co.   v.   Josephian,    1947 
C.  A.  9,  162  F.  (2d)  857." 

Pointer  v.  Six  Wheel  Corp.,   177  F.  2d  153   (C 
A.  9). 

Reversal  is  required  in  this  case  because  the  correct 
criteria  of  law  were  not  applied  by  the  trial  court.  Public 
interest  and  justice  to  defendant  compel  a  holding  that 
the  patents  are  invalid  and  not  infringed. 

Dated:    June  30,  1959. 

Respectfully  submitted, 

MiKETTA    &   GlENNY, 
By    C.    A.    MiKETTA, 

Attorneys  for  Defendant-Appellant. 
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IN  THE 
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Richard  H.  Clinton, 
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Joshua  Hendy  Corporation,  et  al., 


Appellant, 
Appellees. 


APPELLEE'S  BRIEF. 


Statement  of  the  Case. 

Appellant  was  dispatched  by  his  union,  the  Masters, 
Mates  and  Pilots,  on  September  17,  1954,  to  act  as  a  relief 
mate  on  the  vessel  SS  Marine  Arrow  [Rep.  Tr.  p.  4]. 
He  boarded  the  vessel  and  in  the  course  of  his  duties 
determined  to  raise  the  gangway  [Rep.  Tr.  p.  6].  There 
was  an  electric  motor  on  the  vessel  for  the  purpose  of 
raising  the  gangway  and  appellant  pressed  the  button 
to  activate  this  motor  but  it  did  not  function  [Rep.  Tr. 
pp.  6,  16].  Appellant  then  obtained  an  emergency  manual 
handle  about  thirty  inches  in  length  [Rep.  Tr.  p.  17]  and 
placed  it  in  the  winch  fall  of  the  davit,  such  handle  being 
for  such  use  when  the  electric  motor  was  not  used  [Rep. 
Tr.  p.  17].  He  wound  the  winch  fall  inboard  by  the 
use  of  this  manual  crank  [Rep.  Tr.  p.  6] ;  raised  the 
gangway  two  or  three  feet;  left  the  manual  crank  in 
the  davit  winch  axle  where  he  had  been  cranking  the 
davit  [Rep.  Tr.  p.  17] ;  then  went  down  on  to  the  dock 
with  another  officer  and  later  returned  to  the  winch 
davit  [Rep.  Tr.  pp.  17  and  18].  Appellant  then  attempted 
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to  activate  the  electric  winch  again  by  pushing  the  button 
[Rep.  Tr.  pp.  10  and  18]  and  this  time  the  electric  winch 
functioned  which  caused  the  manual  crank  which  had 
been  left  in  it  to  move  and  strike  appellant's  knee  causing 
the  injury  complained  of  [Rep.  Tr.  p.  18].  At  the  time 
of  his  injury  no  one  else  was  involved  in  any  of  the 
activity  at  the  winch  and  there  was  no  one  within  fifteen 
feet  of  the  appellant  [Rep.  Tr.  p.  18].  As  a  result  of 
his  injury  appellant  was  not  fit  for  duty  as  a  seaman  for 
29  days  [Findings  of  Fact  No.  4].  The  sole  proximate 
cause  of  the  appellant's  injury  was  his  own  negligence 
[Findings  of  Fact  No.  3]  and  there  was  no  negligence  or 
unseaworthiness  of  the  vessel  which  was  a  proximate  cause 
of  the  appellant's  injury   [Findings  of  Fact  No.  7]. 

The  assignment  of  errors  are: 

1.  That  the  trial  court  erred  in  its  Finding  that  the 
sole  proximate  cause  of  the  injury  was  appellant's 
own  negligence. 

2.  That  the  trial  court,  in  a  prior  proceeding  in  this 
action,  dismissed  an  eighth  cause  of  action  on  the 
ground  apparently  of  lack  of  jurisdiction,  and  thus 
erred. 

3.  That  the  trial  court  apparently  dismissed  the  first, 
second  and  third  causes  of  action  for  lack  of  juris- 
diction, and  thus  erred. 

4.  That  the  trial  court  erred  in  some  prior  proceed- 
ing in  some  dismissal  in  connection  with  some  indefi- 
nite jurisdictional  matter. 

5.  That  the  trial  court  had  erred  in  not  finding  as  to 
the  status  of  respondent  Pacific  Far  East  Line. 

6.  That  the  trial  court  had  erred  in  failing  to  award 
interest  on  the  maintenance  awarded  herein. 


— 3— 

ARGUMENT. 

Before  discussing  the  above  allegations  of  error  it  is 
pertinent  to  point  out  that  the  burden  is  on  the  appellant 
to  show  that  the  findings  of  the  trier  of  fact  are  clearly 
erroneous.   (Watson  v.  Button,  235  F.  2d  235  (9th  Cir.).) 

In  Admiralty  matters  there  is  no  longer  a  trial  de  novo 
on  appeal  and  the  Federal  appellate  tribunals  have  no 
greater  scope  of  review  in  Admiralty  actions  than  they 
have  under  Rule  52a  of  the  Federal  Rules  of  Civil  Pro- 
cedure (McAllister  v.  United  States,  348  U.  S.  19  at  20, 
99  L.  Ed.  20  at  24). 

First  Assignment  of  Error. 

The  lower  court,  sitting  in  Admiralty,  found  that  the 
sole  proximate  cause  of  appellant's  injury  was  his  own 
negligence  [Findings  of  Fact  No.  3].  This  is  substanti- 
ated by  the  evidence  of  appellant  himself  who  testified 
that  he  had  placed  the  manual  crank  in  the  davit  winch 
axle,  had  operated  the  winch  manually  with  such  crank, 
had  left  the  crank  in  the  axle  to  go  down  to  the  dock, 
had  returned  to  the  winch  and  had  pressed  the  button  to 
activate  it  electrically  while  this  thirty  inch  crank  was 
still  in  it,  that  the  natural  result  of  the  electric  motor 
starting  was  to  move  the  axle  causing  the  crank  to  hit 
the  appellant's  leg  causing  the  injury  and  that  no  one 
other  than  appellant  was  in  the  vicinity  [Rep.  Tr.  pp. 
\6,  17  and  18].  Not  only  are  the  findings  of  the  trial 
court  in  this  regard  not  clearly  erroneous,  but  are  obviously 
supported  by  the  evidence.  The  only  object  of  pressing 
the  button  by  the  appellant  was  to  activate  the  winch 
axle  and  with  the  crank  still  in  the  axle  and  the  appellant 
standing  close  enough  to  be  hit  thereby  the  only  reason- 


able  result,  if  the  object  of  starting  the  motor  were 
achieved,  would  be  the  precise  thing  that  here  happened, 
that  is,  the  injury  to  appellant. 

Second,  Third  and  Fourth  Assignments  of  Error. 

Proctor  for  respondent  Joshua  Hendy  Corporation  is 
not  at  all  clear  as  to  what  points  are  relied  on  by  appel- 
lant in  these  alleged  errors.  However,  it  appears  that  this 
matter  has  already  been  heard  by  this  Honorable  Court 
in  appellate  action  No.  15,056,  reported  at  254  F.  2d 
370,  and  no  comment  is  deemed  appropriate  nor  necessary. 

Fifth  Assignment  of  Error. 

The  fifth  assignment  of  error  concerns  the  failure  of 
the  Court  to  find  on  the  status  of  Pacific  Far  E^st  Line, 
one  of  the  respondents. 

In  the  course  of  the  trial  the  proctor  for  both  appellees, 
Joshua  Hendy  Corporation  and  Pacific  Far  East  Line, 
stipulated  that  the  appellant  was  employed  by  Joshua 
Hendy  Corporation  [Rep.  Tr.  p.  29]  and  proctor  for 
the  appellant  agreed  that  such  was  sufficient  [Rep.  Tr. 
p.  29].  Further,  proctor  for  the  appellees  stipulated  that 
Joshua  Hendy  Corporation  was  the  owner  and  operator 
of  the  vessel  and  the  employer  of  appellant  and  under  those 
circumstances  it  is  obvious  that  if  appellant  recovered 
either  on  the  theory  of  unseaworthiness  or  negligence  he 
would  recover  against  Joshua  Hendy  Corporation.  Both 
appellant  and  his  proctor,  Mr.  Selwyn,  agreed  to  look 
to  Joshua  Hendy  Corporation  for  any  judgment  [Rep. 
Tr.  p.  31].  There  has  been  no  showing  that  appellant 
has  been  prejudiced  in  any  manner  by  a  failure  to  find 
as  to  the  status  of  Pacific  Far  East  Line. 
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Accordingly,  since  it  is  well  settled  that  a  judgment 
may  not  be  reversed  because  of  any  omission  or  commis- 
sion which  did  not  deprive  the  complaining  party  of  any 
substantial  right  (Lancaster  v.  Collins,  115  U.  S.  222 
at  227,  29  L.  Ed.  373  at  375;  Anchor  Casualty  Co.  v. 
McGowan,  168  F.  2d  323  at  325,  326),  the  appellant's 
position  on  this  point  cannot  be  maintained. 

Sixth  Assignment  of  Error. 

The  failure  of  the  court  to  award  interest  in  addition 
to  the  $232.00  maintenance  judgment  is  cited  by  appellant 
as  error. 

There  was  no  allegation  in  the  libel  (Sixth  cause  of 
action)  relative  to  interest  on  any  maintenance  due  nor 
was  there  any  prayer  therefor  [Clk.  Tr.].  On  June 
11,  1958,  the  proctors  for  libelant  executed  a  Satisfaction 
of  Judgment  which  was  filed  with  the  court  in  connection 
with  the  payment  to  them  and  appellant  of  the  mainte- 
nance judgment  of  $232.00.  In  appellant's  motion  dated 
June  8^  1958,  for  modification  of  the  Findings  of  Fact 
and  Conclusions  of  Law  there  was  no  mention  of  any 
interest  on  the  maintenance.  Appellee  concedes  that  inter- 
est may  be  given  on  maintenance  awards  by  the  trial  court 
but  in  the  absence  of  any  prayer,  evidence,  statement  or 
request  therefor,  it  is  not  clearly  an  abuse  of  discretion 
not  to  have  given  interest  on  the  court's  own  initiative. 
This  failure  of  the  appellant  and  his  counsel  to  object  to 
not  having  received  interest  on  the  maintenance  award 
would  appear  clearly  to  have  constituted  a  waiver  thereof 
when  the  funds  in  payment  of  the  judgment  were  re- 
ceived by  them  and  the  satisfaction  of  such  judgment 
given. 


The  state  of  the  appellate  record,  insofar  as  the  proctor 
for  the  respondents  is  concerned,  is  confused  by  the  var- 
ious appellate  documents  filed  by  the  appellant.  Accord- 
ingly, the  appellee's  proctor  hereby  respectfully  asks 
permission  of  this  Honorable  Court  to  request  a  supple- 
mental transcript  of  record  to  contain  the  satisfaction  of 
judgment  herein  and  the  appellant's  motion  for  a  modi- 
fication of  the  Findings  of  Fact  and  Conclusions  of  Law, 
as  bearing  on  this  Sixth  assignment  of  error. 

Conclusion. 

It  is  respectfully  submitted  that  the  judgment  of  the 
lower  court  herein  be  affirmed  with  regard  to  the  Findings 
of  Fact  made  thereby;  but  that  if  this  Honorable  Court 
should  determine  that  interest  should  be  added  to  the 
maintenance  award  herein,  such  be  done  by  this  Honor- 
able Court  and  as  thus  increased,  the  judgment  herein 
be  affirmed. 

Respectfully  submitted, 

Robert  Sikes, 

Proctor  for  Appellee  Joshua  Hendy  Corporation. 
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